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FOREWORD 
 
1 The Course Manual, is issued on the authority of the Director of the Patent Branch. 

 
2 This manual was developed to be used in conjunction with the formal training program for the SG-

PAT-4 Qualification Course. 
 
3 Suggestions for changes shall be forwarded through normal channels to the Project Officer 

responsible for Formal Training. 
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 History of the Canadian Patent System 1.1
 

 A Brief History of the Canadian Patent Acts and International Agreements 1.1.1
 
The history of patents in Canada started in 1767 when Canada became a British colony, as British Patents 
would be applied in Canada. The extension of the British Patent into the colonies ended once the colonies 
started to pass their own Patent Acts. 
 
Prior to Confederation, Lower Canada passed a Patent Act (1824), under the authority of the Constitutional 
Act of 1791. The language in that Act is reflected in the modern Patent Act: 
 
For “the encouragement of Genius and of Arts in this Province to secure an exclusive right to the Inventor of 
any new and useful Art, Machine, Manufacture or Composition of Matter”. 
 
The requirements for the specification are the same today as they were then. Applicants were required to 
present a petition with a description and drawings to the Governor who would submit them to the Solicitor 
General for examination as to conformity to the Law. The examination had a time limit of fifteen days 
whereupon the application would be forwarded to the Provincial Secretary who would record the patent 
and issue it. The term was for fourteen years. 
 
Two years later, Upper Canada passed a Patent Act which was very similar to that of Lower Canada. The 
one main difference was a requirement that each applicant swear (or affirm) that he was the first inventor. 
 
After the Rebellions in both Upper and Lower Canada, the Act of Union was passed, creating the new 
province of Canada with a common legislature. The new Legislative Assembly passed a new Patent Act in 
1849 which was similar to the two former provincial Acts, but added reissue, to correct a defective patent, 
and disclaimer, the cancelling or giving up a patent claim. 
 

 First Canadian Patent Act 1.1.1.1
 
The next major change to the patent system in Canada came in 1869 when the new Parliament of 
Canada, in the Dominion of Canada, passed the first Canadian Patent Act, which was modelled on the 
Patent Act of the Province of Canada but greatly expanded, for example, bringing in the concept of first- 
to-invent from the United States Patent Act. 
 

 Second Patent Act 1.1.1.2
 
The second Canadian Patent Act was passed in 1872. This Act allowed non-residents to obtain patents in 
Canada. 
 

 The Paris Convention 1.1.1.3
 
Up until 1883, granting monopolies of exclusive rights to inventors was strictly a national affair. Each 
jurisdiction had its own criteria and often only residents and citizens could be granted a patent. In that year 
eleven countries signed the treaty on industrial property in Paris. Presently there are over 170 signatories. It 
was known as the International Convention for the Protection of Industrial Property and was the first 
attempt at internationalizing intellectual property. One of the concepts introduced by the Convention was 
that of national treatment. Most jurisdictions only allowed residents and citizens the right to patent 
protection. Under national treatment, applicants from any one of the signatories were treated in the same 
manner as nationals. This was a real stimulus to international commerce and in one form or another, the 
effort to internationalize industrial property continues. In addition, an applicant who applied for a patent in 
any one of the signatory countries could wait up to a year to file applications in other member countries 
and could rely on the first application date (the priority date) to effectively backdate the later filed 
applications to the first filing date. 
 
Article 1 - Establishment of the Union and Scope of Industrial Property 
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(1) The countries to which this Convention applies constitute a Union for the protection of industrial 
property. 

 
(2) The protection of industrial property has as its object patents, utility models, industrial designs, 

trade-marks, service marks, trade names, indications of source or appellations of origin, and the 
repression of unfair competition. 

 
(3) Industrial property shall be understood in the broadest sense and shall apply not only to industry 

and commerce property, but likewise to agricultural and extractive industries and to all 
manufactured or natural products, for example, wines, grain, tobacco leaf, fruit, cattle, minerals, 
mineral waters, beer, flowers, and flour. 

 
(4) Patents shall include the various kinds of industrial patents recognized by the laws of the countries 

of the Union, such as patents of importation, patents of improvement, patents and certificates of 
addition, etc. 

 
 Third Patent Act 1.1.1.4

 
The third Canadian Patent Act was passed in 1923. This Act brought Canadian Patent Law into conformity 
with the requirements of the International Convention for the Protection of Industrial Property and also 
introduced special provisions relating to foods and drugs. 
 

 Fourth Patent Act  1.1.1.5
 
The fourth Canadian Patent Act was passed in 1935. This Act introduced provisions relating to section 11 
searches and unity of invention. 
 

 Fifth Patent Act 1.1.1.6
 
On October 1, 1989 several major changes came into force with the fifth Canadian Patent Act, also known 
as the Harmonization Act. Canada joined the Patent Cooperation Treaty, effective January 1, 1990, 
changed its provisions on compulsory licensing of drugs, set up the Patented Medicine Prices Review 
Board, introduced re-examination, changed from a first-to-invent system to a first-to-file system, changed 
the patent term from seventeen years from issue to twenty years from filing, brought in maintenance fees, 
introduced deferred examination, and initiated the automatic laying open of files. In short, the whole 
system changed. Some of these provisions, such as the first to file system, brought us closer to the rest of the 
world (the only countries using a first to invent system at the time were the Philippines and the United States, 
which switched to a first to file system in 1998 and 2013, respectively). Changes such as the limiting of the 
compulsory licensing of drugs and the setting up of the Patented Medicine Prices Review Board took us on 
a different direction than Canada had followed since 1923. The major change to affect both examiners 
and applicants was the first to file system. It meant a change of thought process. Instead of looking for 
information to show that the applicant was the first inventor, or more accurately for proof that he was not 
the first inventor, one only had to show that the application was the first filed. Unless two applications were 
filed on the same day priority was clear. If two were filed on the same day and both were allowable they 
were both allowed. 
 

 The Patent Cooperation Treaty (PCT) 1.1.1.7
 
The PCT was concluded in 1970, amended in 1979 and modified in 1984. 
 
The Treaty makes it possible to seek patent protection for an invention simultaneously in each of a large 
number of countries by filing an "international" patent application. Such an application may be filed by 
anyone who is a national or resident of a contracting State. It may be filed with the national patent office 
of the contracting State of which the applicant is a national or resident or, at the applicant's option, with 
the International Bureau of WIPO in Geneva. 
 
The Treaty regulates in detail the formal requirements with which any international application must 
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comply. Among all the contracting States, the applicant indicates those in which they wish their 
international application to have effect ("designated States"). The effect of the international application in 
each designated State is the same as if a national patent application had been filed with the national 
patent office of that State. 
 
The international application is then subjected to what is called an “international search and examination”.  
This search and examination is carried out by one of the major patent offices. This process results in an 
"international search report” and a “written opinion on patentability” that comprise a listing of citations of 
published documents and how they affect the patentability of the invention claimed in the international 
application. 
 
More details on the PCT system can be found in Chapter 4.16 
 
The PCT created a Union. The Union has an Assembly. Every State party to the PCT is a member of the 
Assembly. 
 
Among the most important tasks of the Assembly are the amendments of the Regulations issued under the 
Treaty, the adoption of the biennial program and budget of the Union, and the fixing of certain fees 
connected with the use of the PCT system. The Assembly of the PCT Union has established a special 
measure to the benefit of natural persons who are nationals of and reside in a State whose per capita 
national income is below US$ 3,000. That benefit consists of a reduction of 75% on certain fees under the 
Treaty. 
 

 Sixth Patent Act 1.1.1.8
 
The most recent amendment to Canada's Patent Act, and new Rules, came into force October 1, 1996 - 
the sixth Canadian Patent Act. The more significant changes to the Patent Act and Rules are: 
 

• inclusion of obviousness (more on that later); 
• request for examination must be made within 5 years of the filing date (instead of 7 years); and  
• clear requirements for claim drafting. 

 
You will rapidly become familiar with this version of the Act and accompanying Rules, as they are the 
foundation of an examiner’s duties. 
 
 

 History of Other Intellectual Property Offices 1.1.2
 

 WIPO 1.1.2.1
 
The secretariat and organization which was responsible for the administration of the Convention was 
passed on to the World Intellectual Property Organization (WIPO) in 1970 with the creation of the Patent 
Cooperation Treaty (PCT). That body became one of the specialized agencies of the United Nations in 
1974. Since then WIPO has worked toward the harmonization of patent practices around the world. 
There have been various activities which impact Canada, one of which is the International Patent 
Classification system resulting from the Treaty of Strasbourg. This is the classification system Canada 
presently uses. 
 
Canada joined WIPO in 1970 and then in 1990 became a contracting state in the Patent Cooperation 
Treaty as a Receiving Office. Patent filings through the PCT route have continuously increased and now 
form a significant part of our workload - over 70%. 
 

 EPO 1.1.2.2
 
In Rome, in 1957, the Treaty of Rome was signed creating the European Economic Community (EEC). This 
started discussions in the Community about a European Patent Office. In 1973, a European Patent 
Convention was concluded, and in 1978 the European Patent Office (EPO) was created. In the original 
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discussions leading to the Convention not all the participants were from the EEC, and therefore neither the 
European Patent Convention nor the European Patent Office are part of the EEC, but are parallel 
organizations. Membership is not restricted to EEC states. The EPO exists beside the national offices of the 
member states. By filing a single European application, a number of European Patents can be obtained, 
one for each of the designated states. The patents are issued as national patents and disputes are brought 
before the national courts. The changes to the 1989 Canadian Patent Act were strongly influenced by the 
European model. The European Patent Office has been a success and there are discussions aimed at 
creating a European central court to enforce European patents. 
 
Chapters 5.05 and 8.09 contain more information on the EPO. 
 

 USPTO 1.1.2.3
 
After the Revolutionary War, the former colonies set up a republic and one of the organizations of 
government was a Patent Office. Patents were not unknown in the colonies. Some of them were granted 
based on a Royal grant from the English king. The legal system in the colonies was of necessity based on 
English law. In 1646, a grant was made in Massachusetts which set forth the reasons for granting an 
exclusive right to inventors. These reasons were given as the encouragement of devising new things and 
the public benefit in making new things. The other colonies did the same and continued to do so until the 
Constitutional Convention in 1787 when all the states unanimously voted that the granting of patents 
should be a federal responsibility, rather than a state responsibility. 
 
The American Constitution provides in Article 1, section 8 that Congress shall have the power “To promote 
the progress of science and useful arts, by securing for limited times to authors and inventors the exclusive 
right to their respective writings and discoveries”. In 1790, the United States set up a Patent Act which was 
considered the first complete patent law. Authority was vested in granting patents to a three man board, 
made up of the Secretary of State, the Secretary of War and the Attorney General. Within three years the 
system was changed to allow for grant without examination - a registration system. This was again changed 
in 1836 when another Act was passed which introduced, for the first time, an administrative office having 
examiners whose duty it was to examine applications and who had the power to refuse a patent when 
they found that the invention was not novel or otherwise did not comply with the Act. The first to invent 
system formed the nucleus of the United States Patent Act up until 2013, and the first Canadian Patent Act. 
In 2011, the United States passed the America Invents Act, which switched the patent system from a first to 
invent to a first to file system, among other significant changes. The first to file provisions went into effect in 
March 2013. 
 
Chapters 5.05 and 8.10 contain more information on the USPTO. 
 
 

 Other International Agreements Affecting Patents 1.1.3
 

 The World Trade Organization (WTO) 1.1.3.1
 
The World Trade Organization was created out of the Uruguay Round of the General Agreement on Tariff 
and Trade ("GATT"). The GATT was intended to decrease trade barriers between countries. 
 
Under the North American Free Trade Agreement ("NAFTA") and GATT, Canada imposed upon itself (as did 
other signatory countries) an obligation to make patents available for "any inventions ... in all fields of 
technology". There is to be no discrimination as to the field of technology unless it is a sort of technology 
that fits under a specific exclusion of the patent legislation. Software-related inventions, for example, are 
not excluded. 
 

 Patent Law Treaty (PLT) 1.1.3.2
 
The Patent Law Treaty (PLT) aims to simplify and harmonize administrative practices among national 
intellectual property offices with respect to the patent application process. The PLT addresses issues such as 
the grace periods to avoid loss of rights, representation before the intellectual property office and red-tape 
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reduction. It does not seek to harmonize substantive patent law (e.g., what is patentable). 
 
The majority of the standards and rules in the PLT relate to the procedures of national patent offices, and, in 
particular, make clear what national patent offices can and cannot require from applicants. From the 
viewpoint of inventors and businesses, the result is a reduction of red tape, standardization and 
simplification of administrative requirements that ultimately lead to a simpler way of filing, reduced risk of 
errors and loss of rights as well as lower costs. 
 
Canada signed the PLT in 2001, but has yet to ratify it. Amendments to the Patent Act must be made in 
order to ratify the treaty. Amendments to the Patent Act, introduced in Bill C-43, will come into force on a 
day fixed by order of the Governor in Council. That date will be established after the relevant amendments 
to the Patent Rules have been prepared and after CIPO's IT systems have been updated appropriately. As 
of November 2016, the tentative date for the changes related to the PLT is scheduled for December 2018. 
Training on the specific changes will be provided when they come into force. 
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Notes: 
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 The Definition of Invention 1.2
 
The Canadian Patent Act provides that patent protection may be obtained for any "invention", defined 
under Section 2 as follows: 
 

“invention" means any new and useful art, process, machine, manufacture or composition of 
matter, or any new and useful improvement in any art, process, machine, manufacture or 
composition of matter. 

 
 

 The Criteria for Patentability 1.2.1
 
By law, in order to be patentable, an invention must be novel and it must have utility. In order for an 
invention to be novel, it must not have been the subject of a public disclosure. Over the years another 
criterion has emerged: the invention must not be obvious to a person skilled in the field of the invention. The 
guidelines for determining non-obviousness (also known as inventive ingenuity) evolved through 
jurisprudence. Non-obviousness was finally codified in the 1996 Patent Act. 
 
Finally, a fourth criteria for patentability is statutory subject-matter, i.e., to be patentable, an invention must 
belong to one of the five categories of invention defined in section 2 of the Patent Act, and it must not be 
a mere scientific principle or abstract theorem (subsection 27(8) of the Patent Act). 
 
Inventions belonging to the five categories defined in section 2, i.e., arts, processes, machines, 
manufactures and composition of matter, are patentable subject-matter. Novel, genetically engineered 
life forms can be patented in some jurisdictions, such as the United States, but not in others, including 
Canada (Harvard College v. Canada (Commissioner of Patents) [2002] S.C.C. 76; [(2002), 21 C.P.R. (4th), 
417 (S.C.C.)]). Methods of medical treatment are also patentable in some jurisdictions, such as the United 
States, but not in others, including Canada. Scientific theorems or principles, methods of doing business or 
of playing games, are not patentable. 
 
Providing software can meet the usual criteria for patentability, it can be patented in some jurisdictions. In 
practice, however, it is difficult to meet the novelty requirement and software patents are less common 
than others. The preferred form of protection for software is copyright. 
 
Numerous patent offices refuse to patent subject-matter that is considered illegal or illicit. Canada decided 
to drop this exclusion, leaving morality and legality matters to statutes other than the Patent Act, such as 
the Criminal Code, Firearms Act, Controlled Drugs and Substances Act, etc. 
 
New plant varieties can be protected by way of the Plant Breeder’s Rights Act in Canada. Integrated 
circuit designs can be protected under the Integrated Circuit Topography Act.  
 
 

 Novelty 1.2.2
 
For an invention to be patentable, it must be "new". In order to be novel, the invention must not have been 
done before so that was available to the public. 
 
The invention need not be revolutionary, but can be a combination of old things. So long as the 
combination is new, the invention is novel. 
 
In order to be novel, the invention must not have been built before or described in a single document 
which contained sufficient information to allow someone to make the invention. 
 
A new side-by-side placement of old devices, so that each device performs its own functions 
independently of the others, does not constitute an invention. In an aggregation, where each element 
functions independently and there is no common result, there is no inventive combination. The mere 
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juxtaposition of parts is insufficient. Elements must combine for a unitary result. If any element in the 
arrangement leads to the same old result without any new result flowing from the combination, then there 
is no invention. 
 
Patents for inventions that break new ground or create a new ‘art’ are often referred to as “pioneer 
patents”.  
 
Improvements to existing inventions are also patentable (as stated in section 2). These are usually referred 
to as “improvement patents”. It must be appreciated, however, that the patent to an improvement does 
not grant the patent owner any right to use the underlying technology, which may be patented by the 
original inventor. 
 
 

 Utility 1.2.3
 
In order to be protectable by a patent, the invention must be "useful". The invention must be useful for the 
purpose for which it was designed. 
 
An invention has utility if: 
 

(a) it gives a benefit to the public; 
 

(b) it is useful in achieving a particular purpose; 
 

(c) it makes a process better or cheaper; 
 

(d) it is advantageous under certain circumstances; and 
 

(e) it works. 
 
 

 Statutory Subject-Matter 1.2.4
 
The subject-matter of an application is subject to the prohibition of subsection 27(8) of the Patent Act 
which states: 
 

No patent shall be granted for any mere scientific principle or abstract theorem. 
 
In order for there to be an invention, there must be both a concept and an implementation (a way of 
putting the concept into practical form). It is not enough to have an idea floating through an inventor's 
brain. The inventor must have at least reduced it to a definite and practical shape before it can be said 
that an invention has been made. The date an invention is made is established by showing that the 
invention was either described in enabling writing (or drawing) or built. The machine does not have to be 
built; that is merely one way of establishing a date of invention. 
 
The guidelines for determining patentability with respect to statutory subject-matter evolved through 
jurisprudence. 
 
 

 Non-Obviousness (Inventive Ingenuity) 1.2.5
 
Through the case law, and now by statute, the courts added the requirement of non-obviousness or 
inventive ingenuity to that of novelty. This arose out of a desire by the courts not to allow a patent to cover 
any routine improvement. In the UK case Edison Bell Phonograph Corp. v. Smith and Young case, the court 
described it this way at page 398: 
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“It really comes to this, that, although the invention is new - that is, that nobody has thought of it 
before - and although it is useful, yet, when you consider it, you come to the conclusion that it is so 
easy, so palpable, that everybody who thought that for a moment would come to the same 
conclusion; or, in more homely language, hardly judicial, but rather business-like, it comes to this, it 
is so easy that any fool could do it.” 

 
The requirement for inventive ingenuity was incorporated into the Canadian Patent Act in 1996 under 
section 28.3. 
 
An invention is sometimes identified by its measure over the prior art. The comparison is made between 
what was invented and what has taken place beforehand. The courts have sometimes said that there is a 
spark (Latin: scintilla) of invention. 
 
The test for obviousness has evolved over time. 
 
The test for obviousness in Canada is called the Sanofi 4 step approach, and involves asking whether the 
invention would have been obvious to a hypothetical individual or team of individuals, skilled in the 
relevant art taking into account their common general knowledge, the inventive concept, and the state of 
the art. The topic of obviousness will be covered in detail in Chapter 4.08. 
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Notes: 
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 The Canadian Patent System 1.3
 

 Introduction 1.3.1
 
It is well understood that in Canada, the grant of a patent is equivalent to a contract between the 
patentee on the one hand and the government of Canada (representing the interests of the general 
public) on the other. The patentee receives the grant of an exclusive right to use the patented invention in 
Canada for a specific period of time in return for fully disclosing the invention to the public by way of the 
patent specification. Mr. Justice Dickson, as he then was, of the Supreme Court of Canada, described this 
relationship as follows in Consolboard: 
 

Section 36 of the Patent Act [now ss. 27(3) and 27(4) of the Patent Act] lies at the heart of the 
whole patent system. The description of the invention therein provided for is the quid pro quo for 
which the inventor is given a monopoly for a limited term of years on the invention. As Fox points 
out in Canadian Patent Law and Practice (4th ed.) … the grant of a patent is in the nature of a 
bargain between the inventor on the one hand and the Crown, representing the public, on the 
other hand. The consideration of the grant is twofold: “first, there must be a new and useful 
invention, and secondly, the inventor must, in return for the grant of a patent, give to the public an 
adequate description of the invention with sufficiently complete and accurate details as will 
enable a workman, skilled in the art to which the invention relates, to construct or use that 
invention when the period of the monopoly has expired.”   
 

The monopoly right granted to the patentee can be a very valuable one depending on the particular 
invention. Fox notes that in the past the patent monopoly has been “regarded with some of the suspicion 
and antagonism that attach to [the word ‘monopoly’].” Presumably this is a result of the potential negative 
impact on competition that may accompany the grant. However, it is generally recognized that the 
patent system is ultimately beneficial to society in encouraging both investment in, and the public 
disclosure of, new technology.  

 
As Mr. Henderson noted in Patent Law of Canada, the benefits of a patent system were viewed as so 
important to U.S. society that they were specifically referred to in the American constitution: 
 

The Congress shall have Power: 
 

To promote the Progress of Science and useful Arts, by securing for limited Times to Authors and 
Inventors the exclusive Right to their respective Writings and Discoveries. 

 
The key to any successful patent system is striking the correct balance between the extent of the exclusive 
rights to be granted to a patentee and the interests of the public in having an open, competitive 
marketplace. While the patent system in Canada may not be perfect, and may be open to improvement, 
it is believed that the Canadian system does achieve an appropriate balance between the interests of 
inventors and those of the general public. 
 
 

 What Is a Patent? 1.3.2
 
A patent is a right granted by a national government, upon application and in exchange for a complete 
disclosure of an invention. The disclosure is initially a confidential disclosure to the patent office that later 
becomes a non-confidential disclosure to the public at large. It must contain sufficient detail that would 
allow a third party the ability to practise the invention. 
 
A patent grants the applicant the exclusive right to make, use, or sell the claimed invention for a limited 
period of time. Or, to be more specific, a patent excludes others from doing such activities. Subject to the 
payment of the prescribed annual fees, patents in Canada have a lifetime of 20 years from the date of 
filing. 
 



Chapter 1 - page 14 
 

A patent is property and it can be sold (assigned) or licensed. If a patent is sold (assigned) the patent 
becomes the property of the buyer (assignee). If licensed, the patent remains the property of the patent 
owner but the licensee, under conditions set out in a licence agreement, can use the invention. 
 
 

 Prior Disclosure 1.3.3
 
Canada, the US and Mexico provide a grace period of one year from the publication of the disclosure of 
the invention. During this time, the inventor can file a patent application provided the inventor or someone 
who obtained the information from the inventor made the disclosure. Few other countries are as generous 
to inventors, so it is essential not to disclose the invention to anyone until a formal patent application has 
been filed. 
 
Note that disclosure can, however, be made on a confidential or proprietary basis, and such disclosure will 
not affect the ability to patent. 
 
 

 The Patenting Process 1.3.4
 

 Filing the Application 1.3.4.1
 
It is important that an invention be maintained confidential at least until a patent application has been 
filed. Disclosure of an invention in a public manner before filing can be a bar to obtaining patent 
protection. Canadian law allows a one year "grace period" during which an invention may be disclosed 
prior to filing a patent application without jeopardizing the validity of the eventual patent, so long as 
someone unrelated to the inventor does not make the same invention (independently developed) 
available to the public prior to the filing. However, most other countries do not allow such disclosures, and 
foreign patent rights may be lost if any public disclosure takes place prior to filing. 
 
Most countries around the world (including Canada) operate on what is known as a "first-to-file" patent 
system. This means that, where more than one person has independently made the same invention, a 
patent is granted to the person who was first to file a patent application for said invention. In rapidly 
developing fields of technology, such as information technology and biotechnology, early filing can be 
critical with respect to disclosures of similar inventions by third parties in, for example, technical journals. Any 
foreign patent protection should be sought within one year of the filing date of the first patent application 
for the invention - the concept of priority and grace period. International filing is conveniently carried out 
through the Patent Cooperation Treaty (PCT) application procedure. In the emerging global economy, 
PCT applications are routinely filed in order to secure patent protection worldwide. 
 
Under Canadian law, patent applications are published 18 months after filing or, where a request for 
priority has been made, eighteen months after the earliest priority date claimed. The grant of a patent can 
occur only after examination and prosecution of the patent application by the Patent Office, which may 
take several years. In Canada and most other countries, annual maintenance fees must be paid 
commencing two years after the filing date until the expiry of any patent that issues. 
 

 Examination of the Application 1.3.4.2
 
Examination of a patent application is conducted by an examiner in the Patent Office who is technically 
qualified in the field of technology to which the invention relates. In Canada, examination commences 
only after a request for examination is filed. It is possible to maintain an application pending for up to five 
years from the filing date. Once examination has been requested, the examiner will conduct a search of 
prior art, patents and non-patent literature. In many cases, the examiner will identify a defect if the 
invention is not sufficiently different from prior inventions and/or prior art disclosures to justify the grant of a 
new patent. It is then necessary for the applicant to file arguments in support of the patentability of the 
invention and sometimes amend the claims to better define the invention. Once the examiner is satisfied 
that the invention is patentable, a "final fee" must be paid in order to have the patent granted. If, however, 
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the examiner is not finally satisfied, the Commissioner may refuse to grant a patent. Appeal procedures are 
available in Canada and most other jurisdictions. 
 

 Issuance of a Patent 1.3.4.3
 
Once the patent issues, the ability to practice the invention is not guaranteed. If an inventor obtains a 
patent for an improvement of an earlier patented invention, it may not be possible to practise the 
improvement without first obtaining a license from the holder of the earlier patent. In rapidly developing 
fields like biotechnology, it is not uncommon for one patent holder to require a licence from another. Note 
also that having a patent does not mean others will not copy the invention. Patent owners must enforce 
their own patents. A patent is enforceable only from the date of grant, although in Canada in some 
circumstances it is possible to claim compensation for infringement back to the date of publication of the 
patent application. A Canadian patent provides protection in Canada only and expires 20 years after the 
date of filing of the Canadian patent application. 
 
Once obtained, the patent is property which can be sold (assigned) or licensed, or the invention protected 
by the patent may be brought to the marketplace by the first patent owner. If a patent is sold (assigned), 
the patent becomes the property of the buyer (assignee). If licensed, the patent remains the property of 
the patent owner but the invention can be used by the licensee under conditions set out in a license 
agreement. 
 
In general, patent agents have expertise in obtaining patents and advising patent holders, but not in 
product development or marketing. For an inventor who does not have the resources of a business 
enterprise, it often is difficult to obtain the technical, marketing and financial support that is necessary to 
successfully market an invention. Assistance can be obtained from innovation centres associated with 
universities and colleges and from provincial and federal agencies. However, often for an inventor on their 
own, an invention will achieve commercial success only if they are persistent and resourceful in terms of 
seeking out and "selling" the invention to an entrepreneur or to a business that already is established in the 
marketplace. 
 

 Obtaining Foreign Patents 1.3.4.4
 
Obtaining a Canadian patent does not protect an invention in another country.  To obtain such 
protection, the applicant will have to apply for foreign patents.  Suppose, for example, that you've 
invented a mountain-climbing snowmobile and hope to corner the market in countries where the machine 
may be in demand. You'll probably want a patent not only in Canada, but also in the United States, 
Austria, Germany, and so on, wherever a mountain-climbing snowmobile could be used. You might also 
want a patent in Japan, where many snowmobiles are manufactured. Otherwise, someone in one of those 
countries might copy your invention and market it in competition with you. 
 
In this instance an applicant may apply for a foreign patent either from within Canada, via the Canadian 
Patent Office under the Patent Co-operation Treaty (PCT), or directly to the patent office of the foreign 
country concerned. But no matter how the applicant applies, the applicant will have to abide by the 
patent laws of that country, bearing in mind that these laws may differ from Canadian laws. 
 
Only nationals and residents of Canada can file under the PCT in Canada. 
 
Your application made in Canada under the PCT automatically qualifies for a normal national filing for a 
Canadian patent if you have designated Canada. 
 

 Rights Conferred by a Patent 1.3.4.5
 
A very important point to grasp from the outset is that a patent owner does not obtain the right to use their 
patented invention; instead, a patent grants the owner a right to "exclude" others from practicing the 
patented invention. 
 
The right to "exclude others" is a basic property law right. Just as the owners of "real property" (i.e., land) 
have a right to exclude trespassers, the owners of "intellectual property" (e.g., patents) have the right to 



Chapter 1 - page 16 
 

exclude infringers from patented inventions. 
 
As an illustrative example, say Albert invents a new engine. Albert obtains a patent on an engine 
comprising an engine block and a carburetor. Subsequently, Jonas invents an improved engine, 
comprising an engine block, a carburetor and a cooling system. Jonas obtains a patent on his improved 
engine. 
 
Jonas' patent enables him to prevent all others (including Albert) from manufacturing, using, selling, or 
importing an engine comprising an engine block, a carburetor and a cooling system. However, Jonas 
cannot manufacture, use, sell, or import his patented engine without violating Albert's patent. As the 
improved engine includes an engine block and a carburetor, Jonas would infringe Albert's patent. 
 
Therefore, unless Albert and Jonas negotiate an agreement, only Albert will have the right to practice his 
own invention (i.e., an engine having an engine block and a carburetor). And neither Albert nor Jonas can 
practice Jonas' invention. Therefore, we need to understand this basic concept -- "a patent gives the 
patentee a right to exclude others from practicing their invention, and does not give the patentee a right 
to practice the patented invention". 
 
Through a patent, the government gives an inventor the right to exclude others from making, using or 
selling the invention from the day the patent is granted to a maximum of 20 years after the day on which 
the inventor filed the patent application. The inventor can use the patent to make a profit by selling it, 
licensing it or using it as an asset to negotiate funding. 
 
This concept of the right conferred by a patent is often misunderstood. As noted above, the grant of a 
patent carries with it no positive right. This is contrary to our common experience of ownership in the case 
of most personal property where one enjoys a positive right. The right of ownership in a patent is a negative 
right - the right to exclude others from making, using or selling the patented invention. The mere granting of 
a patent does not ensure that it would enable the inventor to make, use or sell the invention. Thus, while the 
owner of a patent is not given a statutory right to practice their invention, they are given a statutory right to 
exclude others from practicing their patented invention. In fact, in making, using or selling their own 
invention, the inventor may find that they infringe the patent rights of others. Only in those cases when the 
invention is very basic to an art (a pioneer invention) does the grant of a patent take on the characteristics 
of a positive right. 
 
A patent is the monopoly granted by a state to an inventor for a fixed period in exchange for the 
disclosure of the invention so that others may profit from the invention. The disclosure of an invention is 
considered of vital importance in any patent granting procedure. 
 
 

 Benefits of a Patent System 1.3.5
 
The theory upon which the patent system is based is that the opportunity of acquiring exclusive rights to an 
invention stimulates technical progress. It does this mainly in five ways: 
 

1) it encourages research and innovation; 
 

2) it induces an inventor to disclose their discoveries and inventions, instead of keeping them as trade 
secrets; 

 
3) it offers a reward for the expense of developing inventions to the stage at which they are 

commercially practicable; 
 

4) it provides an inducement to invest capital in new lines of production which might not appear 
profitable if many competing producers embarked on them simultaneously; 

 
5) it induces people to invent around inventions and thereby further extend our technological 

progress. 
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 Differences Between Patents and Trade Secrets 1.3.6
 

 Trade Secrets 1.3.6.1
 
Unlike patent protection, no formal governmental recognition is required to obtain trade secret protection. 
In law, trade secret protection is the antithesis of patent protection because, whereas full disclosure of the 
invention is essential to the grant of a valid patent (the patent, which incorporates full details of the 
invention, becomes public upon grant), trade secret protection exists only while the information in question 
remains secret. Thus, trade secret protection is clearly inappropriate in many situations where routine 
examination of the apparatus, process or other subject-matter will reveal the "secret". 
 
Furthermore, if the trade secret owner inadvertently allows the "secret" to slip out, then trade secret 
protection is lost.  Essentially, the law enables a trade secret owner to prevent others from exploiting the 
secret, whether they obtain the secret through fraud, theft or breach of some obligation of confidence 
that they owe to the trade secret owner. 
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 The Patent Profession 1.4
 
The profession is made up of many people including the Commissioner of Patents, patent examiners, 
patent classification examiners, patent agents, and many professional organizations, such as the 
Intellectual Property institute of Canada (IPIC), and the “Fédération internationale des Conseils en Propriété 
industrielle (FICPI)”. 
 
 

 Commissioner of Patents 1.4.1
 
The Commissioner of Patents, under the direction of the Minister, is responsible for receiving patent 
applications and issuing patents in accordance with the Patent Act and Patent Rules, and enforcing the 
Patent Act within Canada. In addition, the Commissioner of Patents is responsible for promoting the Patent 
Profession through clear guidance and policies. 
 
 

 Patent Examiners 1.4.2
 
As delegated representatives of the Commissioner of Patents [section 6 of the Patent Act], patent 
examiners are responsible for implementing the Patent Act and Patent Rules. 
 
Actions taken by an examiner will be done within a legal context.  It is therefore necessary that the 
examiner know and apply the law as specified by the Patent Act and Patent Rules. That is the reason for 
the jurisprudence portion of the SG-PAT-04 qualification course. 
 
The examiner must realize that patent law does not exist in a vacuum; it stands in a background of 
Constitutional and Common Law, Statutes, and History. 
 
 

 Patent Agents 1.4.3
 
Patent agents are at the cutting edge of science and technology by virtue of the inventions for which they 
obtained protection. Working with scientists and researchers and developers of new technologies in 
biotechnology, information technology and others, patent agents get a first view of the latest in their fields 
of interest and play a significant role at the preliminary stages of development of new inventions. 
 
In Canada, only a registered patent agent is permitted under the Patent Act to represent applicants 
before the Patent Office in obtaining patent protection. A patent agent is not necessarily a lawyer, 
although many agents are also lawyers. In a firm, only one agent is required to be a registered agent in 
order for the firm as a whole to represent an inventor or applicant. The role of a patent agent begins when     
an invention is first conceived. The patent agent, aided by the inventor’s insights into the pertinent field of 
technology, assesses the invention by searching prior patents and other publications to determine if the 
invention is patentable. If the invention appears to be patentable, the patent agent works with the 
inventor to prepare a document which is sufficient to teach anyone else who is skilled in the field of the 
invention how to reproduce and work the invention. The document is a patent application containing a 
description and drawings showing how the invention is made and operates. The application is also drafted 
to contain claims which define, in words, the exclusive rights sought by the inventor for the invention. 
 
Patent agents must have a technical background and good writing skills in order to describe the inventions 
they protect. Patent agents should have at least an undergraduate university degree (many have 
advanced degrees as well) in science or engineering. This background greatly facilitates communication 
with inventors and enhances the agent's ability to understand and describe even the most technically 
challenging inventions. 
 
Typically, patent agents specialize in specific technical fields such as electronics or information technology. 
For instance, a patent agent with a background in biotechnology will prepare patent applications for 
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inventions in the field of genetic engineering, while patent applications relating to a telephone exchange 
may be prepared by a patent agent who is an electrical engineer. 
 
After a patent application is filed, the Patent Office assesses the patentability of the invention in light of 
prior art. In a process known as "prosecution", the patent agent represents the applicant, arguing for the 
patentable features of the invention with a view to having the application allowed and issues as a patent. 
Patent agents may also be called upon to give an opinion as to whether the claims of an issued patent are 
infringed or, alternatively, are valid. 
 
 

 Intellectual Property Institute of Canada (IPIC) 1.4.4
 
Founded in 1926 and originally called the Patent and Trademark Institute of Canada (PTIC), the Intellectual 
Property Institute of Canada (IPIC) is Canada's pre-eminent association of professionals who specialize in 
intellectual property: patents for inventions, trade-marks, copyright, and industrial designs. IPIC is 
committed to the protection and promotion of intellectual property in the Canadian economy. 
 

 IPIC's Objectives 1.4.4.1
 

1. Represent the interests of Canadian intellectual property practitioners; 
 

2. Influence the development of intellectual property laws to the extent they impact intellectual 
property matters in Canada; 

 
3. Be the recognized and visible authority on Canadian intellectual property law and practice; 

 
4. Ensure high levels of knowledge, training, and ethics in Canadian intellectual property 

practitioners; and 
 

5. Increase the level of intellectual property business in the Canadian economy.  
 

 IPIC's Members 1.4.4.2
 
IPIC is the only Intellectual Property Association in Canada to which nearly all patent agents, trade-mark 
agents and lawyers specializing in intellectual property belong. IPIC members work in all sectors of the 
Canadian economy including major Canadian law firms, private practice and corporations. IPIC members 
can be found in all areas of the Canadian "knowledge economy" such as biotechnology, e-commerce 
and information technology. They include professionals with expertise in scientific and engineering 
disciplines in addition to knowledge of the legal aspects of intellectual property. 
 
There are over 1,300 IPIC members including members from other countries who practise in the field of 
intellectual property in their own countries. 
 
 

 Fédération Internationale Des Conseils en Propriété Industrielle (FICPI) 1.4.5
 
As the demand for intellectual property protection and the necessary infrastructure has changed and 
grown, FICPI has grown in size and status and has successfully adapted to the changing needs of its 
membership while remaining true to its purpose: to serve the interests of its members and their clients. 
 
“FICPI” was established in 1,906 as Fédération internationale des Conseils en Propriété industrielle and is an 
association of intellectual property attorneys in private practice. Today FICPI has a membership of 
approximately 3800 and is rapidly growing. The increase in world trade in general and the transition of 
former state economies to free market economies have stimulated an ever growing interest in FICPI 
membership in practically all countries of Eastern Europe, including The Russian Federation, and also in 
certain parts of Asia, including China. 
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Having started from a relatively narrow European basis, FICPI is today represented in 70 countries around 
the world. 
 
 

 The Patent Practice Committee 1.4.6
 
The Patent Practice Committee (2PC) (formerly: Joint Liaison Committee) consist of CIPO senior 
management and Patent Agents who meet on a regular basis to discuss patent issues of interest to the 
Intellectual Property community. Many Patent Office procedural changes are discussed, implemented and 
published as a result of the work of this committee. 
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 Canada’s Court System 1.5
 

 How the Courts Are Organized 1.5.1
 
There are basically four levels of court in Canada. First there are provincial courts, which handle the great 
majority of cases that come into the system. Second are the provincial and territorial superior courts. 
 
These courts deal with more serious crimes and also take appeals from provincial court judgments. On the 
same level, but responsible for different issues, is the Federal Court of Canada. At the next level are the 
provincial courts of appeal and the Federal Court of Appeal, while the highest level is occupied by the 
Supreme Court of Canada. 
 
 

 
 

Figure 1-1 - Outline of Canada’s Court System 
 

 Provincial Courts 1.5.2
 
Each province and territory has a provincial court, and these courts hear cases involving either federal or 
provincial laws. The names and divisions of these courts may vary from place to place, but their role is the 
same. Provincial courts deal with most criminal offences, family law matters (except divorce), young 
offenders (from 12 to 17 years old), traffic violations, provincial regulatory offences, and claims involving 
money, up to a certain amount. Private disputes involving limited sums of money may also be dealt with at 
this level in Small Claims courts. In addition, all preliminary inquiries – hearings to determine whether there is 
enough evidence to justify a full trial in serious criminal cases – take place before the provincial courts. 
 

 Provincial/Territorial Superior Courts 1.5.2.1
 
Each province and territory has superior courts. These courts are known by various names, including 
Superior Court of Justice, Supreme Court (not to be confused with the Supreme Court of Canada), High 
Court of Justice, and Court of Queen's Bench. But while the names may differ, the court system is essentially 
the same across the country. 
 
The superior courts have "inherent jurisdiction," which means that they can hear cases in any area except 
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those that are specifically limited to a lower court. The superior courts try the most serious criminal and civil 
cases, including divorce cases and cases that involve large amounts of money. 
 
Although superior courts are administered by the provinces and territories, the judges are appointed and 
paid by the federal government. 
 

 Courts of Appeal 1.5.2.2
 
Each province and territory has a court of appeal or appellate division that hears appeals from decisions of 
the superior courts and provincial courts. The number of judges on these courts may vary from one 
province to another, but a court of appeal usually sits as a panel of three. The courts of appeal also hear 
constitutional questions that may be raised in appeals involving individual litigants, or governments or 
governmental agencies. 
 
 

 The Federal Court of Canada 1.5.3
 
The Federal Court of Canada (FCC) is a court of law, equity and admiralty; it is essentially a superior court 
with civil jurisdiction. However, since the FCC was created by an Act of Parliament, it can only deal with 
matters specified in federal statutes. In contrast, provincial and territorial superior courts have jurisdiction in 
all matters except those specifically excluded by a statute. 
 
The FCC's jurisdiction includes interprovincial and federal-provincial disputes, intellectual property 
proceedings (e.g. patent and copyright), citizenship appeals, Competition Act cases, and cases involving 
Crown corporations or departments of the Government of Canada. As well, only the FCC can review 
decisions, orders and other administrative actions of federal boards, commissions and tribunals; these 
bodies may refer any question of law, jurisdiction or practice to the FCC at any stage of a proceeding. It is 
based in Ottawa, but also conducts hearing across the country. 
 
Most litigants typically initiate patent proceedings in the FCC, however in some cases the provincial courts 
may also have jurisdiction in infringement cases under section 54 of the Patent Act.  The FCC on the other 
hand has exclusive jurisdiction for most other patent related matters such as impeachment of patents 
under section 60 of the Patent Act. 
 
 

 The Federal Court of Appeal 1.5.4
 
The Federal Court of Appeal (FCA) is a separate court from the FCC. It may hear appeals to FCC decisions, 
and also from other federal boards, commissions and tribunals. 
 
 

 The Supreme Court of Canada 1.5.5
 
The Supreme Court of Canada is the final court of appeal from all other Canadian courts. The Supreme 
Court has jurisdiction over disputes in all areas of the law, including constitutional law, administrative law, 
criminal law and civil law. 
 
The Court consists of a Chief Justice and eight other judges, all appointed by the federal government. The 
Supreme Court Act requires that at least three judges must come from Quebec. Traditionally, of the other 
six judges, three come from Ontario, two from western Canada, and one from the Atlantic provinces. The 
Supreme Court sits in Ottawa for three sessions a year – winter, spring and fall. 
 
Before a case can reach the Supreme Court, it must have used up all available appeals at other levels of 
court. Even then, the Court must grant permission or "leave" to appeal before it will hear the case.  Leave 
applications are usually made in writing and reviewed by three members of the Court, who then grant or 
deny the request without providing reasons for the decision. Leave to appeal is not given routinely – it is 



Chapter 1 - page 25 
 

granted only if the case involves a question of public importance; if it raises an important issue of law or 
mixed law and fact; or if the matter is, for any other reason, significant enough to be considered by the 
Supreme Court. 
 
In certain situations, however, the right to appeal is automatic. For instance, no leave is required in criminal 
cases where a judge of a court of appeal has dissented on how the law should be interpreted. Similarly, 
where a court of appeal has found someone guilty who had been acquitted at the original trial, that 
person automatically has the right to appeal to the Supreme Court. 
 
The Supreme Court of Canada also plays a special role as adviser to the federal government. The 
government may ask the Court to consider questions on (a) any important matter of law or fact, especially 
concerning the interpretation of the Constitution, and (b) the interpretation of any federal or provincial 
legislation or the powers of Parliament or the provincial legislatures or their respective governments. 
(Provincial and territorial courts of appeal may also be asked to hear references from the provincial and 
territorial governments.) 
 
 

 Patent Appeal Board 1.5.6
 
The Patent Appeal Board (PAB) is made-up of senior members of the Patent Office. The main role of the 
PAB is to review final actions, to hold hearings when requested by the applicant, and to advise the 
Commissioner on the outcome of the reviews and hearings. 
 

 Review by the Patent Appeal Board 1.5.6.1
 
In instances where the examiner decides that a response to a final action does not overcome the defects 
in an application, in whole or in part, the application is forwarded to the PAB. The examiner prepares, for 
the Board's consideration, a summary of reasons summarising why the response does not overcome the 
defects. The PAB informs the applicant that the application has been submitted for consideration; and 
advises the applicant that a hearing may be requested. After reviewing the facts, the PAB presents its 
findings to the Commissioner, who reviews the recommendation prior to rendering a final decision. 
 

 Commissioner's Decision 1.5.6.2
 
The Commissioner reviews the findings of the PAB and if satisfied that: 
 

a) there is no patentable subject matter in the application, will refuse the application under section 
40 of the Patent Act and will inform the applicant of the reasons therefore  

 
b)  the examiner's rejection was not justified, the application will be returned to the examiner for 

further prosecution (subsection 31(b) of the Patent Rules), or  
 

c) certain amendments are necessary for compliance with the Patent Act or the Patent Rules, the 
applicant will be informed of the required amendments and the reasons therefor and will be given 
a three month period to effect the changes. Should the applicant not amend the application 
accordingly it will be refused under section 40 of the Patent Act. 

 
The Commissioner's decision (CD) will provide the reasons why he/she arrived at that particular decision 
and will justify his/her findings with respect to the Patent Act, Patent Rules and pertinent jurisprudence. Such 
decisions provide the basis for Patent Office policies and provide precedence for the guidance of 
applicants and patent examiners. The original signed copy of the decision is sent (by registered mail if the 
application is refused) to the applicant or agent. A Commissioner's decision becomes part of the 
prosecution file and thus is open to public inspection. Commissioner's decisions, grouped according to the 
grounds of objection in the final action, are available in the Patent Office and on the CIPO website. A 
database of published Commissioner’s Decisions is maintained by the Office and may be accessed via the 
CIPO web site except for applications filed prior to October 1, 1989 that were subsequently refused by the 
Commissioner.  Such CDs may be published with the permission of the applicant.  Examiners can access all 
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CDs (published and unpublished) via the Word macro and on the shared drive. 
 

 Appeals 1.5.6.3
 
An applicant may appeal any decision under the Patent Act to the Federal Court of Canada (subsection 
4(5) of the Patent Act). The Federal Court of Canada decision may in turn, be appealed to the Federal 
Court of Appeal and, with leave, to the Supreme Court of Canada. 
 
Whenever an appeal to the Federal Court is lodged, the applicant must serve Notice of Appeal on the 
Commissioner (subsection 18(1) and section 41 of the Patent Act). The original Notice is placed in the 
Patent Office file of the application. Since the Federal Court’s decision may be further appealed, no further 
action is taken in the Patent Office until it has been verified that the appeal process has been terminated. 
Once the process is terminated, the examiner takes action in accordance with the final judgment of the 
courts. 
  



Chapter 1 - page 27 
 

Notes: 
 

 
 
 

 
 
 

 
 
 

 
 
 

 
 
 

 
 
 

 
 
 

 
 
 

 
 
 

 
 
 

 
 
 

 
 
 

 
 
 

 
 
 

 
 
 

 
 
 

 
 
 

 
 
 

 
 



Chapter 1 - page 28 
 

 Canadian Intellectual Property Office (CIPO), Innovation, Science and 1.6
Economic Development Canada (ISED), and the Federal Public Service 

 

 CIPO 1.6.1
 
The Canadian Intellectual Property Office (CIPO) is a Special Operating Agency (SOA) of Innovation, 
Science and Economic Development Canada (formerly Industry Canada). CIPO contributes to the 
economic growth of Canada in two ways. First, it grants or registers ownership for the following five types of 
intellectual property (IP): patents, trade-marks, copyrights, industrial designs and integrated circuit 
topographies. Second, it makes details of new innovations registered in Canada accessible to the public, 
thereby encouraging further economic activity. 
 
 

 Overview of CIPO 1.6.2
 
In this way, CIPO contributes to Innovation, Science and Economic Development Canada’s mandate to 
help make Canadian industry more productive and competitive in the global economy, thus improving the 
economic and social well-being of Canadians. In addition to the general public, CIPO has a number of 
distinct client groups: 
 

• applicants for IP protection; 
• agents representing applicants; 
• exploiters of the IP system; and 
• the Canadian business community. 

 
By considering what is already protected, firms gain insights into specific industry sectors, identify potential 
licensing partners, solve technical problems and avoid duplicating research. 
 
CIPO administers Canada’s IP legislation and regulations to ensure that they meet present and future client 
needs and best contribute to the Canadian economy. Additionally, the office works with bilateral, regional 
and international groups such as the World Intellectual Property Organization (WIPO) to improve the means 
by which IP is administered throughout the world, thus facilitating IP protection for inventors and companies 
in Canada and abroad. 
 
In discharging its duties, CIPO receives an enormous amount of information. The office maintains files of the 
information contained in applications for IP rights. All publicly available records are stored in databases, 
many of which can now be accessed through the Internet. As well, CIPO is continuing to build upon its 
existing e-commerce capabilities for its domestic and international clients. Over the past years, significant 
progress has been made by CIPO to improve service delivery to its clients. By placing a concerted effort on 
recruitment and retention of skilled people, and by adopting state-of-the-art technology, CIPO has made 
notable operational improvements. These efforts will continue so that the Canadian IP system will grow and 
contribute to a better quality of life and higher standard of living for all Canadians. 
 
 

 CIPO Organization 1.6.3
 
Johanne Bélisle 
Commissioner of Patents, Registrar of Trademarks and CEO 
 
Agnès Lajoie 
Assistant Commissioner of Patents, Patent Branch 

Konstantinos Georgaras 
Executive Director, Corporate Strategies and 
Services Branch 
 

Suzie Beaulieu 
Chair, Patent Appeal Board 

Martin Cloutier 
Director General, Programs 
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Mesmin Pierre 
Director General, Trademarks Branch 
 

Chantal Leduc 
Acting Director, Strategic Human Resources Centre 

Céline Tremblay (Acting for Annie Crousset) 
Acting Chairperson, Trademarks Opposition Board 
 

Aaron Frank 
Director, Business Improvement Services Division 
 

Todd Hunter 
Director, Copyright and Industrial Design Branch 
 

Lyne Castonguay 
Director, Finance, Facility and Security Directorate 
 

Darlene Carreau 
Director, Business Services Branch 
 

Sylvie Chenier 
Director, Information and Knowledge Management 
Directorate 
 

Michel Patenaude 
Senior Director, Policy, International Affairs and 
Research Office 

 

 
Figure 1-2 - CIPO Organisation 

 
 CIPO’s Vision 1.6.3.1

 
Our leadership and expertise in intellectual property support creativity, enhance innovation and contribute 
to economic success. 
 

 CIPO’s Mission 1.6.3.2
 
To contribute to Canada’s innovation and economic success by: 
 

• Providing greater certainty in the marketplace through high-quality and timely IP rights; 
• Fostering and supporting invention and creativity through knowledge sharing; 
• Raising awareness to encourage innovators to better exploit IP; 
• Helping business compete globally through international cooperation and the promotion of 

Canada's IP interests; and, 
• Administering Canada's IP system and office efficiently and effectively. 

 
 Value Statements 1.6.3.3

 
As trusted partners in building an innovative Canadian economy: 
 

• We serve with excellence and efficiency in all that we do; 
• We make timely and sound decisions on IP rights; and, 
• We respect the perspectives of stakeholders while carrying out our regulatory function. 
•  

As proud employees of CIPO: 
 

• We perform our duties in a manner that preserves and builds on CIPO's good reputation and 
credibility; 

• We work collaboratively; 
• We act as ambassadors of IP; and 
• We are committed to continuous improvement and learning. 

 
As an individual: 
 

• I respect my fellow employees; 
• I value diversity; and 
• I appreciate the ideas and contributions of other employees. 
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 Branches and Intellectual Property (IP) Products of CIPO 1.6.3.4
 
Branch Patent Branch Trade-Marks 

Branch 
Copyrights and Industrial design Branch 

Mandate The Patent 
Branch 
receives, 
processes, 
examines 
applications 
and grants 
patents. 

The Trade-
marks Branch 
examines 
applications for 
trade-mark 
registration and 
grants 
registrations to 
qualifying 
applicants. 

The Copyright and Industrial Design Branch registers 
copyrights, industrial designs and integrated circuit 
topographies. 

IP Patents Trade-marks Copyrights Industrial 
Designs 

Integrated 
Circuit 
Topographies 

Protection National National Automatic 
International 

National National 

Protects 
against 

Use, sale, 
manufacture 

Use Copying, 
modifying 

Publish, sell, 
exhibit for sale, 
use 

Use, sale, 
manufacture 

What is 
protected 

Invention 
(claimed 
matter) 

Word, symbol, 
design, or 
combination 
thereof 

Dramatic, 
artistic, musical 
and literary 
works 
(including 
computer 
programs); 
other subject-
matter: sound 
recordings, 
performers’ 
performances 
and 
communication 
signals. 

Ornamentation, 
original shape, 
pattern, 
configuration 
applied to an 
article of 
manufacturer 
intended to be 
reproduced in 
50 copies or 
more 

Surface 
configuration 
(topography) 

Table 1-2 - Branches and Intellectual Property (IP) Products of CIPO 
 
 

 The Patent Office 1.6.4
 
The Patent Office is set up within Innovation, Science and Economic Development Canada under the 
authority of section 3 of the Patent Act. Section 4(1) of this Act calls for the appointment of a Commissioner 
of Patents "who shall, under the direction of the Minister, exercise the powers and perform the duties 
conferred and imposed on that officer by or pursuant to this Act," whereas section 4(2) sets out the duties 
of the Commissioner, including the receipt of applications for patents and the issuance of patents. 
 

 History of the Patent Office 1.6.4.1
 
The patent office was located at 870 Carling Street in Ottawa in the « Temporary Building no.8 » build 
during the Second World War. It was located there from 1940 until 1965 where it moved to the Canadian 
Building at 219 Laurier St in Ottawa, between Metcalfe and O’Connor. It then moved in 1973 to its current 
location at 50 Victoria St. in Hull, now Gatineau. 
 
CIPO was under the Department of Agriculture and got transferred to the Department of Trade and 
Commerce in 1918. It further moved to the Secretary of State Department in 1927 where it stayed until 1966. 
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In 1967, CIPO was then moved to the Consumer and Corporate Affairs Canada ministry which became 
Industry in 1995 and Innovation, Science and Economic Development (ISED) in 2016. 
 

 Examination Divisions 1.6.4.2
 
Chemical Patent Examination 

• General - Organic  
 
Electrical Patent Examination 

• Computer related – Electrical / Physics  
 
Mechanical Patent Examination 

• Mechanical - Civil  
 
Biotechnology Patent Examination 

• Biotechnology  
 
Classification Examiners 
 

• Each examination division also contains classification examines, which are responsible for 
classifying patent applications. 

o Applications are classified as to the type of technology 
o One application will have one first class and may have many later classes 
o Classification facilitates search and retrieval of patent documents  

 
Classification Systems 

 
• International Patents Classification [IPC] 

 
• Canadian Patent Classification [CPC] 

o This CPC is generally no longer in use. 
 

• Since 1996 CIPO only uses the International System 
 

• From 1989 to 1996 CIPO used both classification systems with IPC as primary 
 

• From 1978 to 1989 CIPO used both classification systems with CPC as primary 
 

• Before 1978 CIPO only used the CPC  
 

• Cooperative Patent Classification [CPC] 
o not to be confused with CPC above 
o The CPC is relatively new and is an initiative of the European Patent Office and the 

United States Patent Office.  It is very similar to the IPC. 
 

 CIPO's Mail Room 1.6.4.3
 
Receive all CIPO's correspondence: 
 

• In person at CIPO's Mail Room 
 

• From our Designated Establishments: 
o Vancouver, Edmonton, Toronto, Ottawa, Montréal 
o The Registered Mail and Xpresspost services of Canada Post 

 
• By Mail 

 
• By fax: (819) 953-CIPO or (819) 953-OPIC 
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• By e-commerce via CIPO’s website 

 
 Incoming Correspondence Unit 1.6.4.4

 
This unit is responsible for receiving, sorting and coding all incoming correspondence received at CIPO. 
They are also responsible for scanning and entering the scanned documents in the appropriate databases 
(e.g. Patent documents are entered in TechSource or InterApp).  
 

 Patent Services and Standards Division (PSSD) 1.6.4.5
 
Outgoing Correspondence Unit 
 
This unit is responsible for providing program-related administrative services such as the preparation and 
maintenance of patent files; mails correspondence on behalf of the office, ensures the retrieval and 
storage of unscannable items and/or files. They are also responsible for the preparation and mailing of the 
patent grant to patent agents, patent lawyers and private inventors.  This unit is also responsible for mailing 
examiner reports and other documents from examiners 
 
Formalities and Assignments  
 
This unit is responsible for the processing, filing and registering ownership information for Canadian 
applications (assignments) and collecting the required fee for both Canadian and Patent Cooperation 
Treaty (PCT) applications and issued patents. They also register legal documents (such as changes to, or 
transfer of ownership) submitted after filing, while respecting the chain of title. Additionally, this section is 
responsible for maintaining the accuracy of inventorship, priority claims, applicant name, application 
checklist, and verification of completeness of an application so that it can receive a filing date. The unit 
also has the responsibility of maintaining the Secret Room. 
 
PCT Section, National Unit:  
 
This unit receives, analyses and processes international patent applications for their entry into the Canadian 
phase under the Patent Cooperation Treaty (PCT) in accordance with the Canadian Patent Act and 
Patent Rules. 
 
PCT Section, International Unit:  
 
This unit is a receiving office for international patent applications. They ensure the applications conform to 
World Intellectual Property Organization (WIPO) standards. They also act as an International Search 
Authority, by receiving and reviewing contents of the international search copy. They are forwarded to the 
classification and patent examiners for appropriate action. This unit then mails out the international reports 
produced by the examiners. 
 
As an International Preliminary Examining Authority, the unit receives and processes Chapter II demands 
(IPEA), and ensures that once the written opinion of the IPEA or the International Preliminary Report on 
Patentability has been prepared by the patent examiner that they are sent to the proper recipients. 
 
Desktop Publishing and Patent Zone OCR/Editing Section:  
 
This unit is responsible for preparing the open to public inspection and grant cover pages. Also, once the 
scanned images of the claims, abstract and description are converted into text by the optical character 
recognition process, the unit is responsible for editing and correcting this OCR text for the claims and 
abstracts prior to their insertion on the Intellect searchable database.  This section is also responsible to get 
the  title and the abstract transalted into the other official language. 
 
Maintenance Fee and Agent Renewal Section:  
 
This unit is responsible for the reception and registration of annuity maintenance fee payment from clients. 
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This includes reinstating patents and patent applications. They also appoint and revoke patent agents 
upon request. They register new patent agents, issue certificates of agent in good standing and maintain 
Patent Agents on the Register of Patent Agents. 
 
Maintenance Fees 
 

• Due each year after the second year at the anniversary date of filing/issuance 
 

• For applications after October 1989 
 

• For patents issued after October 1989 
 

• Can be paid years in advance 
 

• Reminder of maintenance fee 
 

• Notice of abandonment if the maintenance fee is not paid on time 
 

o 12 months to pay or lapse 
 

o Reinstatement fee 
 

• 23,000 payments/month 
 
Examination Support Section:  
 
This unit is responsible for ensuring that files are complete and accurate for patent examiners throughout 
the patent application prosecution process. The main functions include entering the request for 
examination, the reception of amendments, the allowance and final fee processes.  
 
Examiners should email Exam Support if they require assistance with products of examination that are not 
sent to external clients.   See EB 2016-P16-J. 
 

 Business and Strategic Affairs 1.6.4.6
 
The Business and Strategic Affairs Division advises Patent Branch on strategic planning and performance 
measurement issues, and manages the integration of all planning and reporting products and services in 
support of the Director of the Patent Branch and the Branch executive management team. 
 
Financial and Administrative Services Unit (Patent Admin) 
 
This unit provides the Branch with a one-stop-shop for HR, Financial, and Administrative services. 
 
Human Resources services: Provides support in the coordination of the branch human resources budget 
and salary forecasting requirements. The unit also provides administrative support for the Branch human 
resources staffing requests. 
 
Financial services: Acts as the central location for all matters pertaining to branch financial transactions. 
These include: 

• travel and relocation plans and coordination services; 
• training and conference attendance requests; 
• purchase requests, contracts management; and 
• payment of all approved invoices. 

 
Administration services: Provides other branch administrative support services such as: 

• accommodation requirements and management; 
• office supplies; 
• Electronic Telephone Directory; and 
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• keeping track of telework/work done from home. 
 
Patent Business Intelligence and Information Management Services (PBIIMS) (formerly Patent Data Quality 
Service) 
 
Manages the forecasting and tracking of patent demand volumes and production capacity and ensures 
an effective monitoring of ongoing operational strategic plans.  

 
• Data validation 
• Required drawing, text, image 
• Quality assurance [global perspective] 
• Section 8, User profile 
• Standard in data entry 
• Process 
• Complaint follow-up [internal-external] 
• Statistics 
• Internal - external 

 
 

 Innovation, Science and Economic Development Canada 1.6.5
 
From the Innovation, Science and Economic Development Canada internet site: 
 
Innovation, Science and Economic Development Canada works with Canadians in all areas of the 
economy and in all parts of the country to improve conditions for investment, enhance Canada's 
innovation performance, increase Canada's share of global trade and build a fair, efficient and 
competitive marketplace. 
 
This includes managing Canada's airwaves and overseeing its bankruptcy, incorporation, intellectual 
property and measurement systems; providing financing and industry research tools to help businesses 
develop, import and export; encouraging scientific research; and protecting and promoting the interests of 
Canadian consumers. 
 
 

 
 

Figure 1-3 ISED Organizational Structure 
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As CIPO is a Special Operating Agency of Innovation, Science and Economic Development Canada, 
CIPO’s organizational chart looks a bit different than that of a typical government department. The position 
of Commissioner of Patents is equivalent to the position of Assistant Deputy Minister in other government 
departments. 
 
 

 ISED Internet and Electronic Network Usage Policy 1.6.6
 
Innovation, Science and Economic Development Canada employees’ internet activity is governed by the 
Internet and Electronic Networks Usage Policy. All employees should be familiar with this policy.  
 
 

 The Federal Public Service 1.6.7
 
As a government employee, there are other Acts and Codes that govern your conduct and your work:  
 

 Values and Ethics Code for the Public Service 1.6.7.1
 
The Values and Ethics Code for the Public Service sets forth the values and ethics of public service to guide 
and support public servants in all their professional activities. It serves to maintain and enhance public 
confidence in the integrity of the Public Service. 
 
The Code sets out Public Service values as well as Conflict of Interest and Post-Employment Measures. 
 
Public servants should arrange their private affairs so that conflicts of interest, real, apparent or potential, 
are prevented. Public servant should not: have private interests which could be significantly affected by 
government actions in which they participate, should not take advantage of information not available to 
the public, and should not use government property for other than official uses. 
 
The post-employment limitation period is 1 year. During that time, a former public servant cannot be a 
member of a board of directors which deals with their former employer, make representations to his or her 
former employer, or give advice to clients using information not available to the public. 
 
The values and ethic code can be accessed here. 
 

 Public Servants Disclosure Protection Act 1.6.7.2
 
In 2007 Industry Canada implemented the Public Servants Disclosure Protection Act. It provides a process to 
allow all federal public service employees to bring forward information concerning wrongdoing in the 
workplace and to ensure that they are treated fairly and protected from reprisal. It also provides a fair and 
objective process for those against whom allegations are made. The Act can be found on the internet 
here. 
 
Under the Act, departments and agencies are required to put in place mechanisms and processes to 
accept and deal with disclosures of wrongdoing, including the designation of a Senior Officer. Innovation, 
Science and Economic Development Canada’s internal disclosure process, fact sheets and FAQ’s can be 
found on the Innovation, Science and Economic Development Canada intranet site. 
 

 Workplace Occupational Health and Safety 1.6.7.3
 
They define the rights and responsibilities of employers and employees in the workplace. The employee has 
both rights and responsibilities. 
 
Your responsibilities are to take reasonable precautions to ensure your own health and safety and that of 
those affected by your work, to comply with health and safety instructions, to report any hazard in the 
workplace to your employer, to report any accident or incident that may cause harm, and to use required 

http://icweb.ic.gc.ca/eic/site/029.nsf/eng/00024.html
http://www.tbs-sct.gc.ca/pol/doc-eng.aspx?id=25049
http://laws.justice.gc.ca/eng/acts/P-31.9/
http://icweb.ic.gc.ca/eic/site/097.nsf/eng/00025.html
http://icweb.ic.gc.ca/eic/site/aeb-dvge.nsf/eng/00035.html
http://icweb.ic.gc.ca/eic/site/aeb-dvge.nsf/eng/home
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safety materials, equipment, devices and/or clothing. 
 
The rights of the employee are: 
 

• Know: To be advised of known or foreseeable hazards, and to be provided with required training, 
instruction and supervision; 

• Participate: As Health and Safety representatives or committee members; 
• Refuse: Refuse dangerous work, if reasonable to believe that the use or operation of a machine or 

thing presents a danger to the employee or a co-worker; or a condition exists at work that presents 
a danger to him or herself. 

 
Any dangerous situation must be reported to the employer (this is part of your responsibilities, cannot just 
stop working). 
 
CIPO has an Occupational Health and Safety Committee.  Information, including contacts are on the 
CIPONet site.  
 
Requirements for Occupational Health and Safety are laid out in the Canada Labour Code, Part II and in 
the Canada Occupational Health and Safety Regulations . 
 
The Treasury Board website has additional information on OHS policies that can be found here. 
 

 Access to Information Act 1.6.7.4
 
The public can request access to any document that is not restricted. This includes communications such 
as emails, manuscripts, notes in a folder, etc... 
 

 Guidelines 1.6.7.5
 

a. Email: do not mix personal discussions with work discussions; 
b. Email: each subject should be in a distinct email chain; 
c. Be professional. 

 
The Access to Information Act can be found on the Department of Justice - Laws Web Site here.   
 
  

http://icweb.ic.gc.ca/eic/site/487.nsf/eng/h_ne03795.html
http://laws-lois.justice.gc.ca/eng/acts/L-2/
http://laws-lois.justice.gc.ca/eng/regulations/SOR-86-304/index.html
http://laws-lois.justice.gc.ca/eng/acts/A-1/
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Notes: 
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 CIPO’s Clients 1.7
 

 Clients Who Deal with CIPO and the Patent Office 1.7.1
 

 Inventor 1.7.1.1
 
Inventor means any person, whether alone or with collaborators, who designed, developed or perfected 
an invention. 
 

 Applicant 1.7.1.2
 
The “applicant” is the person who requests the grant of a patent for an invention. The “applicant” includes 
an inventor and his or her legal representative(s). 
 
The applicant’s rights before the issue of the patent are not as extensive as those of the patentee. 
 
The applicant may sell or assign or transfer ownership of all or part of the rights under the patent 
application. 
 

 Owner / Patentee 1.7.1.3
 
"Patentee" means the person for the time being entitled to the benefit of a patent. 
 
The owner of a patent may assign the right, either wholly or partially, either generally or subject to territorial 
limitations, and either for the whole term of the patent or for any part thereof.  A patent right may be 
regarded as divisible as to content, territory, or time, and in each case the assignee is to be regarded as 
the owner of the part assigned, and the assignor as the owner of the part not assigned. 
There may thus be more than one owner of the rights in a patent at one time. 
 
The applicant and the resulting patentee has the exclusive right to make, construct, use and sell the 
invention to others as claimed. 
 

 Representative 1.7.1.4
 
Non-resident applicants (an applicant for a patent who does not reside or carry on business at a specified 
address in Canada) shall, on the filing date of the application, appoint a representative: a person or firm 
residing or carrying on business at a specified address in Canada. 
 

 Legal Representative 1.7.1.5
 
"Legal representatives" includes heirs, executors, administrators, guardians, curators, tutors, assigns and all 
other persons claiming through or under applicants for patents and patentees of inventions. 
 

 Correspondent 1.7.1.6
 
The “authorized correspondent” as per the Patent Rules means, in respect of an application:  
 
(a) where the application was filed by the inventor, where no transfer of the inventor's right to the patent 

or of the whole interest in the invention has been registered in the Patent Office and where no patent 
agent has been appointed  

 
i. the sole inventor, 

 
ii. one of two or more joint inventors authorized by all such inventors to act on their joint 

behalf, or  
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iii. where there are two or more joint inventors and no inventor has been authorized in 
accordance with subparagraph (ii), the first inventor named in the petition or, in the case 
of PCT national phase applications, the first inventor named in the international 
application,  

 
(b) where an associate patent agent has been appointed or is required to be appointed pursuant to 

section 21 of the Patent Rules, the associate patent agent, or  
 
(c) where paragraphs (a) and (b) do not apply, a patent agent appointed pursuant to section 20 of the 

Patent Rules. 
 

 Predecessor in Title 1.7.1.7
 
"Predecessor in Title" includes any person through whom an applicant for a patent in Canada claims the 
right to the patent. 
 

 The General Public 1.7.1.8
 
The grant of a patent is equivalent to a contract between the patentee on the one hand and the 
government of Canada (representing the interests of the general public) on the other. The patentee 
receives the grant of an exclusive right to use the patented invention in Canada for a specific period of 
time in return for fully disclosing the invention to the public by way of the patent specification. 
Therefore, the general public may be considered as an individual, a group of people or a company that 
has a vested interest in the disclosed technology. 
 

 Agent 1.7.1.9
 
A patent agent is not required to have a law degree although many agents are also lawyers. The role of a 
patent agent begins when an invention is first conceived. 
 
See chapter 1.4.3 for information on the role of the patent agent. 
 
 

 Inventions Relating to Instruments of War 1.7.2
 
Any government employee who, acting within the scope of his duties, invents an article of war shall, if so 
required by the Minister of National Defence, assign to that Minister on behalf of Her Majesty all the benefits 
of the invention and of any patent obtained or to be obtained for the invention. 
 
Any person, other than government employee, who invents an article of war may assign to the Minister of 
National Defence on behalf of Her Majesty all the benefits of the invention and of any patent obtained or 
to be obtained for the invention. 
 
An inventor, as stated above, is entitled to compensation for an assignment to the Minister of National 
Defense under the Patent Act and in the event that the consideration to be paid for the assignment is not 
agreed on, it is the duty of the Commissioner to determine the amount of the consideration, which decision 
is subject to appeal to the Federal Court. 
 

 Minister May Submit Application for Patent 1.7.2.1
 
Where any agreement for an assignment to the Minister of National Defence under the Patent Act has 
been made, the Minister of National Defence may submit a patent application for the invention to the 
Commissioner, with the request that it be examined for patentability, and if the application is found 
allowable may, before the grant of any patent thereon, certify to the Commissioner that, in the public  
interest, the particulars of the invention and of the manner in which it is to be worked are to be kept secret. 
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 Secret Application 1.7.2.2
 
If the Minister of National Defence certifies, the application and specification, with the drawing, if any, and 
any amendment of the application, and any copies of those documents and the drawing and the patent 
granted thereon shall be placed in a packet sealed by the Commissioner under authority of the Minister of 
National Defence. 
 
The secret packet shall, until the expiration of the term during which a patent for the invention may be in 
force, be kept sealed by the Commissioner, and shall not be opened except under the authority of an 
order of the Minister of National Defence. 
 
The secret packet shall be delivered at any time during the continuance of the patent to any person 
authorized by the Minister of National Defence to receive it, and shall, if returned to the Commissioner, be 
kept in a sealed room. 
 
On the expiration of the term of the patent, the secret packet shall be delivered to the Minister of National 
Defence. 
 
No copy of the secret packet shall in any manner whatsoever be published or open to the inspection of 
the public. 
 
The Minister of National Defence may at any time waive the benefit of this section with respect to any 
particular invention, and the specification, documents and drawing relating to the invention shall 
thereafter be kept and dealt with in the regular way. 
 

 Agreements Between Canada and Other Governments 1.7.2.3
 
In any agreements between the Government of Canada and any other government, the Government of 
Canada will treat the invention disclosed in any application for a patent assigned by the inventor to the 
other government, the application and all the documents relating thereto shall be dealt with as a secret 
packet. 
 
 

 Patents Relating to Nuclear Energy 1.7.3
 
Any application for a patent for an invention that, in the opinion of the Commissioner, relates to the 
production, application or use of atomic energy shall, before it is dealt with by an examiner, or is open to 
inspection by the public, be communicated by the Commissioner to the Canadian Nuclear Safety 
Commission. 
 
 

 WIPO (World Intellectual Property Office) 1.7.4
 
The Patent Office provides services on behalf of WIPO on a regular basis in the following areas: 
 

• Training - providing training for IP Offices in developing countries; 
• PCT Applications - acting as a Receiving Office and ISA/IPEA; 
• IPC  Classification; 
• State-of-the-art Searches; and 
• International Cooperation in the Search and Examination of Inventions (ICSEI) and WIPO Patent 

Information Services (WPIS) Programs - assisting IP Offices in developing countries in assessing 
novelty and inventive step of patent applications filed with them. 

 
 

 Procedures and Restrictions for Communicating 1.7.5
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Only authorized correspondence or persons authorized by an applicant or authorized correspondent may 
inquire about the status of their applications or ask when they will be acted upon. 
 
 

 Reports 1.7.6
 
Examiners should never issue a report by emailing it directly to the applicant, even if the applicant’s 
address for correspondence in Techsource or in the report’s header information is an email address. 
Examiners should always follow the relevant process map and create a task type 45 in LOB, thereby 
directing operations staff to process the correspondence and allowing for the creation of due dates in the 
system and for the application’s status to be updated. 
 
 

 Interviews 1.7.7
 
Subject to the conditions imposed by Subsection 6(3) of the Patent Rules, authorized correspondents, 
applicants and patent agents may meet with examiners about pending applications. Appointments should 
be made in advance so the examiner will be available and prepared to discuss the prosecution. 
 
Interviews concerning the prosecution of applications, including applications that have received final 
action, may be requested at any stage of the prosecution, and are conducted by the examiner in charge 
of the application. Where an agent has been appointed, the agent must be present at the interview or 
must have given authorization for it. 
 
In the case of an interview with a new examiner still under training, other more experienced members of 
the Patent Branch should be asked to assist or should be consulted. Problems that do not concern the 
examination process are referred to the appropriate section of the Patent Branch. 
 
The Commissioner does not meet with agents or inventors about prosecution problems related to specific 
applications. 
 
 

 Opinions on Opened Applications 1.7.8
 
Examiners shall not express any opinion with respect to the claims of an opened application except on 
examination of the application, nor will they give any opinion concerning the final scope of those claims. 
Furthermore, they will not express a view as to whether any proposal presented would infringe the claims of 
an opened application. 
 
Validity and Interpretation of Patents 
 
Issued patents granted by CIPO are presumed valid under section 43 of the Patent Act until such time as 
the Courts decide otherwise or the patent is made subject to reissue or re-examination procedures. 
Employees of CIPO may not comment on the validity of any issued patent, nor may they discuss how 
claims of any issued patent should be interpreted, or express a view as to whether they would be infringed 
by any proposal presented. Any member of the public requesting information of this type is advised to seek 
advice from a registered patent agent or a patent lawyer. 
 
 

 Patents Issued out of Canada  1.7.9
 
Section 11 of the Patent Act states the following: 
 

Notwithstanding the exception in section 10, the Commissioner, on the request of any person who 
states in writing the name of the inventor, if available, the title of the invention and the number and 
date of a patent said to have been granted in a named country other than Canada, and who 
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pays the prescribed fee, shall inform that person whether an application for a patent of the same 
invention is or is not pending in Canada. 

 
No information is released about Canadian applications of different inventors/applicants directed to the 
same subject matter, nor is any search made to locate corresponding Canadian patents of the same 
inventors. However, information is supplied when there is at least one inventor or applicant common to 
both the foreign patent and a Canadian application. 
 
Since the claims in a pending application may be changed at any time prior to issue, an affirmative reply is 
given to an inquiry under section 11 when there is a corresponding Canadian application disclosing but not 
necessarily claiming the invention in the foreign patent. The examiner looks to the description of the 
application, as it stands at the time of the inquiry. Matter which may have been deleted from the 
description is not considered. 
 
As a result, Patent examiners may be tasked to investigate pending or non-pending applications, in 
accordance with the Manual of Patent Office Practice, also known as ‘MOPOP’ (Chapter 3), to see if there 
are any applications that meet the above requirements, and advise CIPO staff if found. 
 
These requests were common under the Old Act (the Patent Act prior 1989), as the applications remained 
unpublished until grant. Under the New Act (the Patent Act after 1989), these requests are uncommon as 
the applications are published 18 months after first filing. Further, it is unlikely that a foreign equivalent will 
have been granted and the section 11 request be processed before the publication of the Canadian 
application. 
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 Administration and Human Resources 2.1
 
An overview of several key administrative and human resource services is given below; further information 
may be found on Innovation, Science and Economic Development Canada’s Intranet Site: 
http://icweb.ic.gc.ca. 
 
 

 Collective Agreement 2.1.1
 
Your collective agreement contains the provisions of your terms and conditions of employment, such as 
overtime compensation, maternity and parental leave and allowances, and annual and sick leave. In 
addition, you will find the rates of pay for your group and classification. 
 
To access the latest version of the collective agreement for “Applied Science and Patent Examination” 
(SP), visit the Treasury Board of Canada Secretariat web site following link: 
http://publiservice.tbs-sct.gc.ca/pubs_pol/hrpubs/coll_agre/sp/sp_e.asp. 
 
 

 Leave 2.1.2
 

 Vacation Leave 2.1.2.1
 
Article 15.02: An employee shall earn vacation leave credits for each calendar month during which the 
employee receives pay for at least seventy-five (75) hours at the following rate: 
 

(a) nine decimal three seven five (9.375) hours until the month in which the employee's eighth 
(8th) anniversary of service occurs; 

 
Except for the first year of employment, vacation leave credits are advanced at the beginning of each 
fiscal year (April 1). 
 

 Sick Leave 2.1.2.2
 
Article 16.01: a) An employee shall earn sick leave credits at the rate of nine decimal three seven five 
(9.375) hours for each calendar month for which the employee receives pay for at least seventy-five (75) 
hours. 
 

 Other Leaves 2.1.2.3
 
Leave with pay 
Family   37.5 hrs (yearly) 
Personal  15 hrs (yearly) 
Bereavement  7 days + 3 days (for travel) 
One time leave  5 days (replaces the wedding leave) 
Maternity/parental 52 weeks 
Patent Agent Exam Duration of test (twice in a career)  
 
Leave without pay 
Care of close family up to 5 years (in career) 
Relocation of spouse up to 5 years (in career) 
Personal Needs  up to 1 year (in career)  
 

 Self-funded leave 2.1.2.4
 
Self-funded leave exists, such as leave with income averaging (LIA), a leave of 3-6 months and leave for 
family member care. 

http://icweb.ic.gc.ca/
http://publiservice.tbs-sct.gc.ca/pubs_pol/hrpubs/coll_agre/sp/sp_e.asp


Chapter 2 – page 2 
 

 
A leave with income averaging is an arrangement whereby eligible persons reduce the number of weeks 
worked in a specific 12-month period by taking leave without pay for a period of between a minimum of 5 
weeks and a maximum of 3 months. More information can be found at this address. 
 
A leave without pay for care of immediate family can be granted to an employee. This leave shall be for a 
minimum of 3 weeks and shall not exceed 5 years for the whole of the employee’s career. See the 
collective agreement for the definition of ‘immediate family’. 
 
A leave of 3 to 6 months within 5 years can be taken for which guidance can be found here. 
 
 

 MyGCHR 2.1.3
 
The MyGCHR software enables employees to manage leave requests and update personal information. 
 
MyGCHR is accessed at the following address. Access to this site requires a user ID and a password; to 
create a new account, click on the link “Login to My GCHR” and then “Lost or need a myKEY?” Scroll up 
and click on “Obtain a myKEY via Online Registration and Credential Administration (ORCA)”.  
 

 Leave Requests 2.1.3.1
 
Leave requests, such as vacation, sick or other leave requests, are submitted to your Section Head by 
means of the “Self Service” menu. The reason for leave and applicable dates are entered in an online form 
and are sent to your Section Head for review; an email confirmation is sent to the employee once the 
leave request has been approved or denied. 
 

 Personal Information 2.1.3.2
 
Updates to personal information, such as contact information, are also maintained by means of the “Self 
Service” menu. 
 
 

 Benefits 2.1.4
 

 Insurance 2.1.4.1
 

(a) Disability 70% of salary 
(b) Death 2 x annual salary 
(c) Dental 90% reimbursement (minus a yearly deductible) 
(d) Health 80% reimbursement  

 
 Pension 2.1.4.2

 
1. Defined benefit pension (standard calculation: 2% x Years of Service x average salary of 5 

consecutive highest paid years) 
2. Pension indexed to CPI (Consumer Price Index) 
3. Maximum benefit of 70% (35 years of service) 
4. It is possible to make an election to obtain credit for years of service at previous employers 

(contact the Government of Canada Pension Centre or refer to Increasing Your Pension for 
more details) 

 
Pension and Benefits information is available here. 
 
 

http://publiservice.tbs-sct.gc.ca/hr-rh/eel-doec/index-eng.asp
http://www.tbs-sct.gc.ca/pol/doc-eng.aspx?id=12588
http://gcintranet.tpsgc-pwgsc.gc.ca/rhgc-gchr/index-eng.html
https://eajl-orca.securise-secure.gc.ca/O/vw/bienvenue-welcome-eng.pub
http://www.tbs-sct.gc.ca/psm-fpfm/pensions/gcpc-cpgc-eng.asp
http://www.tbs-sct.gc.ca/psm-fpfm/pensions/active-actif/increase-augmenter-eng.asp
https://www.canada.ca/en/treasury-board-secretariat/topics/benefit-plans.html
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 Other Administrative Services 2.1.5
 
The Administrative Support Unit is located on the 8th floor of Portage Phase I, and may be contacted by 
sending an email to CIPO PB Admin (in Outlook address book) 
 
Administrative Support is responsible for the following activities: 
 

a) Office moves help; 
b) Cellphones fill out and distribution;  
c) PAR (Pay Action Requests) sent on behalf of employees; 
d) HR contact for employees (hiring, leave, or else); and 
e) Administrative support with respect to trips, taxi chits, office supplies, etc. 

 
 

 Chief Information Office 2.1.6
 
The Chief Information Office (CIO) supplies our IT support, providing assistance via the IT Service Desk, 
providing software updates, and maintaining IT products and services. All IT services are accessed via the IT 
Service Desk at 613-946-5555 or 1-866-929-3375, or email to IT Service Desk (Outlook). 
 
 

 Building Security 2.1.7
 
Any security infractions or emergency situations are managed by the Commissionaires, located by the 
elevators on the Commercial level (2nd floor). The Commissionaires can be reached at 819-997-1430. 
 
 

 Building Repairs 2.1.8
 
The National Service Call Centre (NSCC) oversees all building repairs, including electrical distribution and 
lighting, heating ventilation and air conditioning, plumbing, cleaning services and waste removal and 
recycling. To report any building problems, contact the NSCC at 1-800-463-1850 or online at http://cnas-
nscc.tpsgc-pwgsc.gc.ca/index-eng.cfm. 
 
Any employee can make a request. This also applies for trainees and training rooms. 
 
  

http://cnas-nscc.tpsgc-pwgsc.gc.ca/index-eng.cfm
http://cnas-nscc.tpsgc-pwgsc.gc.ca/index-eng.cfm
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 Pay and Benefits 2.2
 
More information will be provided in classroom. 
 
In addition to the classroom teaching, the following links are provided: 
 

1. Innovation, Science and Economic Development Canada Home Page 
2. Human resources website 
3. Leave Self Service MyGCHR 
4. Treasury Board Secretary website (TBS) / Activities:   

http://publiservice.tbs-sct.gc.ca/activity-activites_e.asp although this site in the future will be here 
5. Pension and Benefits site 
6. Employee Entitlements and Leave are here but will be found here shortly 
7. HR Tools & References: http://publiservice.tbs-sct.gc.ca/hr-rh 
8. Forms can be found here 

 
 
 

 Professional Institute of the Public Service of Canada (PIPSC) 2.3
 
The Institute is the largest union in Canada representing scientists and professionals employed at the 
federal government. More information on the patent examiner’s union can be found here: 
http://www.pipsc.ca 
 
 
 

 Patent Examination at CIPO 2.4
 

 Examination 2.4.1
 
Patent Branch - Examination comprises four divisions, which are: mechanical engineering, electrical 
engineering, chemistry (general and organic) and biotechnology.  
 
Each division is subdivided into many sections, each comprising a section head and 12-15 examiners. 
 
 

 Other Groups 2.4.2
 
Patent Services and Standards Division (Operations, Quality, Training, IT Systems); Business and Strategic 
Affairs Division (Patent Administration, PBIIMS); Patent Policy and International Affairs Division. 
 
 

 Role of the Section Head 2.4.3
 
The section head has many roles, including: 
 

• To ensure employee satisfaction; 
• To provide advice and guidance with respect to daily operations; 
• To provide information and clarification with respect to office procedures;  
• To provide a clear statement of goals and employee expectations; 
• To provide regular feedback on performance; 
• To liaise with senior management with respect to personal requirements, professional 

development, and career advancement (training, technical courses, conferences, seminars, trips, 
etc...); 

• To disseminate information from committees and working groups to examiners; and 

http://icweb.ic.gc.ca/
http://icweb.ic.gc.ca/eic/site/097.nsf/eng/home
http://gcintranet.tpsgc-pwgsc.gc.ca/rhgc-gchr/index-eng.html
http://publiservice.tbs-sct.gc.ca/activity-activites_e.asp
http://intranet.canada.ca/index-eng.asp
https://www.canada.ca/en/treasury-board-secretariat/topics/pension-benefits.html
http://publiservice.tbs-sct.gc.ca/hr-rh/eel-doec/index_e.asp
http://intranet.canada.ca/index-eng.asp
http://publiservice.tbs-sct.gc.ca/hr-rh
http://publiservice.tbs-sct.gc.ca/tbsf-fsct/index-eng.asp
http://www.pipsc.ca/
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• Any other projects assigned by the Division Director. 
 
 

 Operational Duties of the Section Head 2.4.4
 
The duties of the section head include: 
 

• Respond to employee requests;  
• Perform Quality Control; 
• Set Production goals / Workload for examiners;  
• Monitor examiners performance; and 
• Discuss with trainers regarding trainee performance. 

 
 

 Administrative Information 2.4.5
 

 Work hours (during training) 2.4.5.1
 
As per the ISED New Employee Orientation Guide, section 2.3 states: “Typical working arrangements are 
37.5 hours a week, from Monday to Friday (7.5 hours per day). Two 15-minute breaks are included in this 
time; however, a lunch break is not”.  
 
Course hours are usually from 9:00 to 12:00 and 13:00 to 16:00. 
 
Trainees are expected to be in the office outside of course hours for a total of 1 hour (before and/or after 
course hours every day) 
 

 Work hours (after completion of training) 2.4.5.2
 
Office hours are from 6:00 to 18:00. As per the collective agreement, section 8.02 states that “The 
scheduled work week shall be thirty-seven decimal five (37.5) hours and the scheduled work day shall be 
seven decimal five (7.5) consecutive hours, exclusive of a meal period, between the hours of 06:00 and 
18:00. The normal work week shall be Monday to Friday inclusive.” 
 
Flexible work arrangements are available upon manager’s discretion: 
 

• Compressed work week (eligible after one year from the date employment at CIPO) 
• Telework (eligible at Sg-Pat-04 level as per the PB telework guidelines) 

 
 Reporting 2.4.5.3

 
Examiners are required to complete weekly production reports and time allocation. When available, 
overtime production must be recorded on the appropriate form. Further, examiners working compressed 
hours must submit time sheets to their supervisor. And teleworkers must fill a form every year. 
  

http://icweb.ic.gc.ca/eic/site/097.nsf/eng/00116.html#p23
https://www.tbs-sct.gc.ca/agreements-conventions/view-visualiser-eng.aspx?id=37
http://opicnet.ic.gc.ca/eic/site/487.nsf/eng/ne04479.html#my-branch
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Notes: 
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 Office Tools 2.5
 
This section will list and provide the examiner with basic information on how to set-up and use the standard 
office tools used in the examination of patent applications. 
 
More information on this topic will be provided in classroom. 
 
 

 Microsoft Word  2.5.1
 
The main tool used by examiners for writing reports is Microsoft Word 2010. 
 
When drafting a report, the Word macros, often referred to as the PERMs (Paragraphs for Examiners Reports 
Macros) must be used. In order to access these macros, the CIPO ribbon must first be installed.  
 

 
 
Figure 2-1 – CIPO Ribbon 
 
If this ribbon is not present, it can be installed by following these steps:   
 

• Close Word; 
• Go to S:\PATENT\Word; and 
• Double click on the file cipoInstallation.exe, which will open the following window:  

 

Figure 2-2 – CIPO Ribbon installation window 
 

• Ensure that only the "Update CIPO Ribbon" box is checked. 
• Click Install and you should receive a message that the ribbon was installed successfully. 
• Open Word to see the updated CIPO ribbon. 

 
After the macros are installed, the Examiner will be notified in Word of any future updates and will need to 
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click the “Update Ribbon” icon on the CIPO ribbon to install those updates through the CIPO Installation 
window (shown above). 
 

 Setting up Word 2.5.1.1
 
Initially, the examiner must fill the Settings window that is used by the Word macros to personalize reports. 
This window automatically pops-up the first time the CIPO ribbon is installed, and can be modified by 
clicking the “Document Settings” button in the National Ribbon at a later time. 
 

 
 

Figure 2-3 – Settings Window Interface 
 
 

 Settings Fields 2.5.2
 

 Job Type 2.5.2.1
 
First, the “Job Type” should be selected at the very top of the window. Examiners should choose “Patent 
Examiner”.  
 

 Patent Examiner / Employee in Operations 2.5.2.2
 
The information entered in this field is used for the signature block which is printed at the end of the 
examiner’s report.  
 
Name: This contains the examiner’s full name, or first initial and last name. The examiner can use his/her 
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title, such as “P. Eng.” by entering the information beside his/her name. 
 
English Title: This contains the English title of the examiner. The section number (ex. M9, E3, etc.) should also 
be included after the examiner’s title, in the format “Patent Examiner, Section M1”. 
 
Phone number: Contains the examiner’s work telephone number. 
 
Initials: Contains the examiner’s three initials. If the examiner does not have a second surname or middle 
name, the first two initials of the first name, and the first initial of the last name can be used. This information 
is used to save the reports with a unique extension, to easily and quickly determine which reports were 
written by which examiner.  
 
French Title: This contains the French title of the examiner, in the same format as the English title 
(Examinatrice/Examinateur de brevets, section LN).  
 
Gender: This is the examiner’s gender. It is used to format French sentences refereeing to the examiner to 
the correct gender.  
 

 Info on Section Head 2.5.2.3
 
This information will be used in the paragraph regarding CIPO Client Service Standards that is included at 
the end of every report. The information is the same as what is contained in the Patent Examiner 
information fields, except that it relates to the examiner’s section head, or acting section head. 
 

 Printer Settings 2.5.2.4
 
These settings should be left to their default value; they are to be used by analysts in operations. 
 

 Option 2.5.2.5
 
This icon lets an examiner decide if they want to keep the PERMit! menu open after having used a macro 
or close it every time. It is a matter of personal preference and can always be changed in the Settings 
window at a later date, or in the PERMit! menu itself. 
 
 

 Word Macros 2.5.3
 
The macros shown in Figure 2-4 are used for creating standard reports on National Phase applications.  
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Figure 2-4 – PERMit! Menu 
 
 

 Custom Correspondence (CC) 2.5.4
 
Custom Correspondance is the main tool used by examiners for importing bibliographic information from 
TechSource system into an examiner’s report. 
 
It can be accessed from the computer desktop under the icon TS-GUI which stands for TechSource 
Graphical User Interface. The TS-GUI application is a password protected graphical user interface for 
extracting data from the TechSource system. The TechSource application also has a classification module 
for viewing classification data (IPC codes). 
 
After an application number has been entered in Custom Corr (CC) under the “Patents” menu and 
bibliographic data has been retrieved, Word will automatically launch. The examiner can then click the 
‘national’ (or ‘letter’) button on the ribbon to create an English or French report for the application. 
 
Word will generate the report, prompting you for some information (e.g. number of claims) and will 
automatically assign a filename: 
 

• 7-digits for the application number 
• one character that represents which report it is (A = 1st report, B = 2nd report, etc)  
• three characters for the examiners name initials. Important: Remember to initialize the signature 

block in Word before running any report macros. 
 
 

 Network Drives 2.5.5
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Examiners at CIPO commonly use two network drives: P and S 
 

 P drive 2.5.5.1
 
Each examiner has a personal workspace stored on the P drive.  
 
The folder p:\myfiles: is used to store examiner’s reports (based on File Settings in Word). The space is limited 
on this drive and it must not be used to store music, video, images or else.  
 

 S drive 2.5.5.2
 

• Read access for everyone; some write access restrictions 
• Patent Branch documentation 
• S:\PATENT\EXAMREP: folder from which examination reports are printed out and sent to applicants 

(by exam support) 
• S:\PATENT\Outils-Tools: collection of commonly used tools and documents for examiners 

 
 

 TechSource 2.5.6
 
Techsource is CIPO’s primary tool for managing national patent information, and for facilitating the 
prosecution of national patent applications. 
 
 

 Content Manager 8 (CM8) 2.5.7
 
CM8 is the tool used to view images of patents, patent applications and any piece of communication 
between the office and the applicant. 
 
In order for CM8 to properly work, the examiner must have logged in into the TS-GUI application and 
launch it. Detailed information on CM8 can be found here.  
 
 

 Outlook 2.5.8
 

 Email signature block 2.5.8.1
 
Details on how to create your email signature block can be found at:  
http://icweb.ic.gc.ca/eic/site/487.nsf/eng/ne01153.html 
 

 Meetings 2.5.8.2
 
All meetings in the office are scheduled thru Outlook Calendar. Attendees and resources (location, 
boardroom, etc...) are selected from the Outlook address book. When invited to a meeting, examiners 
receive an email in their inbox with the details of the meeting. They must then accept or decline the 
invitation. Meetings to which you have been invited appear in the Calendar. 
 

 Availability 2.5.8.3
 
Examiners should make sure that their Outlook calendar reflects their actual availability. For example, 
examiners who have work at home days or compressed days should enter these into the Outlook calendar. 
 

 Profile 2.5.8.4
 

http://wiki.ic.gc.ca/x/M4HFJg
http://icweb.ic.gc.ca/eic/site/487.nsf/eng/ne01153.html
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Innovation, Science and Economic Development Canada uses the Email Directory Update Tool (WebDir) 
to maintain Outlook users’ profiles (building, floor, room number, etc...). It can be accessed at: 
http://webdir.ic.gc.ca/webdir/default.asp?a=logon. It uses the Outlook user name and password. 
 
 

 Informatics Security 2.5.9
 
Please refer to the following web site for the most recent policies with respect to IT security. 
 
 

 Communication Best Practices 2.5.10
 
CIPO is committed to developing strong internal and external communications practices.  
 
The telephone guidelines cover: 

• Personal greetings 
• Extended out-of-the-office messages 
• Name display  

 
The email guidelines cover: 

• Signature block 
• Outlook Profile 
• Out-of-office Auto-reply 

 
These guidelines can be consulted at the following address: 
http://ciponet/eic/site/487.nsf/eng/ne01114.html  
 
 

 PDF Creator 2.5.11
 
The PDF Creator application is used to convert documents to the PDF format. It appears as a “printer” in 
Windows applications (Word, Excel, etc...). 
  

http://webdir.ic.gc.ca/webdir/default.asp?a=logon
http://icweb.ic.gc.ca/eic/site/029.nsf/eng/home
http://ciponet/eic/site/487.nsf/eng/ne01114.html
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Notes: 
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 Examination & Classification Tools 3.1
 
One of the important steps in classifying or examining patent applications is accessing the information 
related to a particular application. This is done by using the TechSource System, which is CIPO’s primary 
tool for managing patent information and for facilitating the prosecution of patent applications. 
 
Following the initial training on TechSource and LOB, examiners should know how to perform the following 
actions: 
 
Navigating in LOB 

 Keys 
 Login/logoff 
 Types of screens 
 Menus, options and sub-menus 

A step by step guide for using LOB can be found here:  
http://wiki.ic.gc.ca/display/cipopb/LOB+INSTRUCTIONS 
 
Understanding queues and tasks 

 Queues: Autorouting 
 Queues: Listing 
 Task types for examiners 
 Task priorities 
 Tasks: Opening, Completing, Deleting, Modifying, Creating, and Taking possession 

 
Understanding application folders 

 Tabs’ names and “-IP” 
 
Using Content Manager 8 (CM8) to view images   

 information on CM8 can be found on the wiki here: 
http://wiki.ic.gc.ca/display/cipopb/Formation+CM8+--+CM8+Training 

 
Basic processes 

 Verifying if maintenance fees are paid/due soon 
 Verifying the status of an application 
 Verifying classification 
 Accessing priority information 
 Creating and modifying a notation 

 
 

 The TechSource Application 3.1.1
 
The TechSource Application TS-Graphic User Interface (TS-GUI) was developed in house as a 
complementary program to LOB and InterApp, allowing users to easily browse and update classification 
information.  
 
TechSource is launched from an icon on the desktop. 

 
Figure 3-1 – TechSource (TS-GUI) icons 
 

http://wiki.ic.gc.ca/display/cipopb/LOB+INSTRUCTIONS
http://wiki.ic.gc.ca/display/cipopb/Formation+CM8+--+CM8+Training
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When launched, the following window appears prompting the user to input his or her userID and password. 
 

 
 
Figure 3-2 TechSource Logon 
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Figure 3-3 - TechSource Main Window 
 
By selecting “IPC” then “Patent Classification”, the following window will appear: 
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Figure 3-4 - Patent Classification window 
 
From this screen, an examiner may retrieve classification information for an application by either:  
 

• entering an application number and retrieve the classification information by clicking on the 
‘Retrieve’ button, or  

• by using the application currently displayed in LOB by clicking on the ”Retrieve from LOB” button.  
 

Once at the “Patent Classification” screen, an examiner is able to access classification details by double 
clicking on a classification symbol or by highlighting a classification symbol from the table and clicking the 
button “Classification Details”  

 
Depending on access rights, an examiner may also be able to change the WIPO Required Data at the 
bottom of the screen. 

 
Figure 3-5 - Classification Details Window 
 
By closing this screen and further clicking on the “Notes Maintenance” button, the following screen will 
appear for the highlighted classification. Again this occurs only if the examiner has the appropriate access 
rights. 
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Figure 3-6 – Notes Window 
 
On this screen, an examiner may add/amend a note relating to the highlighted classification. 
 

 International applications 3.1.1.1
 
Classification information for International applications can also be retrieved using the Patent Classification 
function of the TechSource application. 
 

 Viewing\Editing Classification for International Applications (from InterApp) 3.1.1.2
 
Viewing and editing classification information using Techsource for international applications is the same as 
viewing national applications (i.e. from the Details screen). The only difference is that the information is 
retrieved from InterApp instead of LOB. 
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Figure 3-7 - International Application 
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Notes: 
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 The Patent Act and Rules, MOPOP, & the PCT and Regulations 3.2
 References 3.2.1

 
The primary reference manual used by patent examiners, patent agents, applicants and the public for all 
matters relating to patents is:  

 
• The Patent Act. 

 
The Patent Act provides the Commissioner with the authority to prosecute patent applications. This 
authority is delegated to competent examiners. 
 
The following reference manuals provide additional guidance with respect to the classification and 
examination of national patent applications: 
 

• the Patent Rules;  
• The Manual of Patent Office Practice (MOPOP); 
• Examiner Bulletins; 
• Patent Notices; and 
• Process Mappings and Work Instructions. 

 
For search and examination of international applications, the essential references are: 
 

• the Patent Cooperation Treaty (PCT); 
• the Regulations under the PCT; and 
• ISA and IPEA Training and Reference Manual. 

 
An overview of each reference manual, and how they interact with each other, is provided below. 
 
 

 The Patent Act 3.2.2
 
The Patent Act is an act of Parliament, which sets out the various authorities for prosecuting patent 
applications. 
 
When referencing a section of the Patent Act, the following terminology is used: 
 
Example 
 
Section Subsection Paragraph Subparagraph  Clause 
28.2 28.2(1) 28.2(1)(a) 

28.2(1)(b) 
28.2(1)(c) 
28.2(1)(d) 

28.2(1)(d)(i) 
28.2(1)(d)(ii) 

28.2(1)(d)(i)(A) 
28.2(1)(d)(i)(B) 

 
The Act uses this type of hierarchical paragraphing in order to help the reader understand a lengthy or 
complex sentence.  It also helps to shorten text by avoiding repetition.  For example Paragraphs 28.2 (1)(a) 
and 28.2(1)(b), both will include all of the text of Section 28.2 and subsection 28.2(1) but then are 
differentiated by their respective unique paragraphs (a) and (b).  But because of the way it is written, the 
text of the section and subsection are not repeated excessively. 
 
 

 The Patent Rules 3.2.3
 
The Patent Rules is a companion document to the Patent Act. These rules are passed by the Governor in 
Council as found in Section 12 of the Patent Act.  As such, the Rules are generally easier to amend then the 
Act.  The main reason for the Rules is to give more precise guidance to those who must use the Act in their 

http://laws-lois.justice.gc.ca/PDF/P-4.pdf
http://laws-lois.justice.gc.ca/PDF/SOR-96-423.pdf
https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/vwapj/rpbb-mopop-eng.pdf/$file/rpbb-mopop-eng.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/eng/h_ne02549.html
http://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/h_wr00292.html
http://icweb.ic.gc.ca/eic/site/487.nsf/eng/ne02589.html
http://www.wipo.int/pct/en/texts/articles/atoc.htm
http://www.wipo.int/export/sites/www/pct/en/texts/pdf/pct_regs.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/isa-ipea-trainingmanual_e.docx/$file/isa-ipea-trainingmanual_e.docx
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everyday work. The Rules are divided in 5 main parts: 
 

 Part I 3.2.3.1
General Application 
• 3-49 
 

 Part II 3.2.3.2
Patent Cooperation Treaty 
• 50-66 
 

 Part III 3.2.3.3
Applications filed on or after October 1st, 1996 
• 67-111 
 

 Part IV 3.2.3.4
Applications filed from October 1, 1989 to September 30, 1996 
• 132-166 
 

 Part V 3.2.3.5
Applications filed before October 1st, 1989 
• 167-187 
 
 

 Link between Act and Rules 3.2.4
 
The Patent Act is a primary piece of legislation.  The Patent Rules are used to explain or interpret the Act. 
For example, both Section 27(4) of the Act, and Rules 84-87 relate to the claims of a patent.  Section 27(4) 
of the Patent Act states that the claims must be defined “distinctly and in explicit” terms.  But what exactly 
does this mean exactly?  How would a patent examiner ensure that the Act is being followed? Rules 84-87 
provides more details outlining specific requirements such as the need for claims to be numbered 
consecutively (Rule 85). 
 
Similarly, both Section 27(6) of the Act, and Rule 94 pertain to an applicant completing a patent 
application.  Section 27(6) of the Act states that when an application is not complete, the Commissioner 
will notify the applicant.  Rule 94 again provides more guidance on what elements of an application are 
required to be considered complete and the details about when and how the Commissioner will notify the 
Applicant regarding an incomplete application. 
 
As one can see, the Rules are meant to support the Act in providing more guidance.   
 
 

 Manual of Patent Office Practice (MOPOP) 3.2.5
 
The Manual of Patent Office Practice is an internal publication which is freely available to the public. The 
purpose of MOPOP is to provide guidance for those who work in the Patent Office dealing with patent 
applications. In essence, MOPOP: 
 

a) identifies responsibilities; 
 

b) eliminates duplication of effort by defining the required work; and 
 

c) establishes a standard for dealing with patent application across all divisions. 
 

 

 Work Tools: Examiner’s Bulletins and Practice Notices and Process Mappings. 3.2.6
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In addition to the Patent Act and Rules and manuals such as MOPOP, a patent examiner may refer to 
other work tools such as Examiner Bulletins, Practice Notices and Process Mappings that contain essential 
and up to date information on Office practice and interpretations of the Patent Act.   
 

 Examiner Bulletins and Practice Notices 3.2.6.1
 
Examiner bulletins (EBs) are periodical, internal communications that serve to inform patent examiners of 
new practice changes, training and reminders from various internal groups.  
 
Practice notices (PNs) are published documents which are available to the general public.  They provide 
guidance to Applicants/Patentees on current Office practice and interpretation of relevant legislation.    
  
EBs and PNs may become obsolete because a new practice has been implemented or because it has 
become integrated into official Office practice such as, for example, the MOPOP.  Examiner’s bulletins that 
have become obsolete will indicate so in bold red letters and will refer to the current official practice to 
follow.   
 
It should be noted that the work tools are meant as guides and interpretations of the legislation. If there is 
any difference between the work tools and the Patent Act, the Patent Act must always be followed.   
 

 Process Mappings and Work Instructions. 3.2.6.2
 
Process mappings and work instructions are flowcharts that tell examiners the specific step by step details 
of a specific task.  While the Patent Act and Rules; and MOPOP provide a broad framework and overview, 
process mappings provide detailed, step by step process and sequence for each task that examiners 
perform.  The process mappings and work instructions also form part of the Quality Management System, 
ensuring that all examiners are examining using the same standardized approach.  It also provides a means 
for CIPO to review and modify each process as Office practice and procedures evolve. 
 
 

 International Documents 3.2.7
 
In a similar manner, the PCT and regulations thereof interact as per the Patent Act and Patent Rules. The 
PCT is a primary piece of legislation that deals with international application practices. The Regulations are 
meant to support the treaty in providing more guidance to explain or interpret this treaty.  
 
The ISA and IPEA reference manual, which is an internal publication freely available to the public, provides 
guidance to examiners working on an international patent application in view of a specific encounter 
while examining such application. 
 
 

 Resolving Examination Issues 3.2.8
 
When faced with an examination issue that needs to be resolved, examiners are encouraged to refer to 
Examiner work tools, MOPOP, the Patent Act and the Patent Rules for a solution before consulting with a 
Senior Examiner (trainer) or Section Head.  
 
If these documents do not address the issue at hand, a Senior Examiner or Section Head will be able to 
direct the examiner to other sources of information such as Commissioner’s Decisions, pertinent 
jurisprudence, or other senior personnel of the Patent Office if necessary. 
 
A compilation of legislation, manuals and resources available to examiners at CIPO can be found on the 
wiki: 
http://wiki.ic.gc.ca/display/cipopb/Patent+Examination+Links 
 

http://wiki.ic.gc.ca/display/cipopb/Patent+Examination+Links
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In addition to the above, the examiner has other sources of information. These include: 
a) other patent examiners; 
b) patent classification examiners; 
c) examination support personnel; 
d) Operations personnel; 
e) This manual; and 
f) The PERM paragraphs and manual. 
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Notes: 
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 The Parts of a Patent Application 3.3
 

 The Petition 3.3.1
 
[Note: This topic is also covered in Chapter 4 of MOPOP] 
 
The petition is a statutory requirement under section 27(2) of the Patent Act and must follow the 
requirements of Patent Rules 68, 72, 74, 77 and 78, as well as the format provided in Schedule I (Prescribed 
Forms), Form 3 of the Patent Rules. 
 
In brief, the petition must: 
 

a. begin on a new page; 
 

b. not contain drawings; 
 

c. conform to the specific requirements of document presentation set forth in section 68 of the Patent 
Rules; and 

 
d. include an appropriate title for the invention described in the application.  

 
Form 3 [Schedule 1 Patent Rule 77]   
 

PETITION FOR GRANT OF A PATENT 
 
 The applicant,__ , whose complete address is , requests the grant of a patent for an invention, 
entitled ______, which is described and claimed in the accompanying specification. 
 
 This application is a division of application number , filed in Canada on . 
 
 (1) The applicant is the sole inventor. 
 
(2) The inventor is , whose complete address is , and the applicant is the legal representative of 
the inventor. 
 
4. The applicant requests priority in respect of the application on the basis of the following previously 
regularly filed application: 
 
Country of filing Application number Filing date 

  
 
 The applicant appoints , whose complete address in Canada is , as the applicant's representative in 
Canada, pursuant to section 29 of the Patent Act. 
 
 The applicant appoints , whose complete address is , as the applicant's patent agent. 
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Form 3 in the Patent Rules is the form required for the petition. The instructions are given at the bottom of 
the form. They allow for some deviation from the standard form in case there are special circumstances. 
 
Form 3 is divided into several sections as follow:  
 

 Section 1 3.3.1.1
 
In this section, a request for a patent is made. This section includes the applicant's name, complete address 
and the title of the invention. The information has to be typed in the following order with a space or 
separator between the elements: 
 

a) If the applicant is a person: Family name (in capital letters), given name(s), and initial(s). 
 

b) If the applicant is an organisation: Firm name (in capital letters). 
 
The complete address shall include the street name and number, the city, the province or state, the postal 
code, the telephone number, the fax number, and the country. 
 
This section is used to identify the authorized correspondent for the prosecution of the application in the 
case where there is more than one applicant. The office is careful to eliminate confusion that might arise if 
it receives conflicting instructions from more than one person. Rule 2 stipulates that the first one on the list of 
applicants will be the authorized correspondent should there be no agent named or should there be no 
instructions to the contrary. 
 

 Section 2 3.3.1.2
 
This section does not apply to new applications. Section 2 is used only in case the application is composed 
of subject-matter that was divided out of a previous application (also called the "parent" application), 
because of subject-matter comprising multiple inventions. 
 

 Section 3 3.3.1.3
 
This section is a listing of the inventors. If the applicant in section 1 is the only inventor then section 3(1) 

 
 The applicant believes that in accordance with the Patent Rules they are entitled to pay fees at the small 
entity level in respect of this application and in respect of any patent issued on the basis of this application. 
 
 The applicant requests that Figure No. of the drawings accompany the abstract when it is open to public 
inspection under section 10 of the Patent Act or published. 
 

..............................(signature) 
 
Instructions 
 
In section 1, subsection 3(2) and sections 5 and 6, names and addresses must be presented in the following 
order with a clearly visible separation between the various elements: family name (in capital letters), given 
name(s), initials, or firm name, street name and number, city, province or state, postal code, telephone 
number, fax number and country. 
 
In sections 5 and 6, appointment of representatives and appointment of patent agents may also be done in 
a separate document. The applicant shall include in the petition either subsection 3(1) or (2). 
Requests for priority may be done in section 4 of the petition or in a separate document. 
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is included. Otherwise, section 3 (2) is filled out and all inventors are listed.  
 

 Section 4 3.3.1.4
 
In this section the applicant may request a priority date(s) based upon their previously filed application.  
 

 Section 5 3.3.1.5
 
This section applies to those applicants who are not Canadian residents and who do not carry on business 
in Canada. In this case they are required to appoint a Canadian resident as their representative. The name 
and address are to be indicated and must follow the same format as outlined in section 1. 
 

 Section 6 3.3.1.6
 
When an agent is selected to assist the applicant in the prosecution, then this section is where the inventor 
indicates the name and address of the agent. The same format as outlined in section 1 is followed. The 
agent must be a registered agent. The applicant can contact the Patent Office for a list of registered 
agents. The applicant can also appoint an agent at a later date. 
 
An agent who does not reside in Canada cannot prosecute applications directly, but must appoint an 
associate agent who is a resident of Canada. An agent who resides in Canada may also appoint an 
associate agent provided the associate agent has a Canadian residence. Changes in the appointment of 
agents and associate agents may be effected in the Patent Office by the applicant, the agent or 
associate agent. 
 

 Section 7 3.3.1.7
 

• If the applicant is an individual or a small business of 50 people or less, this applicant can claim 
small entity status and the filing fee and other fees will be less. 

 
 Section 8 3.3.1.8

 
In this section the applicant can specify which representative drawing should be accompanied by the 
abstract on the cover page of the application. The purpose of this drawing is to assist anyone searching 
the Canadian patent literature. The applicant is requested to identify what is considered to be the figure 
most representative of the invention. 
 

 The Language of a Petition [Rule 71] 3.3.1.9
 
A petition must be in one of the official languages unless a translation is provided. The language of the 
petition does not have to be the same as the language of the specification. The petition is specifically 
excluded from Patent Rule 71 dealing with the language of the application. 
 

 Amendment to the Petition [Rule 35] 3.3.1.10
 
The petition may be amended to correct clerical errors under section 35 of the Patent Rules. The applicant 
is not required to submit an amended petition to supply additional or corrected information. Such 
corrections or additions may be provided in a separate document. The original petition will be retained in 
the correspondence file of the application. 
 
No changes may be made to the names of inventors or applicants unless they comply with sections 31, 49 
or 50 of the Patent Act. 
 
 

 PCT Applications 3.3.2
 

 The Request [PCT Art 3, 4; Subsection 27(2) of the Patent Act, Patent Rule 61] 3.3.2.1
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The requirement in subsection 27(2) of the Patent Act that an application contain a petition, does not 
apply to PCT applications filed under the provisions of the Patent Cooperation Treaty (PCT). These 
applications are filed with a “request” in accordance with Article 4 of the PCT. 
 

 Elements of an International Application 3.3.2.2
 
The structure of an international application is governed by the Treaty and particularly the Treaty 
Regulations. Under Article 3, the Treaty specifies that an international application must be in a prescribed 
language, therefore international applications filed in Canada as a receiving Office must be prepared 
either in English or in French. 
 
The international application must also comply with the prescribed physical requirements, unity of invention 
requirements, and is also subject to prescribed fees. The international application must contain a request, 
an abstract, a description, claim(s), and when required drawing(s), sequence listings, and biological 
deposit in an International Deposit Authority (IDA). 
 
The request shall contain: 
 

i. a petition to the effect that the international application be processed according to this Treaty; 
 

ii. the designation of the Contracting State or States in which protection for the invention is desired 
on the basis of the international application (“designated States”); 

 
iii. the name of any other prescribed data concerning the applicant and the agent; 

 
iv. the title of the invention; 

 
v. the name of any other prescribed data concerning the inventor where the national law of at least 

one of the designated States requires that these indications be furnished at the time of filing a 
national application. 

 
Every designation shall be subject to the payment of the prescribed fee within the prescribed time limit. 
 
 

 The Cover Page 3.3.3
 

 Purpose 3.3.3.1
 
The purpose of the cover page is to provide the reader with a means to quickly view the bibliographic 
information of a patent document. 
 

 Features 3.3.3.2
 
An International agreed Number for the Identification of (bibliographic) Data (INID) was developed in 
order to identify the data fields representing the bibliographic information appearing on the cover page of 
patent documents. The INID codes (a series of bracketed numbers) are based on an international 
standard, which is published by the World Intellectual Property Organization (WIPO). The INID codes are 
used by all countries and intellectual property organisations that subscribe to the WIPO standards. 
 
For example, [72] is always used to represent the inventor(s), and [57] is always used to represent the 
abstract, regardless of the language or format of the document. 
 

 Format and Content 3.3.3.3
 
The Canadian cover page provides the following information: 
 

a. identification of the publication (INID 10 series); 
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b. local filing details (INID 20 series); 

 
c. priority details (INID 30 series); 

 
d. date of publication (INID 40 series); 

 
e. technical information (INID 50 series); 

 
f. reference to other legally related domestic document(s) (INID 60 series); 

 
g. identification of parties (INID 70 series); 

 
h. where applicable, PCT and national entry information (INID 80 series); and 

 
i. a representative drawing.  

 
 Process for Creating a Cover Page 3.3.3.4

 
The creation of a cover page is performed by the Operations Branch. The process consists of: 
 

a. receiving on a daily basis three lists of applications: PCT applications, Non-PCT applications 
(regularly filed applications) and patent applications that are granted; 

 
b. reviewing the classification information and title for each application in the lists (Note: PCT titles are 

inserted automatically, non-PCT titles require translation and review prior to insertion); 
 

c. creating a REP-IP tab - the information with regards to the figure to be used in the REP-IP tab is 
provided initially in the petition - the examiner may subsequently amend the representative 
drawing during the steps for approving for allowance an application; 

 
d. merging the REP-IP tab with the bibliographic information to create the cover page; 

 
e. proof-reading the final merged product to ensure accuracy; and 

 
f. creating a COV-IP tab in TechSource, which is produced daily at 1000 hrs, 1300 hrs, and 1400 hrs. 

 
There are two main formats, which can be found in the Canadian database: 
 

Template A Template B 
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Note: Template B is the present standard for cover pages used by the Office. 
 
Figure 3-17 - Sample Cover Pages 
 
The following INID codes are used: 
 
(11) Document Number: 
 
For applications filed on or after October 1, 1989, the document number will be the same as the patent 
application number. In this case, the document numbers are in the 2 millions: 2.NNN.NNN. 
 
For applications filed before October 1, 1989, and for divisional applications stemming from these 
applications, the document number will be a different number then the patent application number. In this 
case, the document number will be less than 2,000,000. 
 
(12) Document Type: 
 
“Canadian Patent” or “Canadian Patent Application” 
 
(13) Document Code:  
 
“A1" for a patent application  
“C” for an issued patent 
 
(21) Application Number: 
 
The number assigned to an application when it is filed in the Patent Office. The application number will be 
the same as the document number. 
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(22) Filing Date: 
 
The date the patent application was filed in the Patent Office. 
 
For a PCT application, the filing date will be the same date as the PCT international filing date. 
 
(30) Application Priority Data 
 
This field gives information with respect to the priority document(s) related to the instant Canadian 
application. It should be noted that an applicant may request priority with respect to claimed subject-
matter based of one or more previously regularly filed applications in any Convention country, including 
Canada. 
 
The order of appearance is: the priority date, the priority number, and the priority country. For example: 
 

Date Number Country 

1999/06/18 (09/336,355) US 

2000/05/25 00304473.2 EP 

 
(41) Open to Public Inspection (Template B): 
 
The date at which the application is made available for public inspection. It is also called the laid-open 
date. 
 
For a PCT application, the laid-open date will normally be the same as the PCT international publication 
date. 
 
(43) Open to Public Inspection (Template A): 
 
The date at which the application is published for public inspection. It is also called the laid-open date. 
 
[Note: The Patent Office switched from INID (43) to INID (41) in recognition of the fact that, strictly speaking, 
the application is not published in Canada, rather it is made available for public inspection. The distinction 
is that published implies actions such as typing and formatting of documents, whereas, the Patent Office 
makes public the application as submitted and amended by the applicant, except for the cover page] 
 
(45) Issue Date: 
 
The date an application is granted and becomes a patent. 
 
(51) Classification Information 
 
A classification system used by the international community to classify inventions.  The IPC has been used in 
Canada since August 15, 1978. Each application is assigned a primary classification, and may also be 
assigned multiple secondary classifications. 
 
For example: A61K 37/04; H04L 12/18; G06F 17/30 
 
(54) Title of the invention: 
 
English and French titles. The name of the invention as provided by the applicant, and as translated by 
CIPO. All patent documents have both English and French titles, except those filed between 1960 and 
1978, where only the filed version of the title is available. 
 
Representative Drawing 
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A single figure from the drawings which best illustrates the invention. 
 
Note: Prior to completing the Approval for Allowance, the examiner may change the figure selected by 
the applicant in the petition. 
 
(57) Abstract: 
 
A single paragraph that provides a clear and concise disclosure of the technical content of the 
description, and includes the utility of the invention. 
 
(62) Related Application by Division: 
 
In the case of a divisional application, the number of the original application. 
 
(64) Related Application by Reissue: 
 
In the case of a reissue patent, the number of the original application. 
 
(71) Applicant(s): 
 
This field comprises the names of each applicant at the time the application was filed at CIPO, as well as 
the country of origin of each applicant. 
 
For example: LUCENT TECHNOLOGIES INC., US 
 
(72) Inventor(s): 
 
This field comprises the names of each person who had a part in making the invention. It also contains the 
country of origin of each inventor. 
 
For ex.: DOE, JOHN I.M., US; SMART, JANE U.R., US 
 
(73) Owner(s): 
 
This field is displayed once the patent is issued. This field comprises the names of the latest owners 
registered at CIPO, as well as the country of origin of each owner. 
 
For example: LUCENT TECHNOLOGIES INC., US 
 
(74) Agent: 
 
This field comprises the names of the agent or the agent’s firm. 
 
(85) National Entry Date: 
 
The date on which the application entered the PCT National Phase. 
 
(86) PCT Filing Date / PCT Application Number: 
 
The PCT international filing date as well as the corresponding PCT application number (e.g. US 
1997/010225). 
 
(87) PCT Publication Date / PCT Publication Number: 
 
The PCT publication date as well as the corresponding PCT publication number (e.g. 1997/046950). 
 
The following template will continue to be in effect for patents issued from applications filed prior to 
October 1st, 1989: 
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Figure 3-18 - Sample Cover Page Prior to October 1st, 1989 
 
 

 The Title 3.3.4
 

 Authority under the Patent Rules 3.3.4.1
 
Patent Rule 80(1)(a) provides: 
 
80(1)  The description shall 
 

(a) state the title of the invention, which shall be short and precise and shall not include a 
trade-mark, coined word or personal name, 

 
 Purpose 3.3.4.2

 
The purpose of the title is to provide searchers with a means for quickly determining the nature of the 
subject-matter of an invention to assist a searcher in deciding whether it is necessary to look at the 
complete patent specification. In doing so, the text of the title should avoid patent jargon so that it may be 
readily understood by technicians, scientists and other interested persons who are interested in obtaining 
information about laid open patent applications and issued patents. 
 

 Basic Requirements of a Title 3.3.4.3
 
A title shall not include: 
 

a. personal names, the words "patent", “novel”, “new” “useful”, or similar terms that do not provide an 
indication of the subject-matter of the invention; however, no objection is to be taken where the 
name usually serves to indicate the subject-matter of the invention, e.g. Schmidt objective, 
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Roentgen tube, Paris green, Archimedes' screw, or Geiger counter; 
 

b. trade marks, whether registered or not; 
 

c. advertising matter, or fanciful names such as "Kitchen Wonder" or "Magic Cream"; 
 

d. the abbreviation "etc."; 
 

e. non-standard or highly specialised abbreviations; indeed, most abbreviations should be avoided, 
exceptions to this rule are well known terms such as "TV receiver", "pH meter" or "Fe-Ni alloys"; and 

 
f. single vague labels such as "Method", "Apparatus", “Device”, "Chemical Compounds" or similar 

labels. 
 
 

 The Abstract 3.3.5
 
[Note: This topic is also covered in Chapter 8 of MOPOP]  
 

 Authority under the Patent Rules [Rule 79(1)] 3.3.5.1
 
An abstract should be a clear and concise condensation of the technical content of the description, and 
include the utility of the invention. 
 
Patent Rule 79(4) The abstract shall be drafted in a way that allows the clear understanding of the 
technical problem, the gist of the solution of that problem through invention, and the principal use or uses 
of the invention. 
 

 Purpose 3.3.5.2
 
Similar to the title, the purpose of the abstract is to provide searchers with a means for quickly determining 
the nature of the technical description to assist a searcher in deciding decide whether it is necessary to 
look at the complete patent specification.  In doing so, the text of the abstract should avoid patent jargon 
so that it may be readily understood by technicians, scientists and other interested persons who are 
interested in obtaining information about laid open applications and issued patents. 
 
An abstract: 
 

a. allows a clear understanding of the technical problem, the gist of the solution of that problem 
through the invention, and the principal use or uses of the invention; and 

 
b. is drafted in such a way that it can efficiently be used as a scanning tool for purposes of searching 

in the particular art. 
 

 Basic Requirements of an Abstract [Rule 79(2) to (5)] 3.3.5.3
 
An abstract must give: 
 

a. the technical field to which the invention relates; 
 

b. a concise summary of the matter contained in the application; 
 

c. a clear understanding of the technical problem; 
 

d. the gist of the solution of that problem through the invention; and 
 

e. the principal use or uses of the invention. 
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 Format and Content of an Abstract [Rules 71, 72, 74 and 79]: 3.3.5.4
 

1. The text of the abstract, the description, the drawings and the claims, individually and together, 
shall be wholly in English or wholly in French. 

 
2. The abstract shall be on a separate page, preferably just before the description. 

 
3. The abstract shall not contain drawings. 

 
4. The abstract may contain chemical or mathematical formulae or the like. 

 
5. The abstract shall not contain more than 150 words. 

 
6. Each main technical feature mentioned in the abstract and illustrated by a drawing in the 

application may be followed by a reference character placed between parentheses. Further in 
the field of biotechnology, the identifier of a sequence listing, such as “SEQ ID NO:1" may be used 
in the abstract to refer to the sequence listing. 

 
 Constraints on the Use of Abstracts [Rule 79(1)] 3.3.5.5

 
The abstract may not be used to: 
 

a. formulate a legal interpretation of the invention; 
 

b. interpret the scope of claims; 
 

c. support amendments to the description or claims to add matter not disclosed in the originally filed 
specification and drawings; or 

 
d. refer to purported merits or speculative applications of the invention, and should not compare the 

invention with the prior art. 
 
 

 The Description 3.3.6
 
[Note:  This topic is also covered in Chapter 9 of MOPOP, and is dealt with more thoroughly in Chapter 4.02 
of this manual.] 
 

 Purpose of the Specification [Act 27(3) and 27(4)] 3.3.6.1
 
The purpose of the specification is to provide the public with information on the invention. The specification 
comprises (1) a description of the invention, and (2) a claim or claims. 
 

 Purpose of the Description [Act 27(3)] 3.3.6.2
 
The purpose of the description is to provide information with respect to the invention, which is the key to a 
patent system. The inventor is required to fully and clearly disclose their invention to the public and in return 
the inventor is given exclusive rights to their invention for a limited time. A complete and detailed disclosure 
of the invention must be provided if patent protection is desired. 
 

 Basic Requirements of the Description 3.3.6.3
 
Language of the Description [Rule 71(3)] 
 
Patent Rule 71(3) The text matter of the abstract, the description, the drawings and the claims, individually 
and all together, shall be wholly in English or wholly in French. 
 
If an applicant wishes to change the language used in a specification, he may submit a new specification 
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in the other official language provided that no new matter is added. 
 
Correct and Full Description [Act 27(3)] 
 
The description must provide a correct and full disclosure of the invention and its operation or use as 
contemplated by the inventor. While an invention must have a use in an industrial or commercial capacity, 
it is not necessary for the utility to be explicitly stated in the description if the use would be clear to a person 
skilled in the art. 
 
The description must be clear and accurate. It should be as simple, direct, and free from obscurity and 
ambiguity as possible. It is addressed to persons skilled in the art or science to which the invention pertains 
and must be so written to enable those persons to reproduce or carry out the invention. 
 
The description must not contain erroneous or misleading statements likely to deceive or mislead persons to 
whom it is addressed. Nor should it be couched in such language which makes it difficult to comprehend 
the invention's mode of operation without trial or experimentation. Broad assumptions or unproven 
statements made in the description are unacceptable. 
 
The actual inventive step need not appear in a single sentence or paragraph in the description. It is 
sufficient if it can be seen by one skilled in the art in the description as a whole. 
 
Requirements for the description of processes or methods 
 
The various steps in the process or method must be set out, and their sequence must be indicated. 
 
Requirements for the description of a machine 
 
The principle of the machine must be explained, and the best mode, which the inventor has contemplated 
of applying the machine to the principle must be described. 
 

 Parts of the Description [Rule 80(1)] 3.3.6.4
 
Title 
 
The title of the invention must appear on the first page of the description and should preferably also 
appear on the page containing the abstract. It must be short, precise, and must be descriptive of the 
invention. 
 
Field of the Invention 
 
The applicant specifies in a few lines the technical field to which the invention relates.   
 
Disclosure of Prior Art 
 
The applicant describes the background art that, as far as known to the applicant, can be regarded as 
important for the understanding, searching and examination of the invention. In this part, the applicant 
may refer to drawings pertaining to the prior art before providing a brief disclosure of these drawings. 
 
Summary of the Invention 
 
The invention is described in terms that allow the understanding of the technical problem, even if not 
expressly stated as such, and its solution. 
 
Brief Description of the Drawings 
 
This part briefly describes the figures in the drawings, if any.  
 
One Mode of Operation  
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The description should explain at least one use of the invention in sufficient detail to enable a skilled person 
to use the invention for its intended purpose. If no use can be seen on the basis of the description, the 
application may be rejected for lack of utility. 
 
When describing at least one mode, as contemplated by the inventor, reference numbers are used to refer 
to the corresponding part in the drawings (when drawings are provided with the specification). All 
reference numbers in the description must appear in the drawings. The same reference number must 
describe the same feature throughout the application. In addition, not only must the applicant give all 
information for putting the invention to its intended use but they must also insert necessary warnings to 
avert failure, bearing in mind the level of knowledge of one skilled in the art. 
 

 Format of the Description [Rule 74(1), 74(2), 80(2)] 3.3.6.5
 
The description must be presented in the manner and order specified above unless, because of the nature 
of the invention a different manner or a different order would afford a better understanding or a more 
economical presentation. 
 
Drawings are not permitted in the description. However, the description may contain chemical or 
mathematical formulae or the like. 
 

 Biological Material [Act 38.1(1) 38.1(2)] 3.3.6.6
 
There are instances in which patentable biological material cannot be adequately described, or if it can 
be described, the invention cannot be worked without a sample. In order to remedy this situation, the 
Patent Act makes provision for the deposit of a sample of the biological material with an International 
Depositary Authority (IDA) to complement the written description. Health Canada’s Winnipeg facility has 
been recognized by WIPO as an IDA. Reference to a deposit is not intended to replace a written 
description of an invention but rather to supplement it. 
 

 Deposit Information [Act 38.1, Rule 104(3)] 3.3.6.7
 
For IDA deposits as well as non-IDA deposits the Commissioner of Patents must be informed of the name of 
the depositary and the date of the deposit. In the case of an IDA deposit, the accession number given to 
the deposit is also required.  More details will be provided in Chapter 4.14. 
 

 Examination of the Description 3.3.6.8
 
A more detailed coverage of formality requirements will be covered in Chapter 4.02 of this manual. 
 
Literal Translation of a Foreign Application [Act 27(3)] 
 
When an application contains a large number of vague or indefinite expressions apparently due to a literal 
translation from a foreign language, the examiner should object to the description as failing to describe the 
invention in clear, concise and exact terms. 
 
The examiner may also recommend a thorough revision of the entire description text so as to conform with 
the contemporary idiomatic English (or French) technological terminology, accompanied by two or three 
(or more) samples of the objectionable passages. 
 
Broad General Statements [Patent Act section 2 and subsection 27(3)] 
 
Broad general statements in the description implying incredible efficiencies, hypothetically high 
performances, unlikely medical cures, or perpetual motion should be checked and, if deemed to be 
unlikely or improbable, the examiner should object to the description under section 2 of the Patent Act for 
lack of utility and/or subsection 27(3) for lack of enablement. 
 
Operability [Act 27(3)] 
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The examiner must decide whether or not the apparatus or method disclosed in an application will 
operate in the manner suggested.  The examiner must determine if it can be reasonably expected to give 
the results promised, and whether or not the theory of operation complies with physical or chemical laws. If 
there is a reasonable doubt, a report will be written questioning the operability and therefore the utility of 
the invention. 
 
Completeness [Act 27(3)] 
 
If the description merely suggests a possible method of carrying out the invention without the necessary 
detail, or if the description is so short that it is sketchy or vague, the examiner should object to the 
description and require a clarifying amendment. The examiner should warn the applicant that due care 
must be taken that any such amendment does not introduce new matter. 
 
Composition and Format of Description [Rule 68-70, 72, 73, 75] 
 
The Patent Rules provide details with respect to the format of the description including text, page size, 
margins, spacing, quality, etc. The format is so exact so as to have such quality and uniformity to allow the 
documents to be scanned into the databank for TechSource. These matters are dealt with by the 
operations staff. Examiners are not to deal with them unless the presented format makes it impossible to 
read the specification. 
 
 

 The Claims 3.3.7
 
[Note:  This topic is also covered in Chapter 11 of MOPOP, and is dealt with more thoroughly in Chapter 
4.03 of this manual] 
 

 Purpose 3.3.7.1
 
The primary purpose of a claim is to limit the extent of the monopoly for a given invention. The claim is used 
to effectively define and delineate the scope of the invention. An inventor who describes the invention in 
his description obtains no monopoly unless it is claimed. 
 

 Authority in the Patent Act and Patent Rules [Act 27(4), Rule 71, 74, 84] 3.3.7.2
 
The Patent Act states that there must be at least one claim which defines the subject-matter of the 
invention for which exclusive rights are claimed. The claim or claims is/are placed at the end of the 
specification. 
 
The claims define the scope of the patent protection for the applicant. The protection has limitations, as will 
be seen in a subsequent session. However, the claims do not have to define the utility or the advantages of 
the invention. There may be many claims, each dealing with a different aspect of the same invention. 
 
The claims also specify, in a positive manner, all the elements, features, and critical aspects of the invention 
which are necessary to ensure the result as set forth in the description. 
 
Patentable claims must define subject-matter that is novel and non-obvious over the prior art. With respect 
to each claim in an application, the prior art may be defined generally as everything disclosed in such a 
manner that it became available to the public in Canada or elsewhere before the "claim date". 
 
The claim date of a claim in a Canadian patent application is the filing date of the application in Canada, 
unless priority is claimed on an earlier filed application in Canada or elsewhere. In the latter case, the claim 
date is the filing date of the earliest application which supports the subject-matter of the claim. The notion 
of claim dates will be covered in detail later. 
 
Speaking allegorically, "By his claims the inventor puts fences around the fields of his monopoly […]. His 
fences must be clearly placed in order to give the necessary warning, and he must not fence in any 
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property that is not his own. The terms of a claim must be free from avoidable ambiguity or obscurity, and 
must not be flexible; they must be clear and precise”. (Minerals Separation North American Corp. v. 
Noranda Mines, Ltd., [1947] Ex. C.R. 306, at p.352) 
 
“Where an invention is difficult to explain, due allowance will be, of course, made for any resulting difficulty 
of language. But nothing can excuse the use of ambiguous language when simple language can easily be 
employed.” (Noranda Mines Ltd v Minerals Separation North American Corp., [1949] S.C.C. 36, at page 58) 
  
“The claims […] must state distinctly and in explicit terms” what the invention claimed actually is. (Whirlpool 
Corp. v Camco Inc., 2000 S.C.C 67 at para 42.) 
 

 Basic Requirements of the Claim(s) 3.3.7.3
 
The requirements of a valid claim are: 
 

(1) it must be framed in distinct and clear language; and 
 

(2) it must not be too broad or claim more that the applicant is entitled to. 
 
The claims must be framed in language that is specific and bears no doubt as to its meaning. They must be 
free from avoidable ambiguity or obscurity. The claims must be limited to exactly that which the applicant 
has invented and described in the description. The claims should be expressed in simple and direct 
language or in wide or general terms whose meaning is clear and unequivocal. In some instances the 
claims may be interpreted and explained in light of the disclosure contained in the description. 
 
The claim(s): 
 

(1) must not be broader than the invention described; 
 
“The inventor may make his claims as narrow as he pleases within the limits of his invention, but he must not 
make them too broad. He must not claim what he has not invented […], a claim [will fail] if, in addition to 
claiming what is new and useful, it also claims something that is old or something that is useless.” (Mineral 
Separation v. Noranda Mines Ltd. (1947) Ex. C.R. 306 at page 146) 
 

(2) must be in the same language as the rest of the application, either English or French; and 
 

(3) shall not contain drawings.  
 

 Form and Content of Claims 3.3.7.4
 
A claim must be in the form of a complete sentence and it may consist of three major parts: the preamble 
or introductory phrase, the transitional phrase and the body (or purview). 
 

A. Preamble or Introductory Phrase 
 
The preamble contains an identification of the category of the invention and the purpose of the invention. 
 
Examples: A machine for waxing paper ... A composition for fertilizing the soil ... 
 
The clause beginning with the word "for" describes the function or process carried out by the apparatus. 
 
Combination-type claims traditionally begin with a preamble which is designed to identify the class of 
invention and recite any prior art elements with which the invention co-operates. 
 

B. Transitional Phrase 
 
A comma (,) is usually employed to separate the preamble from the rest of the claim. 
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Transition from the preamble of a claim to the body of the claim is typically accomplished by using a 
participle form of a verb (such as comprising, consisting of ...) 
 
The transitional phrase introduces the elements of the invention to be protected. It also indicates, in an 
abbreviated way, whether the recitations are left open or closed to additional elements. 
 
Examples:  

• which comprises, comprising, including, having (open-ended);  
• composed of, consisting of, consisting essentially of  (closed-ended). 

 
From a patentee’s point of view, an open-ended claim offers better protection against infringement, as it 
may contain, in addition to what is recited, an unlimited number of additional, non-recited elements. 
Therefore, a competitor with a device or compound having at least all recited elements, plus other 
elements, would still be infringing. 
 
A closed-ended claim excludes everything which is not recited in the claim, except traces of ingredients. 
Therefore, closed language is far less desirable to a patentee than open language, since the presence of 
even a minor amount of an additional ingredient, except of naturally occurring impurities (traces) might 
avoid infringement. 
 
A colon is often employed between the transitional phrase and the body of the claim.  
 

C. Main Body 
 
The body of the claim lists the main elements of the invention, either parts of a device, steps of a process, 
ingredients of a composition or compounds. 
 
The invention should be described in terms of statutory subject-matter. 
 

 Irregularities in Claims [Rules 85, 87(1)] 3.3.7.5
 
Claim Numbering and Referencing 
 
Patent Rule 85 requires that claims be numbered consecutively. The following enumerations illustrate the 
rules: 
 
Claim 1, Claim 2, Claim 3, Claim 4... (Acceptable) 
Claim 1, Claim 2, Claim 4, Claim 5... (Unacceptable) 
Claim 2, Claim 3, Claim 4, Claim 5... (Unacceptable) 
 
Reference to preceding claims must be made by number as per Patent Rule 87(1). This rule states that 
when a dependent claim refers to another, such a reference must be done by using number. The following 
examples illustrate the rule: 
 
Claim 3: A bicycle in accordance with claim 1 or 2.... (Acceptable) 
Claim 3: A bicycle in accordance with the preceding claims... (Unacceptable) 
 
Reference must be made to preceding claims only. The following rule applies to any application and 
requires that reference be made to preceding claims only. 
 
Claim 2: A bicycle in accordance with claim 1... (Acceptable)  
Claim 2: A bicycle in accordance with claim 3... (Unacceptable) 
 
 

 The Drawings, Photographs, Models and Sequence Listings  3.3.8
 
[Note: This topic is also covered in Chapter 10 of MOPOP]  
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 Authority in the Patent Act [Act 37(1)] 3.3.8.1

 
Black and white drawings, photographs or copies of photographs are used to illustrate all aspects of an 
invention, if the invention lends itself to be depicted by drawings or photographs. 
 

 3.3.8.2 Purpose 3.3.8.2
 
The purpose of the drawings or photographs is to clarify the principles of the construction of a device rather 
than to provide particular details of dimensions or relative proportions. 
 

 3.3.8.3 Basic Requirements [Act 37(1), Rule 82, 86] 3.3.8.3
 
The drawings must clearly show all parts of the invention. Known devices may be illustrated by symbols 
which have a universally recognized conventional meaning provided that no further detail is essential for 
understanding the subject-matter of the invention. Where text matter in the drawings would give a better 
understanding of the drawings, a single word or a few words may be used. 
 
Drawings are not permitted in the description itself. However, if the invention can be illustrated by means of 
drawings, it must be so illustrated. The description must clearly describe what is shown in the drawings. 
Examiners should make sure that any reference characters mentioned in the description are shown on the 
drawings and correspond to the component that is described. For clarity, the same numeral must refer to 
the same feature of the invention throughout the description and drawings. 
 
Drawings are not permitted in the claims. In addition, the claims shall not refer to the drawings for definition 
of the invention, except when the definition cannot be done any other way.  Reference characters within 
parentheses, i.e. “(12)” or “(67)”, may appear in the claims as an aid to understanding, but not normally if 
such reference is being relied on to define the invention. The Patent Rules also allows reference numerals in 
the abstract. The cover page of the patent will include a drawing according to Form 3, so the examiner 
should ensure that the reference characters in the abstract relate to the cover-page figure. 
 
If the description states that a certain drawing shows the prior art, the examiner should make sure that the 
drawing is labelled "Prior Art". This helps to ensure that a prior art drawing is not selected as a representative 
drawing for the cover page of the application or patent, if one is granted. It is convenient to have such a 
statement in the drawings, but there is no authority to require it. 
 
While charts and tables are permitted in the description, and hence may be used to support claims, 
drawings are not part of the specification. 
 
Occasionally drawings include "block diagrams" or "graphs". The examiner should ensure that the blocks or 
curves are labelled appropriately with a few descriptive words to allow anyone to see at a glance what is 
represented by the diagram or graph. 
 
Occasionally a device is so big that it cannot fit onto one page. In such instances, the device can be 
illustrated on more than one sheet provided that it is possible to align the sheets to form the big picture. 
 

 Brief Description of the Drawings 3.3.8.4
 
The list of drawings explaining what each figure illustrates should appear in the description before any 
reference is made to the drawings. However, if there is a drawing showing the prior art, this drawing may 
be referred to in the description before the list of drawings is presented. 
 

 Photographs [Rule 83] 3.3.8.5
 
In cases where invention cannot be illustrated by means of drawings, the applicant may illustrate the 
invention using photographs or photocopies of photographs, which illustrate the principles of the invention. 
 

 Models and Specimens [Act 38] 3.3.8.6
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In accordance with the Patent Act, the Commissioner of Patents is empowered to requisition a model or a 
specimen from the applicant. The requisition for models is seldom called for by the Patent Office except 
where the theory of the invention cannot be clearly demonstrated by the specification and drawings or 
photographs. Examples of such inventions would include perpetual motion machines. 
 
There are also provisions relative to the manner of providing samples of ingredients. 
 
If required, models and specimens will be returned to the sender, at the sender's expense, after they have 
served their purpose in the Patent Office. 
 

 Nucleotide and Amino Acid Sequence Listings [Rules 111] 3.3.8.7
 
Applications filed on or after June 2nd, 2007 which disclose nucleotide or amino acid sequences that do not 
form part of the prior art must contain a sequence listing containing the actual sequence(s) and 
associated information. An applicant must also file a copy of the sequence listing in computer-readable 
form and a statement that the content of the paper and electronic forms of the listing are the same. 
 
Further details with respect to Sequence Listings will be discussed during Chapters 4.02 and 4.14 of this 
manual. 
 

 Drawings [Act 37(2)] 3.3.8.8
 
Drawings must include reference characters corresponding with those in the description.  
 
 

 Hand-written cross-outs or notations [Rule 68(1)(c)] 3.3.9
 
Rule 68(1)(c) indicates that the description, claims and drawings must be free of “interlineations, 
cancellations or corrections”. These are usually hand-written mark-ups done by the agent or applicant if in 
a rush, or during the international phase. They are usually noticed and dealt with by exam support staff, but 
if an examiner notices these in an application under examination, they may include a request for new 
pages in a report if one is sent, or if the application is ready to be allowed the examiner should inform exam 
support that this issue must be corrected before grant. 
 

 Annex A - INID Codes  3.3.10
 
(Internationally agreed Numbers for the Identification of (bibliographic) Data) (And minimum requirements 
for the identification of bibliographical data elements) 
 

10 Series - Identification of the publication 

(11) Number of the publication 
(12) Kind of the publication 
(13) Kind of document code 
** (19) Country code, or other identification, of the country of publication 

20 Series - Local filing details 
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(21) Number given to the application 
(22) Date of making application 
(23) Other date(s) of filing, such as of complete application 
Date from which industrial property rights may have effect 
Language in which the published application was originally filed 
Language in which the application is published 

30 Series - Priority details 

(31) Number assigned to priority application 
(32) Date of filing of priority application 
(33) Country in which priority application was filed 
(34) Priority filings under regional or international arrangements 

40 Series - Date of publication 

** (41) Date of making available to the public by viewing, or copying on request, an unexamined 
specification which has not yet been granted 
** (42) Date of making available to the public by viewing, or copying on request, an examined 
specification which has not yet been granted 
** (43) Date of publication by printing of an unexamined specification which has not yet been 
granted 
** (44) Date of publication by printing of an examined specification which has not yet been 
granted 
** (45) Date of publication by printing of a granted patent 
(46) Date of publication by printing of the claim(s) only 
** (47) Date of making a granted patent available to the public by viewing, or copying on 
request 
* (48) Date of issuing a correction 

 
 
 

50 Series - Technical information 

(51) International Patent Classification 
Domestic or national Classification 
Universal Decimal Classification 
(54) Title of the invention 
Keywords 
List of prior art documents 
Abstract or claim 
Field of search 

60 Series - Reference to other legally related domestic document(s) 
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(61) Related by addition 
(62) Related by division 
(63) Related by continuation 
(64) Related by reissue 
Related by being the same application 
Related by filing after abandonment 
Related by filing as a utility model after filing as a patent 
Related by filing for a Supplementary Protection Certificate (SPC) 

70 Series - Identification of parties 

** (71) Name of applicant 
(72) Name of inventor 
** (73) Name of grantee 
(74) Name of attorney or agent 
** (75) Name of inventor who is also applicant 
** (76) Name of inventor who is also applicant and grantee 

 
 
 

80 /90 Series - Identification of data related to International Conventions and to legislation with respect to 
SPCs 

(81) Designated State(s) according to the Patent Cooperation Treaty (PCT) 
(83) Information relating to deposit of microorganisms under e.g. the Budapest Treaty 
(84) Designated contracting states under regional patent conventions 
(85) Date of supply of the international patent application to the national patent 

office 
(86) Filing data of the international application 
(87) Publication data of the international application 
(88) Date of deferred publication of the search report 
(91) Date on which an international document filed under the PCT fails to enter the 

national or regional phase 
(92) For an SPC, number and date of the first national authorization to place the 

product on the market 
(93) For an SPC, number, date and where applicable country of origin of first 

authorization to place the product on the market within a regional economic 
community 

(94) Calculated date of expiry of the SPC, or the duration of the SPC 
(95) Name of the product protected by the basic patent and the SPC 
(96) Regional filing data 
(97) Regional publication data 
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Note: 
 
The INID codes which are preceded by a single asterisk (*) relate to those data elements which are considered 
by WIPO to be the minimum elements which should appear on the first page of a patent document and in an 
entry in a Patent Gazette. 
 
The INID codes which are preceded by two asterisks (**) relate to those data elements which are considered by 
WIPO to be the minimum elements which should appear on the first page of a patent document. 
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 Classification system description and purpose 3.4
 
Patent classification systems were originally developed when patent examination processes were 
completely paper-based: files were paper folders, and prior-art collections were very much akin to libraries, 
with rows upon rows of shelves bearing boxes of printed copies of patent documents. As patent-document 
collections are typically very large (reaching on the order of one million documents), to make prior-art 
searching a time-efficient process, it became necessary to split these collections into smaller subunits 
(typically on the order of a few hundred documents). Patent classification systems became the solution to 
achieve that result. 
 
The purpose of a classification system is that inventions of a given type – whether they are processes, 
products (e.g. chemical compounds), apparatus, or materials – fall into the same subunit when they all 
share a similar set of features. Naturally, since new fields of technology emerge, patent classification 
systems must be redesigned periodically to accommodate these new developments. Furthermore, even in 
well-established technological fields, new solutions are conceived to address the problems faced in these 
fields. This means that, in practice, patent classification systems are constantly expanding to cover, through 
manageable technology subunits, an ever expanding array of technologies, and an ever expanding set of 
solutions within each of these technologies.  
 
The necessity of this expansion can be understood from another angle. Because the prior art comprises by 
definition, every invention publicly available up to a certain date, the size of the prior-art collection is 
constantly growing, and the only way to maintain subunits that are time-efficient to search is to increase 
their numbers, in such a way as to keep a roughly constant average subunit size.  
 
 

 The International Patent Classification System 3.4.1
 
While many countries retain a national patent classification system, the Canadian Patent Classification 
system was abandoned on October 1st, 1989. The International Patent Classification system (IPC) is 
therefore, since then, the patent classification system used officially in Canada. Countries which retain their 
national system but are signatories to the Strasbourg Agreement are compelled to also classify their patent 
documents using the IPC. In particular, patent applications filed under the PCT must have an IPC 
classification symbol. 
 
Consequently, the IPC is the most widely used patent classification system (more than 100 countries in the 
world). As such it is a very powerful tool for searching patent-related databases. Examiners can carry out a 
search (or modify term based searches) using IPC symbols in almost all patent-related databases. For 
example, both US and JP documents can be searched with IPC symbols, even though one does not master 
their national classification system.  
 
The IPC is constantly being reviewed, modified or expanded to cover emerging fields of technologies and 
to maintain searchable subunit size. Whenever new entries are created, reclassification of the patent 
documents is performed by a group of patent offices, so that these new entries become the relevant ones 
to search for patent documents comprising subject matter falling under the definition of these entries. The 
administration of the IPC revision is carried out by the International Bureau of WIPO.  
 
The IPC, as well as the other patent classification systems, share two main characteristics: their hierarchical 
structure and their coverage of patent subject-matter through a mixture of material-oriented, function-
oriented and application-oriented entries.  
 
 

 Hierarchical structure  3.4.2

 
The hierarchy structure consists of a general topic that is broken into more specific subjects, which are 
themselves broken into more detailed types, until enough categories are available that a search of any of 
them leads to a manageable number of documents. The contents of lower hierarchical levels are 
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subdivisions of the contents of the higher hierarchical levels to which the lower levels are subordinated.  
The IPC system separates the whole body of technical knowledge using hierarchical levels: section, class, 
subclass, group and subgroup. Figures 1 and 2 illustrate this system. Figure 1 shows the eight (8) sections 
designated by a capital letter while figure 2 shows the 8 classes found under  the section E of the IPC. 
 

 

Figure 1: The section layer (broad categories)  
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Figure 2: The class layer (a more specialized category) 
 

Patent database search engines will usually allow a search to be performed at any layer level, but it is 
often impractical to search at the upper-layer levels, because of the large number of patent documents 
such a search would retrieve. Patent classification systems are designed to provide a manageable number 
of documents at their deepest-layer levels. 

3.4.2.1  System layout and notation 

Nowadays, patent classification systems are implemented primarily in electronic format, although PDF files 
are also often available. Because of this electronic-format access, the various layers are typically web 
pages, and browsing through a patent classification scheme is essentially web browsing, namely playing 
with the page display and following hyperlinks. It is usually a good idea to browse all the way to the 
deepest relevant layer. Even when an invention is claimed broadly, the described invention will usually 
have several distinctive characteristics, and an entry deep in the hierarchy might provide an enriched 
sample of very similar inventions with many of these distinctive characteristics. A typical deep-layer web 
page is displayed in Figure 3. 
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Figure 3: Scheme page at the group/subgroup level within a class/subclass level. Entries showing the 5 
hierarchy levels are indicated by an arrow. 

One crucial feature of patent classification systems is the use of a notation, called the dot notation, to 
avoid repeating information, with the ultimate aim of making the Scheme more readable. Visually, the dot 
notation attempts to make the web page look like a Scheme page, instead of a dictionary page. Its logic 
is very similar to the logic of dependent claims: concision is achieved by only specifying the additional 
feature, relative to the entry upon which it depends. However, dependent claims will refer to claim 
number(s), whereas an indented (dependent) entry will display what it depends upon by a sequence of 
dots (see figure 4). 

The following aims to illustrate how the hierarchical structure for a given subject-matter is designed and 
how it has to be read to represent adequately an invention. 

IPC Main Group A23C 3/00 

A23C 3/00 Preservation of milk or milk preparations  
A23C 3/02 . by heating 
A23C 3/023 . . in packages 
A23C 3/027 . . . progressively transported through the apparatus  
A23C 3/03 . . the materials being loose unpacked 
A23C 3/033 . . . and progressively transported through the apparatus 
A23C 3/037 . . . . in direct contact with the heating medium, e.g. steam 
A23C 3/04 . by freezing or cooling 
A23C 3/05 . . in packages 

4. Main 
group 

2. Class 

1. Section 

3. Subclass 

5. Subgroup 
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In the above example relating to milk preservation, categories 3/02 and 3/04 are at the same hierarchical 
level, and represent two alternative classification elements (or criteria): “by heating” and “by freezing or 
cooling”, respectively. When browsing through that part of the classification, a decision would be made 
whether the inventive feature that is to be searched falls under 3/02 or 3/04. If it is determined that it falls 
under 3/04, the categories between 3/023 and 3/037 would simply be ignored, and the search would 
proceed with any categories indented under category 3/04, if applicable. 

 Selection criteria among potentially relevant entries 3.4.2.1
 
The IPC Scheme may contain entry titles describing closely related subject-matter, it is therefore necessary 
to provide indications for the users, to help them make a proper selection among potentially relevant IPC 
entries. These indications are found in the Scheme itself, especially because these categories of entries are 
sometimes located far apart from one another in the classification system. For example, heart valves are 
classified in section A, under the subgroup A61F 2/24, an entry devoted to a particular application of a 
valve. However, valves in general, characterised by constructional or functional aspect, are classified in 
section F, in subclass F16K, an entry referred to as a function-oriented place. 

There are two main ways the Classification Scheme allows users to select the proper classification entry 
among potentially relevant entries describing closely related subject-matter: 

1. References 
2. Priority rules 

 

References are phrases found in parentheses in the title entries referring to another place in the 
Classification Scheme. It shows to the user that the subject-matter indicated by the reference is covered by 
the place (or places) referred to. This first way of making a selection between entries describing closely-
related topics is generally simpler to implement and leads to a scheme that is simpler to read, provided the 
closely related subject matter is the exception, rather than the rule. If every entry were to have a long list in 
parentheses, the readability of the scheme would actually become poor. 

When there are too many indications to be provided, a more readable format is obtained by careful 
ordering of the entries and application of priority rule. In some areas of the IPC, priority rules applied to 
schemes that have been specially adapted for the particular rule. These schemes were intentionally built   
according to an order of complexity or specialisation. When schemes list entries in an order proceeding 
from the most complex to the least complex entry, the first place priority rule is used.  On the other hand, in 
schemes where the last place rule has been introduced, entries proceed from less complex to more 
complex. In any case, where the rules apply, a note located at the top of the entries states it out for the 
user. 

An example is provided in Figure 4 wherein the main group G07D 5/00 from the IPC, operates according to 
a last-place priority rule.   
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Figure 4: Precedence rule 

For patent examination purposes, this leads to the following practical tip: A classification scheme entry is 
not the optimal place to search a subject matter, if a place listed in parentheses within the title entry 
adequately describes the subject matter under examination. Similarly, when browsing through a sequence 
of places governed by a first-(last-)place priority rule, no matter how enticing a particular title may be, it is 
not the optimal place to search, if a place above (below) happens to adequately cover the subject 
matter.  
 

 Conceptual coverage: material-oriented, function-oriented and application-oriented 3.4.3
entries 

 
The second main characteristic – the coverage via a mixture of material-oriented, function-oriented and 
application-oriented entries – arises because most countries acknowledge, through their Patent Act or 
court decisions, that there are many ways to add something new and inventive to human knowledge. An 
inventor may discover a way to synthesise a completely new family of chemical compounds (a new family 
of materials), while another inventor may develop an alternative approach (a new function) to perform an 
operation (like a new type of waves to transmit messages), and a third inventor can simply use a known 
product in a new, unforeseen context (a new application).  

Table 1 provides an illustration of the same basic subject-matter being potentially inventive according to 
these three different ways.  
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Material-oriented Function-oriented Application-oriented 

what it is (e.g. chemical 
structure), without stating the use 
or application thereof 

what it does, without stating the 
application thereof 

where it is used 

A process to synthesise ethanol  An ethanol composition with an 
additive that lowers the 
composition’s freezing point 

An ethanol fuel composition with 
a percentage of additive 
chosen to minimise the 
production of nitrous oxides in 
the combustion process 

Table 1: Three different ways to characterise a subject-matter 

As patent classification systems aim to cover all types of inventions, their efficiency is improved by making 
use of all three options. However, it should be noted that, even though, all patent classification systems use 
to varying degrees all three options, they do not use all three options for all possible subject-matter. 
Categories are only created when justified by the number of patent documents filed; unless a field of 
invention is very active, it is usually possible to cover it – so that it can be efficiently searched – with only 
one or two of the three options. 

 Presentation of titles 3.4.3.1
 
IPC titles can be presented as a single phrase or they may also indicate their content using two or more 
distinct parts separated by semicolons; the latter being called a multipart title. Each entity of such a 
multipart title should be interpreted as a separate title. In other words: the semi-colon should be seen as 
being an “or” and not an “and” term. 

It should also be noted that there are categories of subject-matter that are not explicitly provided for in 
classification titles. For example, when there is no place to classify a chemical composition based on its 
structural components, the composition is classified according to its intended use in an application-
oriented place. In these situations, an indication is given by means of references, notes, definitions, or the 
provision for similar subject matter in other entries of the scheme. Table 2 provides a summary of the main 
provisions defined in the IPC guide with regards to categories of subject-matter not explicitly stated in IPC 
titles.  

SUBJECT MATTER CLASSIFIED IN THE PLACE FOR: IF SUCH PLACE DOES 
NOT EXIST, CLASSIFIED 
ACCORDING TO: 

IF SUCH PLACE DOES 
NOT EXIST, CLASSIFIED 
ACCORDING TO: 

Chemical Compounds  The chemical compound 
structure 

  

Process of preparation or 
treatment of a chemical 
compounds  

The process of preparation or 
treatment of the compound 
concerned 

The compound at 
stake 

 

Chemical Mixtures or 
Compositions  

The chemical composition The intended use or 
application 

 

Processes  The process itself The apparatus 
performing that 
process 

The product made by 
the process and 
apparatus 
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Apparatus The apparatus itself The process 
performed by the 
apparatus 

The product made by 
the process and 
apparatus 

Article of Manufacture  The article of manufacture A function-oriented 
place 
accommodating that 
article 

The field of use 

Multistep Process, Industrial 
Plants  

Such combination, as a 
whole 

The product obtained 
by the process or 
plant 

 

Details, Constructional Parts 
applicable to one kind of 
subject matters 

The details places of this kind 
of subject matter 

The place for the 
subject matter in 
question 

 

Details, Constructional Parts 
applicable to more than one 
of different kinds of subject 
matter  

The details places of more 
general nature 

All of the kinds of 
subject matter to 
which they explicitly 
apply. 

 

 

Table 2: Categories of subject-matter not explicitly provided for in IPC titles 

This leads to a further tip when developing a search strategy: an optimal search strategy means searching 
(at least) the option that best describes the claimed subject matter being examined. This also provides a 
hint about a possible flaw of a search strategy, if it proves a lot less successful than what had been 
expected. When relevant patent documents are few and far between, it may be because the invention is 
indeed new – let’s say a pioneer patent – or it could simply be that the search is being conducted in the 
wrong (or, at least, not best) place. 

 Advanced features  3.4.4
 
All patent classification systems are developed around a scheme, but most will also provide supplementary 
material to aid in the use of the scheme and improve the consistency of its interpretation. In particular, 
most patent classification systems will incorporate definition pages. In some classification systems, like the 
Canadian Patent Classification (CPC) or United States Patent Classification (USPC), every category is 
defined. The more modern systems, like the IPC or Cooperative Patent Classification (also CPC), provide 
definitions more sparingly, when there are relevant, related entries that should be pointed out, or when the 
succinctness of the scheme’s titles do not define the scope with sufficient precision. The definitions are 
usually readily reachable from the scheme. 
 
Some patent classification systems will also be framed according to fairly specific rules and a precise 
syntax. In that regard, the most precisely formalized system is the International Patent Classification, the use 
of which is specified in the Guide to the IPC (2017): 
http://www.wipo.int/export/sites/www/classifications/ipc/en/guide/guide_ipc.pdf 
 
There are also resources to learn its use, in the form of seminars, tutorials and training examples: 
http://www.wipo.int/classifications/ipc/en/training/ 
 
The reason why the IPC system is so complete on these aspects is that it has two official versions (French 
and English), which are equally authentic. It is also translated into close to a dozen different languages. 
Without a precise frame to start with, it would be impossible for the classification system to be used with any 
degree of consistency, with so many parallel translations.  
 

http://www.wipo.int/export/sites/www/classifications/ipc/en/guide/guide_ipc.pdf
http://www.wipo.int/classifications/ipc/en/training/
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 Examination Processes Related to Classification 3.5
 
Examiners will usually not come across Canadian patent documents without any extant classification 
symbols (one exception is discussed below). However, throughout the examination process, there may exist 
reasons to review the classification of a patent application. Indeed, many examination mappings have 
steps related to the classification of a patent application. At CIPO, patent applications are routed to 
examiners whose art encompasses the First IPC symbol assigned to the application. A task 26 is generated 
for the examiner to verify the classification symbols. While completing a task 26, the examiner verifies the 
IPC symbols and decides if a review of the IPC is required or not. Some of the reasons why one or more 
patent classification symbols might not (or no longer) be adequate are explained below. 
 

 Origin and dynamics of classification symbols 3.5.1
 
The classification symbols that are found on Canadian patent documents come from a variety of sources. 
Some have been classified in other patent offices, and CIPO is using those classification symbols without 
any in-house review. Notably, this is the case for the majority of PCT cases. While WIPO is pushing several 
endeavors aimed at improving the worldwide consistency in the use of the IPC, it is not currently a good 
assumption that the same subject-matter is classified in exactly the same way in every patent office around 
the world.   
 
Furthermore, patent classification systems are revised every year (in some cases, even more frequently) to 
maintain search efficiency and cover new technologies. As a result, classification symbols that used to 
adequately cover some subject-matter may no longer be adequate. They may have become obsolete, a 
much more precise set of classification symbols now covers that subject-matter, or a technology is now 
classified according to a different approach.  
 

 First IPC symbol 3.5.1.1
 
One element in particular is hurting consistency: the First IPC symbol, which is used in CIPO to route and 
assign patent applications to examiners. 
 
The IPC defines a classification symbol as the First IPC symbol, but its selection is constrained by only one 
fairly general criterion. Article 156 of the Guide to the IPC (2017) states: 
 

156. The order of classification symbols and indexing codes is as follows: 
a) Classification symbols representing invention information, of which that symbol 

which most adequately represents the invention should be listed first. 
b) Classification symbols representing additional information. 
c) Indexing codes. 

 
CIPO’s Patent Branch is using more elaborate criteria to select the First IPC symbol, but patent applications 
classified elsewhere will not in general abide by these criteria. In terms of searching the application, this 
might not turn into a fatal flaw, as the later IPC symbols might adequately cover the subject-matter, but it 
may lead to a situation where a patent examiner is assigned a file the subject-matter of which looks rather 
unfamiliar. 
 
However, despite CIPO’s more elaborate criteria, patent examiners may be assigned applications that 
they are uncomfortable to examine (e.g. involving expertise that they don’t have, like organic chemistry 
expertise in a sector usually examined by electrical engineers), and that may be a legitimate reason to 
review the classification symbols. And even if it turns out that the classification symbols are adequate, there 
are still further options, as described in the section below, to avoid a strong mismatch between the 
examiner’s expertise and the patent applications’ subject-matter. 
 
 

 Patent application dynamics 3.5.2

http://www.wipo.int/export/sites/www/classifications/ipc/en/guide/guide_ipc.pdf
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Even when the First IPC symbol was in conformity with CIPO’s criteria and the claimed subject-matter at 
filing time matched the examiner’s expertise, the claimed subject-matter may eventually move out of the 
area covered by the First IPC symbol or become unfamiliar to the examiner. This may happen through a 
voluntary amendment, during prosecution in response to cited prior art, or to meet statutory requirements. 
CIPO’s process mappings provide guidance as to the proper classification review in such cases. 
 

 Discrepancies between a patent application’s subject-matter and its classification symbols 3.5.2.1
 
Whenever the examiner of a case thinks that an application’s claimed subject-matter is not adequately 
covered by its classification symbols, a classification review is warranted.  
 
This may be triggered when the application is filed (when an examiner deals with a TT26), when the 
examiner begins the examination of a file (TT29), or following an amendment, either voluntary or in 
response to an Office Action (TT67, in both cases).  
 
Two Line of Business (LOB) tasks are available to the examiner to trigger a classification review: TT52 and 
TT74. The classification review is very similar in both types of tasks; what differs is how the patent 
classification examiner handles tasks in the final step. When an examiner sends a TT74, the patent 
classification examiners who review the case are notified that the classification symbols seems (at least, 
partly) incorrect, but whatever conclusion is reached by those patent classification examiners, the 
examination task (TT29 or TT67) is to remain with the current examiner (the originator of the task). By 
contrast, when a TT52 is created, the patent classification examiners will review the classification symbols 
and handle the examination task (TT29 or TT67) as if the case was a new filing, and route it according to the 
Patents Branch’s criteria. 
 
Practically, this means that a TT74 is used by an examiner who feels qualified to examine a patent 
application, but who does not think that the classification symbols borne by the application will lead to the 
best possible search. Stated another way, the TT74 means that the examiner wants to examine the case, 
but believes that it should be searched in further classification symbols than in the established set of 
symbols.  
 
A TT52 is used when an examiner thinks that there are more relevant classification symbols to cover that 
claimed subject matter, and that these classification symbols (in particular, the First IPC symbol) fall within 
the art of another examiner. The message here is that, with the proper classification symbols, another 
examiner would be the proper choice to examine the case or continue the prosecution, suggesting in the 
latter situation that the claimed subject matter has changed substantially.  
 
One of the possible outcomes of a TT52 is that the case remains with the current examiner (that is, the First 
IPC symbol is deemed to be in conformity with the Patent’s Branch criteria, or the new First IPC symbol is 
also examined by the examiner who created the TT52). While this indicates that, to the patent classification 
examiners’ knowledge, there are no better classification symbols to cover the claimed subject matter, it 
does not ensue that the examiner must examine (or continue the prosecution of) that particular case. Even 
when an examiner regularly examines cases that bear this First IPC symbol, there will be (infrequent) cases 
that are properly searched under this First IPC symbol, but that require expertise that the examiner does not 
have. The Patents Branch’s mappings provide for these rare instances. However, instead of finding a 
different examiner through a change of classification, the process is for the examiner’s section head to 
contact other section heads, with the aim of identifying an examiner with the proper background or 
expertise to undertake or continue the prosecution of the case. 
 

 Missing classification symbols 3.5.2.2
 
The periodic revisions of patent classification systems require that some patent documents be reclassified, 
namely those that were assigned a classification symbol that was replaced, expanded or redefined. In 
particular, in the IPC, the need to reclassify a patent document is made apparent by marking the 
classification symbol that was replaced, expanded or redefined as ‘expired’. 
 
Expired IPC symbols have a sort of ghostly status in CIPO’s information-technology systems (LOB, Intellect or 
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its public counterpart, and in the Canadian Patent Database). Documents bearing expired IPC symbols 
remain searchable under that expired symbol in Intellect, until the expired symbols are formally ‘deleted’, 
which happens when the patent document has been reclassified.  
 
However, in Line-of-Business (and Custom Correspondence), patent documents with an expired First IPC 
symbol create several problems, which examiners need to be alert to:  
 

a) Neither LOB nor Custom Correspondence will display an expired First IPC symbol. As a result, Office 
Actions’ headers will be incorrect: the document’s classification will be missing. Similarly, LOB fields 
that should display the First IPC will show an empty line. 

b) LOB’s auto-routing algorithm, which routes examination tasks (TT29 & TT67) to the proper 
examination queues, cannot route a task in connection with a patent document, if the First IPC of 
that patent document has expired and has not been replaced. If a task is nevertheless created, it 
ends up in a ‘catch-all’ queue that must be manually re-routed. 

c) High-level statistics are affected as long as the First IPC symbols have not been replaced. 

For these reasons, it is important – both for patent analysts and for patent examiners – to create the proper 
task (i.e. TT91) to patent classification examiners, when they notice that a case they are working on has 
‘lost’ its First IPC symbol. Ignoring the problem is a recipe for bigger problems down the road.  
 
 

 Examples of Classification in the IPC 3.5.3
 
Example 1 F26B, G03D: 
 
A process for drying material, where the kind of material is not critical, would be classified in Class F26 
(Drying), which comprises only one subclass (F26B). Subclass F26B is one instance where processes for 
drying and apparatuses for drying (or machines) are classified in different places, with the processes 
belonging to Subgroups F26B 1/ to F26B 7/, and apparatuses belonging in Subgroups F26B 9/ to F26B 25/. 
One should keep in mind, though, that a method of drying a material characterized by the movement of 
the material within the apparatus should instead be classified in the apparatuses subgroups, since this type 
of feature is not listed in the process subgroups, but is listed in detail in the apparatus subgroups. On the 
other hand, when the application or the dried material is very specific, an application-oriented place 
would normally be preferable; for example, drying photographic material (as part of processing) goes in 
G03D 15/02. 
 
Example 2 E21B, C09K: 
A process for extracting subterranean natural gas is extremely specific in nature. A function-oriented place 
for gas pumping would not be adequate in such a case (it would in any case be difficult to determine a 
non-trivial function). Rather, classification in the application-oriented Group E21B 43/ would be the proper 
approach in such a case. One will notice that the title of this group (Methods or apparatus for obtaining  
oil, gas, water,...) encompasses explicitly both processes and apparatuses, which makes classification 
determination straightforward here. However, a well-drilling composition characterized by its chemical 
components would be classified in the application- oriented Group C09K 8/ which defines subgroups 
according first to the use, and then, to the material/structure of the composition. 
 
Frequently, a complex process leading to a specific result is classified with the application, but this is not 
always so. The following example provides a counter-example to that fairly general rule. 
 
Example 3 B29D, G02C: 
 
A process for making plastic spectacle lenses would be classified in B29D 11/00 (Producing optical 
elements, e.g. lenses, prisms). By comparison, spectacle lenses are classified in G02C 7/. On the other hand, 
if the process included a step of mounting the lenses in a spectacle frame, that process would be classified 
in G02C 13/00 (Assembling (...); Repairing; Cleaning), instead of B29D 11/00, even though several of the 
process steps might properly belong in B29D 11/00. (If one of these steps appeared inventive and was 
related to lens making – as opposed to spectacle assembling – , an additional classification in B29D 11/00 
would be justified.) 
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One important difference when classifying a process in comparison to a product is that, oftentimes, no IPC 
place is provided specifically for the process itself. In such a case, the classification examiner attempts to 
locate a suitable product IPC symbol or apparatus IPC symbol. 
 
Example 4 B23D, B27B: 
 
A process for sawing not specific to the material sawed would be classified in B23D (in view of Note 2 at the 
beginning of Class B23, and also the note at the beginning of Subclass B23D), but if the material was 
specifically wood, it would instead be classified in B27B. It is worth noticing that the string of subgroups in 
B23D relevant to sawing (45/ to 65/ ) are mostly worded in terms of apparatus (Sawing machines...;  
Machines or devices for sawing...), with only Groups B23D 63/ and B23D 65/ being clearly process groups. 
Nevertheless, processes performed with the apparatuses of B23D 45/ to B23D 61/ would be classified in one 
of these groups. As for subclass B27B, all of its subgroups are worded in terms of apparatuses; nevertheless, 
this is where wood cutting processes would be classified. 
 
Example 5 B65B: 
 
A packaging apparatus is classified in B65B. (Packaging operations would also be classified in that 
subclass.) This subclass contains both groups for specific functions (worded as processes), like B65B 7/ 
(Closing containers or receptacles after filling) or B65B 13/ (Bundling articles), and groups that are 
application-oriented, like B65B 23/ (Packaging fragile or shock-sensitive articles other than bottles; 
Unpacking eggs ). 
 
Example 6 D21F: 
 
Subclass D21F (Paper-making machines; Methods of producing paper thereon) is one subclass where there 
is an instance of explicit separation between coverage of the apparatus (Group D21F 9/, titled “Complete 
machines for making continuous webs of paper”) and coverage of the corresponding process (Group 
D21F 11/, titled Processes for making continuous lengths of paper, or of cardboard, or of wet web for 
fibreboard production, on paper-making machines). 
 
Example 7 G03G: 
 
Subclass G03G (Electrography...) provides another instance where processes and apparatuses 
implementing them are classified in different groups: Group G03G 13/ covers Electrographic processes 
using a charge pattern, whereas Group G03G 15/ covers Apparatus for electrographic processes using a 
charge pattern. 
 
Example 8 A45B, B27M: 
 
There is no provision for processes or apparatuses for making umbrellas in general, and therefore, both of 
these are classified with the umbrellas in Subclass A45B. However, in the specific case of umbrellas made 
from wooden sticks, a subgroup (B27M 3/38) provides for them. Subgroup B27M 3/38 of walking sticks or of 
sticks for umbrellas is indented under Main Group B27M 3/00, the title of which is Manufacture or 
reconditioning of specific semi-finished or finished articles, with “Manufacture” encompassing both 
processes and apparatuses. 
 
Example 9 B65G, G01N: 
 
A conveyor claimed in terms of its mechanical elements would normally be classified in B65G. On the other 
hand, if this conveyor is claimed for use in an automated analyzer, or is described in terms that exclude 
other applications (e.g., “transport of samples”, “conveyor for a medical diagnostic instrument”), the 
proper IPC symbol would be G01N 35/04. 
 
Example 10 G01N, G01V: 
 
An instrument to analyze minerals (or petroleum) that does not specifically mention words suggesting in situ 
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measurements (like “formation”, “measuring while drilling”) would be classified in G01N, with possibly an 
additional classification in G01V. The reason for favouring G01N is that it is more function-oriented than 
G01V. G01V covers only the investigation of material in a geophysical context. 
 
Example 11 C23G, C25D: 
 
C23G and C25D are subclasses where the apparatus and the corresponding process are separated: 
 
Cleaning or pickling metallic material (Group C23G 1/00); 
Apparatus for cleaning or pickling metallic material (Group C23G 3/00); 
Electrolytic coating (Group C25D 9/ or 11/ ); 
Apparatus for electrolytic coating of small objects in bulk (Subgroup C25D 17/16).  
 
Example 12 A23L, A23N: 
The making of juices provides an instance where the process and the apparatus belong to different 
subclasses. Subclass A23N (Machines or Apparatus for treating harvested fruit, vegetables (...); Peeling 
vegetables...) would cover the apparatus (in Group A23N 1/), whereas Subclass A23L (Foods, Foodstuffs, or 
Non-alcoholic Beverages...) would cover the process and juices per se (in Group A23L 2/). 
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 Tasks and Priorities 3.6
 

 The Examination Process - National Applications 3.6.1
 
In general, national patent applications are examined sequentially in order of the “request for examination 
(RE)” date. 
 
An examiner examining an application for the first time will do one of two things: 
 

1. Write a report telling the applicant how the application is defective and asking the applicant to 
either make changes to the application or to provide explanations as to why the applicant might 
disagree with the opinion of the examiner; or 

 
2. Approve the application for allowance, at which point the applicant will be asked to pay a “final 

fee”, after which the application will be granted. 
 
In the case where the examiner has written a report, the applicant (usually represented by a patent 
agent), will either let the application go abandoned (for example, it might be clear that the application 
contains no patentable subject matter, or the applicant may decide that the costs of obtaining a patent 
outweigh the benefits) or respond with an amendment. An amendment usually contains changes in 
response to the identified defects raised in the examiner’s report and/or arguments rebutting the defects 
raised in that same report. 
 
During the second and any subsequent action following that one, an examiner considers the amendment 
sent in by the applicant and again have the same choices listed above, to write a report or to approve the 
application for allowance. The process goes on until the examiner is satisfied that the application should be 
allowed or until an impasse is reached and the examiner and the applicant cannot agree as to what 
would constitute an acceptable application. In such instances, the examiner writes a “final action” and 
the matter is sent to the Patent Appeal Board for a decision. 
 

 The Examiner’s LOB Queue 3.6.1.1
 
The examiner’s queue is arranged in chronological order by request for examination date, from the latest 
to the most recent request for examination. The examiner should work on cases in order from the oldest to 
the most recent request for examination. 
 

 The LOB Priority System 3.6.1.2
 
In addition to being sorted in chronological order by request for examination date, applications are also 
sorted by priority. Applications will have one of the following TechSource priorities: 
 

• special order applications are given a priority of 1; 
 

• applications relating to green technology are given priority 1; 
 

• patent prosecution highway (PPH) applications are also given a priority of 1; 
 

• reissue applications, and very few applications awaiting a first examiner’s action or subsequent 
action filed much earlier are all given a priority of 2; 

 
• divisional applications are given a priority of 3 - after an initial check by the examiner, the examiner 

will change their priority to 9 so that they are examined in order of RE like regular applications 
(divisional requirements will be covered in Chapter 4.03); 

 
• applications by private inventors are given a priority of 4 (these will be discussed in chapter 5.04); 

 
• amendments are given a priority of 8; (amendments will be covered in chapter 4.12); and 
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• regular applications are given a priority of 9. 

 
 Common LOB Task Types 3.6.1.3

 
There are numerous types of tasks in LOB and these are coded using a 2-digit number. In general, 
examiners will deal with following main types of tasks: 
 

• Task type 26 (TT26) - VERIFY CLASSIFICATION 
• Task type 29 (TT29) - EXAMINE NEW APPLICATION 
• Task type 56 (TT56) - EXAMINE AMENDED APPLICATION 
• Task type 67 (TT67)- VERIFY AMENDMENT 
• Task type H2 (TTH2) – EXAMINE A NEW PPH APPLICATION 
• Task type H5 (TTH5) – VERIFY AND EXAMINE PREVIOUSLY REPORTED PPH APPLICATION 
• Task type G3 (TTG3) – REPORT CORRECTION REQUESTED 
• Task type QM (TTQM) – QC COMPLETED, FIX AND PROCEED 
• Task type QG (TTQG) – QC COMPLETED, FIX AFA AS DIRECTED 
• Task type 54 (TT54) - Verify amendment after allowance (even if suspended) 

 
• Task type 37 (TT37) - Examine Previously Allowed Application 

 
 

Flowcharts for all national tasks can be found at http://ciponet.ic.gc.ca/eic/site/487.nsf/eng/ne02589.html 
 
Tasks can be listed in LOB by Queue name or by Task Type. 
 
Tasks are sorted, first by priority, then by creation date (which should correspond to the RE date). The 
examiner should note that some tasks may be suspended due to unpaid fees, or for being late in 
responding to an examiner’s report - in these cases the examiner should proceed to the next available 
application in the task list that is in good standing. 
 
As the new examiner gains experience in examination, a feel for how often each type of task appears in 
their assigned queues will be developed, and based on this, the new examiner will develop individual work 
habits that deal with them in an efficient manner. However, as a general guide, the new examiner should 
check to see if any of the rare task types have arrived in the examiner’s queue on a weekly or bi-weekly 
basis, so as to avoid long delays between the creation of the task and its completion. 
 
 
LOB Tabs 
 
The following five elements form the essence of a patent application: 
 

• Cover page (COV-IP) 
• Abstract (ABS-IP) 
• Description (DIS-IP) 
• Claims (CLM-IP) 
• Drawings (DRW-IP) 

Other documentation relevant to examination usually accompanies a patent application, and can 
include: 
 

• Prosecution Letters (PRO) 
• Voluntary Amendment Letters (PRO) 
• Submission of Prior Art Letters (PRO) 
• The submitted Prior Art (PRO or CAP) 

 
If the patent application was filed via the Patent Cooperation Treaty (PCT), a PCT tab will exist, and may 
include the following: 
 

http://ciponet.ic.gc.ca/eic/site/487.nsf/eng/ne02589.html
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-09-EN.pdf/$FILE/PB-4A-PS-09-EN.pdf
http://ciponet.ic.gc.ca/eic/site/487.nsf/eng/ne02589.html
http://ciponet.ic.gc.ca/eic/site/487.nsf/eng/ne02589.html
http://ciponet.ic.gc.ca/eic/site/487.nsf/eng/ne02589.html
http://ciponet.ic.gc.ca/eic/site/487.nsf/eng/ne02589.html
http://ciponet.ic.gc.ca/eic/site/487.nsf/eng/ne02589.html
http://ciponet.ic.gc.ca/eic/site/487.nsf/eng/ne02589.html
http://ciponet.ic.gc.ca/eic/site/487.nsf/eng/ne02589.html
http://ciponet.ic.gc.ca/eic/site/487.nsf/eng/ne02589.html
http://ciponet.ic.gc.ca/eic/site/487.nsf/eng/ne02589.html
http://ciponet.ic.gc.ca/eic/site/487.nsf/eng/ne02589.html
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• PCT documentation (PCT) 
• PCT Checklist (ASSIGN) 
• International Search Report - ISR (PCT) 
• Notification of Election (PCT) 
• Notification of Change (PCT) 
• International Preliminary Report on Patentability - IPRP (PCT) 
• International Preliminary Examination Report - IPER (PCT) 
• Cancelled or Modified Pages (PCT) 
• IPER or IPRP in a Foreign Language (PCT) 

 
 Corresponding Documents (Family Members) 3.6.1.4

 
Often applicants which file for a patent in Canada also file patent applications in other countries. The 
foreign office applications are known as “family members”. The foreign applications will be examined in 
the other countries by examiners from that country, who may perform their search before the onset of 
examination in Canada. In doing their search, they usually identify documents that are similar to the 
application they are examining, and which are therefore similar to the corresponding Canadian 
application. These similar documents are known as “prior art”. The prior art found by foreign examiners and 
the search reports they generate during their examination can be useful when examining the 
corresponding Canadian application. 
 
While there may be dozens of corresponding patent documents from as many countries, examiners are 
usually only interested in 3 or 4 corresponding documents: 
 

• The corresponding United States Patent(s) and Application(s), if they exist; 
 

• The corresponding European Patent(s) and Application(s), if they exist; and 
 

• The corresponding PCT Application, if it exists. 
 
 

 The Examination Process - International Applications 3.6.2
 
In addition to national examination, examiners are expected to undertake examination of international 
applications. The number of international examinations assigned to an examiner will depend on their 
assigned classifications; some examiners rarely get international applications while others spend most of 
their time examining them. The topic of international examination (these applications are commonly 
referred to as ISA’s) will be addressed in-depth in a training course given after the examiner’s initial three 
month training. 
 

 The Examiner’s InterApp Queue 3.6.2.1
 
InterApp is equivalent to LOB for international examination. In addition to managing their LOB queues, 
examiners are expected to check and manage their InterApp queues. Examiners typically get about three 
working days to examine an international application (the time allotted varies by division). The due dates of 
international applications can vary depending on a number of factors. (LOB and InterApp are two distinct 
software programs that are not interlinked; InterApp tasks therefore do not appear in LOB and vice versa.) 
Therefore, examiners must ensure that they check their InterApp queue regularly (at least weekly) to be 
aware of any new international examination tasks that appear. Tasks in InterApp are not assigned priorities; 
the order and time frame in which they should be completed depends on their due date. 
 
Flowcharts for the International Applications could be found at 
http://ciponet.ic.gc.ca/eic/site/487.nsf/eng/ne02588.html 
 

 Additional Tasks 3.6.2.2
 
In addition to managing their LOB and InterApp queues, examiners are expected to perform certain other 

http://ciponet.ic.gc.ca/eic/site/487.nsf/eng/ne02588.html
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tasks related to examination and administration, such as reading Examiner’s Bulletins, completing 
continuous training as outlined in their Personal Learning Plans (PLP’s), attending mandatory training 
sessions as required, attending section meetings, keeping their Activity Time Reporting System (ATRS) logs 
up to date, and inputting their production stats on a weekly basis. Examiners may also attend Intellectual 
Property Institute of Canada (IPIC) presentations (typically offered to the Patent Branch in- house); once at 
working level examiner’s may also work on special projects on an as-needed basis. 
 

 Overall Goals and Priorities 3.6.2.3
 
New examiners are expected to gradually ramp up their production over two years to reach working level. 
The focus during the first year is quality, and thorough searches and examination. In the first year, the 
majority of a trainee’s work will consist of examining new applications - a new examiner may not see any 
amended applications for some time. During the second year, the work will be more of a blend of new and 
amended applications, and the number of allowances will increase as a result. 
 
After the initial training is completed, an examiner is assigned to a section, and the examiner’s Section 
Head will go over yearly production goals and examination priorities. As the trainees’ responsibilities 
increase, they are encouraged to sit down with their trainer and/or Section Head to discuss workload 
management strategies to ensure that all their tasks get completed in a timely manner and that their year-
end goals are met. 
 
 

 Tips on Managing examiner’s Workload 3.6.3
 

• It is a good idea to have 3 or 4 application folders prepared in advance for examination. 
• This will help the examiner in several ways: 

o To have files ready to work on, for example in case of computer or software problems; 
o To switch of case after waiting for a prior art document to be delivered from the library, or  
o To allow waiting on an input from a trainer or a section head.  

• An examiner can save time by working on several related applications by the same 
applicant at one time - they often have duplicate disclosures and therefore may have 
common mistakes. This also makes it easier to prevent overlap and double patenting, as 
each set of claims could be seen at the same time. It also makes searching the prior art more 
efficient – an examiner may come across a good reference for one application while 
searching for prior art on another. One trick for noting similar applications by the same 
applicant is that they are often filed at the same time, and an examiner will therefore likely 
be completing TT26s (Verify New Application IPC) at the same time.  A note can be created 
in each application’s TechSource notation field as a reminder to examine them 
simultaneously. 

 
• Make a habit of printing out copies of the prior art cited in reports, and including it in the file, 

so that it will be readily available when the time comes to examine the applicant’s response 
to the examiner’s report. (This is required for trainees.) This saves time, so there is no need to 
download the documents all over again. It also allows an examiner to make notes directly on 
the printouts, so as a reminder for the next action. Remember that six or more months may 
pass between the time the report is written and evaluation of the response, and 
remembering all the details of the prosecution will probably be difficult. In fact, if the 
application is abandoned and then re-instated up to 18 months may pass between the 
report being issued and the response. 

 
• Examiners work on a production system. If there are 20 working days in a month, for example, 

they will have to account for 150 hours (7.5 x 20). Depending on the examiner’s division and 
section, they will have a set number of hours allotted to complete certain tasks, such as first 
actions and examination of international applications. Time spent on mandatory training, 
section meetings, reading Examiner’s Bulletins, etc. can be deducted from the monthly hours. 
New examiners should note that some tasks which must be completed do not count towards 
the monthly hours - examiners are expected to fit them into their schedule (these include 

http://icweb.ic.gc.ca/eic/site/487.nsf/eng/ne01578.html
http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-07-EN.pdf/$FILE/PB-4A-PS-07-EN.pdf
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completing TT26s and inputting the production stats, among others). It is a good idea for new 
examiners to establish a method to determine which tasks must be completed in a given time 
frame to ensure that the yearly goals will be met. Some examiners may wish to complete two 
or three TT26s on a daily basis, for example, or set aside an hour every Friday for the task. It is 
important not to neglect these additional tasks, as an examiner may quickly find itself facing 
a daunting backlog. 

 
• New examiners should feel free to speak to their trainer or Section Head about workload 

management to make sure that they stay on top of their goals. Trainers and Section Heads 
can also offer up valuable tips for managing workload. 

 
  

http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-07-EN.pdf/$FILE/PB-4A-PS-07-EN.pdf
http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-07-EN.pdf/$FILE/PB-4A-PS-07-EN.pdf
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Notes: 
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4.1 Purposive Construction 
 

 The Actual Invention 4.1.1
 
When examining an application, the examiner must attempt to identify the “actual invention” in the claims. 
As defined in Chapter 1.02, an “invention” means any new and useful art, process, machine, manufacture 
or composition of matter, or any new and useful improvement in any art, process, machine, manufacture 
or composition of matter. 
 
However, it is often not immediately apparent what the “actual invention” in a set of claims is. In order to 
identify the actual invention, the examiner must first carefully read the description and “purposively 
construe” the claims, or in other words, determine the meaning of the claims by studying the language of 
the specification from the point of view of the person of skill in the art (POSITA) who possesses the common 
general knowledge (CGK) of the relevant field (see section 4.4.2). 
 

 Why Is an Identification of the Actual Invention Important to an Examiner? 4.1.1.1
 
Properly identifying what constitutes the actual invention in a patent application is an essential skill in 
examination and classification. Understanding what the actual invention is will be necessary for most of the 
tasks performed by an examiner, including determining the patentability of the claims and ensuring that 
the application satisfies all of the legal requirements provided in the Patent Act and Rules. 
 
Specific examples where the examiner must identify the actual invention: 

• Unity (Chapter 4.04) 
• Patentable Subject-matter (Chapter 4.05, Chapter 4.14)  
• Utility (Chapter 4.06) 
• Novelty (Chapter 4.07)  
• Obviousness (Chapter 4.08) 
• Classification (Chapter 3.04) 
• Establishing an effective prior art search strategy (Chapter 4.11) 
• Amendments after allowance (Chapter 4.13) 

 
Generally, through ensuing prosecution of the application, the applicant’s arguments in response to the 
examiner’s observations and the amendments made to the application, a clarification of the actual 
invention will result.  
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Figure 1 – Determining the Actual Invention with Purposive Construction 
 
 

 Purposive Construction (PCon) Analysis 4.1.2
 
In Canada (Attorney General) v Amazon.com Inc (2011 FCA 328), the Federal Court of Appeal observed 
that, during examination, Supreme Court jurisprudence “requires the Commissioner’s identification of the 
actual invention to be grounded in a purposive construction of the patent claims”. 
 
Purposive claim construction is the interpretation of the claims in view of the intent of the 
inventor/applicant as expressed in the specification. Such construction aims to know the problem that the 
claim is trying to solve, what the intended solution is, and what the essential elements are for this solution. 
An examiner should always construe the claims using Purposive Construction.  
 
While claim construction during examination must remain anchored in the language of the claims, it 
cannot be determined solely on the basis of a literal reading of the claims. A properly informed purposive 
construction must consider the application as a whole. 
 
A purposive construction of the claims involves interpreting the meaning of the various terms used therein 
as well as determining whether elements in the claims are essential (provide the solution to the problem) or 
non-essential. Claim language must always be read in an informed and purposive way. 
 
Once a claim has been purposively construed, that construction is used to determine whether the claim 
complies with the Patent Act and Patent Rules.  
 

 Two Purposes of Purposive Construction: 4.1.2.1
 

A)  To determine the meaning of terms and expressions used in the claim. 
 B) To determine which elements of the claim are essential. 
 

 Why Is Purposive Construction Analysis Important to an Examiner? 4.1.2.2
 
Purposive construction is the underpinning for almost all patentability questions; especially when you 
consider that the meaning of the words in the claim is construed purposively (4.1.2.1 - A).  
 
A purposive construction analysis where the essential elements are determined (4.1.2.1 - B) is especially 
important when determining the patentability of the invention with respect to: 
 

• Statutory subject-matter (Chapter 4.05) 
• Novelty (Chapter 4.07) 

 
 Steps of Purposive Construction: 4.1.2.3

 
When performing purposive construction on the claims, the examiner must answer the following questions: 
 

1. Who is the person of skill in the art (POSITA)?  
 

2. What is the common general knowledge (CGK) of POSITA at the time of publication? 
 
The answers to the above questions provide the context in which the claim is to be read (necessary for 
4.1.2.1 - A).  
 
Once the context is determined, the examiner will answer the following in order to determine which 
elements are essential (required for 4.1.2.1 – B): 
 

3. Problem/Solution identification 
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               3a. Based on POSITA’s CGK, what problem is the inventor trying to solve?  
 
               3b. What is the solution to the problem? 
 

4. What are the essential elements of this solution? 

 
Figure 2 – The steps of Purposive Construction and where to apply CGK 

 
 Details of the Steps of Purposive Construction: 4.1.2.4

 
1. Who is the person of ordinary skill in the art (POSITA)? (MOPOP 15; Chapters 4.02, 4.03) 
 
The POSITA is a fictitious person that represents an average worker competent in the field or fields relevant 
to the invention, logical but unimaginative. The POSITA can represent an individual, or a team of individuals 
whose combined knowledge is relevant to the application in question (e.g. a biologist, chemist, 
pharmacologist and physician) (see also Chapter 4.02).  
 
The POSITA is reasonably diligent in keeping up with advances in the field or fields of relevance to the 
invention and has the advantage of being multilingual and thereby being able to comprehend prior 
disclosures in any language. The person of skill in the art is presumed to read prior disclosures with a mind 
willing to understand. In understanding the significance of the prior art, they may apply teachings from one 
source to another setting or even combine teachings. 
 
The characterization of the person of skill in the art should be done with a certain degree of generalization. 
During examination, an examiner must attempt to interpret the application and the prior art using the 
appropriate knowledge that the person of skill in the art would have possessed at the relevant date. 
Specific details such as the skilled person’s exact educational background or length of work experience 
are typically unnecessary and have the potential to be misleading or overly restrictive; precise definitions of 
the skilled person should therefore be avoided.  
 
2. What is the common general knowledge (CGK) of POSITA at the time of publication? (MOPOP 15) 
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The CGK is the body of information that is widely recognized by the POSITA, as opposed to what is simply 
publicly available (this is called Prior Art – see Chapter 4.07 and Chapter 4.11).  
 
The CGK will include all of the knowledge that every POSITA of the relevant field would have.  
 
For example, if the POSITA has been identified as a computer technician familiar with database 
management, that person’s CGK would include all of the knowledge that every computer technician 
familiar with database management would have. The POSITA’s CGK is not expected to include information 
that the person would have to look up or research. 
 
The examiner must remember to take into account the perspective of the POSITA at the publication date 
when determining the CGK.  
 
The CGK provides the baseline of information to which the description is expected to add.  
Often the CGK is identified by the applicant in the “Background” section of the Description. The examiner 
should read this section carefully when determining both the POSITA and the CGK. 
 
It should be remembered that where an applicant states in the description that certain information is 
common general knowledge, they can be held to their statement and the examiner will not have to 
provide evidence in the form of prior art documents to support an identification of CGK. 
 
3. Problem/Solution identification 
 
Guidance in identifying the problem the inventors set out to address and its proposed solution should be 
found in the description. 
 
The initial parts of the description are particularly useful in determining the problem and solution. 
 
“Title” and “Technical Field” 
 
The title, followed by the technical field (or Field of Invention) will specify to which field the invention 
belongs. 
 
“Background of the Invention” 
 
The background of the invention will then provide a description of the prior art that is regarded by the 
inventor as the most relevant for an understanding of the alleged invention. The drawbacks of the prior art, 
the problem that needs to be resolved, and particularly the disadvantages that need to be addressed will 
lead into the improvements proposed by the applicant. 
 
“Summary of the Invention” 
 
The summary of the invention will then summarize the invention and describe it in terms that allow an 
understanding of the technical problem and its solution. 
 
3a. Based on POSITA’s CGK, what problem is the inventor trying to solve? 
 
The examiner should look to the description, from the perspective of the POSITA having the benefit of the 
CGK in the relevant fields, to identify the problem that the applicant is trying to solve. The examiner should 
take into account what the inventor appears to think the problem is, but they shouldn’t completely rely on 
it.  
 
The examiner might find explicit statements regarding a particular problem when reading the description.   
 
Note that the description could describe more than one problem.  
 
3b. What is the solution to the problem? 
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Once the problem(s) has been determined, the examiner must identify the proposed solution(s) to the 
disclosed problem(s).  
 
At this stage of purposive construction, the examiner should not use CGK in their analysis. The examiner’s 
goal is to simply determine what the proposed solution is to the above identified problem, according to the 
applicant. 

 
Figure 3 – Use of CGK in step 3 of PCon 

 
If a claim includes solutions to more than one problem, examination should focus on one solution to a 
problem in performing the purposive construction. The initial choice of solution should be guided by the 
description, selecting the solution given the greatest emphasis by the inventors. If it becomes necessary to 
consider a different solution, the analysis should be undertaken anew.  
 
4. What are the essential elements of this solution? 
 
The final question to be answered by the examiner relates to the essential elements in the claims of the 
solution identified in question 3b.  
 
At this stage of purposive construction, the examiner should not use CGK in their analysis. The identification 
of essential elements must only be based on the problem and solution already defined.  

 
Figure 4 – Use of CGK in step 4 of PCon 

 
Note: 

• An element is essential if it is necessary to provide the solution to the problem, regardless of 
whether or not it is CGK.  

 
• A new element could be non-essential. 

 
• Not every element in a claim that has a material effect on the operation of a given embodiment is 

an essential element. Some elements define the context or the environment of a specific working 
embodiment but do not actually change the nature of the solution to the problem. These elements 
would be non-essential.  

 
For example, in claims comprising computers: whether the computer is essential or not depends, in each 
case, on the above analysis and what the examiner deems to be the problem and solution of the claim.   
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In some cases, it may be determined that the problem and solution lies in an algorithm and although the 
computer is part of the operating embodiment of the claim, the computer does not actually change the 
nature of the solution to the identified problem. Therefore, the skilled person would not construe the 
computer to be essential. 
 
In other cases the problem and solution may be in the automation of a particular process. In this case the 
computer may be essential to the successful solution to the problem (using the computer to carry out 
calculations may result in an improvement to the process), and therefore may be an essential element of 
the claim. 
 
It is important to note that applicants will often attempt to argue that an element identified by the 
examiner to be non-essential is in fact essential. The following figure shows the correct method of 
responding to such an argument.  

 
Figure 5 – Arguing that an element is not essential 

 
 Using the Purposive Construction Analysis 4.1.2.5

 
Subsequent to a purposive claim construction, performed in light of the description, the common general 
knowledge in the relevant art and the examiner’s technical expertise, an examiner can determine whether 
the subject-matter defined by a claim complies with the requirements of the Patent Act, and thus is a new, 
useful and inventive (i) art, (ii) improvement to an art, (iii) process, (iv) improvement to a process, (v) 
machine, (vi) improvement to a machine, (vii) manufacture, (viii) improvement to a manufacture, (ix) 
composition of matter, or (x) improvement to a composition of matter. 
 
Note that where there is no disagreement as to the construction of a claim, the examiner may choose not 
to provide the detailed purposive construction analysis in a report. 
 
Determining Statutory Subject-Matter: 
 
Based on the purposive construction of a claim, the examiner must determine if at least one of the essential 
elements of the solution is statutory (i.e. from a category of patentable invention). If yes, the claim is 
section 2 compliant. 
 
The examiner must also make sure none of the essential elements is an exclusion. The exclusions are 
methods of medical treatment and higher life forms. If at least one essential element is an exclusion, then 
the claim is not section 2 compliant.  
 
The examiner must be “alive to the possibility that a patent claim may be expressed in language that is 
deliberately or inadvertently deceptive”, thus recognizing that, “for example, what appears on its face to 
be a claim for an ‘art’ or a ‘process’ may, on a proper purposive construction, be a claim, for example, a 
mathematical formula and therefore not patentable subject-matter”. 
 
This will be discussed further in Chapter 4.05. 
 
Novelty/Obviousness: 
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In a situation where all claims are directed to statutory subject-matter but one or more elements are clearly 
non-essential, it may be useful for the examiner to use purposive construction in a novelty and/or 
obviousness analysis.  
 
The examiner may set out a purposive construction analysis outlining which elements are essential and then 
undertake the novelty analysis only on the essential elements.  
 
The obviousness analysis may be undertaken on the same essential elements or on the inventive concept in 
a Sanofi four-step analysis (see 4.08) or on both.   
 
Utility/Ambiguity: 
 
Having identified the problem and solution, and defined the essential elements in the claims, an examiner 
may conclude that the claim either omits an essential element or includes non-essential elements. This 
could lead to identification of defects in the claims such as lack of support, lack of utility and/or ambiguity. 
 

 Summary 4.1.2.6
 
Examiners should interpret each claim: using a fair, balanced, and informed approach; having identified 
the problem and solution; in the context of the application as a whole; to determine which elements of the 
claim solve the identified problem; and by focusing on one solution at a time.   
 
Guidance to identify the problem and solution is to be found in the description. Essential elements are 
those essential to the successful resolution of the solution; however, not every element that has a material 
effect on the operation of a given embodiment is necessarily essential for the operation of the invention.   
 
Subsequent to a purposive claim construction, performed in light of the description, the common general 
knowledge in the relevant art and the examiner’s technical expertise, an examiner can determine whether 
the subject-matter defined by a claim complies with the requirements of the Patent Act. Purposive 
construction is especially useful in determining statutory subject-matter, utility and novelty. 
 
 
Appendix: 
MOPOP chapter 13.05 
PN2013-02 
EB 2015-P9-H 
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Notes: 
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 The Description, Title, Abstract, Drawings and Sequence Listings 4.2
 

 Note Regarding Terminology 4.2.1
 
Prior to the 1996 amendments to the Patent Rules, the part of the patent application presently known as 
the "description" was referred to as the "disclosure". When the examiner encounters the word “disclosure” in 
reference to a part of the patent application, a situation that will occur in reading the supplementary 
articles, jurisprudence, older Commissioner’s Decisions and patent applications, the term “description” 
should be mentally substituted in its place. 
 
 

 Introduction 4.2.2
 
According to subsections 27(3) and (4) of the Patent Act, the specification of a patent application 
comprises two distinct parts, which can be briefly paraphrased as: 
 
- a correct and full description of the invention; and 
- one or more claims defining the scope of the invention. 

 
In this chapter, we will deal with the first part of the specification: the description. The subject of claims will 
be covered in Chapter 4.03. 
 

 Purpose of the Description 4.2.2.1
 
The purpose of the description of an invention contained in the specification of any patent is two-fold: 
 

1. to allow for the construction and use of the invention described therein by skilled practitioners in 
the art after the expiry of the patent; and 

 
2. along with the claims, to allow others to ascertain with some measure of exactness the 

boundaries of the exclusive privilege or property upon which they may not trespass during the 
life of the patent without subjecting themselves to a subsequent possible infringement case. 

 
The description is key to the concept of a patent system. If we go back to the concept of a patent being a 
bargain between the government, representing the people, and the applicant, we see that the 
description is really the applicant's part of the bargain. It is the description which gives the public an 
adequate disclosure of the invention. 
 
 

 Support in the Patent Act 4.2.3
 
27(3) The specification of an invention must 
 

(a) correctly and fully describe the invention and its operation or use as contemplated by the 
inventor; 

(b) set out clearly the various steps in a process, or the method of constructing, making, 
compounding or using a machine, manufacture or composition of matter, in such full, 
clear, concise and exact terms as to enable any person skilled in the art or science to 
which it pertains, or with which it is most closely connected, to make, construct, 
compound or use it; 

(c) in the case of a machine, explain the principle of the machine and the best mode in 
which the inventor has contemplated the application of that principle; and 

 
(d) in the case of a process, explain the necessary sequence, if any, of the various steps, so as 

to distinguish the invention from other inventions. 
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Section 27 does not refer specifically to the description. Subsection 27(3) refers to the specification as a 
whole, while subsection 27(4) refers particularly to the claims, which are located at the end of the 
specification. The description is considered to be that part of the specification, excluding the claims. 
 
 

 Minerals Separation North American Corporation v. Noranda Mines Limited 4.2.4
 
One of the court cases on the interpretation of subsection 27(3) in relation to the description is Minerals 
Separation North American Corporation v. Noranda Mines Limited (1947) Ex. C.R. 306 at 316, wherein Judge 
P. Thorson summed up the requirements of a good description as follows:  
 

Two things must be described in the disclosure of a specification, one being the invention, and the 
other the operation or use of the invention as contemplated by the inventor... 
 
... and with respect to each the description must be correct and full. The purpose underlying this 
requirement is that when the period of monopoly has expired the public will be able, having only 
the specification, to make the same successful use of the invention as the inventor could at the 
time of his application. 
 
... The description must be correct; this means that it must be both clear and accurate. It must be 
free from avoidable obscurity or ambiguity and be as simple and distinct as the difficulty of 
description permits. It must not contain erroneous or misleading statements calculated to deceive 
or mislead the persons to whom the specification is addressed and render it difficult for them 
without trial and experiment to comprehend in what manner the invention is to be performed. It 
must not, for example, direct the use of alternative methods of putting it into effect if only one is 
practicable, even if persons skilled in the art would be likely to choose the practicable method. 
 
... The description of the invention must also be full; this means that its ambit must be defined, for 
nothing that has not been described may be validly claimed. 
 
... The description must also give all information that is necessary for successful operation or use of 
the invention, without leaving such result to the chance of successful experiment, and if warnings 
are required in order to avert failure such warnings must be given. Moreover, the inventor must act 
uberrima fide [in good faith] and give all information known to him that will enable the invention to 
be carried out to its best effect as contemplated by him. 
 
... This statement of the extent to which the disclosures must go in describing the invention and its 
operation or use as contemplated by the inventor, if the patent is not to fail for either the ambiguity 
or insufficiency of such description, is abstracted from a number of cases cited by counsel for the 
defendant. 
 
... Section 14.(1) [now subsection 27(3)] does not, in my opinion, alter the requirements of the law 
,as laid down in the cases; it merely puts them into statutory form. If they are not complied with, 
then the patent fails, not for ambiguity or insufficiency of description, as the cases put it, for the Act 
does not refer to these terms, but for noncompliance with statutory conditions. The result is the 
same. 
 
... When it is said that a specification should be so written that after the period of monopoly has 
expired the public will be able, with only the specification, to put the invention to the same 
successful use as the inventor himself could do, it must be remembered that the public means 
persons skilled in the art to which the invention relates, for a patent specification is addressed to 
such persons. In the present case, the specification is addressed to such persons as skilled 
metallurgists and chemists engaged in the art of froth flotation concentration of ores. It should 
therefore, be looked at through their eyes and read in the light of the common knowledge which 
they should possess. But it is important to note that such common knowledge must be limited to 
that which existed at the date of the specification. [Emphasis added] 
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 Summary - General Requirements of a Good Description 4.2.5
 
This seems like a great deal of subject-matter to digest at one time, so it has been broken down and 
summarized. 
 

  Clear and Complete Disclosure 4.2.5.1
 
The description must provide a clear and complete disclosure of the invention such that the person skilled 
in the art: 
 

a) can unambiguously identify what has been invented; and 
b) is enabled to practice this invention. 

 
The particular requirements for describing the invention differ somewhat among the various categories of 
invention. 
 
Some of the considerations for particular categories of subject-matter are described below:  
 
Processes [Paragraphs 27(3)(a),(b),(d)] 
 
If the invention is a process, the description must explain the various steps in the process; and any 
necessary sequence of steps. 
 
Machines [Paragraphs 27(3)(a),(b),(c)] 
 
If the invention is a machine, the description must explain:  
 

i. the method of constructing or using the machine; 
ii. the principle of the machine; and 
iii. the best mode contemplated by the inventor for applying that principle. 

 
Manufactures [Paragraphs 27(3)(a),(b)] 
 
If the invention is a manufacture, the description must explain:  
 

i. the method of making the manufacture; and 
ii. the characteristics of the manufacture. 

 
Compositions of Matter [Paragraphs 27(3)(a),(b), Section 38.1, Rule 111(1)] 
 
If the invention is a composition of matter, the description must explain: 
 

i. the method of compounding,  preparing, or using the composition of matter; and 
ii. the derived formula, or physical properties of the composition of matter; 

 
If the application describes a novel nucleotide or amino acid sequence, the description must include: 
 

i. this sequence listing in electronic form (Rule 111(1)); and 
 

ii. if the subject-matter of the application relates to biological material which cannot be adequately 
described or a sample is needed to practice the invention, a biological material deposit is 
required. The description must include details of this deposit: the name of the international 
depository authority in which a deposit of biological material was made for the purpose of 
complementing the written description, and the accession number given by said authority to the 
biological deposit, as well as the date of the original deposit with the authority (section 38.1, Rule 
104). 

 
With respect to the requirement for describing the operation or use of the invention, if an applicant makes 
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no specific mention as to how a device or composition of matter is to be used, and such use is not implicit 
in the application as a whole, then the application must be found to be noncompliant with subsection 
27(3) of the Patent Act (see also Chapter 4.6). 
 

 The description must be full 4.2.5.2
 
In the following two sections, reference is made to patents and patentees, as the information has been 
gleaned from decisions of the courts in deciding the issue of validity of granted patents with respect to 
sufficiency of the description. For examiners, these guidelines are equally applicable to applications for 
patent. 
 
The patentee must act in good faith and give all information known to him that will enable the invention to 
be carried out to its best effect as contemplated by the inventor. If he withholds knowledge which is 
necessary for the successful working of his invention, then he has not acted in good faith and his patent 
could be revoked by the courts. However, if the patentee did not know of the most efficient manner in 
which his invention could have been practiced, he cannot be penalized for not giving to the public 
knowledge which he himself did not possess at the time the invention was made. 
 
A patentee must not leave the attainment of the successful operation of his invention to the chance of 
successful experimentation. If warnings are required in order to avert failure, such warnings must be set forth 
in the description. If the description requires those to whom it is addressed to conduct a series of 
experiments in order to ascertain the method of performance of the invention or the attainment of any 
beneficial result, it should be rejected as being insufficient of description. 
 
However, although the patentee is not required to state the problem(s) in his specification, it is expected 
that the skilled person in the art may, at times, have to make certain routine experiments in order to arrive 
at a successful result based on a patent specification. It is settled law that a patent specification is not 
insufficient by reason of the fact that a competent workman of ordinary skill in the art to which the 
invention relates may have to make trials or experiments which are not themselves inventions and the 
competent workman can accomplish the desired result by following the teaching of the specification. The 
specification is sufficient if it enables him to put the invention into practice and sufficient directions are 
given to him to enable him to know what trials or experiments he may have to make and how to make 
them. 
 
In case of a machine, the description must also disclose and indicate which is the best method 
contemplated by the inventor of carrying the invention into effect. 
 
In short, a patentee must put a person skilled in the art in possession of the invention in as full and ample a 
manner as he himself possesses and give to them the opportunity of deriving benefits therefrom equal to 
the benefits accruing to him. 
 
Nothing that has not been described may be validly claimed. In other words, all claimed subject-matter 
must find support in the description. 
 
Doctrine of sound prediction 
 
In some cases, examining the description to ensure that it is a “full” disclosure has another dimension, as the 
disclosure of the invention must be considered in view of the “doctrine of sound prediction”. Most 
commonly seen in the chemical and biotechnology arts, although not restricted thereto, where an 
invention relates, for example, to a series of compounds from a known group, but the inventor has not 
tested all of the individual compounds in the known group to show that they are operable before the filing 
date of the application, the description may, subject to certain conditions discussed below, describe only 
those compounds that were tested, whereas the claims may be directed to the entire group of 
compounds, extrapolating the test results to predict that the invention would have utility for all compounds 
in the group, not only those that were tested. 
 
The courts have held that a patent may be valid even where not all testing to support the utility of the 
invention has been carried out at the time that the patent is filed if, at the time of filing, there was sufficient 
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evidence to support the sound prediction that the invention had utility and was not based on mere 
speculation. For there to be a sound prediction, the inventor must: 
 

1) have a factual basis for the prediction; 
 

2) have, at the time of filing, an articulable and sound line of reasoning from which the desired result 
can be inferred from the factual basis; and 

 
3) provide proper disclosure by including, in the specification alone, sufficient information to 

understand the basis of the sound prediction and to practice the entire scope of the claimed 
invention. 

 
Of course, in claiming broadly, the applicant runs the risk that if even one of the compounds from the 
group is proven to be inoperable for the purpose of the invention, this is considered as proof that the line of 
reasoning was not sound, and all claims directed to the group of compounds may be invalidated. For 
more information, refer to Chapter 4.06 – Utility. 
 

 The description must be correct, clear and accurate 4.2.5.3
 
The description may be framed in reasonably general language provided the invention is clearly defined. It 
must be free from avoidable obscurity or ambiguity and be in language that is susceptible of only one 
construction rather than language that is susceptible of two meanings. For example, a patentee must not 
in the description direct the use of alternative methods of putting his invention into effect if only one is 
practicable, even if persons skilled in the art would be likely to choose the practicable method. Ambiguous 
language in the description, whether intentional or not, makes the patent void by the statutory provisions of 
subsection 27(3) of the Patent Act. 
 
The courts have ruled that in cases where the invention is difficult to explain because of its nature, due 
allowance will, of course, be made for any resulting difficulty in the language. However, nothing can 
excuse the use of ambiguous language when simple language can easily be employed. Patentees must 
use language which is clear and intelligible at all times. 
 
Ambiguity may denote several things, including language that is: 
 

1) not sufficiently explicit in describing the nature of the invention; 
 

2) designedly capable of alternative constructions; and 
 

3) lacking in accuracy of expression, but the difficulty occurred in good faith.  
 

In the first two cases, the specification (description) is insufficient. 
 
In the third instance, in which the ambiguity occurred in good faith, the following guidelines are to be used: 
 

(a) if the language used, when read by the person skilled in the art, gives a sufficient 
description of a new and useful invention, then it supports the claims of the invention and 
should be considered sufficient. 

 
(b) If the language used in describing materials necessary for carrying out the invention is 

broad enough to include not only what is useful but also what is useless for the purpose, 
then the description must be considered as lacking utility. 

 
The courts have ruled on the validity of patents with respect to the consideration of ambiguity of the 
description. It has been held that: 
 

• If a description of a patent contains statements that are misleading or erroneous, whether by way 
of omission or addition, the omission or addition being for the purpose of willfully deceiving or 
misleading the persons to whom it is addressed so as to render it difficult for them to comprehend 
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the invention without trial and experiment, then the patent will be void. 
 

• If the misleading matter was included in good faith and not intentionally but leads to failure in the 
working of the invention, then the patent will be void on the ground of failure of utility. 

 
• On the other hand, if the misleading matter is included in good faith and does not lead to failure in 

working the invention, the courts have in the past decided that the patentee is entitled to the 
remainder of his patent pro tanto - i.e. to so much of his patent as unaffected by the misleading 
addition or omission made inadvertently in error. 

 
Examiners must presume that the applicant is prosecuting the application in good faith, unless there is 
evidence to the contrary. 
 

 The description is directed to persons skilled in the art 4.2.5.4
 
The description of the invention and its operation or use must be in such full, clear, concise and exact terms 
as to enable any person skilled in the art or science of the invention or in the art closest to it, to make, 
construct, compound or use the invention. 
 
A description need not be addressed to the general public. It must, however, be intelligible to a person 
skilled in the art (i.e. a person presumed to possess all the existing knowledge common to the art to which 
the invention relates at the filing date of the application) with sufficient knowledge to render the skilled 
person capable of appreciating the nature of the invention. This person skilled in the art is deemed to be a 
practical person who understands the problem, what actions might be taken to deal with the problem, 
and the probable outcome of those actions. 
 
Examiners should not identify defects to various terms and phraseology in a description which would have 
an obvious meaning to anyone skilled in the art. 
 
The test of whether a specification complies with the requirements of subsection 27(3) is whether this person 
skilled in the art, reading the specification in the light of the common knowledge existing on the filing date 
and being willing to understand it, would be: 
 

a) unerringly led to the invention; and 
 

b) enabled to put it to full use. 
 
A specification which fails to meet the first condition is defective for disclosure, while a specification failing 
to meet the second condition is defective for enablement. 
 
It may be noticed that the above tests for disclosure and enablement refer to the specification, and not 
merely the description. When the Noranda Mines v. Minerals Separation case was before the Supreme 
Court, an argument was made that the inventor had failed to describe the invention correctly and fully. 
Rand J. said that the argument tended to assume that this description: 
 

... must be in what has been called the narrative portion of the specification. But the statute makes 
no such provision; the specification is to end with the claims, but it is in the specification that the 
description must be given: and to the whole of it we are entitled to look to ascertain what the 
invention is. 

 
Therefore, if necessary, go outside the description proper and look to the claims to fill out the required 
correct and full description of the invention. However, it is preferable from the point of view of clarity that 
the correct and full description be found in the description portion of the specification because, in 
situations where there is no common thread running through all the claims, the courts have found it difficult 
or impossible to determine to what extent these can supplement the description of the invention contained 
in the description. 
 
Another important point to remember is that an examiner should be willing to understand, and not desirous 
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of misunderstanding, the specification. 
 
 

 General Approach to Examining the Description 4.2.6
 
The job of a patent examiner, when reading the description of an application, is to determine if it meets 
the statutory requirements for descriptions. Once again, repeating the requirements of subsection 27(3), 
they are: 
 
whether the skilled person in the art, on reading the specification in the light of the common knowledge 
existing on its filing date, and being willing to understand it, would be 
 

1. unerringly led to the invention (test for disclosure); and 
 

2. enabled to put it to full use (test for enablement). 
 
The examiner must, therefore, study and assess the operability of the invention and determine if the 
description of the invention, as disclosed, is adequate and accurate. 
 
To an engineer or scientist with no previous patent experience, the description and drawings will appear to 
be unusual in that the dimensions and the materials of the parts of a machine are not usually mentioned 
and the drawings are obviously not executed to scale. The important thing from a patentable point of view 
is that the device described in the description and illustrated in the drawings be an operable one that will 
perform its intended function. 
 
Another feature of an application that will appear unusual is the language used. If the language is clear 
the examiner should not identify it as a defect merely because the examiner would express it differently 
themselves or with more elegance. A specification must be construed fairly. It is not an exercise in 
composition, and faults of language which do not amount to a statutory breach should be overlooked. 
Precise description is often difficult, and although overreaching draws its penalty, we are not to use 
microscopic means to discover it or insist on pedantic accuracy. The essential thing is that the language be 
clear and complete. If it is sufficiently clear for the examiner to completely understand it, then the 
description is acceptable. The applicant is at liberty to use a word in the broadest meaning that it will 
reasonably support. 
 
Unless it can be seen that the applicant intended otherwise, the language in the specification should be 
read in its plain and everyday meaning as would be understood by a person skilled in the art. If the 
applicant makes it plain that words are used in a special sense, then they will be read in this special sense. 
In this case, the specification is said to serve as its own dictionary. However, it is up to the applicant to 
make it plain that this is what has been done. If the examiner considers a meaning to be plain and obvious, 
they will not give to the words a special meaning unless the applicant made it clear that the words are 
used in a special sense. If, however, the applicant creates a definition for a term that is contrary to the 
usual meaning ascribed to that term in the art, that is liable to cause confusion or ambiguity, or that is 
unnecessary in that other plain language could as easily provide the same information, the definition 
should be identified as a defect under subsection 27(3) (see MOPOP 9.05.03). 
 
If a phrase is capable of more than one meaning, the examiner should look at the remainder of the 
specification to see how the specification as a whole uses the words or phrases, say in a broad sense or a 
narrow sense or some special sense. The intention of the applicant is gathered from the context, and the 
meaning given to the words is determined from that. If a popular or colloquial meaning is intended, this will 
be given and the meaning will not be restricted by a strict, technical definition. 
 
Terms in a particular field or words with a technical and scientific meaning are generally construed 
accordingly. This may require explanation as to the applicability of these terms. 
 
In every application the inventor should state the nature of his invention in the description. However, an 
explicit statement as to the inventive concept need not appear in a single sentence or paragraph of the 
description, so long as it appears in the description as a whole. 
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A good description should indicate the scope of the invention regarded as new in view of the prior art and 
knowledge. Such a requirement is not mandatory, however. The best descriptions will clearly indicate the 
scope of the invention, and distinguish it from prior art. Even though applicants should be encouraged to 
do this, it is not office policy to insist that such a distinction be made, provided the invention covered in the 
description can be clearly understood by anyone skilled in the art to which it pertains. 
 
The examiner should read the description carefully to determine what the invention is and the extent of its 
scope, based on the principles of purposive construction (see chapter 4.01). The examiner is not required to 
proofread every application, but the examiner should read enough of it to completely understand the 
invention in its entirety. An inexperienced examiner should read the description completely; however, after 
gaining some experience in patent examination, the examiner will learn to glance through some parts of 
the description which are quite routine and repetitive, and to concentrate on other parts where the main 
description of the invention is found. 
 
As the examiner reads the description, it is a good practice to make brief notes of the more salient features 
of the invention. This may save time when considering whether there is support in the description for the 
claimed features of the invention. It is advisable to make a list of all the informalities, grammatical errors, 
typographical errors and other defects that are found while reading the description. 
 
Where an invention relates to a series of modifiers, e.g. in compound x-R, R is methyl, ethyl, etc., the initial 
question to consider is whether this has been a sufficient description of the series. The inventor cannot be 
required to investigate and name every possible substance individually. He may do that by a description, 
and that description may be of attributes, i.e. physical or chemical properties, or by classification. As noted 
earlier, the doctrine of sound prediction is applicable in e.g. the chemical arts. 
 
A good criterion to follow when reading the description is to answer the question "Can it be understood 
what the invention is?" If the answer to this question is in the affirmative, then it is most likely a good and 
sufficient description. 
 
 

 The Format of the Description 4.2.7
 
Section 80 of the Patent Rules states that: 
 

80(1) The description shall: 
 

a) state the title of the invention, which shall be short and precise and shall not include a 
trade-mark, coined word or personal name; 

 
b) specify the technical field to which the invention relates; 

 
c) describe the background art that, as far as is known to the applicant, can be regarded 

as important for the understanding, searching and examination of the invention; 
 

d) describe the invention in terms that allow the understanding of the technical problem, 
even if not expressly stated as such, and it's solution; 

 
e) briefly describe the figures in the drawings, if any; 

 
f) set forth at least one mode contemplated by the inventor for carrying out the invention in 

terms of examples, where appropriate, and with references to the drawings, if any; and 
 

g) contain a sequence listing where required by subsection 111(1). 
 
The description should be presented in this manner and order unless, because of the nature of the 
invention, a different order would give a better understanding or a more economical presentation. For 
example, an applicant may wish to include one or more drawings to illustrate the prior art, in which case a 
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reference to these drawings may appear in the description prior to the “Brief Description of the Drawings”. 
 

 Title of the Invention [Rule 80(1)(a)] 4.2.7.1
 
Each application for a patent must have a title. The title of the invention must appear on the first page of 
the description. It must be short and precise. It should be descriptive of the invention rather than broad.  For 
example, "CYLINDRICAL GRADED INDEX LENS" rather than "LENS". 
 

 Field of the Invention [Rule 80(1)(b)] 4.2.7.2
 
This section comprises a few lines specifying the technical field to which the invention relates. 
 

 Disclosure of the Prior Art / Background of the Invention [Rule 80(1)(c)] 4.2.7.3
 
This section describes the background art that, as far as known to the applicant, can be regarded as 
important for the understanding, searching and examination of the invention. It includes problems with the 
prior art, known solutions to similar problems, and disadvantages of the known solutions. As previously 
noted, however, it is not mandatory for the applicant to distinguish the invention specifically from the prior 
art. 
 

 Summary of the Invention [Rule 80(1)(d)] 4.2.7.4
 
In this section, the invention is described in terms that allow the understanding of the technical problem, 
even if not expressly stated as such, and its solution. 
 
This part of the description is often referred to, specifically by the courts, in cases where claims are under 
attack for being broader than the invention made and disclosed, in order to assist the court in determining 
the intent of the applicant. 
 
The Consistory Clause 
 
This is not a requirement of the Patent Act and Rules; however, since the decision in Leithiser v. Pengo 
Hydra-Pull (1974), 12 C.P.R. 117, it has become a routine practice for applicants to insert consistory clauses 
into the description. According to the decision, the description must set forth the broad concept of the 
invention so as to provide support for the broadest claim. As a result, applicants often amend their 
applications after allowance to include statements in the description that repeat verbatim the language of 
the broad independent claims, thereby ensuring complete support for these claims. 
 

 Brief Description of the Drawings [Rule 80(1)(e)] 4.2.7.5
 
If drawings are included in an application, the description must contain a brief description of the drawings, 
explaining what each figure illustrates. 
 

 Detailed Description of the Preferred Embodiment(s) of the Invention [Rule 80(1)(f)] 4.2.7.6
 
This section must provide at least one mode contemplated by the inventor for carrying out the invention in 
terms of examples, where appropriate, and with reference to the drawings, if any. 
 

 Sequence Listing [Rule 80(1)(g)] 4.2.7.7
 
If the application describes a novel nucleotide or amino acid sequence, the description must include a 
sequence listing in electronic form. 
 
 

 Other Formal Requirements of the Description 4.2.8
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The Patent Act and Rules outline the formal requirements of the description, in terms of language and 
presentation. 
 

 Language of the Description [Rule 71] 4.2.8.1
 
The text of the application, including the abstract, description, drawings and claims, but excluding the 
petition, must be in the same official language. There is nothing in the Act or Rules which would prevent an 
applicant from changing the language of the specification at any time. If the language is changed by the 
applicant, the examiner must ensure that the revised text is the same and nothing new has been added. 
The revised specification must be refused if new matter has been added. 
 
The text of the application, including the petition, must be either in English or French. If a document in 
another language is filed, it must be accompanied by a translation. If there are reasonable grounds to 
believe that the translation is not accurate, the Commissioner can requisition a statement from the 
translator to the effect that it is complete and faithful. 
 

 Layout of the Description  [Rules 68, 69, 70, 72, 73 and 75] 4.2.8.2
 
These rules deal with the presentation of the text, prescribing page size, page numbering, margins, 
spacing, quality, etc. The specification of these things is so exact so as to have such quality and uniformity 
to allow the documents to be scanned into the database for TechSource Examiners should apply these 
rules especially when the presentation of the text is such that it is difficult to read the specification. 
Examination Support analysts may also identify the defects and, if so, will notify the examiner to include the 
defects in the next office action.  
 
 

 Reference to Drawings  [Rules 74(1), 82(9), 82(10)] 4.2.8.3
 
If the invention can be illustrated by means of drawings, drawings must be provided in the application, 
separate from the specification. Because the drawings are not considered to be part of the description, 
they may not provide support for claims. 
 
The description must clearly describe what is shown in the drawings. Drawings must include reference 
characters, and the reference characters appearing in the drawings must be mentioned in the description. 
Examiners should verify that any reference character that is mentioned in the description is shown on the 
drawings, and corresponds to the component that is described. For clarity, the same character must refer 
to the same feature of the invention throughout the whole of the description and drawings. 
 
If the description states that a certain drawing shows the prior art, the examiner should request that the 
drawing be labelled "Prior Art". 
 

 Charts, Graphs and Tables 4.2.8.4
 
Charts, graphs and tables are permitted in the description, and therefore may be used to support claims.  
 

 Chemical or Mathematical Formulae [Rule 74(2)] 4.2.8.5
 
The abstract, the description and the claims may contain chemical or mathematical formulae or the like. 
 

 Reference to Other Documents [Rule 81] 4.2.8.6
 
Applicants are not permitted to incorporate the subject-matter of another document by simply referring to 
the document. Examiners must refuse any statement in the description which stipulates that something that 
is described in a certain patent or application is incorporated by reference and is part of the description. 
 
The description of an application must describe all of the subject-matter that the applicant intends to claim 
as his invention, without reference to any other documents. However, if the subject-matter of the other 
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document is not essential for understanding the invention or in supporting the claims, then the description 
may include a reference to that document, providing it is available to the public. 
 
Documents typically include patents and laid-open applications, both domestic and foreign. An applicant 
may substitute a patent number in the description to replace the number of an application that was not 
published, even if the patent did not issue until after the filing date of the Canadian application. 
 
Documents referred to must be properly identified. 
 
For a patent, at least the following information should be provided: 
 

• the patent number; and 
 

• the country or organization where it was issued. 
 
For a laid-open application, the minimum requirements are: 
 

• the serial number or publication number; and 
 

• the country or organizations where it was filed. 
 
For any other document, the examiner should ensure that the identification provided is sufficient to locate 
and retrieve the document. 
 
References to internet pages may not be considered sufficient identification as the URL and/or the content 
of such pages is not necessarily fixed. However, a URL that refers to a reliable, publically available source 
that can reasonably be expected to ensure the information in question is of fixed content and will be more 
or less permanently retrievable is considered sufficient (see MOPOP 9.07.04). 
  

 Trademarks and Trade Names  [Rule 76] 4.2.8.7
 
A "trademark" is a mark that is used by a person for the purpose of distinguishing wares or services 
manufactured, sold, leased, hired or performed by that person from those manufactured, sold, leased, 
hired or performed by others. A "registered trademark" is a trademark that is on the register kept by the 
Registrar of Trademarks. Examples are: Kodak, Caterpillar, Cellophane, Taxol, Celite, Teflon, Raney-Nickel, 
etc. 
 
Examiners should not identify defects to trademarks in descriptions as long as they are properly identified. 
 
Whenever a trademark is used, it must be identified at the first appearance as a trademark. For the 
purpose of identification, CIPO will accept the “TM” symbol or a statement that it is a trademark. 
 
Whenever the trademark appears subsequently in the description, it must be identified in one of the 
following ways: 
 

• capitalizing all letters 
 

• use of quotation marks 
 

• use of the symbol ® or ™ 
 

• use of an asterisk (*). 
 
Trade names need not be identified at all. Trade names, coined names, and technical terms for objects 
are non-proprietary names by which an article or product is known and called among traders or workers in 
the art, although it may not be so known by the public generally. Such names used in trade do not point to 
the product of one producer, but they identify a single article or product irrespective of producer. 
Examples are: nylon, monkey-wrench, radar. 
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If an examiner is in doubt as to whether a particular term is a trademark, the records of the Trademark 
Branch may be searched online at: 
 
Canadian Trademarks Database 
 
Otherwise, the examiner may identify a defect, stating that if a specified term is, in fact, a trademark, it 
must be identified as such. 
 
Whenever a trademark is referred to in a specification, an examiner must ensure that the specification 
complies with subsection 27(3) of the Patent Act, which requires that the specification correctly and fully 
describe the invention. If the trademark covers a material which is essential to the understanding of the 
invention, then a brief description of the material should be provided instead of simply the trademark. 
Often, a trademark may be complemented with its equivalent chemical terminology as, for example, 
TEFLON and polytetrafluoroethylene. 
 
Whenever an unregistered trademark is used, the applicant may so identify the mark; he must, however, 
avoid identifying the mark as one that is registered. This would preclude, for instance, use of the symbol 
®. 
 
Even though trademarks may be used in drawings and specifications, they are not permitted in titles of 
applications. Consequently, a defect is identified whenever the title of an application uses a term known 
by the examiner to be a trademark. 
 
Non-proprietary trade names, however, may be used in the title or specification of an application. In the 
specification they should be un-capitalized so as to avoid confusing them with trademarks. 
 
 

 Amendments to the Description 4.2.9
 
The general rule governing the admissibility of amendments is that they must not have the effect of 
introducing new matter. This means that no amendment to the description will be permitted that describes 
matter not reasonably to be inferred from the drawings or specification as originally filed. Amendments that 
remove material from the specification are permitted unless they result in the specification describing 
material not reasonably to be inferred therefrom (e.g. removal of specified varieties of a particular feature 
that results in the new inclusion of all varieties of the feature). Matter that is prior art may be added, so long 
as it is clearly identified as being prior art. 
 
Any amendment which is not acceptable under subsection 38.2(2) of the Patent Act because it contains 
new matter will be identified as defective in a subsequent examiner's action and cannot be used to 
establish a priority date or a claim date. 
 
This subject will be covered in greater detail in Chapter 4.12. 
 
 

 Typical Errors in the Description 4.2.10
 
The following list includes some of the typical errors found in descriptions, and the action to be taken when 
they occur. It is not intended to be an exhaustive compilation of all errors related to the description. 
 

(a) If the description is drafted in such a way that the characteristic features of the invention 
cannot be determined, the examiner should identify a defect to the specification under 
subsection 27(3) for an insufficient description. 

 
If it appears that there is insufficient information to be able to put the invention into practice, i.e. 
an important figure is missing, a defect should be identified under subsection 27(3). (The 
question of new matter could be an issue, it will be covered in Chapter 4.12) 

http://www.ic.gc.ca/app/opic-cipo/trdmrks/srch/home?lang=eng
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(b) If the description is ambiguous, in that the language used is either: 

 
(1) not sufficiently explicit in describing the nature of the invention, or 

 
(2) capable of alternative constructions, 

 
a defect should be identified under subsection 27(3) for an insufficient description. 

 
(c) Although it is not mandatory that the utility of the invention be explicitly recited in the 

description if the use would be clear to a person skilled in the art, the description must disclose 
sufficient detail so that a skilled person may use the invention for the intended purpose. If there 
is insufficient detail to use the invention for the intended purpose, then a defect should be 
identified under subsection 27(3). If no use for the invention in an industrial or commercial 
capacity is disclosed, either explicitly or implicitly, by the description, a separate defect should 
be identified under section 2, questioning the utility of the invention, and clarification 
requisitioned.  
 

(d) If the description merely suggests a possible method of carrying out the invention without the 
necessary detail, or if the description is so short that it is sketchy or vague, a defect should be 
identified under subsection 27(3) of the Patent Act. 
 
The examiner should warn the applicant to ensure that any amendment attempting to clarify 
the issue does not introduce new matter. 
 

(e) If there is reasonable doubt that the disclosed apparatus will operate in the manner suggested 
and can be reasonably expected to give the results claimed, or if the theory of operation is 
contrary to physical or chemical laws, then the examiner must question the operability and 
therefore the utility of the invention, and identify a defect to the application under section 2. 
 
The Patent Office has neither the research facilities nor the time to test inventions to see if they 
actually work as described. If an invention obviously will not work, the patent examiner will 
identify a defect under section 2 of the Act. Otherwise, the applicant's description of the 
invention is accepted at face value. If the invention described in a patent application is 
inoperative, then the patentee merely obtains a patent for something that will be of no use to 
him. The onus is on the applicant to be correct and truthful in stating that an operable invention 
has been described. 
 

(f) If the specification is internally inconsistent, i.e. an essential feature is missing from the preferred 
embodiment, a report should be written, pointing out the discrepancies and questioning 
whether the description of the invention is correct and full under subsection 27(3) of the Patent 
Act. If the essential feature is missing from the claims, then a defect should be identified under 
section 2 of the Act. 
 

(g) If the application contains a large number of vague, indefinite or non-idiomatic expressions 
apparently due to a literal translation from a foreign language, the examiner should: identify a 
defect under subsection 27(3) of the Patent Act as the application fails to describe the 
invention in clear, concise and exact terms; and require, or recommend, a thorough revision of 
the text of the entire description so as to conform with the contemporary idiomatic English (or 
French) technological terminology. It is not necessary to indicate all instances of incorrect 
wording. Several typical examples of the non-compliant passages are sufficient. 
 

(h) The description of an application must describe all of the subject-matter that the applicant 
intends to claim as his invention, without relying on reference to any other documents. When it is 
clear that the description of an application is not sufficient to support the claims without 
reference to a document referred to in the application being examined, it is found to be non-
compliant with section 84 of the Patent Rules for insufficiency of description. 
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(1) If the reference is to a document that was available to the public before the Canadian 
application date, the applicant may insert excerpts from the description of the 
document into the application, but only that matter which is clearly identified as being 
part of the prior art. If the inventive concept of the application can only be found in the 
earlier document, the applicant may be barred from receiving a patent, 

 
(2) If the reference is to any document that was not available to the public before the filing 

date of the Canadian application, the applicant may not import any of the subject-
matter disclosed in that reference into the application. Further, a defect may be 
identified under subsection 81(2) of the Patent Rules in which he applicant is requested to 
delete the reference from the description,  

 
(i) If the description contains a foreign application number that was not available to the public on 

the filing date of the Canadian application, wherein the subject-matter of the foreign 
application is not essential for understanding the invention or in supporting the claims, a defect 
should be identified under subsection 81(2) of the Patent Rules, requiring either the deletion of 
the number or the substitution of a reference to a document that is currently available to the 
public. An examiner should only identify such a defect if a search for the document fails to 
produce any results and the examiner has reason to believe that the document is not available 
to the public at all. 
 

(j) If the description refers to the claims for support or clarity, a defect must be identified under 
subsection 27(3) of the Patent Act. This is because the description is meant to support the 
claims, and not the other way around. From a practical point of view, a claim cannot rely for 
support on a description which, in turn, relies for support on a claim, which, in turn, relies on the 
description, and so on. 
 

(k) Sometimes the description contains a reference to the application being a “continuation” or a 
"continuation-in-part" of an earlier-filed application. This occurs when a corresponding 
application has been filed in the United States, where the practice of filing continuation and 
continuation-in-part applications is provided for in the Patent Act, and the Canadian 
application’s description is a copy of that appearing in its U.S. counterpart. However, the 
Canadian Patent Act does not recognize the practice of filing continuation and continuation-
in-part applications. And since the Canadian application cannot, in fact, be considered to be 
a continuation or continuation-in-part of an earlier filed US application -- only the U.S. 
application can be said to carry this designation -- a statement in the Canadian application 
suggesting otherwise is therefore inaccurate, untrue, and possibly misleading. A defect under 
subsection 27(3) should be identified, requiring deletion of any such reference. A defect should 
also be identified under subsection 27(3) of the Patent Act for statements indicating that the 
application is a divisional of a foreign patent document. 

 
(1) Statements in the description claiming priority based on a United States provisional or 

continuation-in-part application should not be identified as defects if the US provisional or 
continuation-in-part application identified is, in fact, the Canadian application’s priority 
document. In these cases, the claim of priority to a provisional or continuation-in-part 
application is factually correct and is not a reference to foreign practice or law.  

 
(l) A statement regarding the rights of foreign governments to the invention may also be 

misleading and a defect should be identified under subsection 27(3) of the Patent Act if it is 
inaccurate. A statement that the United States government has certain rights in the invention is 
incorrect if the government is not the applicant. However, if a conditional statement is made, 
e.g. the US government may have certain rights in the invention, the statement is acceptable. If 
it is unclear which government is being referred to, e.g. the government may have certain rights 
in this invention, the statement is ambiguous (see MOPOP 9.05.07). 

 
(m) If the application includes blank spaces which usually involve missing numbers of applications 

that the applicant intended to include in his description but probably overlooked in his final 
draft, the examiner should require the applicant to submit the proper data, according to 
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subsection 81(3) of the Patent Rules. 
 
(n) If the description attempts to incorporate subject-matter by reference, a report should be 

written, requesting removal of the non-compliant phrase. It is not permissible to state in the 
description that the subject-matter described in other applications or patents is part of the 
invention being claimed. As a result, statements such as "the fermentation process is disclosed in 
U.S. application 600,000 and same is to be considered incorporated herein by reference", which 
appear in a description, must be found to be non-compliant under subsection 81(1) of the 
Patent Rules. 

 
(o) If it is found that there are differences between drawings and the description text, an informal 

note should be included, pointing out the discrepancies. If major differences occur and are not 
corrected, the description should also be found to be non-compliant with subsection 27(3) of 
the Patent Act, or the drawings should be found to be non-compliant under subsection 37(1) of 
the Act. 

 
(p) If it is found that there is reference in the description to the attached drawings prior to a brief 

statement pertaining to what each view in the drawings represents, and this causes undue 
difficulty in reading the understanding the description, then the examiner may suggest that the 
applicant amend the description, to either remove this reference or to indicate that the 
drawing shows the prior art. It may also be possible to move the brief description of the 
drawings to an earlier place in the description. 

 
The examiner makes a suggestion rather than identifying a defect because Rule 80(2) provides 
that the description may be presented differently than that prescribed by Rule 80(1) where, 
because of the nature of the invention, a different manner or a different order would afford a 
better understanding or a more economical presentation. 

 
 
(q) Unproven statements in the description implying incredible efficiencies, hypothetically high 

performances, unlikely medical cures, or perpetual motion should be checked and, if deemed 
to be unlikely or improbable, the examiner should identify a defect to the claimed subject-
matter under section 2 of the Patent Act. 

 
(r) It is common for an applicant to omit the page number on the first page of the description; 

however, in accordance with subsection 73(1) of the Patent Rules, the pages of the description 
must be numbered consecutively, which includes the first page. If the first page is not 
numbered, a defect should be identified. 

 
 
(s) The claim pages should be numbered consecutively. If not, a defect should be identified under 

Rule 73(1). This numbering should start from the end of the description ideally, but the Rule does 
not require it specifically, so no defect should be raised if that were to be the case.  

 
 

 The Title 4.2.11
 
As seen in Chapter 3.03, a title shall be short and precise and shall not include a trademark, coined word or 
personal name. 
 

 Basic Requirements of a Title [Rule 80(1)(a)] 4.2.11.1
 
A title should not include: 
 

a. personal names, the words "patent", “novel”, “new” “useful”, or similar terms that do not provide 
an indication of the subject-matter of the invention; however, no defect is to be identified where 
the name usually serves to indicate the subject-matter of the invention, e.g. Schmidt objective, 
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Roentgen tube, Paris green, Archimedes' screw, or Geiger counter; 
 

b. trademarks, whether registered or not; 
 

c. advertising matter, or fanciful names such as "Kitchen Wonder" or "Magic Cream"; 
 

d. the abbreviation "etc."; 
 

e. non-standard or highly specialized abbreviations; indeed, most abbreviations should be avoided, 
exceptions to this rule are well known terms such as "TV receiver", "pH meter" or "Fe-Ni alloys"; and 

 
f. single vague labels such as "Method", "Apparatus", “Device”, "Chemical Compounds" or similar 

labels. 
 

 Examination of Titles 4.2.11.2
 
Since titles are used by searchers, the title must be considered during the examination of an application so 
as to enhance its utility for search purposes. The title that is located on the first page of the description 
should be examined. 
 
Titles are therefore subject to examination in respect to their conformance with paragraph 80(1)(a) of the 
Patent Rules. If the title does not comply with the Patent Rules, the examiner should point out the defect, 
among other defects, to the applicant in the first Office action, or at the earliest point in the prosecution 
that the defect has been noted, and require compliance with the Patent Rules. Any findings of non-
compliance with the title should state the defect and may suggest the amendments which would be 
considered acceptable. 
 
A defect should be identified for a title which does not indicate the subject-matter of the invention, or is 
vague, ambiguous, confusing or misleading. 
 
Brief titles of excessive breadth are noncompliant; for example, titles such as "Device", "Electrical System", 
"Composition" or "Method" are not deemed to indicate any specific subject-matter. 
 
Very long titles, e.g. in excess of two lines of typescript, or those which include unnecessary enumerations of 
alternatives may also be non-compliant on the basis of being descriptive rather than indicative. 
 
 

 The Abstract 4.2.12
 

 Definition [Rule 79(4)] 4.2.12.1
 
As seen in Chapter 3.03, an abstract should be a clear and concise condensation of the technical content 
of the description, and include the utility of the invention. 
 

 Format and Content of an Abstract [Rules 71, 72, 74 and 79]: 4.2.12.2
 

1. The text of the abstract, shall be wholly in English or wholly in French. 
 

2. The abstract shall be on a separate page. 
 

3. The abstract shall not contain drawings. 
 

4. The abstract may contain chemical or mathematical formulae or the like. 
 

5. The abstract shall not contain more than 150 words. 
 

6. Each main technical feature mentioned in the abstract and illustrated by a drawing in the 
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application may be followed by a reference character placed between parentheses. Further, 
the identifier of a sequence listing, such as “SEQ ID NO:1" may be used in the abstract to refer to 
the sequence listing. 

 
 Constraints on the Use of Abstracts  4.2.12.3

 
The abstract may not be used to: 
 

a. formulate a legal interpretation of the invention; 
 

b. interpret the scope of claims; 
 

c. support amendments to the description or claims to add matter not disclosed in the originally 
filed specification and drawings; or 

 
d. refer to purported merits or speculative applications of the invention, and should not compare 

the invention with the prior art. 
 

 Examination of Abstracts 4.2.12.4
 
Since abstracts are used by searchers, the abstract is considered during the examination of an application 
so as to enhance its utility for search purposes. 
 
Abstracts are therefore subject to examination in respect to their conformance with section 79 of the 
Patent Rules. If the abstract contained in the application does not comply with the Patent Rules, the 
examiner should point out the defect, among other defects, to the applicant in the first Office action, or at 
the earliest point in the prosecution that the defect has been noted, and require compliance with the 
Patent Rules. Any findings of non-compliance in the abstract should state the defect and may suggest the 
amendments which would be considered acceptable. 
 
Trademarks in Abstracts 
 
Even though an abstract does not form part of a specification, registered trademarks appearing in the 
abstract must be so identified on the first appearance and in the same manner as in a description. 
 
References to Other Documents in Abstracts 
 
References in the abstract to other parts of the application, such as the drawings or description, and to 
other documents, such as co-pending applications, patents or publications, should be identified as a 
defect. 
 
However, features mentioned in the abstract may be followed by bracketed reference numerals or signs, 
referring to the corresponding drawing items. 
 
Content 
 
In cases of non-compliant abstracts, the applicant is reminded of the proper content of an abstract. 
 
A patent abstract is a concise statement of the technical description of the patent and should include that 
which is alleged to be new in the art to which the invention pertains. If the patent is of a basic nature, the 
entire technical disclosure may be new in the art, and the abstract should be directed to the entire 
description. If the patent is in the nature of an improvement in an old apparatus, process, product, or 
composition, the abstract should include the technical disclosure of the improvement. In certain patents, 
particularly those for compounds and compositions, wherein the process for making and/or the use thereof 
are not obvious, the abstract should set forth a process for making and/or use thereof. If the technical 
disclosure involves several configurations or alternatives, the abstract should mention, by way of example, 
the preferred configuration or alternative. 
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Where applicable, the abstract should include the following: 
 

(1) if a machine or apparatus, its organization and operation; 
 

(2) if an article, its method of making; 
 

(3) if a chemical compound, its identity and use; 
 

(4) if a mixture, its ingredients; 
 

(5) if a process, the steps. 
 
Extensive mechanical and design details unrelated to the inventive concept should not be included in the 
abstract. 
 
 

 Drawings, Photographs and Models 4.2.13
 

 Requirements for Drawings [Act 37(1), Rule 79, 82, 86] 4.2.13.1
 
The drawings must clearly show all parts of the invention. Known devices may be illustrated by symbols 
which have a universally recognized conventional meaning provided that no further detail is essential for 
understanding the subject-matter of the invention. Where text matter in the drawings would give a better 
understanding of the drawings, a single word or a few words may be used. 
 
Drawings are not permitted in the description itself. However, if the invention can be illustrated by means of 
drawings, it must be so illustrated. The description must clearly describe what is shown in the drawings. 
Examiners should make sure that any reference characters mentioned in the description are shown on the 
drawings and correspond to the component that is described. For clarity, the same numeral must refer to 
the same feature of the invention throughout the whole description and drawings. 
 
Drawings are not permitted in the claims. In addition, the claims shall not refer to the drawings for definition 
of the invention, except when the definition cannot be done any other way.  Reference characters within 
parentheses, i.e. “(12)” or “(67)”, may appear in the claims as an aid to understanding, but not normally if 
such reference is being relied on to define the invention. The Patent Rules also allow reference numerals in 
the abstract. The cover page of the patent will include a drawing according to Form 3, so the examiner 
should ensure that the reference characters in the abstract relate to the cover-page figure. 
 
If the description states that a certain drawing shows the prior art, the examiner should request that the 
drawing is labelled "Prior Art". This helps to ensure that a prior art drawing is not selected as a representative 
drawing for the cover page of the application or patent, if one is granted. It is convenient to have such a 
label in the drawings, but there is no authority to require it. 
 
While charts and tables are permitted in the description, and hence may be used to support claims, 
drawings are not part of the specification. 
 
Occasionally drawings include "block diagrams" or "graphs". The examiner should ensure that the blocks or 
curves are labelled appropriately with a few descriptive words to allow anyone to see at a glance what is 
represented by the diagram or graph. 
 
Occasionally a device is so big that it cannot be fitted onto one page. In such instances, the device can 
be illustrated on more than one sheet provided that it is possible to align the sheets to form the big picture. 
 

 Brief Description of the Drawings 4.2.13.2
 
This section, explaining what each figure illustrates, should appear in the description before any reference is 
made to the drawings. However, if there is a drawing showing the prior art, this drawing may be referred to 
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in the description before the brief description of the drawings is presented. 
 

 Photographs [Rule 83] 4.2.13.3
 
In cases where the invention cannot be illustrated by means of drawings, the applicant may illustrate the 
invention using photographs or photocopies of photographs, which illustrate the principles of the invention. 
 

 Models and Specimens [Act 38] 4.2.13.4
 
In accordance with the Patent Act, the Commissioner of Patents is empowered to requisition a model or a 
specimen from the applicant when the invention admits of representation by model. The requisitions for 
models are seldom called for by the Patent Office. For example, such inventions would include perpetual 
motion machines. 
 
 

 Format and Content 4.2.14
 

 Drawings [Act 37(2)] 4.2.14.1
 
Drawings must include reference characters corresponding with those in the description. 
 
 

 Examination of Drawings  [Act 37(1) 37(2), Rule 71(3), 82] 4.2.15
 
Subsection 37(1) of the Patent Act states, "In the case of a machine, or in any other case in which the 
invention admits of illustration by means of drawings, the applicant shall, as part of the application, furnish 
drawings of the invention that clearly show all parts of the invention.” 
 
So, in these two cases, namely:  
 
 a machine; or 
 

in any other case in which the invention admits of illustration by means of drawings, i.e. the 
invention lends itself to be depicted by drawings; 

 
drawings are not optional, as indicated by the term “shall”; they are obligatory and form an essential part 
of a patent application. It is up to the examiner to decide whether or not there are too many or too few 
drawings. The examiner should identify a defect relating to inadequate or insufficient drawings under 
section 37 and Rule 82 of the Patent Act or Rules, as appropriate. 
 
In a patent case of some antiquity (Bloxam v. Elsee (1825) 1 C. & P. 558 at 5), the subject of drawings in a 
patent application was addressed: 
 

“An inventor of a machine is not tied down to make such a specification, as, by words only, would 
enable a skillful mechanic to make the machine, but he is to be allowed to call in aid the drawings 
which he annexes to the specification; and if by a comparison of the words and the drawings, the 
one will explain the other sufficiently to enable a skillful mechanic to perform the work, such a 
specification is sufficient." 

 
So, drawings are of real value in explaining what has not been made clear by words in the specification 
and as aids in understanding the invention that is being described. 
 
If a drawing is not ambiguous, and clearly illustrates the entire invention, the fact that a part was not 
described in the body of the written specification will not invalidate the patent when that material part is 
claimed. However, a patentee cannot rely on an ambiguous drawing to show a material part that is not 
described in the body of the specification. In other words, when drawings are present, they should be clear 
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and should illustrate the invention. 
 
Drawings are not to be read as working drawings; they are to be taken as illustrations only. As a general 
rule, claims should not be confined to the particular form indicated in the drawings, unless the language 
used in the written part of the specification uses terms that are also limiting to that form. 
 
The drawings should not be misleading. In the case of Knight v. Argylts Ltd, (1912) 29 R.P.C. 593, it was held 
that an error in the drawing, which presented a complex mechanical problem that must be solved before 
the machine could be made operative, might invalidate the patent. But an obvious error in the drawings 
will not invalidate a patent, nor will such an error as a competent workman could correct, or one that is 
sufficiently explained and clarified by the specification. 
 
As previously noted, drawings are not permitted to appear in the specification but must be referred to in 
the specification. 
 
According to the Patent Rules, there shall be no more text in the drawings than is necessary to understand 
the drawings. Blocks in a block diagram or a schematic diagram must be labelled with a description, or 
else they will not be clear as is required by the Patent Rules. The text matter in a drawing must be either in 
English or French, and be in the same language as the specification. 
 
A reference character used in the description but not in the drawings, or vice versa, is a source of 
ambiguity, which is a defect. 
 

 Drawings containing blank "blocks" 4.2.15.1
 
Drawings containing blank "blocks" should be found to be non-compliant and requirement made to affix 
descriptive labelling, consisting of one or two words, to each blank "block" (or to representative ones of any 
group of identical blocks) so as to show at a glance what they represent. 
 
The examiner should indicate in detail (by item numbers, if possible) which "blocks" require labelling. 
Subsection 82(11) of the Patent Rules should be cited in support of this requirement. 
 
If the applicant questions the grounds for this requirement, the examiner should point out one or more of 
the following, as appropriate: 
 

(a) the blank "blocks" are not really drawings within the meaning of the Patent Act but merely 
"frames" with no pictures inside; 

 
(b) a person skilled in the art while reading the specification would first have to pencil in the names or 

meanings onto each one of the blank "blocks" before being able to understand or make use of 
the drawings i.e. would have to create the labels which the applicant had failed to supply; 

 
(c) the role of the drawings is to facilitate the understanding of the specification, in conformance 

with the Patent Act, and not to require additional work on the part of the reader; and 
 

(d) since the blank "blocks" lend themselves to be properly labelled, such labelling must be provided.  
 

  Differences between drawings and the description 4.2.15.2
 
If there are differences between the drawings and the description text, an informal note should be 
included, pointing out the discrepancies. If major differences occur and are not corrected, the drawings 
should be found to be non-compliant under subsection 37(1) of the Patent Act, or the description should 
be found to be non-compliant with subsection 27(3) of the Patent Act. 
 

 Restriction on Amendments to Drawings [Act 38.2(1), 38.2(3), Rule 33, 34] 4.2.15.3
 
Drawings may be amended at any time up to the time of payment of the final fee, unless the application is 
under final rejection. 
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Drawings may not be amended to add matter not reasonably inferred from the specification or drawings 
as originally filed, except insofar as it is admitted in the specification that the matter is prior art with respect 
to the application. As mentioned previously, these drawings, insofar as the applicant admits that they 
represent the prior art, should be labelled “Prior Art”. 
 
Drawings may only be amended by inserting new pages in place of the pages altered by the amendment 
and shall be accompanied by a statement explaining the nature and purpose of the amendment. 
 
 

 Sequence Listings 4.2.16
 

 Nucleotide and Amino Acid Sequence Listings [Rule 111] 4.2.16.1
 
Applications filed on or after June 2, 2007, which disclose nucleotide or amino acid sequences that do not 
form part of the prior art, must contain a sequence listing in electronic form, and both the sequence listing 
and the electronic form must comply with the PCT sequence listing standard. If a paper copy of the 
sequence listing is present, it must be removed.  For applications filed prior to June 2, 2007, the applicant 
may substitute the requirements of sections 111 to 131 of the Patent Rules as they read immediately prior to 
the coming into force of the current rules, i.e. the sequence listing is filed in both paper and electronic 
forms with a statement that the content of the paper and electronic forms of the listing are the same. 
 
Each sequence set forth in the listing is recited using a standard set of symbols and in a defined format, and 
is assigned a separate identifier such as "SEQ ID NO:1", "SEQ ID NO:2", SEQ ID NO:3", etc. The identifier may 
be used in the abstract, description, claims or drawings to refer to the sequence. 
 
Further details with respect to Sequence Listings will be discussed in Chapter 4.14.  
 

 Restriction on Amendments to Sequence Listing [Rule 111(2), 111(3)] 4.2.16.2
 
If a sequence listing is amended, an amended copy of the electronic form of the listing must be filed along 
with a statement that the content of the amended listing does not go beyond the disclosure in the 
application as filed. 
 

 File Completeness - Sequence Listing [Rule 94] 4.2.16.3
 
If an application requires a sequence listing, and the electronic version is not submitted at the time of filing, 
the application is considered incomplete. The applicant must submit the missing sequence listing within the 
time limits set out in the Patent Rules in order to avoid abandonment. However, if a sequence listing is 
submitted after the filing date, the actual nucleotide or amino acid sequence(s) recited in the listing must 
have been disclosed somewhere in the application (description, claims or figures) at the time of filing, in 
order to avoid a "new matter" defect under section 38.2 of the Patent Act. 
 

 Biological Material Deposit [Rules 103-110] 4.2.16.4
 
When an application describes a novel nucleotide or amino acid sequence which cannot be adequately 
described and/or a sample is required to practice the invention, a biological material deposit is made with 
an international deposit authority (IDA - registered facility) on or before the filing date of the application. 
Before the application is open to public inspection, the applicant must inform the Commissioner of the 
name of this authority and the accession number given to the deposit. The description must include this 
information and the date of the original deposit with the authority. The deposited material must be self-
replicating or replicated using common techniques. 
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 Review Questions 4.2.17
 

1. What two parts makes up a specification? 
 

2. What is a description? 
 

3. What are two purposes of the description? 
 

4. To whom is the description addressed? 
 

5. What level of knowledge is expected of this addressee? 
 

6. What two things must be described in a description? 
 

7. What two qualities must represent a description? 
 

8. What is the prescribed format for a description under the Rules? 
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 The Claims 4.3
 

 Introduction 4.3.1
 
The claims define the embodiments of the invention for which the applicant is seeking an exclusive 
property and protection. The subject-matter defined by the claims can be likened to a boundary line or a 
fence surrounding an enclosed area. Anything inside this boundary line is that for which the applicant is 
seeking exclusive protection. The applicant is not entitled to protection for anything outside the boundary 
line. 
 
This boundary line also serves the purpose of notifying other people about where they may not trespass, 
during the life of the patent, without infringing the patentee’s monopoly.  
 
The claims must define distinctly and in explicit terms the subject-matter of the invention for which 
protection is sought (subsection 27(4) of the Patent Act). Therefore, the claims should be complete, specific 
and free from ambiguities. The claims should define in a positive manner all the elements, features, and 
critical aspects of the invention which are necessary to ensure the result as set forth in the description. 
 
A claim is not intended to include an added description of the invention, but rather a limitation of the 
disclosure of the invention contained in the description. The primary purpose of the claims is to limit and not 
to extend the monopoly. The claims are an effective means of defining and delimiting the ambit of the 
invention. An inventor who discloses an invention in the description of a patent application obtains no 
monopoly for it unless it is claimed. 
 
The subject-matter of the claims must be statutory (Chapter 4.05), useful (Chapter 4.06), novel (Chapter 
4.07) and non-obvious (Chapter 4.08). The claims are the starting point of a patent and purposive 
construction (Chapter 4.01) must be applied to the claims in order to determine the nature of the invention. 
 
 

 The Format of Claims 4.3.2
 
A claim is a single complete sentence and always ends in a period. 
 
Claims may be drafted to contain the three following major parts: 
 
1) preamble or introductory phrase 
2)  transitional phrase 
3)  body (or purview) 
 
The preamble identifies the category of the invention and may state the purpose of the invention with 
regard to this category. 
 
Examples: 
 
A machine for waxing paper ... 
A composition for fertilizing the soil ... 
 
The transitional phrase joins the preamble to a recitation of the elements of the invention to be protected.  
It also indicates, in an abbreviated way, whether the recitation is left open or closed to additional 
elements. 
 
Examples: 
 

• “which comprises”, “comprising”, “including”, “having” (the recitation is left open to additional 
elements); 
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• “consisting of” (the recitation is closed to additional elements); and 
• “consisting essentially of”  

 
The body of the claim lists the main elements of the invention, such as, parts of a device, steps of a process 
or method, ingredients of a composition, or groups in the chemical formula of a compound. 
 
Notwithstanding the above, the Patent Office will accept any form of claim that conforms to subsection 
27(4) of the Patent Act and that sets forth an invention in distinct and explicit terms and otherwise conforms 
to the Patent Act and the Patent Rules. 
 
 

 Independent and Dependent Claims 4.3.3
 
Claims can either be independent or dependent. An independent claim is one that does not refer to any 
other claim. It stands alone in defining the invention or an aspect of it. An independent claim is not 
necessarily the broadest claim in an application, but the broadest claim in an application is an 
independent claim. This is because there may be numerous independent claims, each covering a different 
aspect of the invention. 
 
Section 87 of the Patent Rules permits a claim to refer to one or more other claims in the same category of 
invention, in order to define an invention more narrowly by adding further characteristics to those already 
present in the claim or claims to which reference is made. Such a claim is a dependent claim. A 
dependent claim can depend upon an independent claim or another dependent claim. 
 
Example: 
 
Independent claim: 1. A bicycle comprising... 
 
Dependent claim: 2. A bicycle according to claim 1 wherein... 
 
Dependent claims limit the scope of the independent (or dependent) claim they depend on, and are a 
means of economizing space and effort, in order to avoid repeating lengthy definitions already given in 
the claims they depend on. 
 
There are a number of Patent Rules relating to dependent claims. They are the following: 
 
Rule 87(1) states that any claim that includes all the features of one or more other claims [“dependent 
claim”] shall refer by number to the other claim or claims and shall state the additional features claimed. 
 
Rule 87(2) states that a dependent claim may only refer to a preceding claim or claims. 
 
Rule 87(3) states that any dependent claim shall be understood as including all the limitations contained in 
the claim or claims to which it refers. 
 
It follows from the above that, if a dependent claim: 
 

1. refers to “any preceding claim” rather than by explicitly referring to a claim or claims by 
number; 

 
2. refers to a later claim rather than a preceding claim or claims; or 

 
3. attempts to exclude features included in the claim upon which it depends, or to 

substitute other features for previously recited features; 
 
said claim does not comply with one of the above rules and a defect must be identified by the examiner. 
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 Other Referencing Claims 4.3.4
 
Claims are also permitted to refer to claims of another category of invention, or parts of claims of the same 
or of another category, in order to avoid repeating lengthy definitions already given and to simplify 
claiming, provided they do not become ambiguous as a result of such dependency, thereby contravening 
subsection 27(4) of the Patent Act. Such claims, however, are not dependent claims and section 87 of the 
Patent Rules does not apply. Unlike a dependent claim, the patentability of the claim referred to does not 
necessarily imply the patentability of the claim containing the reference. For example, an apparatus is not 
necessarily patentable because a process it refers to is patentable. If the apparatus is not distinguished 
structurally from the prior art, and the process is patentable, e.g. due to an improvement in the process 
steps, the apparatus cannot be deemed to be patentable merely because it is claimed by making 
reference to a claim that is patentable. Similarly, a claim for a known process cannot be patentably 
distinguished from the prior art because the claim refers to a claim for a new apparatus.  
 
The following example shows a form of claiming that is acceptable.  
 
Claim 1: A product comprising composition A. 
 
Claim 2: A process for the production of the composition defined in claim 1 comprising mixing B with C. 
 
More examples: 
 

Claim 6: Compound X as defined in claim 1 whenever prepared by the process of 
claim 3, 4 or 5. 

 
Acceptable referencing claim: Claim 6 is dependent on claim 1 only, making reference to process claim 3, 
4 or 5 simply for definition and not adding any further characteristics to the compound. 
 

Claim 7: A device as claimed in claim 1, 2, or 3 made by the process of claim 5. 

Claim 7: A device as claimed in claim 1, 2 or 3 made by the process of claim 5 or 6. 
 

 
Acceptable referencing claim: Both of these claims are dependent on the device of claim 1, 2 or 3, but 
make reference to process claims for definition only, without adding any further characteristics to the 
device. 
 

Claim 4: A method for the determination of antibodies against Y virus comprising 
contacting the Y virus with a peptide as claimed in any one of claims 1, 2 or 3. 

Claim 5: A method according to claim 4 wherein a peptide as claimed in claim 1, 2 or 
3 is contacted with a whole blood sample. 

 
Acceptable referencing claim: Method claim 4 is an independent claim. Method claim 5 is dependent on 
claim 4 only. Both claims refer to product claim 1, 2 or 3 for definition only, without adding further limitations 
to the method. This avoids repeating lengthy definitions that have been given previously. 
 

Claim 4: A method of using composition X, the composition being as claimed in 
claim 1, 2 or 3, the method comprising the steps of... 
 

Claim 5: A method as claimed in claim 4 wherein.... 

Claim 6: A method as claimed in claim 4 or 5 wherein.... 
 
Acceptable referencing claim: Claim 6 is a multi-dependent claim, depending on claims 4 or 5, but the 
reference to claim 1, 2 or 3 in claim 4 simply avoids the necessity of re-writing definitions already given 
previously. 
 
Whenever there is uncertainty as to which part of a preceding claim reference is made or whenever a 



 
 

Chapter 4.3 – page 4 
 

claim of one category, such as a process, contains by reference so many limitations of another category, 
such as a product, that it becomes difficult to determine which category the claim covers, a defect is 
identified by the examiner. 
 
 

 Interpreting the Claims 4.3.5
 
The claims are the most important part of a patent. As mentioned before (see 4.2.1), from a patentee's 
point of view, it is the claims and the claims alone that constitute the fence around the invention, which 
protects it from trespassers. Since the only thing protected is that which is claimed, anything disclosed but 
not claimed is dedicated to the public. From the public’s perspective, the claims are also very important, 
since it is only from the wording of the claims, as they are understood by the person of ordinary skill in the 
art, that the public can tell what it may do and what it is prohibited from doing. 
 
The claims are also of importance to the examiner, because it is the invention as claimed that must be 
considered in assessing its patentability with respect to the requirements of statutory subject-matter, utility, 
novelty, inventiveness  (non-obviousness)), lack of ambiguity, etc. 
 
Because the claims define what the applicant wants to patent, it is important to know what the claims 
mean. An examiner must also have a clear idea of what is claimed so that it can be properly searched. It is 
what is defined in the claims that is searched, because this is the matter for which exclusive rights are 
sought by the applicant. 
 
For details on how to purposively construe the claims please refer to Chapter 4.01of this Manual. 
 
Claims are to be interpreted from the point of view of a person of ordinary skill in the art 
 
Since the specification is intended to convey practical information to one skilled in the art, and not merely 
any member of the public, consideration should be made as to whether the language used in the claims 
would be intelligible to the skilled practitioner. The claims must be interpreted by applying the common 
vocabulary in the art. The applicant also presumes that the art-skilled person possesses the common 
general knowledge of that particular art. 
 
For more information on the person of ordinary skill in the art (POSITA) see Chapter 4.01. 
 
Plain, ordinary meaning of words used to construe claims 
 
Claims are to be read in accordance with the basic rules of grammar and words should be given their 
plain, ordinary, customary meaning, as given in dictionaries and scientific books. The words should be given 
a natural and not a strained meaning. 
 
In construing claims, one must start with the language of the claims themselves 
 
In general, where the language of the claim is clear and distinct, it is improper to refer to other parts of the 
specification to interpret the claim. 
 
The reader must have a mind willing to understand 
 
During prosecution, claims in a pending application are to be given their broadest, reasonable 
interpretation. Examiners should avoid making the claim say something that it does not say at all, or create 
ambiguities that do not reasonably exist.  
 
The examiner must refer to the description to interpret the claims 
 
Examiners must refer to the description to purposively construe the claims (see Chapter 4.01) and when:  
 

• the meaning of a term is in doubt, or a term may have more than one meaning, i.e. a 
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technical definition, a broad sense, a narrow sense, a colloquial meaning; 
• the term has no established or accepted meaning; 
• terms in the claims are  typical of a particular art or common in patent usage; 
• the inventor clearly indicated that he used the terms differently from their plain meaning; 
• the claim is otherwise ambiguous. 

 
However, this principle ought not to be applied when the claim is expressed in simple and direct language 
or in wide or general terms whose meaning is plain and unequivocal. 

 
In referring to the body of the claims, there is the danger that one might read in them a glossary from the 
description. It is a very serious error to read elements or limitations into the claims that are not present from 
the clear meaning of the words of the claims themselves. If an examiner were to read elements into a 
claim that, in fact, are not present, that claim could, e.g., be considered to distinguish over the prior art 
when it does not.  
 
Extrinsic evidence may not be used to limit the claims 
 
Remarks made by an applicant in a letter, unaccompanied by an amendment of the specification to that 
effect, do not limit the interpretation of a claim. 
 
Conclusion 
 
The scope of a claim is the extent of the monopoly that the claim confers to the patentee.  
 
Another way of looking at the scope of a claim is that it defines an invention as a set of characteristic 
features. Any other invention which shares the same set of characterizing features (regardless of any extra 
features it might have) is said to fall within the scope of the claim. 
 
Examiners must determine the true scope of each claim by considering the meanings of all the words and 
phrases that make up the claim, using the rules of claim construction described above, in Chapter 4.01 of 
this manual and in MOPOP Chapter 13.05. Each word and phrase must be given its broadest possible 
meaning which is sensible within the context of the claim and the specification as a whole, so as to 
determine what the broadest possible scope of the claim is. The scope of the claims will help frame the 
parameters of a prior art search. 
 
 

 Practical Tips for Interpreting the Claims 4.3.6
 
Read the claims before the description 
 
In some instances, the interpretation of a claim may be coloured by what has been read in the description 
of the invention.  
 
Examiners usually overcome this problem by reading the claims first, before they have read the description. 
This technique tends to highlight possible problems with the clarity of the claims. In fact, an examiner will 
find it harder to gloss over complicated phrases if they have no preconceptions about the invention. This 
also helps to avoid importing features, which are not defined by the language of the claims, from the 
description into the claims themselves. 
 
Plain meaning of the words 
 
A common mistake in construing a claim is to interpret the meaning of a phrase as what one believes the 
inventor intended to say instead of what the words in the claim actually do say. The examiner should 
always apply the plain meaning to the words and phrases used in a claim. An exception is when the words 
used have a special meaning to the skilled worker in the technical field of the invention and said special 
meaning differs from their plain usage. 
 

http://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr03154.html#n13_05
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Draw the invention 
 
Some examiners, particularly in the mechanical arts, draw a diagram of the invention as they read the 
claim. 
 
Construe claims independently 
 
Interpreting claims is a skill that an examiner can only learn by practicing. Examiners should always try to 
construe claims on their own at first, and then discuss them with their trainer. Often another person's 
interpretation will give a sudden realization of something that has been missed, or of a preconception that 
has restricted the examiner’s interpretation. 
 
 

 Claim Styles and Considerations 4.3.7
 
There are a number of claim styles that are encountered in the Patent Office. The following is a list of the 
most common claim styles. 
 
European-style claims 
 
This type of claim is a required format of claims in patent applications in the European Patent Office (EPO) 
and it includes: 
 

• a characterizing clause (preamble): “A device having..(old elements)” 
 

• a transitional phrase:   “characterized by”, “characterized in that” 
 

• the body of the claim:   (new elements) 
 

Example:  
 

A dishwashing machine of the type wherein an impeller is mounted in a dishwashing compartment 
and a drive mechanism operates the impeller, characterized in that said drive mechanism 
comprises... 

 
This style of claim is well-suited for claims directed to an improvement to a known invention, where it is 
clear, either from the specification or from a search of the prior art, that the improvement is to a particular 
area of a combination. The claim clearly distinguishes what is old and what is new. 
 
The Canadian Patent Office allows considerable latitude to the applicant in choosing the style of claiming, 
Unless a claim is directed to a specific improvement to an existing device or process, the applicant is under 
no obligation to explicitly point out in the claim that which is old and that which is new. If the claimed 
combination is novel, that is sufficient. 
 
Should an applicant choose the European-style of claiming, the body of the claim must comprise only the 
new elements, with the known elements being recited in the characterization clause. 
 
Jepson claims 
 
This type of claim may be used for inventions relating to the improvement of a single element within a 
generally known combination of elements. A Jepson claim admits that the invention is an improvement on 
a previous invention. The format is similar to that of the European-style claim, but it can be less detailed in 
the preamble. As a general rule of thumb, a Jepson claim, having a preamble with a single phrase 
consisting of only a few words, which merely establishes the class of invention but does not recite any 
elements, i.e. “in a pump”, and a body that does not refer back to the elements in the preamble, is 
considered as covering only the sub-combination. 
This type of claims include: 
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• the characterization clause (preamble): “In a ... (environment)” 

 
• a transitional phrase:   “the improvement comprising” 

    “the improvement wherein” 
• the body of the claim:   (new or improved part of combination)  

 
Examples:  

 
In a process for producing polyurethane foams, the improvement wherein 1,1,1,3,3-
pentafluoropropane is used as the blowing agent. 

 
In a golf club, the improvement wherein a sinusoidal pattern is grooved on the contact surface. 

 
In a process for producing a pepsin-resistant protein, the improvement wherein host cells that 
express the pepR gene are cultivated. 

 
Swiss style claims 
 
These claims are directed to the "use of known substance X for the manufacture of a medicament for a 
new therapeutic application Y". 
 
This type of claim was first recognized as being acceptable by the Swiss Federal Intellectual Property 
Office, and as a result they are commonly known in Europe as "Swiss style" or "Swiss format" claims. 
 
Omnibus claims 
 
An omnibus claim, wherein “omnibus” means “for all”, i.e. “a claim for all that is disclosed”, is not an 
allowable type of claim. It is of the form: 
 
An apparatus for .... as shown and described in the description.; or  
 
An apparatus for .... as illustrated in the drawings. 
 
The non-allowability of omnibus claims was decided in Winthrop Chemical Co. v. Commissioner of Patents, 
[1937] Ex. C.R. 137, in which Angers J. stated: 
 

The Act does not permit a reference in a claim to the specification. The only reference in claims 
which the statute allows are those mentioned in subsection (3) of section 35, which reads as 
follows: 

 
A dependent claim may refer to one preceding claim only. The latter may itself be a 
dependent claim. 

 
The legislature having deemed it necessary to enact that a dependent claim may refer to a 
preceding claim, I think that it must be inferred that the legislature did not intend to allow a 
reference to the specification; otherwise it would have stipulated it. 

 
This type of claim was prevalent in applications of British origin before the advent of the European Patent 
Office, and it still occasionally appears today. These claims do not comply with  subsection 86(1) of the 
Patent Rules and the examiner must identify them as defective. 
 
Markush claims 
 
A  Markush claim is a generic claim in which all of the elements in a group are disclosed to possess at least 
one property in common which is mainly responsible for their function in the claimed relationship.  
 
A Markush group is identified by the form of “an [alternative] selected from the group consisting of [a1, a2, 
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a3, …, an-1], and [an]”. In the case where the requirements for a Markush group are not met in a claim, a 
defect under subsection 27(4) of the Patent Act is identified.  
 
By using the Markush format, it is asserted that all of the specified elements of the group will produce the 
desired result. Therefore, if one element of the group lacks utility, the whole claim fails.  
 
Markush terminology may be used in claims in any of the statutory categories of invention, wherever 
several alternative types of material are involved. 
 
In an ordinary claim, the presence of more elements usually means that the claim  is more restricted, or 
narrower. However, in a Markush claim, more elements means more choice, resulting in a broader scope. 
 
It is enough to find in the prior art one of the elements of a Markush group to find the whole group 
defective for being anticipated. 
  
If it is not clear from their very nature or from the prior art that all of the members of a Markush grouping 
possess the common property responsible for their function in the claimed relationship, a defect is identified 
on the grounds that the claim is ambiguous (subsection 27(4) of the Patent Act).  
 
Examples of proper Markush claims: 

 
(1) A solvent selected from the group consisting of alcohol, ether and acetone. 
 
(2) A strip of a conductive metal selected from the group consisting of copper, silver and 
aluminum. 

 
(3) A means for attaching a wall panel to a framework wherein the attaching means is selected 
from the group consisting of nails, rivets and screws.  
 

Examples of improper Markush claims, which do not comply with subsection 27(4) of the Patent Act: 
 

(1) A reducing agent selected from the group consisting of sulfur, coal and charcoal. 
 
Sulfur, being an element does not have any common characteristics with the other components of the 
group, which are carbon compounds.  
 

(2) A relustering agent for cellulose acetate filaments selected from the group consisting of neutral 
salts and cane sugar. 

 
Salts and cane sugars are so dissimilar and non-related chemically or physically, they cannot be part of a 
genus to form a Markush claim. 
 

(3) An element selected from the group consisting of manganese, tungsten, zinc, cadmium or 
molybdenum. 
 

The term “or” instead of the term “and” between the last two elements of the genus renders this an 
improper Markush claim because it is not clear whether the last element is part of the group or represents 
an alternative to the group. 
  

(4) A solvent selected from the group comprising alcohol, ether and acetone. 
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The use of open ended expressions such as “comprising” renders the claim indefinite as it is implied that 
more elements could be added to the group, which is not possible with a Markush format.  
 
Functional claims/Means claims 
 
The term "functional" as applied to patent claims has several meanings, including: 
 

a) one or more elements of a claim is expressed in terms of a desired result, i.e. the invention is 
defined in terms of what it does rather than what it is. The monopoly includes any elements that 
will achieve this desired result. 
 
eg. “fastening means”, “braking means” 

 
In chemical claims, the term “means” is not always present, but is sometimes implied. 
 

b) a claim for a new combination containing one or more "means-plus-function" clauses, so that at 
least part of the invention is defined as a means or mechanism for performing an act, instead of 
reciting the element that performs the action. 

 
The following claim was found acceptable in Lightening Fastener v Colonial Fastener (51 R.P.C. 
349): 
 
A machine for making fasteners having means for feeding a tape step by step,  
means for feeding fastener members into position to be compressed on to said tape, and 
means for compressing the fastener members thereon. 

 
c) a claim containing a "whereby"' clause, in which, after the claimed elements are set out, the 

result flowing from the use of these elements is defined. The “whereby” clause includes functional 
language as a means of enhancing communication, but it cannot add structural property to a 
claim. It merely recites an objective. 

 
eg. “... whereby the fluid passes from the first tank to the second tank.” 

 
d) a claim with a preamble or environmental clause, such as "For use in".  

 
eg. “For use in a washing machine...” 
 

Each of these types of functional claims is permissible per se. It is not necessary that the applicant avoid the 
prior art by "inventive structure", for it may avoid the prior art with a new combination of interrelated 
means, with a means, or functional interaction of means, being the only difference with the prior art. 
 
Since functional claims are generally broader than claims reciting structural elements, the examiner must 
be certain that the claims are neither ambiguous nor unduly broad. The question of whether a claim is 
broader than the invention involves a judgment as to the solution to the problem made by the invention, 
and whether the monopoly claimed goes beyond that solution. As to the question of ambiguity, the skilled 
worker must be able to determine easily whether what it proposes to do falls within the ambit of the 
monopoly. Finally, if the applicant generalizes from the preferred embodiments, it must be in an area in 
which the applicability of the invention is predictable, and it must be obvious to one skilled in the art that 
the element can be generalized. If a claim limited to useful embodiments attempts to leave more than 
routine work to the reader, then it will be too broad. 
 
While a patentee may be entitled to protection for all modes particularly adapted for carrying out the 
means, it is not sufficient to merely restate a problem or desired result without any qualification of the new 
idea or principle given effect to by the means. A claim comprising only a single statement of means is, in 
essence, no more than a claim to the principle itself, and is therefore unpatentable. If a claim is composed 
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of a single statement of means, it is identified as defective for being indefinite under subsection 27(4) of the 
Patent Act. Furthermore, a single means statement usually defines the subject-matter in terms of the 
desired result rather than to the combination developed and illustrated to achieve that result, and the 
claim may therefore be found non-compliant with section 84 of the Patent Rules as well (see 4.2.9 
“Support”). 
 
Examples of this type of unacceptable claim are as follow: 
 

Means to measure the depth of water by reflection of electromagnetic waves. 
 
Instrument for an aeroplane comprising means for automatically indicating the speed of an 
aeroplane relative to the earth. 

 
If one invents some new means, they must be defined specifically, because the invention resides in that 
means. 
 
If one invents a new combination, the elements may be defined in terms of means, because the invention 
resides in the combination itself, and not in the particular means. 
 
Provisos 
 
Provisos are clauses which can be added to a claim to exclude certain subject-matter. They are often 
used to overcome prior art or inoperative subject-matter. The effect of a proviso should be carefully 
considered; excluding one technical alternative from a family of known equivalents in order to avoid prior 
art may not result in a novel and inventive claim. If the proviso is excluding an inoperative embodiment, the 
remaining matter must be soundly predicted to be operative (see Chapter 4.6). 
 
Examples: 
 

An aliphatic polyol, provided said polyol is not a polyethertriol. 
 

Use of X to treat cancer, wherein said cancer is not selected from breast and prostate cancer.  
 
Use claims 
 
These claim types fall under the statutory category of “art”. Claims directed to a method of use or to a use 
are patentable per se . The following must be considered: 
 
Known use of a new product 
 
When a claim to an article of manufacture, product, compound or composition has been found allowable 
in an application, then a claim to the use of that article of manufacture, product, compound or 
composition is allowable in the same application.  When a claim to an article of manufacture, product, 
compound or composition has been found allowable in one application, then claims in a different 
application of the same applicant to a use of that article of manufacture, product, compound  or 
composition or methods of using that article of manufacture, product, compound  or composition which 
are obvious from the utility disclosed in the allowable application,  are not permitted. In such a case, a 
defect should be identified for obviousness type double-patenting (See MOPOP Chapter 14). 
 
New use of a known product 
 
When an invention is directed to a novel and unobvious use of a known article of manufacture, product, 
compound or composition, claims to this new and unobvious use of the known product are accepted. 
 
Examples: 
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  The use of compound X as an herbicide. (acceptable)  
  The use of compound X for inhibiting enzyme Y. (acceptable) 
  The use of a compound according to formula I as an imaging agent. (acceptable) 
 
Claims to the known article of manufacture, product, compound or composition with the further recitation 
of a novel use are generally accepted. Such claims are construed as use claims and not articles of 
manufacture / compositions of matter.  
 
Examples:  
 
 Compound X for use as an herbicide. (acceptable) 
 Compound X for inhibiting enzyme Y.  (acceptable) 
 An imaging agent comprising the chemical formula I. (acceptable) 
 
When an article of manufacture, product, compound or composition is in the public domain, claims 
directed to the obvious use of this compound should be identified as defective under subsection 28.3 of 
the Patent Act.   
 
Use claims incorporating method steps are acceptable as long as the use has been clearly identified and 
the steps do not define or encompass a method of medical treatment (see Chapter 4.14).  If the use claim 
is complete and understandable without the method steps, then the claim as a whole is acceptable.  The 
method steps merely provide a restriction to the previously recited use. 
 
Examples of acceptable and not acceptable formats of use claims: 
 
Use of compound X as an herbicide. (acceptable) 
 
Use of compound X as an herbicide wherein an effective amount of the compound X is incorporated into 
the locus to be treated. (acceptable) 
 
Use of compound Y as an antiarrhythmic agent wherein an effective amount of the compound Y is 
administered to a patient. (not acceptable). 
 
The addition of the "wherein" clause makes the use claim a method of medical treatment. For further 
guidance on use claims in the medical fields, refer to   Chapter 17 of MOPOP.  
 
Method and Process claims 
 
A method is one or more steps or acts to be followed, either alone or in conjunction within a process, in 
order to achieve a desired result. The order of the steps must be recited, and the steps should be drafted 
using the active verb, i.e. “heating the mixture”, rather than “the mixture is heated”. 
 
When a claim to an article of manufacture, product, compound or composition of matter has been found 
acceptable in an application, then a claim to a method of use of that article of manufacture, product, 
compound or composition of matter is generally acceptable in the same application.   
 
When a device or machine is only a new instrument for carrying out an old method, only the device or 
machine can be patented. Since the utility of a device or machine is obvious from the description of the 
device or machine, the patentability of a method using such device or machine is determined by the state 
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of the art for said method at the filing date. 
 
Guidelines for method claims 
 

(a) Method claims directed to medicinal use are non-compliant with section 2 of the Patent Act in 
view of Tennessee Eastman v. Commissioner of Patents (1970) 62 C.P.R. 117; (1974) S.C.R. 111. 

 
Example: 
  

A method of treating the symptoms of cognitive decline in a patient comprising 
administering to a patient an effective amount of compound X wherein said compound is used 
as a cholinergetic agent. (not acceptable) 

 
(b) Method claims directed to the treatment or prevention of diseases in humans or animals are not 

acceptable. Method claims directed to an industrial use are acceptable, 
 

Example: 
 
A method for enhancing the dressed carcass weight of meat producing animals by 
increasing lean meat deposition and improving the lean meat to fat ratio comprising 
administering to said animals before slaughter, either orally or parenterally, an effective 
amount of a compound X. (acceptable) 

 
(c) Other types of method claims directed to an industrial use are acceptable but must include 

manipulative steps, in order to distinguish method claims from use claims. 
 

Example: 
 
A method of using compound X as an intermediate to prepare compound Y wherein 

compound X is reduced by hydroboration or catalytic hydrogenation. (acceptable) 
 

(d) Method claims incorporating a use are also acceptable as long as they include a manipulative 
step. 

 
Example: 

 
A method of controlling agriculture bacteria which comprises incorporating into the locus 

to be treated an effective amount of compound X wherein said compound is used as a bacterial 
agent. (acceptable) 

 
 
A process includes two things: (1) a method, and (2) the substances to which the method is applied. 
Therefore, a process may be new even though the method per se is old. 
 
A claim to a process that consists in applying a known method to chemically react known substances may 
be patentable, providing the method has never before been applied to these substances and results in 
new, useful and unobvious products. (Ciba Ltd. v. Commissioner of Patents 27 C.P.R. 82; 30 C.P.R. 135). 
 
A new process involving new procedural steps is patentable if it is directed to subject-matter which may be 
patented and produces unobvious or unexpected results of a useful nature.  
 
When a claim to a substance (or apparatus) has been found allowable to an applicant in one application, 
he may not claim the method of using the substance in another application if the method of use is obvious 
from the utility disclosed for the substance, and the patentability of the substance was based on that utility. 
Similarly if a substance has been patented previously, or is in the public domain, method of use claims 
directed to the obvious use of the substance should be refused; but if the method of use is new and 
unobvious, it may be allowable. 
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Single step method (or process) claims 
 
Example: 

 
A single step process for converting the molybdenum values of ore material containing sulfides of 
molybdenum to water soluble molybdate which comprises reacting a mixture of said material and 
at least stoichiometric amounts based on the amount of said sulfides of molybdenum of an alkali 
metal nitrate and an alkali metal carbonate. (acceptable) 

 
Such a single-step process claim is to be distinguished from a claim which merely calls for "a step for" 
performing a stated function. In the single-step process claim above: 
 

1) the details of the single step are fully defined, and 
 

2) the context at which the single step is to be performed is indicated in the preamble. 
 
However, a claim which merely calls for the step of reacting necessarily will encompass all possible modes 
of arriving at the desired result and is not acceptable. 
 
Chemical product claims 
 
The term “product” typically refers to chemical products. Mechanical entities are known as articles (of 
manufacture). Chemical products comprise compounds and compositions. 
 
A compound can be defined as a pure, macroscopically homogeneous substance consisting of atoms or 
ions of two or more different chemical elements in definite proportions, wherein the elements are bonded 
together chemically such that they cannot be separated by physical means. A compound usually has 
properties unlike those of its constituent elements. 
 
By definition, a composition comprises more than one component. Therefore, a composition claim must 
define at least two components. 
 
In product claims, the product may be defined in three ways: 
 

(1) by structure.  In the chemical field this includes empirical formulae, structural formulae and 
chemically acceptable names; 

(2) in terms of the process by which it is made. These are known as product-by-process claims; and 
(3) in terms of physical or chemical properties. These types of claims have sometimes been referred 

to as “fingerprint” claims. 
 
The scope defined by the claims must be as precise as the invention allows. The most explicit and definite 
form of claims for a product defines the product by structure. Since, under subsection 27(4) of the Patent 
Act, the applicant is required to distinguish any new product from all other products by claiming it distinctly 
and explicitly, the structure, if known, should be given in the claim. 
 
When the structure of a new product is unknown, the applicant may, in the claims, define the product in 
terms of the process used to manufacture it (see the section on Product-by-process claims). 
 
In exceptional circumstances, when the invention cannot be adequately defined in any other way, a 
product may be claimed mainly in terms of its physical or chemical properties, e.g. melting point, specific 
weight, providing that the properties can be easily determined following the directions given in the 
description or procedures known in the art. 
 
Because the product must be claimed in the most distinct and explicit manner possible, the applicant may 
not present a group of claims which define the product in one manner and a separate group of claims 
which define the product in another manner. However, a single claim, which is a combination of two or all 
three of the ways discussed above, may be acceptable, provided there is no ambiguity resulting from such 
a claim. The overriding consideration is whether, in so claiming, the applicant distinguishes the product 
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from all others. 
 
Combination Claims 
 
A combination in patent terminology is a union of two or more elements or process steps cooperating to 
produce a unitary practical result or effect which is not the sum of the known characteristics of the parts or 
the obvious result to be expected from their known characteristics. (see Chapter 4.08) 
 
A patentable combination is one in which the elements or steps: 
 

1. co-operate in an unexpected manner; or 
 

2. co-operate in a known way to give an unobvious result or effect. 
 
The combination may be one for the production of a new result, or for an old result in a more convenient, 
cheaper, or more useful way. 
 
A sub-combination is part of a combination. It may be a single element, compound or step of the 
combination or may, itself, be a combination. A proper sub-combination must not have any additional 
features not contained in the whole combination. 
 
An exhaustive combination is not patentable, as it exceeds the scope of the invention by going further 
than the protection to which the inventor is entitled. Generally an inventor is entitled to claim its invention, 
be it apparatus, product or method, and its immediate and cooperating environment. For example, the 
Patent Office would permit claims to a new accelerator pump and the carburetor containing it. Or claims 
to a new type of radio tube grid may be permitted with claims to the tube containing the grid. But claims 
to a new pump in a carburetor which is attached to an engine, or claims to a radio receiver 
accommodating a tube having a new grid would be rejected unless the overall combination produced 
new and unexpected results, amounting to further invention. 
 
Kit claims 
 
Claims directed to kits of interrelated parts or kits of ingredients may, under certain circumstances, be 
proper subject-matter for a patent. 
 
In order to be considered as a true combination rather than a mere aggregation of known parts, there 
must be present a potential working interrelationship between said parts. The parts of the kit must be 
defined such that they are capable of assembly to form a new structure or used to achieve a particular 
result embodying the inventive concept. 
 
Kits would be considered allowable where there is inventive novelty in the manner in which the kit is 
constructed. In the matter of Organon Laboratories Ltd.'s Application (1970 R.P.C. 574) it was concluded 
that there might be invention in placing pills (where the ingredients were old) upon a card in a particular 
order, since that  particular, and new order, was suitable for a newly discovered method of treatment, 
even though it was already known to arrange other packs or cards to make it easier for the public taking 
treatment to select the appropriate pill at the appropriate time. The rationale for allowance was that a 
particular order was necessary to permit the pills to be used for a newly discovered method of treatment. 
 
Claims directed to kits are also permissible when the invention would normally be marketed in the 
disassembled form, or the disassembled form is the only way in which it could be marketed, and the 
contents of the kit had not been assembled before (for other purposes) e.g. construction sets. 
 
There must be both ingenuity and novelty in what has been done. Strictly speaking, a set of golf clubs is not 
considered as a patentable kit. However, if a golf club is new and inventive and could be claimed as such, 
but the applicant chooses to claim the club as part of a set, so that the claim is more restrictive than if it 
contained only the single club, then the claim is not defective. 
 
Apparatus claims 
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This type of claim falls under the statutory category of “machine”. 
 
The term “apparatus” is used generically to denote a machine, device or electrical circuit, all of which 
have cooperating parts which accomplish some useful result, usually some act or operation on an article or 
workpiece. 
 
Example: 

 
An apparatus for catching wild animals, which comprises:  
 
a support; 
a spring mechanism attached to said support; 
a triggering device connected to said spring mechanism; and  
a striking element actuated by said spring mechanism. 
 

The elements of apparatus claims are the main structural parts. The workpiece should be recited in the 
preamble of the claim, and not made an element of the claimed combination. 
 
Example: 

 
An apparatus for cutting trees, comprising, in combination:  
 
a frame on which the trees are placed, 
a cutting mechanism, 
. . . 

 
For each element of an apparatus claim, the following must be known: 
 

a) name, 
 

b) constituent parts, 
 

c) how each element and its parts cooperatively associate with the other elements to 
accomplish the desired results. 

 
Consequently, for each element of an apparatus claim, it must be determined (except when it is implied): 
 

a) What is it? 
 

b) Where is it? 
 

c) What does it do? 
 

d) How does it do what it does? 
 
It is very important to indicate the cooperation between each element of the claim and at least another 
element of the combination which forms the claim. 
 
If no such cooperation is stated, the claim is usually found defective for being drawn "to a mere catalogue 
of parts". 
 
The number of elements should be stated where this number is important to the claim.  
 
Examples: 
 A pair of arms (two) 
 

Three springs 
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A plurality of rods (two or more) 

 
A multiplicity (a large number) of perforations in a sieve  
 
At least five fingers (five or more) 
 

The minimum number of elements necessary for the combination to function properly should be recited. 
 
An apparatus claim, in the form of a combination claim which consists exclusively of a series of means-plus-
functions statements, is usually considered to be nothing more than a "disguised" method claim. If the 
method itself is not patentable, this type of apparatus claim is also not patentable. 
 
Apparatus claims must be structurally distinguishable from the prior art, and therefore cannot rely on a 
reference to a new and useful process for patentability. 
 
Articles of manufacture and device claims 
 
Articles of manufacture and devices may be claimed either in terms of their structure, or in terms of their 
function. 
 
Claims to an article of manufacture must distinguish it from the prior art in structure. Structure includes the 
various features used together and the relationships there-between. 
 
A device which is not patentable cannot be made the subject of a good apparatus claim merely by 
pointing out that, if it is used in a particular way, it will produce novel and useful results. However, if there is 
any difference in physical characteristics between the device and those in the prior art, the claim may be 
acceptable. 
 
Product-by-process claims 
 
 It is possible to claim a product by the process to make it, instead of defining the product by its own 
characteristics. This type of claim is more frequent in the chemical or biochemical art, when a well-defined 
and reproducible process creates a mixture of compounds that is not well defined, but that is always the 
same, such as a length distribution of a polymer mixture. But this type of claims is also found in other art, 
such as mechanical engineering, when the product is an article of manufacture rather than a composition 
of matter. 
 
The general format for a product-by-process claim is as follows: 
 

(An article of manufacture / a composition of matter) prepared by a process 
(comprising/consisting of) the steps of:  
 
Step A; Step B; and Step C. 

 
When the structure of a product is unknown, and the product cannot adequately be defined in terms of 
composition, structure, properties or characteristics, a product-by-process claim is acceptable, provided 
that it defines the product explicitly and distinguishes it from all other products. These claims are in 
particular relevant for products that cannot be defined in terms of their structure or composition (e.g. 
biological products). The process limitations may be included within the claim itself, or the whole claim may 
be made dependent upon another claim directed to the process. 
 
A product made by heating A with B, or A product made by the process of claim (1) 
 
Example: 
 
Chemical process (at least one step): 
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Claim 1. A process for treating the surface of a polyethylene article to increase its receptivity to printing ink, 
which comprises: exposing the surface of the polyethylene article to a saturated solution of sodium 
dichromate in concentrated sulfuric acid. 
 
Product-by-process claim: 
 
Claim 2. A polyethylene article having a surface treated with the process of claim 1. 
 
The use of past participial adjectives, such as welded, bent, molded or coated, is not construed as 
changing a product claim into a product-by-process claim. 
 
A product-by-process claim must be directed to the final product of the process claim upon which the 
product claim is made dependent.  
 
When construing these claims, the examiner must consider all the features and characteristics produced by 
the defined process. If the steps of the process provide some special properties or added features, the 
product claimed must be construed as having these properties and features. Only the properties and 
features added by the defined process are to be construed in the product. For example, if a product is 
produced through extrusion, and a special characteristic of the product is obtained with a specific shape 
of the extrusion opening, the product is not construed as having the special characteristic if the specific 
shape is not defined in the process. 
 
When defects are identified in product-by-process claims, agents and applicants often cite MOPOP 
11.08.01 which indicates that these claims are permitted. "Permitted" does not always equate to 
"patentable", as these claims need to meet all the patentability requirements (novelty, ingenuity, utility, 
clarity…) on their own. Even if a process is new and inventive, the corresponding product-by-process claim 
is not automatically patentable. The product must be patentable by itself (new, inventive and useful) to be 
claimed, i.e. a product-by-process claim is not read as being restricted to such product only when it is 
made by the new process. Such a claim lacks novelty if a prior art product, even if made by an 
undisclosed process, appears to be inherently the same as, or indistinguishable from, the claimed product. 
 
Anticipation: The product claimed must be new without regards to the process. As indicated in Hoffman-La 
Roche v. Commissioner of Patents, a new process does not make an old compound patentable. 
 
Example 1: the applicant invented a new and more efficient process, but the article produced is the same 
as that produced by an old process. The product-by-process claim is anticipated by the disclosure of the 
old process (because it also disclosed the product), which must be cited using section 28.2. 
 
Example 2: the process defined in the product-by-process claim is too vague, thus it would produce 
products that are new and inventive, but also some that are the same as the known ones. The claim thus 
encompasses known embodiments and should be found defective under section 28.2 and prior art. 
 
Example 3: a claim recites “a two-layer structured panel which is made by welding together an iron sub-
panel and a nickel sub-panel.” In this case, the process of “welding” would be considered by the examiner 
in determining the subject of the search and in assessing patentability over the prior art since the process of 
welding produces physical properties in the end product which are different from those produced by 
processes other than welding; that is, the product can only be defined by the process step. Novelty of the 
claim is not brought into question unless an identical two-layer structural panel made by means of welding 
is discovered in the prior art. 
 
Indefiniteness: Each claim must be sufficiently clear and complete to allow the person skilled in the art to 
determine what its boundaries are. The claim may be unclear, thus warranting the identification of a 
subsection 27(4) defect. In other cases where the claim may be missing the critical process step to make 
the product patentable, section 84 of the Rules may be used initially, and, ultimately, the claim may, 
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depending on the facts of the claim, lack utility. In general, if the structure and characteristics of the 
product itself are not clear and explicit having regard to the product-by-process claim and the process 
claim(s) to which it refers, then the product-by-process claim is probably indefinite. 
 
Also note that a process such as a screening or selection process which screens/selects for compounds 
with desired properties typically cannot serve to define a product claimed solely by the 
screening/selection process. Such a claim would be equivalent to claiming a compound solely defined in 
terms of its desired properties (the desired result) rather than the features of the product which give it those 
desired properties. 
 
In most cases, given the options, in a report it is more efficient to identify a product-by-process claim as 
lacking novelty instead of another irregularity. Citing prior art makes the counter-argument more difficult 
than for an irregularity based on clarity and sufficiency. Anticipation requires finding prior art for the 
product, but often the relevant document can be found in the background section of the description. 
 
In summary, one must not forget that a product-by-process claim is still a product claim, being an article of 
manufacture or a composition of matter. To be a patentable product, the product itself must be new, 
inventive and useful and the process relied on must be sufficiently defined such that only that product is 
reproducibly produced. Where the defined process is so broad that it encompasses the production of 
other products, these products may be known or obvious thus making the product-by-process claim 
anticipated or obvious. 
 
 

 Examining the Claims for Important Defects 4.3.8
 
In examining an application, the examiner should thoroughly review the claims, having regard to the 
following, which are considered to be important grounds for the identification of defects: 
  

1. the invention as claimed and described lacks statutory subject-matter (Chapter 4.05); 
 
2. the invention as claimed and described lacks utility (Chapter 4.06); 
 
3. the claimed invention lacks novelty in view of the prior art (Chapter 4.07); 
 
4. the claimed invention lacks inventiveness over the prior art (Chapter 4.08); 
 
5. the claimed invention has already been patented by the applicant – double-patenting 

(Chapter 4.08); 
 
6. the invention as claimed and described is an aggregation of known parts (Chapter 4.08); 
 
7. the claimed invention is broader than the invention made and described (support); 
 
8. the claims are ambiguous;  
 
9. the claims contain feature(s) not disclosed in the description; and 
 
10. the claims are directed to a plurality of inventions (Chapter 4.04) 

 
We will now expand on the identification of claim defects regarding points 7, 8 and 9 above, as well as 
formality defects. The other above mentioned grounds are covered in their respective chapters. 
 
 

 Support 4.3.9
 
A claim must be fully supported by the description as required by section 84 of the Patent Rules.  All the 
characteristics of the embodiment of the invention which are set forth in the claim must be fully set forth in 
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the description. However, since the claims included in the application at the time of filing are part of the 
specification as originally filed (see definition of specification in section 2 of the Patent Rules), any matter in 
the originally filed claims that was not included in the description as filed may be added to the description.  
 
A claim is identified as defective for lack of support in the description if the terms used in the claim are not 
used in the description and cannot be clearly inferred from the description.  Terms used in the claims and in 
the description must be used in the same sense. 
 
Although an applicant is allowed to claim a generalization of the preferred embodiments as disclosed in 
the specification as filed, the claim must not cover more than the inventor's fair reward, having regard to 
his solution to the identified problem, and hence be too broad on this basis.  
 
Further, the broadest claims must recite all of the essential elements/features that are determined by 
purposive construction (see Chapter 4.01) to be required to carry the invention into effect.  
 
 

 Clarity 4.3.10
 
Subsection 27(4) of the Patent Act reads: 
 

The specification must end with a claim or claims defining distinctly and in explicit terms the 
subject-matter of the invention for which an exclusive privilege or property is claimed.  

 
The expressions “distinctly” and “in explicit terms” emphasize the requirement of clarity of language in 
defining the ambit of the monopoly sought by the inventor. 

 
Distinctly 
 
In this context, the term “distinctly” means that the claims must clearly indicate what is inside, and what is 
outside, the fence that they define. There must be no doubts as to the protection sought by the applicant. 
 
In Explicit Terms 
 
The requirement that a claim must be in explicit terms means that it should be complete, clear and 
specific, so that one would not have to conduct extensive research to determine its scope and meaning. A 
claim must be free from avoidable ambiguity or obscurity. 
 
Each claim must define clearly, definitely and in a single sentence the subject-matter for which protection 
is sought. No speculation should be necessary to determine what is covered by the claim. A claim should 
not define certain parts of the desired monopoly while leaving uncertain what the other parts are. When 
an invention is difficult to explain due allowance must be made for difficulties of language, but involved 
language should not be permitted when simple language can be used. The wording should not be so 
flexible as to be open to both narrow and broad interpretations. 
 
A claim is usually considered to be ambiguous if a person skilled in the art cannot determine easily, with 
only simple experiments, whether what he proposes to do comes within the boundaries of the monopoly 
claimed. 
 
Claims with obscure or ambiguous terminology must be found defective under subsection 27(4) of the 
Patent Act when such lack of clarity is avoidable through the use of simpler and more accurate language. 
On rare occasions, when the invention is unusually complex and difficult or impossible to claim except 
through the use of inexplicit terms, such terms may be permitted, providing the exact scope of the 
invention claimed can readily be determined from the description, i.e., the description must provide clear, 
precise and consistent definition for each of the inexplicit terms used. 
 
General consideration of ambiguous terms in claims 
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Any term which is unclear or ambiguous cannot be permitted in a claim if the term is either essential to the 
invention or necessary to distinguish the invention from the prior art. However, an ambiguous term that is 
non-essential would not be considered fatal to the validity of a claim, and therefore a defect need not be 
identified. 
 
Missing antecedents (known as “Lack of Antecedent”) 
 
The first time an element, part, or step is mentioned in a claim, the indefinite article "a" or "an" should be 
used. When an element is referred to in definite terms without having been introduced previously, the claim 
should be found defective under subsection 27(4) of the Patent Act. An example is, "A device for cracking 
nuts consisting of a cup shaped base and a striker element, said lever tripping the hammer at timed 
intervals". In this claim there are no proper antecedents for "said lever" and "the hammer". To what lever is 
the claim referring? To what hammer? 
 
The word "said" is used by many practitioners rather than "the". The term "the said", although redundant, is 
generally not considered a defect. 
 
Double inclusion 
 
In a sense, this is the opposite problem to a missing antecedent: one element is included in the claim twice 
under two different names, or it is introduced more than once by the indefinite article “a” or “an”. After an 
element has been introduced, the use of the definite article "the" (or "said") is required in subsequent 
references to that element, in order to avoid a double inclusion of the same element in the claim 
language. Otherwise, it is unclear whether the applicant intended to set forth another separate element, 
and mistakenly used the same, or very similar, name, or whether it is the same element originally defined. 
 
Notwithstanding the above, the appearance of a preamble of a dependent claim beginning with an 
indefinite article, such as “A device as claimed in claim 1...” is not objectionable for double inclusion. 
 
Ambiguous expressions/Indefinite terms 
 
When examining an application, certain expressions raising uncertainty in a claim are always defects 
(examples are “such as”, “or the like”, “for example”, “e.g”, “of the character described”, “as herein 
described”, “especially”, “in particular”, “more or less”, “preferably”).  Expressions containing a 
combination of indefinite terms, for example, “at least about” or “about at least” are inherently ambiguous, 
especially when used in a range, and are considered defects (EB 2011-T9-J).   These defects should be 
always identified as non-compliances with subsection 27(4) of the Patent Act.   
 
Other expressions potentially raising uncertainty may be defects (examples are “a major part”, “about”, 
“an active ingredient”, “at least”, “including”, “approximately”, “and/or”, “i.e”, “if desired”, “optionally”, 
“when required”, “not being”, “not requiring”, “substantially”, “generally”, “essentially”, “containing as an 
active ingredient” and “therapeutically effective amount”).  These terms/expressions should be construed 
with a mind willing to understand.  Notwithstanding the above, expressions should generally be accorded 
their associated meanings within the arts in which they relate.  In all situations where there is doubt, MOPOP 
Chapter 11.03.02 should be consulted. 
 
The following are some of the most commonly used ambiguous expressions that may be encountered in 
claims. Claims containing these expressions must be identified as defective under subsection 27(4) of the 
Patent Act: 
 

a) "such as", "or the like", "for example", “e.g.”; 
b) “more or less”, 
c) “at least about”, “about at least”, 
d) "preferably", “particularly”, “in particular”, “especially”; and 
e) "of the character described”, "as herein described". 
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The following are expressions which, in certain circumstances, may be considered indefinite and cause a 
claim to be non-compliant with subsection 27(4) of the Patent Act. If the expression is deemed clear, no 
defect is identified: 
 

i. "containing as an active ingredient"; 
ii. "a major part"; 
iii. “about”; 
iv. “i.e”; 
v. “including”; 
vi. relative terms such as “thin”, “strong”, “small”, “high”; 
vii. “if desired”, “when required”, “optionally”; 
viii. "approximately"; 
ix. "at least", "at least one of"; 
x. "and/or"; 
xi. "an effective amount", "a sufficient amount", "a synergistic amount", “a therapeutically effective 

amount”; 
xii. "not being...", "not having...", "not requiring..."; and 
xiii. “substantially”, “generally”, “essentially”. 

 
Some of these terms have been considered in more depth below. 
 
i) "containing as an active ingredient" 

 
This expression may be indefinite because "an" implies the presence of other unspecified active 
ingredients in addition to the one fully defined in the claim. 

 
This expression may be acceptable in a claim if "an" is changed to "the" and the other ingredients 
of the composition are specified.  

 
ii) "a major part" 
 
This is an acceptable expression in a claim if it is used in relation to one part of a two- part system 
where it is clear that it means more than 50% of the whole.  However, when it refers to one part in a 
system consisting of three or more parts, it is not clear if it means a greater percentage as any of 
the other components or more than 50% of the overall total. In the latter case, the claim is 
defective. 

 
iii) “about” 

 
The mere presence of the term "about" in a claim does not automatically render the claim 
defective. Whether the term “about” introduces ambiguity in a claim must be determined on a 
case-by-case basis. Reference to the description should be made in order to determine whether a 
special meaning was given to the term. If the description has not provided a special meaning, the 
knowledge of the person skilled in the art as to what meaning should be given to the term “about” 
in that field must be considered. In many cases, the person skilled in the art would understand its 
significance. For example, it could be the significant digit of a number, or ±10%. 

 
Another consideration is whether the term “about” is used at the point of invention, or if it makes a 
difference with regard to the applicability of prior art, in which case its presence should trigger the 
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identification of a defect under subsection 27(4) of the Patent Act. 
 

Some expressions containing the term “about” are inherently ambiguous, such as "about at least" 
or "at least about". These expressions attempt to set distinct lower limits by the use of “at least”, 
whereas the inclusion of the term “about” attempts to set indefinite values.  

 
Combining "about" with a range (about 2.4 to about 5.6) is not inherently ambiguous. On the other 
hand, the expression "about 2.4 to 5.6" without further indication will likely be ambiguous, as it is 
unclear if the term "about" applies only to the lower limit or to the whole range. 

 
The use of "about" with small integers is often a source of ambiguity. For example, the range of 
"about 2" appears to encompass a large portion of the number itself, whereas "about 2.0" has a 
more sensible meaning. Similarly, "about" used with an integer that is required to be whole, such as 
the number of atoms in a portion of a molecule, is also likely to be ambiguous. The description 
could nevertheless provide enough information to make these examples acceptable. 

 
iv) “i.e.” 
 
When used correctly, the term “i.e.” which means “that is” is acceptable. However, if its presence creates 
ambiguity, a defect should be identified. 
 
vi) unreferenced comparisons (relative terms) 
 
An unreferenced comparison occurs when adjectives such as "thick", "heavy", "small", “strong”, “wide” etc., 
are used in a claim wherein no basis for the use thereof is set forth, i.e. thicker, heavier, smaller than what?. 
The applicant should be requisitioned to provide a basis for comparison, such as "said second member 
being thicker than said first member". An unreferenced comparison is considered a defect because its use 
may render a claim indefinite. 
 
Nevertheless, expressions should generally be accorded their associated meanings within the arts in which 
they relate.  For example, “thin” in “thin film chromatography” or “strong” in “strong magnetic field” or 
“strong promoter” would be acceptable in certain arts. 
 
Many words, such as resilient, flexible, etc., while strictly speaking are unbased, are usually accepted 
without question. 
 
xi) “a therapeutically effective amount” 
 
The functional phrase “therapeutically effective amount” should only be permitted in a composition of 
matter claim when the utility of the composition of matter is indicated in the claim and provided that the 
actual amount taught and prescribed in the disclosure is not an important aspect of the invention. 
 
Ranges 
 
The following defects can arise in the use of ranges in a claim: 
 
0% to X% of a constituent 
 
A claim must include all of the essential features of an invention and define an operative arrangement. 
Thus a range comprising 0% must not be permitted if the element is essential to the invention, or if the claim 
would encompass an inoperative composition of matter for the purpose taught. 
 
A lower limit of 0% means that the ingredient may or may not be present. If that ingredient is an essential 
feature/element, it must be recited clearly in the claim and it cannot be absent (0%). Furthermore, in the 
case of a composition, a claim must define a minimum of two ingredients. If two ingredients are recited, 
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but one of them is defined with a lower range of 0%, then only one ingredient is properly defined by the 
claim and the claim is defective. 
 
Components do not add up to 100% 
 
In a composition claim comprising ranges (by weight, by volume, etc.), the sum of the lower and/or upper 
bounds of the ranges for the components must be able to be combined to reach 100%. 
 
For example: 
  
A composition consisting of 10-50% of A and 50-90% of B is acceptable because if A is 10% (lower limit), 
then B will be 90% (upper limit) and the sum of the lower and upper limit equals 100%. 
 
A composition consisting of 10-50% of A and 20-70% of B is unclear because if A is 10% (lower limit), then B 
can be at most 70% (upper limit) and the sum of the lower and upper limit does not equal 100%, it equals 
80%, which leaves the reader in doubt as to what the missing 20% consists of. 
 
A composition comprising  10-50% of A and 20-70% of B is clear because even if A is 10% (lower limit) and B 
is at most 70% (upper limit), which equals 80%, the missing 20% can consist of ingredients inherent or of 
common general knowledge in the field because the composition is defined with the open ended term 
“comprising”. 
 
Ranges not specifically disclosed 
 
When an application includes claims containing a specific limitation with respect to operating conditions, 
which limitation falls within a broader range disclosed, the narrow claim is not defective solely on the 
grounds that this narrower range is not specifically shown in the description, or that the description does not 
indicate the significance of the disclosed range. For example, an application may disclose a process 
carried out within certain temperature limits, e.g. between 1000°F and 1500°F. If some claims are directed 
to the process carried out between 1000°F and 1500°F and others to the process carried out at a 
temperature falling within a smaller range within the disclosed range, say between 1200°F and 1300°F, the 
claims are not considered defective.  However, should the broad claim fall in view of prior art, the narrower 
claim would also fall unless it can be shown that by restricting the process to the narrower range, a new 
and unobvious result is obtained, e.g. a selection claim.  
 
Negative limitations 
 
Claims containing negative expressions such as "not being...", "not having...", "not requiring...", “with the 
proviso that the .... is not...”, may be found defective under subsection 27(4) in that claims should set forth 
what the invention is or does, and not what it is not or does not. However, if there is no positive way to 
define the invention, negative limitations are acceptable, provided that the claim sets forth in a definite 
manner the boundaries of the protection sought. 
 
The term “comprising” 
 
For the purposes of examination, the term "comprising" should be considered open-ended. Although there 
may be cases where the term "comprising" is not completely open-ended, it must be clear from the 
description that this is the case (e.g. if the description as originally filed taught that "comprising" meant 
"including up to 20% of an additive", a prior art document with 35% of the additive would not fall within the 
definition).  
 
Reference to the Description or Drawings 
 
As a general rule, claims should not contain references to the description or drawings [subsection  86(1) of 
the Patent Rules]. The claims must not, in respect of the technical features of the invention, rely on 
references to the description or drawings except where absolutely necessary. In particular, they must not 
rely on references such as: "as disclosed in the description " or "as illustrated in Figure 3". The following are 
examples of exceptions: 
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(1) Claims which include reference numerals: 
 

Reference numerals used in the drawings are permissible in a claim provided they are in brackets 
or parenthesis (subsection 86(2) of the Patent Rules), and the claim is otherwise explicit and 
complete. However, if a claim is not complete without referring to the parts of the drawings 
identified by numerals in brackets, it is defective and it does not comply with subsection 27(4) of 
the Patent Act. 

 
(2) Claims which make reference to charts, tables and graphs: 
 

Tabulations in the form of charts or tables often appear in the descriptions or drawings of 
applications. In circumstances where the nature of the invention is very complex and it is 
practically impossible or extremely cumbersome to define the scientific relationship of the 
different factors in a precise and distinguishing manner, without making reference to other parts 
of the application, then reference to charts, graphs or tables may be permitted in the claims. 
However, if such a chart or table, for example, is brief and concise, the applicant may be 
required to enter it into the claims (subsection 86(1) of the Patent Rules). 

 
(3) Reference to particular unconventional disclosed tests: 
 

If a test can be accurately defined in a few lines, then it must be included in the claim and a 
mere reference to such a test as described should not be permitted. However, when such a test 
is complex and lengthy to describe, then the applicant may make reference to the test as 
therein defined rather than reproduce the test in the claim. 

 
(4) Reference to sequence listings and biological deposits: 
 

Reference may be made, within a claim, to sequence listing identifier numbers and biological 
deposit catalogue numbers (subsections 86(3) and (4) of the Patent Rules). These procedures are 
specified in detail in Chapter 17 of MOPOP (Biotechnology). 

 
Claim redundancy and undue proliferation of claims 
 
Some applications have a disproportionate number (undue multiplicity) of independent and/or 
dependent claims that can cause confusion as to the point of the invention and the essential features 
necessary to carry out the invention. In these cases, a defect is identified under section 84 of the Patent 
Rules for lack of clarity and conciseness.  
 
Mixed "elements" in claims 
 
A patent claim cannot rely on mixed elements, some of which are structural and the other of which are 
process steps. This is because it causes confusion in determining what is being claimed. It is possible, 
however, to have an element or step of one category of invention which requires limitation from another 
category of invention or from the three statutory categories of machine, article of manufacture and 
composition of matter. 
 
For example, a machine may require that one or more parts be of a particular composition, e.g., high 
carbon steel or an alloy. 
 
Trademarks in a Claim 
 
The use of trademarks in a claim may cause ambiguity. If a product in a claim is defined only by a 
trademark, it is difficult to define the scope of the claim as the composition or structure of the product is not 
fully defined. 
 
Examiners may indicate these types of defects under subsection 27(4) of the Patent Act. The applicant is 
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encouraged to substitute the trademark for the characteristics of the product defined. 
 
Further, if a claim contains a trademark that is not identified as such, a defect should be identified under 
section 76 of the Patent Rules. 
 
Other Causes of Ambiguity in the Claims 
 
There may also be ambiguity in the following circumstances: 
 

• where the terms used in the claims are not consistent with the description or common general 
knowledge; 

 
• where alternative expressions are used for elements that are not obvious equivalents; 

 
• where vague names are employed for parts or materials; 

 
• where reference is made to a standard which is not definitely fixed or determinable; or 

 
• where the relationship of the elements or steps claimed to each other and/or to old elements or 

steps by which the desired result is effected, is unclear. 
 
The above examples of ambiguity in claims are not intended to comprise an exhaustive list of all such 
defective claims. The general principle in examining claims with respect to ambiguity is to determine 
whether or not the claims are sufficiently clear to allow the skilled worker in the art to ascertain the scope of 
the protection afforded by the claim. 
 
 

 Formalities and Other Defects 4.3.11
 
Rule 68(1)(c) requires that the application documents, including the claims, be free from interlineations, 
cancellations or corrections. 
 
Rule 70 governs font size and line spacing. 
 
Rule 71 requires that an application be completely in English or French. 
 
Rule 72 requires that each section of an application start on a new page. 
 
Rule 73 requires that pages be numbered consecutively. 
 
Rule 74 states that the claims may not contain drawings, but may contain mathematical or chemical 
formulae. 
 
Rule 85 requires that claims be numbered consecutively beginning with the number “1”. The following 
enumerations illustrate this rule:  
 
 Claim 1, Claim 2, Claim 3, Claim 4... (Acceptable); 
 Claim 1, Claim 2, Claim 4, Claim 5... (Unacceptable); 
 Claim 2, Claim 3, Claim 4, Claim 5... (Unacceptable). 
 
Rule 87(1) requires a dependent claim to refer by number to the claim(s) on which it depends: 
 
 Claim 3.  A bicycle in accordance with claim 1 or 2.... (Acceptable); 
 Claim 3.  A bicycle in accordance with the preceding claims... (Unacceptable). 
 
Rule 87(2) requires that a dependent claim refer only to a preceding claim or claims: 
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 Claim 2 A bicycle in accordance with claim 1... (Acceptable); 
 Claim 2 A bicycle in accordance with claim 3... (Unacceptable).  
 
Failure to State Additional Features 
 
Dependent claims must further limit the scope of the claims on which they depend (i.e. define additional 
features).  
 
Rule 87(1) provides that any claim that includes all the features of one or more other claims (in this section 
referred to as a “dependent claim”) shall refer by number to the other claim or claims and shall state the 
additional features claimed. When used appropriately, this requirement promotes greater clarity and 
conciseness in claim sets, by reducing confusion as to what the broadest embodiment of an invention is, 
and what variations on that embodiment are being claimed. 
 
Where an application contains an independent claim having all the features of another independent 
claim in the same category of invention, the examiner may identify this defect as non-compliance with 
subsection 87(1) of the Patent Rules. 
 
As the intention of this Office practice is to improve the clarity and conciseness of claim sets, this is most 
applicable in situations where the number and nature of the independent claims result in a long, complex 
or confusing claim set. 
 
It is particularly applicable where the number and nature of the independent claims contributes to a lack 
of clarity as to the relationship of the independently claimed embodiments to each other, makes the 
assessment of unity of invention difficult, or obscures the identification of the inventive concept for the 
purposes of evaluating obviousness. 
 
In considering whether the claims require amendment in order to be allowable, the requirements of 
subsection 87(1) of the Patent Rules are to be assessed bearing in mind that they only apply between 
independent claims in the same category of invention. 
 
Consequently, a claim should not be considered defective if: 
 
a) it already refers to at least one claim of the same category of invention (i.e. it is already a dependent 
claim); or 
b) it does not include all the features of at least one other independent claim in the same category of 
invention. 
 
Note that section 87 of the Patent Rules does not create a requirement that there be only one 
independent claim in each category of invention. Where a claim set includes several independent claims 
in the same category but each independent claim includes different features, the present practice is not 
applicable. Nevertheless, a claim set with multiple independent claims in a single category, each based 
on different essential elements, may not comply with section 84 of the Patent Rules if the claim set as a 
whole lacks clarity (e.g. as to the nature of the invention, whether unity of invention exists, etc.). 
 
Examiners should consider, before identifying a non-compliance with subsection 87(1) of the Patent Rules, 
whether the presence of the defect results in a claim set that is overly long, complex or unclear. 
 
A Claim Does Not Include All the Limitations of the Claim on Which It Depends 
 
Sometimes a dependent claim contains provisions which effectively cancel, negate or replace some of 
the features of a preceding claim, thus making the dependent claim broader than the claim upon which it 
depends. This must be identified as a defect under subsection 87(3) of the Patent Rules. A dependent 
claim must include all the limitations defined in the claim(s) on which it depends. 

 
Other Defects 
 
A claim composed of more than one sentence must be identified as defective under subsection 27(4) of 



 
 

Chapter 4.3 – page 27 
 

the Patent Act. 
 
Minor errors related to poor grammar, spelling, or punctuation are considered case by case, but should be 
indicated to the applicant as a courtesy. 
 
 

 Review Questions 4.3.12
 

1. What does a claim define? 

2. What are the three major parts of a claim?  

3. What is the difference between a dependent claim and a referencing claim? 

4. What is the most important part of a patent?  

5. What does “distinctly” and “in explicit terms” mean? 

6. What do examiners base their search upon? 

7. What would lead an examiner to believe that a feature is essential? 

8. Name an important defect with regard to claims and discuss it. 

9. Describe a Jepson claim. 

10. Describe a Markush claim. How is a Markush claim interpreted? 

11. What is the most explicit form for a compound claim?  

12. What is a product-by-process claim? What must be considered when examining it? 
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 Unity of Invention 4.4
 

 Unity of Invention 4.4.1
 
Section 36 of the Patent Act states that a patent shall be granted for one invention only. The Commissioner 
shall not consider a patent application to claim more than one invention if the subject-matters defined by 
the claims are so linked as to form a single general inventive concept (section 36 of the Patent Rules). Thus, 
there must be unity of invention within the claims of a patent application. 
 
Restriction is required whenever different subject-matters unconnected in design or operation are claimed 
in one application. Further, where a group of inventions is claimed in the same application, the 
requirement of unity of invention referred to in section 36 of the Patent Rules is considered to be fulfilled 
only when a “single general inventive concept” exists to link the claims.  Generally, a set of claims will share 
a general inventive concept if a set of new and unobvious elements is common to each claim in the set. 
 

 Section 36 of the Patent Act 4.4.1.1
 
Patent for One Invention Only 
 
36(1) A patent shall be granted for one invention only but in an action or other proceeding a patent 
shall not be deemed to be invalid by reason only that it has been granted for more than one invention. 
 
Limitation of Claims by Applicant 
 
36(2) Where an application (the "original application") describes more than one invention, the applicant 
may limit the claims to one invention only, and any other invention disclosed may be made the subject of 
a divisional application, if the divisional application is filed before the issue of a patent on the original 
application. 
 
Limitation of Claims on Direction of Commissioner 
 
36(2.1) Where an application (the "original application") describes and claims more than one invention, 
the applicant shall, on the direction of the Commissioner, limit the claims to one invention only, and any 
other invention disclosed may be made the subject of a divisional application, if the divisional application 
is filed before the issue of a patent on the original application. 
 
Original Application Abandoned 
 
36(3) If an original application mentioned in subsection (2) or (2.1) becomes abandoned, the time for 
filing a divisional application terminates with the expiration of the time for reinstating the original 
application under this Act. 
 
Separate Applications 
 
36(4) A divisional application shall be deemed to be a separate and distinct application under this Act, 
to which its provisions apply as fully as may be, and separate fees shall be paid on the divisional 
application and it shall have the same filing date as the original application. 
 
 

 Assessement of Unity of Invention 4.4.2
 
To determine whether unity exists within a given claim set, the examiner must determine whether or not a 
“single general inventive concept” exists between the claims. 
 
In order to identify the inventive concept, the purpose of the invention must first be determined.  The 
claimed invention is the solution to a practical problem.  The claims that define the solution or refinements 
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of the solution all relate to a single general inventive concept. 
 
Generally, a set of claims will share a general inventive concept if a set of new and unobvious elements is 
common to each claim in the set.  A simple approach for assessing whether the claims have unity of 
invention is to identify the claim with the fewest elements, and then check to see if those element appear 
in all the other independent claims.  Although the elements may not be identical, they must be equivalent 
in the context of the invention. 
 
One must keep in mind that unity of invention is unity among the solutions to a problem.  This is different 
from “unity of result”, since unobvious means for achieving a given result will generally not share a single 
general inventive concept.   
 
The requirement of a common general inventive concept shall be considered to be complied with where 
the following combinations of claims of different categories are included in the same application: 
 

(a) a product and a process for making the product; 
 
(b) a product and a use of the product; 
 
(c) a product, a process for making the product and a use of the product; 
 
(d) a process and an apparatus specially adapted to carry out the process; 
 
(e) a product, a process for making the product and an apparatus specially adapted to carry 

out the process; or 
 
(f) a product, a process for making the product, an apparatus specially adapted to carry out the 

process and a use of the product. 
 
 

 Types of Unity of Invention 4.4.3
 
The two aspects of the unity of invention requirement can be considered separately as:  

1) The need for a common set of elements among the claims 
2) The requirement that the common set of elements be new and unobvious over the prior art 

 
The first requirement is referred to as a priori evaluation.  The second requirement is referred to as a 
posteriori evaluation. 

 
 A Priori 4.4.3.1

 
When looking at unity a priori, the determination of unity of invention is made having regard only to the 
claims, without considering any prior art. 
 
For example, consider the following independent claims: 
 
Example 1 
 
Claim 1:  Directed to elements A + X 
Claim 2:  Directed to elements A + Y 
Claim 3:  Directed to elements X + Y 
 
Claims 1, 2 and 3 can be said to lack unity a priori as there is no single general inventive concept common 
to all claims.  
 
In the case of claims 1 and 2, unity of invention is present a priori as A is common to both claims. 
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Alternatively, claims 1 and 3 are linked by X, therefore, unity of invention is present a priori. 
 
Yet another alternative, claims 2 and 3 are linked by Y, therefore, unity of invention is present a priori. 
 
Example 2 
 
Claim 1:  A process to prepare sulphate compounds.  
Claim 2:  A process to prepare a sulphate of A.  
Claim 3:  A process to prepare a sulphate of B.  
Claim 4:  Sulphate of B. 
Claim 5:  Salts of B. 
 
In this example, more than one group possesses a priori unity. The following inventions and groups of claims 
could be permitted in one application: 
 

1) A process of sulphating - Claims 1-3 
2) Sulphate of B - Claims 3, 4 

 
 A Posteriori 4.4.3.2

 
When looking at unity a posteriori, the determination of unity of invention is made after taking the prior art 
into consideration, where the relevant date is the claim date. 
 
Returning to Example 1, if a search of the prior art reveals that element A is known, then this element 
cannot be relied upon to provide the single general inventive concept required to establish unity of 
invention, and claims 1 and 2 are considered to lack unity of invention a posteriori. 
 
For unity to be present, the common set of elements between the claims must be new and unobvious (i.e. 
inventive) over the prior art. 
 
The document used to show that the claimed single general inventive concept is not inventive must be 
cited in the report. In some situations, reference may be made instead to the common general knowledge 
in the field, without citing a document. 
 
Example 3 
 
Claim 1:  Compound X. 
Claim 2:  A process to synthesize compound X. 
Claim 3:  The use of compound X. 
 
There appears to be unity a priori because compound X is the common feature in the independent claims. 
If a prior art document shows that compound X is already known, then the claims lack a posteriori unity. 
The common feature of compound X cannot be considered inventive and the claims directed to the 
compound, process, and use do not share a “single general inventive concept”. 
 
 

 Effect of Lack of Unity on a Patent 4.4.4
 
Section 36(1) of the Patent Act reads, “A patent shall be granted for one invention only but in an action or 
other proceeding a patent shall not be deemed to be invalid by reason only that it has been granted for 
more than one invention.” Therefore, a lack of unity is not critical to the patent’s validity. However, the 
applicant has paid the fees for only one invention when two or more inventions have been examined. As 
well, allowing a patent that contains two or more inventions could lead to confusion as to the nature and 
scope of the actual invention. 
 
 

 Divisional Applications - Characteristics of a Divisional 4.4.5
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 Relationship to Parent 4.4.5.1

 
Subsection 36(2) of the Patent Act says that the claims in a divisional application must have been 
described in the original (parent) application. It is not necessary for the claims to have appeared in the 
parent application. 
 
The divisional application shall have the same filing date as the original application. [Subsection 36(4)] 
 

 Treatment of Divisional applications 4.4.5.2
 
Subsection 36(4) of the Patent Act says that a divisional application is to be treated as a separate 
application for all purposes under the Act with one exception: the divisional is given as filing date the filing 
date of the original application. 
 
A consequence of this is that all fees that were paid on the original are due and payable on filing each 
divisional application. (Rule 99(2)) 
 
For cases filed after October 1st, 1996, Rule 96(2) specifies that the request for examination must be made 
within the later of 5 years of the filing date of the original application or within 6 months of the actual filing 
date of the divisional application. 
 

 Who may Initiate Division? 4.4.5.3
 
The Patent Act states that division of an application may be initiated by the applicant: 
 

1) Voluntarily where the original application describes more than one invention (Subsection 36(2) 
of the Patent Act); or 

2) Following the identification by the Commissioner of a lack of unity defect in the original 
application (Subsection 36(2.1) of the Patent Act). 
 

 Time Limit for Filing a Divisional Application 4.4.5.4
 
Subsections 36(2) and 36(2.1) of the Patent Act say that the divisional must be filed before the issue of the 
original (parent) application. However, if the original application is abandoned, the divisional must be filed 
before the expiry of the time to reinstate the original application. 
 
Should a divisional application be filed on the same day as the parent issues or becomes unreinstatable, it 
must be refused as not having been filed in time. Subsection 6(1) of the Interpretations Act states that an 
enactment coming into force on a given day shall be considered to have come into force at the end of 
the previous day. The time limit for filing a divisional application is "before the issue of a patent on the 
original application". The patent is deemed to issue at the end of the previous day. So an application filed 
on the issue date is filed after the patent has issued. On the other hand, if the original has been 
abandoned, the time limit is "the expiry of the time for reinstating the original application". In such a case, 
the expiry is deemed to take place at the beginning of the following day, so a divisional can be filed on 
the date of expiry of the time for reinstatement of the abandoned original application. 
 

 Further Divisionals [MOPOP 14.11] 4.4.5.5
 
A divisional application may serve as the original application of a further divisional application. 
 
Take the case of a "first-filed original" application “X” with three subject-matters described. A "first divisional" 
application “Y” can be filed with two subject-matters divided from application “X”. A "further divisional" 
application “Z” can be filed with subject-matter divided from the divisional application “Y” and citing this 
divisional as its original application. 
 
In this case, divisional “Z” would have the same filing date as the divisional “Y” which is the same as the 
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filing date of the application “X”. Hence, if all three applications proceed to grant, they would result in 
patents that would expire on the same date. 
 
However, the time limit for the filing of application “Z” is the issue date of the divisional “Y” or the expiry 
date of the time to reinstate it. This time limit is not dependent on application “X”, which may have issued 
before the examiner makes the requisition to restrict to one subject-matter in divisional application “Y”. 
 
 

 Identification of Lack of Unity Defects in Reports 4.4.6
 
When the examiner identifies a lack of unity of invention in the claims, they identify the defect under Rule 
36 as well as the different groups of claims corresponding to the different inventive concepts, from which 
the applicant can choose to keep in the application or file in divisional applications (more on this below). 
 

 Sole Defect 4.4.6.1
 
The different groups of inventive concepts might belong in different arts, which should be examined by 
different examiners. Further, the applicant may wish to prosecute any of the groups indicated. 
 
Examining one or all of the groups might result in wasted time if the applicant decides not to continue with 
all of them. 
 
Therefore, if an examiner identifies a lack of unity defect in an application, and it is not absolutely clear as 
to which group the applicant will elect to continue to prosecute, the report should be limited solely to the 
unity issue, postponing the rest of the examination to when this issue is resolved. In that case, the examiner 
must make a clear indication in the report that no search and examination was done. Further, if one of the 
groups appears to be clearly non patentable (due to subject-matter, prior art, etc.), the examiner should, 
as a courtesy, warn the applicant, so that the latter does not invest resources and money to file a divisional 
application which will be squarely rejected. 
 
Reclassification of the application might be necessary after the response. 
 
On the other hand, the examiner may decide to go ahead with the examination of one or all of the groups 
if a group is clearly the main one or if the examiner is searching all the groups. 
 

 Abuse of Lack of Unity Defects 4.4.6.2
 
A divisional application filed based on a lack of unity defect identified by an examiner cannot result in the 
prejudice of double-patenting. (Double-patenting is discussed in Chapter 4.08 - Obviousness. It forbids the 
issuance of two patents covering the same scope). This was discussed in the decision Consolboard v. 
MacMillan 56 CPR (2d) 145, 1981. 
 
If an examiner identifies a lack of unity defect such that the claims fall into two groups and the applicant 
complies by limiting the claims to one group and filing a divisional having claims to the other group, the 
examiner cannot later change their mind if they realize that the two groups are not distinct. Thus, the 
outcome must be considered before identifying a lack of unity defect. One court case proposed a test 
referred to as the “reverse unity test”: ask yourself whether you would accept claims to each group in 
separate applications; if you think there would be an obviousness double-patenting problem, then do not 
raise a unity defect. 
 
This does not apply if the applicant modified the scope of the claims from the groups originally proposed 
by the examiner. 
 
Another situation which may lead to an abuse of lack of unity defect is when prior art is cited for 
anticipation or obviousness of the claims. This may create an apparent lack of unity of invention within the 
claims. Asking the applicant to divide the application might be abusive if an amendment or restriction to 
the claims could solve the problem. These situations can often be resolved by identifying other types of 
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defects: novelty, obviousness, insufficiency of the claims, etc. Again, the outcome must be considered 
before raising a lack of unity defect. 
 

 Responses to the Identification of a Lack of Unity Defect 4.4.6.3
 
Applicants may respond to the identification of a lack of unity defect by: 
 

(1) Selecting one group as specified in the examiner’s report; 
(2) Filing divisional application(s); 
(3) Amending the claims to include a common feature that joins the claims in a single general 

inventive concept; and/or 
(4) Providing arguments as to why the claims comply with section 36 of the Patent Act. 

 
 Switching Between Groups of Inventions (Process Mapping: Process to Resolve a Unity Impasse 4.4.6.4

due to Claims to a Non-elected Invention) 
 
Some applicants have been switching between different groups of inventions during prosecution of an 
application. This imposed an additional burden on the examiner, because prosecution is then back to 
square one. The office adopted a practice that, once the applicant has selected a group of invention 
from those proposed by the examiner when identifying a lack of unity defect, the applicant is bound to this 
group for the rest of the prosecution.  In contrast, if the applicant only claims one alleged invention at a 
time, the applicant may later claim an entirely different disclosed "invention" in a subsequent claim set. 
Provided that no unity defect is ever identified in the claims, the applicant may cycle through various 
different alleged inventions as often as they like. 
 
When examining claims to an elected group, the examiner must include the “Lack of Unity (s.36)” – “2 – 
Subsequent to an invention being elected” PERM in the report.  In the event that the applicant was not 
notified of their election and has switched groups, the examiner will have to notify the applicant of the 
previous election and will be advised to examine all of the claims by the URB (as per this process). The latter 
can though be deferred until the claim set is settled. 
 
Where the examiner has used the PERM paragraph and the applicant amends the claims to be directed to 
non-elected subject-matter, the application is considered to be non-compliant with subsection 36(2) of the 
Patent Act.  The examiner must identify the unity defect in a report using the “Lack of Unity (s.36)” – “5 - 
Where no claim remains to the invention originally elected” PERM and defer substantive search and 
examination until the unity defect is overcome.  If the unity defect is not overcome following two such 
reports, the examiner and applicant may have reached the point of unity impasse. 
 

 Unity Impasse (Process Mapping: Process to Resolve a Unity Impasse) 4.4.6.5
 
If an impasse is believed to have been reached, the examiner submits an application to an ad-hoc Unity 
Review Board (URB).  The outcome of the URB could be one of the four: 

1. The URB determines the originally identified defect was not appropriate, thus Program Manager for 
Exam Practice (PM–Practice) is to be contacted.  The PM-Practice will advise the examiner on how 
to proceed. 

2. To continue examination, since the URB determines that the claims are directed to the elected 
group.  This occurs where: 

a. The examiner did not properly acknowledge an election; or 
b. The subject-matter of the claims was amended to include features of both the elected 

and non-elected groups, but is considered by the URB to correspond to the elected group; 
3. To write another report since the URB determines that the explanation regarding the group switch 

requires clarification; or 
4. To write a Notice of Direction (NOD) and “for signature” memorandum documents to be 

forwarded to the Commissioner of Patents (COP) since the URB determines that the examiner has 
clearly and correctly identified the unity defects. 

 
Where the applicant responds to the NOD and the defect is overcome, the examiner creates a letter for 
the applicant confirming the successful limitation of groups, and regular examination is resumed.  In the 

http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-60-EN.pdf/$FILE/PB-4A-PS-60-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-60-EN.pdf/$FILE/PB-4A-PS-60-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-61-EN.pdf/$FILE/PB-4A-PS-61-EN.pdf
http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-50-EN.pdf/$FILE/PB-4A-PS-50-EN.pdf
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case that the unity defect is not overcome, the application is forwarded to the Patent Appeal Board (PAB) 
for unity assessment.  If the PAB agrees that the unity defect identified in the NOD was not overcome, they 
may provide a recommendation to the Commissioner to refuse the application. (Process Mapping: Review 
Response to a NOD) 
 
 

 Examination of Divisional applications 4.4.7
 
In LOB, a divisional application is assigned a priority of 3 in the examination queue.  Upon receiving a 
divisional application, the examiner first determines whether it would be more efficient to examine the 
application immediately. Generally, it is considered to be more efficient for the examiner who has already 
examined the parent application to examine the divisional application in order to avoid a duplication of 
work.  In addition, if the divisional is not in the queue of the examiner who examined the parent, it may be 
transferred to the examiner of the parent, if both examiners agree to the transfer. If the application is not to 
be examined immediately, the priority of the task is changed to 9 and the description field is updated to 
read “Divisional - Parent XXXXXXX”.   
 
When examining a divisional application, the examiner must first determine if the application is entitled to 
divisional status or if it is an improper divisional.  An improper divisional can be recognized by the following: 

(1) The divisional application contains overlapping claims with the parent application; or 
(2) The divisional application has new subject-matter that is not inferred from the parent application. 

 
Section 4.3.5.5 refers to a scenario in which a first application “X” is divided into a divisional “Y”, which is 
further divided into divisional “Z”.  In such a scenario, overlapping claims between the original application 
“X” and further divided application “Z” would not result in improper divisional status. This is because “Z” is 
not a divisional of “X”. When a divisional application is a divisional of a divisional, the latest application is 
NOT considered a divisional of the earliest application.   However, these applications would have a 
potential double-patenting defect. 
 
 

  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
An applicant may also file more than one divisional from the same parent application. For example, if an 
applicant files divisional application B and divisional application C from earlier application A, application B 
and application C are both considered child applications of parent application A. Application B and/or 
application C may be found to be improper divisionals of application A if their claims are not directed to a 
different invention than that claimed in application A, or if they contain subject-matter not inferable from 
the originally filed application A. As applications B and C are NOT divisionals of each other, where the 
claims of application B and application C appear to overlap, a potential double-patenting defect may 
exist. 
  

Application X (parent of Y, 
grandparent of Z) 
 
 
 
 

Application Y (child of X, 
parent of Z) 

 
 

 
 
 
 Application Z (child of Y, 

grandchild of X) 
 
 

 
 
 
 

Y may be improper divisional of X 

Z may be improper divisional of Y 

Potential double-
patenting defect 

may exist between 
X and Z 

Y divided 

X divided 

http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-57-EN.pdf/$FILE/PB-4A-PS-57-EN.pdf
http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-57-EN.pdf/$FILE/PB-4A-PS-57-EN.pdf
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In the case of an improper divisional, where there are overlapping claims with the parent application, the 
examiner writes a report identifying the reason that the divisional application is not entitled to divisional 
status and indicating that substantive examination is deferred pending a response.  In the case that it is an 
improper divisional containing new matter, the Program Manager for Exam Practice must be contacted for 
instructions on how to proceed. 
 
  

Application A 
(parent of B and C) 

 
 
 
 Application 

C (child of 
A) 

 
 

Application 
B (child of 

A) 
 

Potential double- 
patenting defect may 

exist between B and C 

C may be improper 
divisional of A 

B may be improper 
divisional of A 
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 Review Questions 4.4.8
 

1. Who may initiate division of a patent application? 

2. What are the two types of lack of unity of invention? What is the distinction between them? 

3. What are the consequences of two inventions in a granted patent? 

4. What can be the consequence of abuse of lack of unity defects in reports? 

5. Review the examples in chapter 14 of MOPOP. 
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 Statutory Categories of Invention 4.5
 

 Introduction 4.5.1
 
One of the criteria for patentability of an invention is that it must be directed to statutory subject-matter. 
We make a distinction between different “types” of subject-matter that do (i.e. statutory), or do not (i.e. 
non-statutory), warrant patent protection. Those that do warrant protection are referred to as the statutory 
categories of invention.  
 
These categories are broadly defined in section 2 of the Patent Act which defines the term 'invention' (i.e. 
any "art, process, machine, manufacture, and composition of matter"). The wording of that definition is so 
broad that it has long been accepted that the section requires interpretation by the courts to give it 
reasonable boundaries. As such, there exists a body of jurisprudence which provides further guidance on 
what matter is statuary, or non-statutory. Furthermore, the Patent Act also defines some explicit exclusions 
from patentability with respect to certain subject-matter. 
 
This chapter indicates practice regarding the kinds of subject-matter that are considered to be a statutory  
invention under section 2 of the Patent Act and those that are not, divorced from considerations of 
novelty, unobviousness, utility and other requirements of the Patent Act. It also discusses some of the 
explicit exclusions derived from the Patent Act or jurisprudence. 
 
 

 Approach to examination with respect to statutory subject-matter 4.5.2
 
Patentability is fundamental to the grant of exclusive rights, and therefore the consideration of claimed 
matter with respect to statutory categories of invention is an important aspect of patent examination.  As 
with the other aspects of patentability, examination of the claims must be grounded in a purposive 
construction of the claims (as discussed in Chapter 4.4). 
 
As a reminder, the steps to a Purposive construction analysis can be summarized as: 
 

1. Who is the person of skill in the art (POSITA)?  
2. What is the common general knowledge (CGK) of POSITA at the time of publication? 
3. Problem/Solution identification 

  3a. Based on POSITA’s CGK and the specification taken as a whole, what problem is the 
inventor trying to solve?  
  3b. According to the specification, what is the solution to the problem? 

4. What are the essential elements of this solution? 
 
The assessment of whether or not a claim defines statutory subject-matter is largely tied to the 
determination of the essential features as determined by the purposive construction analysis (i.e. step 4). If 
at least one of those essential elements is directed to statutory subject-matter, then the claim as a whole is 
considered to relate to statutory subject-matter (with some exceptions). Conversely, if none of the essential 
elements fit into a statutory category of invention, then the claim is deemed to be directed to non-
statutory subject-matter. In general, when an examiner suspects that a claim may be directed to non-
statutory subject-matter, they must construe the claims using purposive construction to make a definitive 
determination. It should be noted that there are exceptions to this rule for explicitly excluded subject-
matter – methods of medical treatment and higher life forms.  
 
For example, if one of the essential elements is deemed to be a method of medical treatment, then the 
claim as a whole must be deemed to be directed to non-statutory subject-matter (even if there were other 
statutory elements in the claim). This would also be the case if the preamble of the claim defines that it is a 
method of medical treatment. 
It should be noted that when 'subject-matter' or the 'invention' is discussed in this context, it will generally be 
in reference to the actual claims. While a claim may be deemed to be outside of a statutory category of 
invention, there may be the possibility of it being amended such that it does define a statutory category of 
invention. 
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It can be taken as settled that each kind of subject-matter has equal status and rights as a statutory 
invention. That is, the principles and criteria governing what is statutory within the definition of invention, 
which will be covered in this chapter, must be applied equally, not piecemeal, in respect of every kind of 
subject-matter. Simply stated, the same principles apply to all inventions. 
 
 

 Five categories of statutory invention 4.5.3
 
Returning to section 2 of the Patent Act, invention is defined as encompassing five categories: 
 

(1) art; 
(2) process; 
(3) machine; 
(4) manufacture; and 
(5) composition of matter. 

 
Over the years, the courts have interpreted these terms within the context of section 2. A brief explanation 
of each category follows. 
 

 Art 4.5.3.1
 

 Connotes “learning” or “knowledge”, as commonly used in the phrases "state of the art" or "prior 
art", i.e. something which adds to the cumulative wisdom in a field. 

 
 Contemplates a useful art or skill, as opposed to a fine art or an art which belongs to the 

professional fields. 
 

 The practice of the art must produce a physical effect. 
 

 It is a term that is broader than, and embraces, the terms "use" and “method”, including: 
 

(1) a mode, or method or manner of accomplishing a certain result, as distinct from 
the result; and 

 
(2) the use of means to produce a result. 

 
 Process 4.5.3.2

 
 An act, or series of acts, performed by some physical agent upon some physical object, and 

producing in such object some change either of character or of condition. 
 

 A mode, method or operation by which a result or effect is produced by chemical action, by the 
operation or application of some element or power of nature, or of the application of one 
substance to another. 

 
 There cannot be a process by itself; it must of necessity consist of two elements, namely: 

 
(1) a method or a procedure; and 

 
(2) the material or materials to which it is applied. 

 
 A manner of manufacture, apart from the article or result produced by the process. 

 
 To be considered as a manner of manufacture, a method or process must: 

 
(1) produce a vendible product; 
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(2) restore or improve a vendible product; or 

 
(3) preserve from deterioration a vendible product. 

 
 Non-manufacturing methods or processes may also be statutory, providing they produce a 

beneficial result which is of some commercial or economic value or significance. 
 

 Machine 4.5.3.3
 

 A mechanical and/or physical embodiment of any function or mode of operation designed to 
accomplish a particular effect, wherein the parts of the machine cooperate to accomplish the 
effect. 

 
 Can be considered to be any device that transmits or directs the application of a force, or a 

device that enables energy from one source to be modified and transmitted as energy in a 
different form or for a different purpose. 

 
 Includes every mechanical device or combination of mechanical devices that perform some 

function. 
 

 Interchangeable with "apparatus", "mechanism", or "device", and may also be claimed as a 
“system”. 

 
 Usually has: 

 
(1) moving parts; and 

 
(2) rule of operation. 

 
 Manufacture 4.5.3.4

 
 Shorthand for "article of manufacture". 

 
 Any non-living mechanistic product or process made by the art or industry of humankind. 

 
 May be made by hand, by machine, by mass production or industrially. 

 
 An article produced from starting materials, prepared by giving these materials new forms, 

qualities, properties or combinations. 
 

 Connotes the making of something which must be a vendible product of a process. 
 

 Interpreted to mean objects which may be said not to have an inherent rule of action, such as 
objects not characterized by appreciable relative motion between their parts, i.e. not a machine; 
a plate or non-mechanical pencil are examples of a manufacture. 

 
 Excludes everything which is in the other statutory categories. 

 
 Composition of Matter 4.5.3.5

 
 Defined broadly as meaning chemical compounds, compositions and substances. 

 
 Whereas a machine is a combination of parts, a composition of matter is a combination or 

association of ingredients. 
 

 Includes all composites of two or more physical substances (solids, liquids, gases), whether it is the 
result of: 
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(1) chemical reaction; or 

 
(2) mechanical mixture. 

 
 Must have been made under the control of the inventor. 

 
 Must be reproducible in a consistent manner. 

 
 

 Practical form 4.5.4
 
An invention is a solution to a practical problem. In order to solve a practical problem, the solution must be 
in a form that can interact directly with the physical world and, hence, that will itself enable a person skilled 
in the art to obtain the intended result or benefit. Such a form is referred to herein as a "practical form" or a 
"practicable form". It is implicit in the definition of “invention” that statutory subject-matter must be 
something with physical existence, or something that manifests a discernible effect or change. 
 
A patent cannot be granted on an object that is immaterial. The invention must be a solution to a practical 
problem, and in a form that can interact directly with the physical world, to obtain a result or benefit. An 
essential element may be abstract, but would have to be applied to a physical essential element in order 
for such a claim to be considered as defining statutory subject-matter. Such an example would be an 
equation to calculate proportions of reagents in a chemical process. The essential equation is immaterial, 
but could be integrated into a chemical process to yield statutory subject-matter. The “immaterial” 
essential element was put into practice in a physical embodiment. 
 
Since disembodied ideas are not inventions, at least one of the essential elements of the invention must 
have a practical form. A claim to an immaterial invention cannot be made statutory by including a 
physical object that has no critical interaction with the actual invention (i.e. a physical object that is not 
actually an essential element). The physical element must affect, or be affected by, the immaterial 
element to make the claim statutory subject-matter.  
 
For example, if an applicant tried to patent a new color blue, which is not in a practical form, they could 
not obtain a patent for “A color blue XYZ when formulated in paint” even if the paint is “physical” if it was 
determined that the paint is not an essential element. The color does not affect the nature of the paint, the 
only difference with what was known before i.e. the state of the art, is the choice of the coloring pigments. 
 
Also, a discovery does not equate into an invention, the discovery must be put into practice to obtain a 
practical result. For example, discovering the Higgs Boson produces no practical result in and of itself. 
 
Further, signals of any type are considered to be outside of the definition of an invention as intended by the 
Patent Act, therefore non-statutory subject-matter. These include electromagnetic and acoustic signals, 
region of the electromagnetic spectrum, electric currents, and explosions.  
 
 

 Exclusion: Mere Scientific Principle or Abstract Theorem 4.5.5
 
Section 27(8) of the Patent Act provides that no patent shall be granted for any mere scientific principle or 
abstract theorem. This has been interpreted as excluding mathematical formulae, natural phenomena and 
laws of nature. 
 
Of fundamental importance in understanding this exclusion is the distinction between discovery and 
invention. The terms "invention" and "discovery" are not synonymous nor are they mutually exclusive. The 
mere discovery of something does not automatically mean that it is statutory subject-matter. Discovery 
must always be a concomitant of invention, but invention is not necessarily a part of discovery. Discovery 
of something involves the employment of at least the analytical and ascertaining faculties, but to have 
invention in the patent law sense, there must also be present the creative quality as well as the 



Chapter 4.5 – page 5 
 

embodiment of that creative quality in the practical production of the new and useful item. A patent 
cannot issue for discovery in the strict sense. An inventor must do something more - they must make some 
addition, not only to knowledge, but to previously known inventions, and must use their knowledge and 
ingenuity so as to produce, or make possible the production of either a new and useful thing or result, or a 
new and useful method of producing an old thing or result. 
 
It is difficult to draw a line between patentable inventions and non-patentable discoveries. The discovery 
that a known thing can be used for a useful purpose for which it has never been used before is not by itself 
a patentable invention but, on the other hand, the discovery of how to use such thing for such a purpose 
may be a patentable invention. The proper method of approach is probably to regard a discovery as the 
starting point. It is the application of the discovery to produce a practical result that could amount to 
patentable subject-matter.  
 

 Laws of nature 4.5.5.1
 
Creations or products under the laws of nature are regarded as being mere discovery; the existence of 
which a person may discover but which they could not have invented. 
 
Jurisprudence and long standing practice have established that subject-matter based on the discovery of 
a vital process, force or phenomenon of nature, can be the basis of statutory subject-matter, provided 
some artificial result or effect is produced and controlled by the intervention of humankind, even though it 
depends partly or mainly upon the function or result produced by nature, and provided it is a practically 
useful thing. 
 
If it has been determined that a claim does not comply with section 27(8) of the Patent Act, it is held that 
the claim also does not constitute an invention within the meaning of section 2 of the Patent Act. 
 
 

 Exclusion: Method of Medical Treatment 4.5.6
 
An invention directed to a medical method involving treatment of living humans or animals in the strict 
sense is not statutory. The term “treatment”, in the strict sense, refers to a method to cure, ameliorate, or 
prevent an ailment or pathological condition. The rationale for this exclusion is that medical treatment of 
humans and animals by medical practitioners and surgeons has traditionally been conceived as essentially 
non-economic in nature. As noted earlier, if a claim includes an essential element in the form of a method 
of medical treatment step, then the whole claim is deemed to be non-statutory (even if other essential 
elements are statutory). 
 
These exclusions include methods (even if not claimed as such) of surgical, medical, dental, and 
physiotherapeutic treatments, or the treatment of humans or animals by mechanical, electrical, chemical, 
medicinal or like means. 
 
Claims directed to the following subject-matter may be statutory: 
 

(1) Novel manufactured products or apparatuses used for medical treatment, such as surgical 
instruments, diagnostic equipment, prosthetic devices, dentifrices and the like. 

 
(2) Methods of treating animals solely to derive economic benefit. For example, a method which 

increases milk production in cows, increases the rate of growth of normally healthy swine, etc. 
 

(3) Diagnostic methods which do not relate to any step of surgery, therapy or vital function of the 
body, provided that they have a practical form (i.e. a purposive construction of such claims 
indicate the existence of a statutory essential element). 

 
(4) Cosmetic treatment methods which do not relate to any step of surgery or therapy (provided 

they do not also lead to a therapeutic benefit). 
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(5) Non-surgical methods for the treatment of natural human conditions that are not considered as a 
disease or disorder, e.g. pregnancy, baldness, wrinkles, myopia, astigmatism or increasing lung 
strength and capacity. 

 
Claims which could encompass both medical and non-medical methods are not statutory.  
 
This topic is addressed more in depth in Chapter 4.14. 
 
 

 Exclusion: Higher Life Form 4.5.7
 
For the purposes of section 2 of the Patent Act, living matter is defined in terms of unicellular organisms 
(micro-organisms) and multicellular organisms. 
 
Unicellular organisms may be statutory subject-matter. A process to produce, or which utilizes, these 
organisms may also be statutory. To be statutory subject-matter, such inventions must have been isolated 
and altered from their natural state, be reproducible, and meet the requirements of subsection 27(3) of the 
Patent Act regarding sufficiency of the description. It must also be useful. It cannot be a mere laboratory 
curiosity whose only possible claim to utility is as a starting material for further research. 
 
Multicellular organisms are not statutory inventions. However, a process for producing a multicellular 
organism may be statutory provided the process requires significant technical intervention by man and is 
not essentially a natural biological process which occurs according to the laws of nature (e.g. traditional 
plant cross-breeding). The results of such a process must be reproducible in a consistent manner. 
 
Cells may be statutory if a claim to such is construed to be to the cell alone, as opposed to the whole 
higher life form. Cell lines, cultures of identical cells which grow indefinitely in laboratory conditions, may be 
statutory. 
 
Tissues and organs are not considered by the Patent Office to be statutory subject-matter. Plant tissues 
include xylem and phloem; plant organs include roots, leaves and fruits. Animal tissues include blood, bone 
and muscle; animal organs include lungs and kidneys. 
 
The most recent Canadian court decision relating to the patentability of life forms is Harvard College v. 
Canada (Commissioner of Patents) [2002] S.C.C. 76 [(2002), 21 C.P.R. (4th), 417 (S.C.C.)]. The Supreme 
Court ruled that life forms, such as non-human mammals, were found to be non-statutory subject-matter. A 
life form such as the oncomouse (the invention in Harvard’s patent application), which is a conscious, 
sentient living creature, is not easily understood as either a "manufacture" or a "composition of matter". 
 
The subject of inventions in the field of biotechnology, such as higher life forms, is covered in greater detail 
in Chapter 4.14. 
 
 

 Guidance on certain subject-matter 4.5.8
 
The following categories hold inventions that are often (but not always) non- statutory subject-matter. We 
will provide guidance on how to address these.  It should be noted that these concepts closely relate with 
the concepts of utility (another aspect of section 2 of the Patent Act) which are discussed in Chapter 4.06. 
 

 Features of solely intellectual or aesthetic significance 4.5.8.1
 
Intellectual meaning 
 
The invention must not be for a method, process or scheme which is merely intellectual, literary or artistic in 
character. Where the practice of the alleged art merely involves the carrying out of a plan, scheme or 
theory of action without the production of any beneficial results having some commercial and practical 
value, it is not an art within the meaning of patent law. 
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Non statutory: I.Q. tests, personality testing, methods of navigation, teaching exercises, methods of 
providing statistics, accounting processes, etc. 
 
Apparatuses used for these purposes may be allowable.  
 
Aesthetic appeal 
 
Articles where the essential element(s) are solely the use of design, shape, pattern, ornament or aesthetic 
appeal are not considered to be statutory subject-matter. In these circumstances, protection may be 
afforded under the Industrial Design Act. 
 
Non-statutory: Paintings, drawings and designs on articles that are merely aesthetic in nature do not add 
patentability to that article. Likewise for shapes, textures, smells, tastes and sounds having only aesthetic 
appeal. An architectural layout, plan or design, lacking in any mechanical or structural essential elements, 
is not statutory. 
 

Example: In Commissioner’s Decision 80, a product was known except for its surface design as 
having "more numerous and deeper cuts" which have been machine produced as opposed to 
hand hewn. Such a difference in ornamental effect, in which novelty lies solely in its decorative 
appeal as opposed to a shape which subserved some functional purpose, and which is within the 
province of the artisan, was held not to be proper subject-matter for a patent. 

 
This does not, however, rule out the fact that articles of special shape, or a new arrangement of design 
matter may be statutory where the shape, arrangement or design imports some functional limitation in a 
combination so as to produce a unitary result, which is useful in some practical way. 
 
There is, of course, nothing wrong with a claim that refers to a pattern or design if it also includes other 
statutory essential elements. 
 
Fine arts 
 
An invention directed to a fine art, which relies solely on the exercise of personal or artistic skills, mental 
reasoning, personal judgment, or that has intellectual meaning or aesthetic appeal alone, is not 
considered as an invention within the meaning of the Patent Act. Examples of fine arts are paintings, 
sculpture and music. 
 
An invention may be statutory if it contains, in addition to features characterised as belonging to the fine 
arts, a feature which belongs to the manual or productive arts, e.g. a tire tread design which, as well as 
providing aesthetic appeal, also improves the tire’s performance. 
 

 Schemes, plans, rules, and mental process 4.5.8.2
 
A scheme, plan or rule for performing an operation, achieving a result or controlling a method, and a 
process that is exclusively a series of mental steps are disembodied (abstract) and are not a practical form 
of an invention. This would include performing calculations; manipulating data or information to produce 
data or information. 
 

 Artistic skills 4.5.8.3
 
The invention must not be for a process, or the product of a process, that depends entirely on artistic or 
personal skills and leads to an ornamental effect. 
 
These exclusions include procedures for exercising, teaching, painting pictures, playing musical instruments, 
cosmetological procedures (such as hair dressing, curling and pedicure), flower arranging, etc. are not 
considered to be statutory subject-matter. 
 
Materials and devices used in these arts may be statutory inventions. 
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 Printed matter 4.5.8.4

 
Printed matter that has solely intellectual or aesthetic significance, such as a literary work, is excluded from 
patentability. Note that the exclusion from statutory subject-matter is for mere printed matter. There is, of 
course, nothing wrong with a claim that refers to printed matter if it also includes other statutory essential 
elements. In other words, a claim which is otherwise statutory will not become non-statutory merely 
because subject-matter relating to printed matter is added to the claim. It should be noted that “printed 
matter” is not restricted to traditional ink-on-paper printing – it can include any means of displaying 
information such as displaying information on a screen. 
 

Example: Commissioner’s Decision 1410 dealt with claims to a computer system and a computer 
readable medium configured to solve the problem of improving presentation and assimilation of 
information by providing a method of displaying information in a certain way. The Examiner's 
analysis determined that the physical system and media were non-essential elements as they were 
merely the context or operating environment in which the display was presented. The essential 
elements were determined exclusively to be the display of information (i.e. " printed matter"), thus 
they were solely intellectual or aesthetic in nature. The claims were therefore refused by the 
Commissioner for being non-statutory. 

 
 Games 4.5.8.5

 
Subject-matter merely comprising new rules for playing games, or new designs for game boards, which 
does not involve other statutory essential elements, is not statutory. Game components comprising essential 
elements which only include printed or design matter having intellectual connotations only are also non-
statutory. However, structural features of printed matter and arrangements of printed matter specially 
adapted to produce a new mechanical function or purpose may be statutory. Computer-implemented 
games are addressed in Chapter 4.15.   
 

 Computer-related inventions 4.5.8.6
 
Computer-related inventions include inventions employing a computer. Often this means method steps 
(e.g. calculations) carried out within a computer. If a purposive construction analysis determines that the 
computer hardware is an essential element, then the claimed subject-matter will generally be statutory. 
Otherwise, the claims may be non-statutory for merely being directed to disembodied method steps. It 
should be noted that business methods, games, and printed matter often occur in association with 
computer-related inventions. 
 
Consideration of computer-implemented inventions is guided by Canada (Attorney General) v. 
Amazon.com, Inc. 2011 FCA 328 – jurisprudence which is often referred to simply as the Amazon decision. In 
short, the Federal Court of Appeal affirmed the need to conduct purposive construction during patent 
examination – not only for computer-implemented inventions (which were the subject of the case) but for 
all types of invention.  
 
The subject of computer-related inventions is covered in more detail in Chapter 4.15. 
 

 Medical uses 4.5.8.7
 
Claims written as a method of using a medical device, chemical composition, etc. must be carefully 
purposively construed in order to determine whether or not the invention is a method of medical 
treatment. 
 
Use claims containing method steps are permissible; however, if any method step is directed to a step of 
medical or surgical treatment, a defect under section 2 of the Patent Act must be identified. 
 
The subject of medical uses and methods thereof, is covered in more detail in Chapter 4.14. 
 



Chapter 4.5 – page 9 
 

 

 Examination of Non-statutory Subject-matter 4.5.9
 
As stated previously, where an examiner suspects that one or more claims may be directed to non-
statutory subject-matter, the examiner must carefully construe the claims in light of a purposive 
construction. This can lead to following situations: 
 
1) When one or more claims are defective for non-statutory subject-matter under section 2 of the Patent 
Act. 
 
This is the situation where none of the essential elements are found to be statutory after a purposive 
construction, or, where one of the essential elements is deemed to be a method of medical treatment or is 
directed to a higher life form for example. If it is determined that at least one of the claims are not directed 
to statutory subject-matter (therefore defective under section 2), the problem, solution and essential 
elements portions of the purposive construction analysis must be set out in the examiner's report.  
 
As stated above, where a statutory subject-matter defect under section 2 exists, the essential elements of 
the claims will be identified when the purposive construction analysis is set out in the report.  
 
2) Where all claims are directed to statutory subject-matter 
 
The examiner can examine the claims taking into account all of the elements of the claims, or, just the 
essential elements as determined by a purposive construction.  
 
Further guidance and directive for examining for non-statutory subject-matter can be found here: 
 
"Practice Guidance Following the Amazon FCA Decision" (2013-03-08) 
 
"Examination Practice Respecting Purposive Construction" PN2013-02 
 
 
 
 
 
 
 

 
  

https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr03628.html
https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr03626.html
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 Utility 4.6
 

 Historical Aspect 4.6.1
 
In 1474, in Venice, a patent ordinance was passed and the systematic granting of patents began, with the 
recognition that the inventor was entitled to an exclusive right for a term of ten years. Some of the 
language found in that ordinance resonates today. The aim of the ordinance was to “encourage persons 
to discover new devices and to build them for the utility and benefit of the country”. This is very similar to 
the purpose of modern patent laws. 
 
 

 Requirements 4.6.2
 
Section 2 of the Patent Act requires that the matter of an invention be useful. Utility in the sense of the 
Patent Act can be considered as a requirement for an invention to be operable, controllable and 
reproducible to the extent that the desired result inevitably follows. 
 

 Operability 4.6.2.1
 
In simplest terms, the requirement that an invention be operable is simply an indication that it needs to work 
for its intended purpose.  
 
The Supreme Court affirmed in Consolboard Inc. v. MacMillan Bloedel (Sask.) Ltd. [1981] 1 S.C.R. 504 at 521-
27 that, for the purposes of Canadian law, a lack of utility exists if: 
 

“the invention will not work, either in the sense that it will not operate at all or, more broadly, that it 
will not do what the specification promises that it will do” and that “[i]f when used in accordance 
with the directions contained in the specification the promised results are obtained, the invention is 
useful in the sense in which that term is used in patent law”. 

 
 Controllability and Reproducibility 4.6.2.2

 
To be considered to have utility an invention must be controllable and reliably reproducible. This means 
that the desired result must inevitably follow when the invention is put into practice. It is to be noted that 
the idea that the “desired result must inevitably follow” can refer to an accepted degree of success of a 
particular repetitive mass production method. For example, if a method is known and well recognized in a 
particular art of having a success rate under a certain ratio or percentage of rejects, the desired result 
inevitably follows if this method is inside such parameters or if the method produces a rejection rate that is 
within these known parameters. 
 
Inventions that are arrived at by chance, and which cannot be reliably reproduced, lack utility. An 
invention that relies on the judgement or reasoning of an operator is deemed to lack reproducibility and 
consequently to lack utility. 
 
Certain mental steps involving the ascertaining and sensing facilities have precise and predictable results, 
and do not of themselves cause the art or process that relies on them to lack utility. Whenever a person is 
called on to perform a subjective interpretation, however, the result will be subject to factors such as 
intuition, creativity, conjecture, and approximation and the result will not be objectively controllable or 
reproducible. This lack of control and reproducibility is amplified if the subjective interpretation calls into 
play a person’s system of values, beliefs, interests or preferences. 
 
 

 Establishing Utility 4.6.3
 
The Supreme Court noted in Apotex Inc. v. Wellcome Foundation Ltd., [2002] 4 S.C.R. 153, 2002 SCC 77 at 



Chapter 4.6 – page 2 
 

46 that 
 

Utility is an essential part of the definition of an “invention” (Patent Act, s.2). A policy of patent first 
and litigate later unfairly puts the onus of proof on the attackers to prove invalidity, without the 
patent owner’s ever being put in a position to establish validity. Unless the inventor is in a position to 
establish utility as of the time the patent is applied for, on the basis of either demonstration or 
sound prediction, the Commissioner “by law” is required to refuse the patent (Patent Act, s. 40). 

 
The utility to which the court is referring, of course, is that promised by the inventors. 
 
In general, an applicant is not required to set out an invention's utility. The exception is when they indicate 
that it will provide a particular advantage (and this advantage is determined to be an explicitly promised 
utility) - it is this utility that the invention must in fact have. For example, if an invention is directed to a new 
use for an old compound, the new use must be explicitly defined in the claims. 
 
In determining what is considered to be an explicitly promised utility, the specification must be read 
keeping in mind that statements of advantage are not tantamount to promises - a clear and unambiguous 
promise must be apparent in the language of the specification. If a result or advantage is asserted within a 
claim, then it will generally be seen as a promise of utility for that claim (but not necessarily all other claims).  
 
Furthermore, when a particular utility is the essence of the invention (e.g. new uses for old compounds) it 
does have to be set out in the claims. In cases where an applicant need not describe any particular utility 
for an invention but nevertheless explicitly promises a specific result, the applicant will be held to that 
promise. 
 
Although an invention need only have one use in order to be patentable, where several uses are explicitly 
promised the applicant must have established the utility of each by demonstration or sound prediction as 
of the filing date. For example, if a composition is explicitly promised to be useful as a drug, the applicant 
must have shown that it is useful in the therapy of at least one disease as of the filing date. If, however, it is 
explicitly promised to be useful as a drug for treating many diseases, the applicant must have established 
its utility in treating each of the diseases as of the filing date.  
 
 

 Demonstration vs Sound Prediction 4.6.4
 
The utility of an invention must be established as of the filing date of the patent, either by demonstration or 
sound prediction. Where an examiner reviewing an application has reasonable grounds to believe that the 
application does not comply with the utility requirement of section 2 of the Patent Act and in response the 
applicant provides data to demonstrate utility, the data must show that the utility of the invention was 
demonstrated as of the filing date. It should be noted that evidence of inutility can be provided at any 
time. There is no requirement that such evidence have existed as of the application’s claim date. 
 
Demonstrated utility pertains to embodiments of the invention that have been shown to actually work for 
the ends promised by the inventors. Utility can be demonstrated, for example, by the provision of working 
examples. Where the utility of an invention is to be established by demonstration, it must have occurred by 
experimentation and testing (of all embodiments of the invention or of all members of a genus claimed) as 
of the filing date but need not have been included in the description.    
 
Soundly predicted utility pertains to embodiments of the invention which have not themselves been 
demonstrated to work for the ends promised by the inventors, but for which an appropriate basis exists 
upon which this utility can be predicted. In this case, the utility need not have been demonstrated at the 
time of filing the patent application, but a sound prediction must have been established at the time of 
filing. 
 
It should be noted that while sound prediction is of general applicability, it is most frequently encountered 
in chemical and biotechnology applications. That said, the application of mechanical sound prediction 
has been upheld by the Federal Court of Appeals in Bell Helicopter Textron Canada Limitée v. Eurocopter 
SAS 2013 FCA 219. 
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 Requirements for sound prediction  4.6.5
 
 It is important to keep in mind that a "sound prediction" by its very definition does not imply certainty; 
however a sound prediction is not to be diluted to a lucky guess or mere speculation.  Consequently, in 
assessing whether or not utility has been established via a sound prediction the emphasis is appropriately 
placed on the term "sound", and the question at hand is whether a prediction is "sound" or "speculative". In 
Monsanto Co. v. Commissioner of Patents [1979] 2 S.C.R. 1108 at 1117, Pigeon J. adopted the following 
terms to express this lack of certainty: "[i]f it is possible for the patentee to make a sound prediction and to 
frame a claim which does not go beyond the limits within which the prediction remains sound, then he is 
entitled to do so. Of course, in so doing he takes the risk that a defendant may be able to show that his 
prediction is unsound or that some bodies falling within the words he has used have no utility or [...] that 
some promise he has made in his specification is false in a material respect".  
 
In order for a prediction to be considered "sound", it must meet the following test: 
 
(1) there must be a factual basis for the prediction; 
(2) the inventor must have at the date of the patent application an articulable and "sound" line of 
reasoning from which the desired result can be inferred from the factual basis; and 
(3) there must be proper disclosure.  
 
If sound prediction cannot be properly established for certain claims, then the claims can be said to be 
speculative. 
 

 Factual basis  4.6.5.1
 
Evaluating what will be a sufficient factual basis for a sound prediction must be conducted on a case-by 
case basis and will depend on such factors as: 
 
(i)  the scope of the claims;  
(ii)  the state of the art;  
(iii)  the nature of the invention and its predictability; and  
(iv)  the extent to which the applicant has explored the area claimed, for example by conducting 
experiments which provide a factual basis for the purported utility.   
 
A factual basis does not by necessity mean experimental data  and though it may be provided by way of 
examples there is no absolute requirement that this be so. The factual basis could be found in scientifically 
accepted laws or principles, in data forming part of the state of the art and referred to in the description, or 
in information that is considered to be common general knowledge of the person skilled in the art. 
 
Unsubstantiated statements in the description suggesting that the invention will work are not considered to 
be factual. Similarly, while an applicant can include "prophetic examples" in their application, they have 
no value in providing a factual basis for a sound prediction. A prophetic example is by definition a 
statement of what might be, rather than what is, and therefore is not factual. 
 

 Sound line of reasoning  4.6.5.2
 
The sound line of reasoning connects the factual basis to the purported utility of the invention.  The person 
skilled in the art must be able to understand how the sound line of reasoning links the factual basis to the 
purported utility of the invention.  
 

 Proper disclosure of the sound prediction  4.6.5.3
 
The description must provide sufficient information such that a skilled person in the art, in light of their 
common general knowledge (CGK), would understand the basis of the sound prediction and be able to 
predict that the entire scope of the claimed invention would work once reduced to practice.  
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The factual basis and the sound line of reasoning must be apparent, either through disclosure, or through 
the knowledge and understanding of the skilled person in the art. The extent to which the factual basis and 
sound line of reasoning must be described in the original description must be evaluated on a case-by-case 
basis. Elements of either the factual basis or the sound line of reasoning that can be found in scientifically 
accepted laws or principles, or which would be self-evident to a person of skill in the art in view of the 
common general knowledge will not, as a general rule, need to be disclosed in the specification. 
Information that forms part of the state of the art could, depending on the specific circumstances, be 
properly disclosed merely by referring to the document in which it is set out. Where such documents are 
referred to they must be properly identified.  
 
Where a sound prediction relies on additional information that is not publicly available, such information 
must be included in the description at the time of filing. In contrast with evidence that demonstrates utility, 
an applicant cannot provide evidence after the filing date to properly disclose a sound prediction, even if 
the evidence was generated before the filing date. Explanations provided during prosecution as to the 
nature of the sound line of reasoning can only be considered to the extent that they explain why a person 
skilled in the art would have appreciated the sound line of reasoning on the basis of the description as filed 
and their common general knowledge.  
 
Since the disclosure is directed to a person skilled in the art, the disclosure must allow that person to make a 
sound prediction. It is not enough for the description to disclose information that allows for a sound 
prediction only when interpreted in view of information not available to the public (e.g. proprietary 
knowledge possessed by the applicants only), or only when interpreted by an expert having a level of 
knowledge beyond that expected of the person skilled in the art. 
 
Although an applicant is generally not required to provide a theory of how an invention works, if the utility 
of the invention is predicated on a sound prediction, and the line of reasoning depends on an 
understanding of the theory as to why the invention works, it may not be possible to properly express the 
line of reasoning unless this theory is disclosed. 
 
It is important to note that the disclosure requirement within the test for sound prediction and the 
sufficiency of disclosure requirement are distinct and separable requirements.  The disclosure requirement 
within the test for sound prediction is tied to the requirement that an invention have utility as set out in 
section 2 of the Patent Act; it does not pertain to the sufficiency of disclosure requirement set out in 
subsection 27(3) of the Patent Act. (see section 4.01) 
 
 

 So, How Do We Apply This? 4.6.6
 
The test of utility of an invention is whether it will, when put into practice by a person skilled in the art, do 
what it is assumed to do, and be useful for the purpose indicated in the specification. 
 
The examiner must decide whether or not the subject-matter disclosed in an application will operate in the 
manner suggested, and can be reasonably expected to give the results claimed, and whether or not the 
theory of operation complies with physical or chemical laws. If there is a reasonable doubt, a report will be 
written questioning the operability (and therefore the utility) of the invention under Section 2 of the Patent 
Act. 
 
The first place to look for utility is in the claims. If it is not there (and it does not legally have to be written in 
the claims, or anywhere else in the specification [Consolboard Inc. v. MacMillan Bloedel (Sask.) Ltd. [1981] 1 
S.C.R. 504 at 521-27]), it might be in the description, or it might be self-evident to a person skilled in the art. 
The invention as taught in the whole specification must have utility to a skilled person as of the date of the 
making of the invention. 
 
If, however, the applicant makes clear and unambiguous statements that the invention is useful for a given 
purpose, then we can look at the utility explicitly promised in the description. If the claims do not define 
something that will fulfill that promise, then the claims are defective (Wellcome Foundation Ltd. v. Apotex 
Inc. (1995), 60 C.P.R. (3d) 135 at 154 (F.C.A.)). This is often referred to as a “false promise”. 
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If an important step is not disclosed without which the process will not work for the stated purpose, then the 
specification is defective (TRW Inc. v. Walbar of Canada Ltd. (1991), 39 C.P.R. (3d) 176 at 200 (F.C.A.)), as 
the process is inoperable without all of the required steps. However, there is the implication that the 
omission of a trivial or well-known step or element that a person skilled in the art would deem to be present 
would not invalidate a claim. 
 
Again, one must remember that the specification is directed to one who is of normal skill in the art, and that 
a claim must be construed with regard to the knowledge of this person, especially with regard to 
knowledge of what will not work. Therefore, it has been held that, if a claim includes within its scope 
something which is inoperable, the claim is still valid if no person skilled in the art would use that which is 
inoperable. In addition to this, claims with minor ambiguity have to be read with a mind willing to 
understand. One having a mind willing to understand will make the proper interpretation. 
 
If the description explicitly states that which is inoperable is operable, or the claim clearly includes that 
which is inoperable, the claim is defective (Minerals Separation North American Corp. v. Noranda Mines 
Ltd. (1952), 69 R.P.C. 81 at 91-93 (P.C.), and Société des Usines Chimiques Rhone-Poulenc v. Jules R. Gilbert 
Ltd. [1968] S.C.R. 950 at 954). 
 
An application would also be defective under section 2 of the Patent Act because it includes articles or 
processes alleged to operate in a manner clearly contrary to well-established physical laws, e.g. a 
perpetual motion machine. 
 
Consequently, the claims of an application could be defective for encompassing embodiments which do 
not operate, or the entire application could be deemed defective because the subject-matter described 
is inoperative, but such a conclusion must be made in light of the knowledge of one skilled in the art. 
 
 

 Addressing Utility Defects 4.6.7
 
When an examiner determines that there is evidence of inutility in respect of the subject-matter claimed, or 
where an examiner questions the purported utility and determines that the applicant has not established 
that utility (through demonstration or sound prediction), a defect will be identified under section 2 of the 
Patent Act. A defect may also be identified when the description fails to demonstrate or soundly predict 
the utility over the entire scope of a claim. The nature of the argument will depend on the specific defect, 
and should serve to communicate the severity of the perceived deficiency. 
 
Where an examiner determines that utility is not established by a sound prediction, the examiner must 
include supporting arguments which detail how the defect is related to the three step test of sound 
prediction as set out in section 4.6.5. 
 
Care must be taken to ensure that the disclosure requirement of sound prediction is not confused with the 
sufficiency requirement under subsection 27(3) of the Patent Act. An examiner may determine that there is 
a separate and independent defect under subsection 27(3) of the Patent Act if the description fails to 
sufficiently disclose the invention, or if the person skilled in the art could not put it into practice without 
undue experimentation or without exercising inventive skill. Where both a section 2 and subsection 27(3) 
defects are presented in an examiner’s report, the report must clearly identify both and provide separate 
supporting arguments for each. 
 
When considering utility in an application, an examiner should be mindful of the following questions: 
 

i) Does the invention appear to have a utility? 
 

ii) Would the utility of the invention be apparent to a person skilled in the art after having 
read the specification? 

 
iii) Does the inventor show sufficient control over the invention so that the practical results 

inevitably follow? 
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iv) Does the description provide sufficient direction to enable a person skilled in the art to 

successfully reproduce the invention? 
 

v) Is the invention useful for the particular purpose as stated by the inventor in the 
description? 

 
vi) Has the utility of the invention been established at the time of filing on the basis of either 

demonstration or sound prediction? 
 

vii) If the inventor is relying in whole or part on a sound prediction, then is there a factual 
basis, a sound line of reasoning and proper disclosure for this prediction to be sound? 

 
viii) Is there no evidence of a lack of utility of at least some of the claimed subject-matter 

(based on extrinsic documents or the disclosure)? 
 

 
If the answer to any of these questions is no, then a defect based on section 2 of the Patent Act needs to 
be identified in a report. 
 
The examiner can show lack of utility by citing documents (prior art) that show the lack of utility, or by 
referring to the description. The documents may either pre-date or post-date the Canadian filing date, in 
support of such an argument. 
 
 

 Examples 4.6.8
 
Example 1 
 
Canadian patent 2,304,380, entitled “Golf Ball Flotation Device” is directed to a flotation device made to 
be put over a golf ball (see description and drawings). 
 
As the applicant notes in the description, the device is an amusement item, not intended to be hit, but 
rather a fun item designed to entertain. In order to be considered a patentable invention within the 
meaning of section 2 of the Patent Act, a device must have utility beyond mere aesthetic appeal. 
 
For such an application, an examiner would argue a lack of utility and may suggest the applicant to 
contact Industrial Design Branch to obtain protection for this subject-matter. 
 

 
 
Example 2 
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Canadian patent 1,123,704, entitled “Pool Cover Roller Assembly”, is directed to telescoping members that 
form a roller. Claim 1 of the patent defined “a first tubular section and at least one second tubular section, 
each section having an inside cylindrical surface and an outside cylindrical surface”. The claim also 
established that the first tubular section has “a plurality of uniformly spaced ribs” on its inside surface, while 
the second section has such ribs on its outside surface “and extending longitudinally of each section” so 
that when the sections are turned, the ribs engage each other “thereby securing said tubular sections”. 
 
The product was demonstrated and it was shown that with a light reverse manual twist, the two tubular 
sections of the product “unlock” from their “locked position”, i.e. they could not be considered to be 
“secured”. The term “thereby securing” must mean fixing or locking and thus was intended by the 
patentee to be essential. However, without further using some type of fasteners, such as screws or bolts, the 
roller lacks utility, for failing in its promise that when the ribs are engaged, the tubes are secured. 
 
This case demonstrates the importance of using the correct language in claiming. The term “securing” in 
claim 1 implied that the simple engagement of the ribs on each other was sufficient to lock the two tubes 
together. However, such securing further required the use of screws or the like, which were missing from the 
claim. 
 
Claim 1 of the patent was deemed invalid. The courts ruled that an essential element was absent from the 
claim and therefore it lacked utility (Feherguard Products Ltd. v. Rocky's of B.C. Leisure Ltd. (1994), 53 C.P.R. 
(3d) 417 at 425 (F.C.T.D.), aff’d (1995), 60 C.P.R. (3d) 512 (F.C.A.)). If an essential element is absent from a 
claim, the omission is fatal. 
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 Novelty and Anticipation 4.7
 

 Introduction 4.7.1
 
In this chapter we will begin to cover novelty. More particularly, this chapter will deal with the topic of 
novelty from the point of view of subject-matter. 
 
The subject of the relevant dates of patent documents will be covered in detail in Chapter 4.09. 
 
Then, in Chapter 4.10, the two concepts related to the topic of novelty, subject-matter and relevant dates, 
will be combined in order to determine what prior art may properly be cited against a claim or claims for 
anticipation. 
 
 

 A Note on Terminology 4.7.2
 
In this chapter we will discuss both novelty and anticipation. These concepts represent two sides of the 
same coin. That is, if a claim does not meet the criteria for novelty, it is said to be anticipated by prior art. 
 
 

 Statutory Framework 4.7.3
 
The patentability requirement of novelty is found in section 28.2 of the Patent Act. Because this section 
deals mainly with the significance of the dates of the application and of the prior art, it will not be 
represented here, as the purpose of this chapter is to focus on the subject-matter of the claimed invention 
and of the prior art. Section 28.2 will be discussed in detail in Chapter 4.10. 
 
 

 Prior Art 4.7.4
 
The term “prior art” is used to refer to the body of knowledge that predates the claim date of an invention 
in suit. It includes prior patents, applications for patents, and publications, both domestic and foreign. Prior 
art may also include prior art devices that have been made public through use, demonstration or sale in 
Canada or elsewhere. 
 
Types of disclosure: 
 

(1) printed matter (documents); 
(2) a public demonstration or use; or 
(3) a verbal description. 

 
Documents are practically the only source that examiners use, as they are positive proof by virtue of their 
existence. To be usable as a citable reference, the following conditions must be met: 
 

1. the document must have a verifiable date, 
 

2. the document must be generally available, without restriction, to members of the public, 
and 

 
3. the person or persons receiving the document, to be categorized as members of the 

public, must have no special relationship to the author of the document. 
 
A public demonstration or use can be proven only by testimony or reports by onlookers. Their 
understanding may be faulty and may be influenced by hindsight. This type of evidence should be open to 
cross-examination by the applicant, and the Patent Office is not equipped to do this. Consequently 
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defects based on this type of evidence are left to the courts to decide because they have the power to 
summon witnesses. 
 
A verbal description is even more difficult to prove, and has similar shortcomings to a public demonstration 
or use. 
 
 

 State of the Art 4.7.5
 
The expression “State of the Art” is used to denote the body of knowledge that predates the claim date in 
relation to the field of the invention. The state of the art includes all the information available to a person 
skilled in a particular art. The state of the art can be further defined as the contemporary perception of the 
field; certain old ideas or technologies may no longer be accepted or relevant. 
 
 

 Common General Knowledge 4.7.6
 
Common General Knowledge (CGK) refers to the body of knowledge that a skilled person in a specific 
field (art), i.e. the POSITA possesses. (More details about CGK and POSITA can be found in Section 4.1.2.4) 
CGK differs from the state of the art in that said knowledge is so common that it does not need to be 
verified. It is simply known and accepted. This concept is used thoroughly in assessing the inventiveness 
(obviousness) of a set of claims. This will be covered in Chapter 4.08 (Obviousness) 
 
Prior art vs CGK in the Context of Purposive Construction  
 
In the context of purposive construction, we often state that the determination of the problem solved by 
the inventor is informed by the CGK of the POSITA. We often discuss whether certain information is "prior art 
or CGK". When used in this context, the meaning of CGK remains the same (information that every such 
POSITA would know without having to research it) while the meaning of the term "prior art" implies 
something that is prior art without being CGK. Therefore, if in the context of purposive construction it is said 
that a certain piece of information is prior art but not CGK, it is meant that the POSITA would be able to find 
the prior art document in a reasonably diligent search but the information contained in the prior art 
document is not generally known by every POSITA in the relevant art. Information that is merely prior art 
(not CGK) is NOT considered when determining the problem solved by the invention. To reiterate, 
everything that is CGK can be assumed to be prior art, however the reverse is NOT true: not every piece of 
prior art can be assumed to be CGK.   

 
Figure 4.07-1 – Difference between Prior art documents and CGK elements  
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 Anticipation with Regard to Subject-Matter 4.7.7
 
Unlike the aspect of novelty relating to the relevant dates, which finds specific support in the Patent Act, 
patent practice with respect to determining appropriate anticipating references with regard to subject-
matter has developed over the years, guided by jurisprudence.  
 
 

 The Basic Concept of Anticipation 4.7.8
 
The term “anticipation” is a technical word used in patent practice. Briefly stated, a claim is said to be 
“anticipated” when it reads on the teaching of a single reference of prior art. 
 
Some clarification of the terms in the definition is required at this point. 
 
Firstly, the examiner must remember that in assessing the novelty (and unobviousness) of an invention, it is 
the invention “as claimed” in the application under examination that must be compared to previous 
technology, and not the invention as described. This concept is of fundamental importance, as it is the 
claims that outline the boundary of the subject-matter for which protection is sought.  
 
It does not, however, preclude an examiner from purposively construing the claims in view of the intent of 
the inventor/applicant as expressed in the specification (as discussed in Chapter 4.01).  
 
It is important to keep in mind that assessing novelty is done on a claim-by-claim basis. It might even be 
more accurate to say “embodiment-by-embodiment” basis, since claims can define their subject-matter in 
the alternative. Each alternative could, theoretically, be rejected using different prior art. 
 
In general, a claim can only be said to be anticipated when all of the elements of the claim are disclosed 
and enabled in a “single reference” of prior art. 
 
The term “teaching” refers to what can be gathered from the prior art document as a whole, i.e. for a 
patent document, that which can be gleaned from the description, claims and drawings. This teaching is 
addressed to the person of ordinary skill in the art in which the invention resides. 
 
A claim is said to “read on” a prior art reference if there can be found in that reference, enabled elements 
or characteristics which match those set forth in the claim. The language of the claim need not be 
identical to that used in the prior art reference; the test is whether one skilled in the relevant art would know 
that the claimed elements are disclosed and enabled by the reference. 
 
In summary, anticipation occurs when all of the essential elements of a claim are taught by a single prior 
art reference considered as a whole. 
 
It cannot be repeated too often that it is the invention as claimed that must be compared to the prior art. 
Thus, while it is rare to find a prior art reference that teaches all of the elements described in an application, 
this is not a requirement for anticipation and, in fact, it is not a rare occurrence to find prior art that 
anticipates one or more claims of an application. 
 
 

 Mosaics 4.7.9
 
An attempt to argue that a claim is anticipated by a combination of two or more prior references is 
considered improper, and is known as “making a mosaic”. 
 
While the general rule for anticipation is that only a single reference may be applied against one or more 
claims in an application, there are situations where more than one document may be cited against the 
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same claim. A caution against appearing to make a mosaic is also included: 
 

1. If there is clear instruction or inference in a first prior art document to consult another document, 
one may refer to the combination of the two documents to establish anticipation. That is, the two 
documents are to be read as one. 

 
The information in the anticipating document must be more than a mere suggestion, which, 
taken with suggestions in other documents, will indicate the defined invention. 
 
Although a defect to a claim under section 28.2 (anticipation) is theoretically possible in these 
circumstances, in practice many examiners will instead raise a defect under section 28.3 
(obviousness - see next chapter), for practical reasons. The claims will require the same 
amendment by the applicant in order to clear the prior art references, regardless of whether 
section 28.2 or 28.3 is used, and the examiner does not risk getting drawn into a pedantic 
argument as to whether the two documents can fairly be read as one, which argument may 
necessitate a further action. 

 
2. If the claimed invention is anticipated by more than one reference, considered individually, then 

each reference should be cited. 
 

Although the examiner, in this situation, is not making a mosaic by combining references to show 
anticipation, this case is included here as a caution that, if the examiner’s report does not make it 
clear to the applicant that each of the references teaches the claimed invention individually, 
and not cumulatively, the applicant may think that a mosaic is being made by the examiner. 

 
For example, a statement that “Claim 1 lacks novelty in view of D1, D2 and D3”, might suggest to 
the applicant that the defect relies on a combination of references. Instead, the report could 
state, “Claim 1 is anticipated by each of D1, D2 and D3 when taken individually.” 

 
3. When a claim defines multiple embodiments by means of a group of alternative members 

(Markush), many documents can be cited against the claim, but each document may 
anticipate a different embodiment of the claim. (See section 4.7.11) 

 
Further, although it may be improper to combine two references in making an argument that a claim is 
anticipated, it may be possible to argue that the claim is obvious in view of the same two references. This 
subject will be covered in Chapter 4.08. 
 
 

 Dependent Claims 4.7.10
 
If a dependent claim is found to be anticipated, any claims on which it depends must also be anticipated, 
since a dependent claim necessarily includes all of the features of any claim upon which it depends. 
 

Ex.: Claim 1 is directed to a machine comprising features X and Y. 
Claim 2 depends on claim 1 and further defines the machine as having feature Z. 

 
If a prior art document discloses a machine having features X, Y and Z, it anticipates claim 2, and 
also necessarily anticipates claim 1, as the machine disclosed in claim 2 inherently comprises all of 
the features defined in claim 1 as well. 

 
 

 Embodiments 4.7.11
 
If a single embodiment in a claim is anticipated, the whole claim lacks novelty. The use of Markush claims is 
most often seen in the chemical and biotech arts; families comprising thousands of compounds are often 
claimed. If one of the compounds is found in the prior art, for example, the whole claim is anticipated. 
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 Trivial Differences Between Claims and Prior Reference 4.7.12
 
If a prior document shows the same invention as claimed by the applicant except for trivial and non-
essential differences that would be readily understood by the person skilled in the art then the examiner 
can perform a purposive construction analysis to identify the features as non-essential and then do 
anticipation based on only the essential elements of the claim. 
 
 

 Inherent Anticipation 4.7.13
 
In some cases, a prior art document may disclose the subject-matter of a claim, without explicitly 
describing it in the manner it is claimed. In these circumstances, the prior art document can be said to 
inherently anticipate the claim. 
 

Example 
 
A claim is directed to a compound characterized by a property X. If a prior art document discloses 
a process to manufacture the same compound, then feature X is inherently known from the 
document, even if it is not explicitly disclosed. The discovery or measurement of a characteristic 
does not confer patentability to the compound. However, a new use or process derived from this 
characteristic may be patentable. 

 
 

 Test for Anticipation 4.7.14
 
Over the years, the courts have had numerous occasions to answer the question as to whether claims of a 
granted patent were anticipated by prior art. More recently, a test for anticipation was set out by the 
Supreme Court in Apotex Inc. v. Sanofi-Synthelabo Canada Inc. 2008 SCC 61, which requires that a single 
disclosure both disclose and enable the claimed invention. The approach taken by the person skilled in the 
art in reading and applying the prior art differs slightly when assessing the two parts of the test. 
 
 

 Disclosure 4.7.15
 
The first part of the test for anticipation asks whether a single prior teaching discloses the same invention 
that has been claimed in the application under consideration (or, where a claim encompasses several 
embodiments, of at least one operating embodiment of the claimed invention).  
 

1. In reading the prior disclosure to understand the matter it describes, the skilled person is “taken to 
be trying to understand what the author of the description [in the prior patent] meant”.  

 
2. The prior disclosure is read in the same informed and purposive manner as the application itself, so 

as to fairly interpret its teachings, as if being read by the person skilled in the art at the claim date 
of the claim under consideration.  

 
3. The disclosure does not have to be an “exact description” of the claimed invention. The disclosure 

must be sufficient so that when read by a person skilled in the art willing to understand what is 
being said, it can be understood “without trial and error”.  

 
4. Even if the prior disclosure uses quite different terms to describe its subject-matter, “if carrying out 

the directions contained in the prior inventor’s publication will inevitably result in something being 
made or done which [...] would constitute an infringement” of a claim being examined, the prior 
disclosure describes the same invention. 
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 Enablement 4.7.16
 
If the prior teaching does disclose the claimed invention, the next part of the test must be evaluated. That 
is, does the prior disclosure enable the disclosed invention to be operated without inventive effort or undue 
experimentation?  
 
At this stage, the person skilled in the art “is assumed to be willing to make trial and error experiments to get 
[the invention] to work”. Note that enablement does not mean that the earlier invention was actually put 
into practice, but simply that the earlier disclosure was sufficient to enable the person skilled in the art to 
build, operate or use the invention. In contrast, where an applicant asserts that inventive effort or an undue 
burden would be required to operate an invention in view of an earlier disclosure, this should be supported 
by reasoned arguments and, as appropriate, by relevant facts. If the examiner disagrees, reasons for 
considering that the disclosure is, in fact, enabling must be set forth. 
 
While particular expressions of the test for anticipation have been provided by various Courts, a common 
thread is that the prior teaching has to anticipate “for [the] purpose of practical necessity”,  implying that 
the test for anticipation is based on practical considerations rather than theoretical ones. The test has been 
described as asking whether the prior disclosure would allow the person of ordinary skill in the art to 
understand “and be able practically to apply the discovery without the necessity of making further 
experiments and gaining further information before the invention can be made useful”. 
 
In assessing anticipation, it may also be determined that a claim encompasses many different operating 
embodiments. The claim will be anticipated if any one working embodiment is disclosed and enabled by 
the prior art. 
 
Example that uses purposive construction to remove non-essential features: 
 

An application is directed to improved methods of preparing rigid polyurethane foams with good 
insulating values. The application discloses that the inventors set out to improve the insulating 
values of rigid polyurethane foams by preparing them in the presence of a blowing agent 
comprising a perfluorocycloalkane and a straight-chain alkane in specific ratios. The application 
teaches that water may be used as a co-blowing agent. 

 
Application D1 discloses the use of a blowing agent falling within the ranges disclosed and 
claimed in the application in the preparation of rigid polyurethane foams. D1 is silent as to whether 
water should be used as a co-blowing agent.  

 
Claim 1: 
 

A method for producing a rigid polyurethane foam, comprising the step of contacting a polyol 
and an isocyanate in the presence of a blowing agent, wherein the blowing agent comprises a 
perfluorocycloalkane and a straight-chain alkane in a ratio of x:y and wherein the blowing agent 
comprises 0.05 to 0.95 wt.% water as a co-blowing agent. 

 
Analysis: 
 

The person of ordinary skill in the art (POSITA) is a chemist knowledgeable in the field of rigid 
polyurethane foams, including their properties and how to prepare them. 

 
Common General Knowledge (CGK) 
 

It is common general knowledge that foams with good insulating properties can be prepared in 
the presence or absence of water as a co-blowing agent. Prior art documents D2 to D5, 
representative of the CGK of the POSITA, all relate to rigid polyurethane foams prepared by 
related blowing agents, and further disclose that foams with good insulating properties can be 
prepared in the presence or absence of water as a co-blowing agent. Furthermore, these 
documents note that water is usually present in small quantities due to the hydrophilic nature of the 
polyol component used to prepare the foams. 
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The Problem 
 

It is clear from the description that the problem to be solved was how to improve methods of 
preparing rigid polyurethane foams having good insulation values. 
 

The Solution 
 

The solution as detailed in the description is to prepare the rigid polyurethane foams in the 
presence of a blowing agent comprising a perfluorocycloalkane and a straight-chain alkane in 
specific ratios. 
 

What are the essential elements? 
 
In order to solve the problem of preparing rigid polyurethane foams having good insulating values, the 
following elements of the claim are considered essential: 
 

• contacting a polyol and an isocyanate 
 

• the presence of a blowing agent comprising perfluorocycloalkane and a straight-chain alkane in 
specific ratios. 

 
The following element is non-essential to achieving the proposed solution: 
 

• the use of 0.05 to 0.95 wt. % water as a co-blowing agent. 
 
Although the claimed method recites the use of water as a co-blowing agent, it is clear that the common 
general knowledge of the person skilled in the art includes the knowledge that rigid foams with good 
insulating properties can be prepared in the presence or absence of water as a co-blowing agent. This is 
consistent with the teachings of the application’s description, which discloses that water “may” (not 
“must”) be present, and which does not disclose any specific new results arising from the presence of 
water. The person of ordinary skill in the art would understand that the presence of water is not an essential 
element of claim 1. 
 
Is the claim anticipated? 
 
Yes, based on a comparison of the elements essential to solve the problem the inventors set out to address, 
the method of claim 1 is anticipated by the enabling disclosure of D1 under section 28.2 of the Patent Act. 
 
Other formulations of the test for anticipation are found in the jurisprudence, several of which will be 
discussed Chapter 9 of the advanced course manual.  
 
 

 Summary 4.7.17
 
It is important to bear in mind that the actual requirement to be satisfied is simply that provided in section 
28.2 of the Patent Act. At its simplest, the assessment of anticipation can be reduced to this: the subject-
matter of the claim being examined is analysed in order to identify the elements that are essential to the 
applicant’s proposed solution to the problem being addressed by the application. The prior art is analysed 
to determine if it discloses and enables the use of the same elements (whether or not disclosed in the same 
terms) in a form suitable for the same purpose as the claimed matter. If so, the prior disclosure anticipates 
the later claimed subject-matter. 
 
All of the essential elements of a claim must be taught by a single prior art reference considered as a whole 
(subject to the exceptions noted in this chapter). 
 
In theory, this may seem like a fairly easy test to determine. However, in practice it requires the 
development of certain skills by the examiner, including: 
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• reading the claims to determine their true scope, 

 
• construing the claims to determine what problem the inventor set out to solve, its solution and the 

essential elements to that solution,  
 

• understanding the subject-matter of the relevant field of technology, and 
 

• searching for, and retrieving, pertinent prior art references, 
 
before a proper comparison can be made between the claims of the application and the prior reference. 
 
The exercises associated with this chapter are intended to provide practice in developing the skills of 
interpreting and construing the claims and comparing them to what is taught by the prior art. Prior art 
searches will be covered in Chapter 4.11. 
 
 

 Review Questions 4.7.18
 

1. Briefly explain “prior art”. What types of publications are most commonly used as “prior art” in patent 
examination? 

 
2. Under what circumstances is it acceptable to cite more than one document against the novelty of a 

claim? 
 

3. What are the consequences if a novelty defect is not raised by an examiner? 
 

4. Can a document be used when making an anticipation argument if the document does not define all 
the subject-matter of a claim? Explain. 
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 Obviousness and Double-Patenting 4.8
 

 Introduction 4.8.1
 
This chapter covers obviousness (lack of inventive ingenuity) and double-patenting. 
 
[See also MOPOP Chapter 15] 
 
 

 Statutory Framework 4.8.2
 
The patentability requirement for non-obviousness is found in section 28.3 of the Patent Act as outlined 
below. 
 

The subject-matter defined by a claim in an application for a patent in Canada must be subject-
matter that would not have been obvious on the claim date to a person skilled in the art or 
science to which it pertains, having regard to  
 
(a) information disclosed more than one year before the filing date by the applicant, or by a 
person who obtained knowledge, directly or indirectly, from the applicant in such a manner that 
the information became available to the public in Canada or elsewhere; and 
 
(b) information disclosed before the claim date by a person not mentioned in paragraph (a) in 
such a manner that the information became available to the public in Canada or elsewhere. 

 
 

 Definitions 4.8.3
 

 Obviousness 4.8.3.1
 
“Obviousness” means that a claim or some claims are directed to subject-matter which does not involve 
any amount of inventive ingenuity. Any unimaginative, skilled technician in the field of the invention would 
have come up with the same solution to the same problem. Whereas no one may have done exactly what 
the inventor did, a person skilled in that art, in light of their CGK and in view of the state of the art, would 
have had no difficulty arriving at the same subject-matter when presented with the same problem. 
 
It is of fundamental importance to keep in mind that it is the invention as claimed which is to be tested for 
"inventive step”, and not the invention as disclosed. It is easy to lose track of this when examining an 
application. 
 
In the literature and throughout the jurisprudence, the terms "lack of invention", "lack of inventive 
subject-matter", "lack of inventive ingenuity" and "obvious" are used interchangeably. The term "obvious" 
was formally introduced with the amendments to the Patent Act of October 1996. 
 

 Inventive Ingenuity 4.8.3.2
 
In determining whether or not an alleged invention is obvious or lacks inventive ingenuity, one must 
consider the person skilled in the art. 
 
The person skilled in the art is the hypothetical person used as the benchmark for determining obviousness 
or lack of inventive ingenuity. This person is described as 
 

“the technician skilled in the art but having no scintilla of inventiveness or imagination; a paragon 
of deduction and dexterity, wholly devoid of intuition; a triumph of the left hemisphere over the 
right…” (Justice Hugessen in Beloit Canada Ltd. v. Valmet Oy.) 
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Justice Hugessen continued by defining the question to consider in determining whether or not the alleged 
invention is obvious. 
 

“The question to be asked is whether this mythical creature (the man in the Clapham omnibus of 
patent law) would, in the light of the state of the art and of common general knowledge as at the 
claimed date of invention, have come directly and without difficulty to the solution taught by the 
patent.” 

 
 Jurisprudence 4.8.3.3

 
Sanofi 
 
In the case Apotex Inc. v. Sanofi-Synthelabo Canada, Inc. [2008 SCC 61], the Supreme Court of Canada 
redefined the approach to obviousness in Canada. 
 
The four-step approach to obviousness adopted by the Court is as follows: 
 

1. (a) Identify the notional “person skilled in the art”; 
(b) Identify the relevant common general knowledge of that person; 

 
2. Identify the inventive concept of the claim in question or if that cannot readily be done, construe 

it; 
 

3. Identify what, if any, differences exist between the matter cited as forming part of the “state of 
the art” and the inventive concept of the claim or the claim as construed; 

 
4. Viewed without any knowledge of the alleged invention as claimed, do those differences 

constitute steps which would have been obvious to the person skilled in the art or do they require 
any degree of invention? 

 
At step 4 it must be determined whether the subject-matter of the claim is obvious or is the result of 
ingenuity. Various tests have been articulated in the jurisprudence in order to answer this question, and the 
Supreme Court has cautioned that no single expression of this test is likely to apply to all circumstances. 
Although the test question may be framed taking into account the nature of the specific case in question, 
one must never lose sight that its purpose is to evaluate the statutory requirement of section 28.3 of the 
Patent Act and care should be taken to ensure the question is not phrased in such a way that a different 
standard is applied. 
 
Regarding step 4, the Supreme Court noted that, in "areas of endeavour where advances are often won 
by experimentation", it may be appropriate to ask whether the claimed subject-matter is obvious because 
the route to the invention would have been "obvious to try". Patent examiners will henceforth consider 
whether "obvious to try" is a relevant consideration in determining the obviousness of claimed subject-
matter. 
 
The Court provided several factors as being applicable, depending on the nature of the specific case 
under consideration, in determining whether the matter of a claim would have been "obvious to try". The 
factors set out by the Court, with the caution that the list is not exhaustive, included: 
 

(A) Is it more or less self-evident that what is being tried ought to work? Are there a finite number of 
identified predictable solutions known to persons skilled in the art? 

 
(B) What is the extent, nature and amount of effort required to achieve the invention? Are routine 

trials carried out or is the experimentation prolonged and arduous, such that the trials would not 
be considered routine? 

 
(C) Is there a motive provided in the prior art to find the solution the patent addresses? 
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Where the questions (A) and (C) can be answered in the affirmative, and the conclusion at item (B) is that 
the matter of the claim would be arrived at by routine trials that were not prolonged and arduous, it can 
be concluded that the subject-matter of the claim is obvious since it would have been "obvious to try" to 
identify the claimed matter from among a finite number of likely solutions one of which more or less 
self-evidently ought to work. 
 
Little guidance exists as to which areas of endeavour are those in which advances are often won by 
experimentation. In cases where "obvious to try" considerations are not appropriate, it is extremely unlikely 
that the various factors of the approach could be satisfied. Where there are a finite number of identified, 
predictable solutions known to the person skilled in the art and a motivation provided in the prior art to find 
the solution the application addresses, it can be presumed that one is in an area of endeavour where 
advances are often won by experimentation. The "threshold" question of whether "obvious to try" is 
applicable is considered to be inherently addressed when the factors of the test itself are considered. 
 
While the examiner must always follow the Sanofi 4-step approach when assessing obviousness, the 
examiner need only to lay out the analysis in pre-Final and Final Actions. 
 
 

 References for Obviousness 4.8.4
 
In practice, identifying an obviousness defect for a claim or a group of claims requires the examiner to cite 
prior art documents. 
 
The state of the art must be clearly demonstrated. In order to show it, there should be a primary document 
which shows the main features of the claimed invention and one or more secondary documents that show 
the other claimed features.  Furthermore, it must be obvious (i.e. uninventive) to combine the necessary 
teachings so as to arrive at the claimed invention. 
 
One or two primary references may be used to show the state of the art. Additional document(s) may be 
cited to demonstrate that the difference(s) between the state of the art and the inventive concept of the 
claim(s) would have been obvious to one skilled in the art in light of common general knowledge. 
 

Example 
 
Claim 1 does not comply with section 28.3 of the Patent Act. This claim is directed to subject-
matter that would have been obvious at the claim date to a person skilled in the art or science to 
which it pertains having regard to D1 in view of D2. D1 teaches the use of screws in machine X, but 
fails to disclose the use of nuts and bolts in machine X. However, this difference is considered 
obvious, as shown by D2 since D2 discloses the use of nuts and bolts in machines, instead of screws. 
It would have been obvious for a person skilled in the art to modify D1’s machine X and use nuts 
and bolts, as shown by D2. 

 
Sometimes, a single reference can be used to make an obviousness argument. For example a basic 
reference could be used alone if the claimed difference is so widely known as to be beyond dispute (i.e. 
part of the common general knowledge). 

 
Example 
 
Claim 1 does not comply with section 28.3 of the Patent Act. This claim is directed to subject-
matter that would have been obvious at the claim date to a person skilled in the art or science to 
which it pertains having regard to D1 in view of the common general knowledge. D1 does not 
disclose the use of nuts and bolts in machine X. However, this difference is obvious as it is common 
general knowledge to use other attaching means. 

 
The opening paragraphs of the examiner's report will usually be followed by a listing of the most relevant 
prior art references found during a search of the various sources. Each of the references should then be 
briefly discussed, clearly indicating those features or teachings which the examiner will use in their 
requisition based on either anticipation or obviousness. 
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To simplify the discussion of the references, they may be grouped in regard to common features, but any 
differences in a particular reference should also be highlighted. A precise discussion of the prior art, 
accompanied by a clear statement explaining the manner in which the prior art has been applied, will 
make the examiner's point of view clear to the applicant. The resultant response from the applicant will also 
be more directed and thus expedite the prosecution. 
 
 

 Combining Documents 4.8.5
 
When making an argument based on obviousness, the primary and secondary references must be 
appropriately combined and only as many references as necessary should be cited. A shotgun citing of 
many references against claims, without a clear statement as to what each shows and how they are 
combined, is not acceptable. The examiner must build an argument to demonstrate the obviousness of the 
difference between the inventive concept and the prior art. By chaining citations, this argument loses 
much of its strength. 
 
The examiner should cite only as many references as are necessary to make a clear and strong case. 
Citing many references, which show the same general subject-matter but differ from one another in various 
insignificant ways, opens the door for the agent to argue irrelevant trivial differences. There are some 
guidelines available in assessing the prior art. A document that shows everything in the claim except a 
minor conventional element may be sufficient to show obviousness. 
 
The issue of what constitutes analogous art is a difficult one. The material used to show obviousness must 
have occurred to the notional person skilled in the art. It would have to be established that the 
hypothetical skilled person in the art could reasonably have been aware of the alleged prior art. The 
references cannot be from such diverse arts that one skilled in the art of the invention claimed would not 
normally be expected to be aware of it. There may be invention in applying known principles of one art to 
another art if the different arts are sufficiently remote from each other, even though one skilled in the art 
would be expected to look beyond the immediate environment of the invention. 
 
 

 Examples of Obvious & Unobvious Improvements 4.8.6
 

 New Use for an Old Compound 4.8.6.1
 
If a new specific use for an old compound has been found, the new use may be inventive even if the 
formula for that compound has been previously disclosed, if the new use was not previously disclosed. 
 
However, if the prior art says that a combination of old compounds (or a compound with a carrier) could 
be useful for a given purpose, it is obvious to experiment with the compounds and verify a commercial use 
as indicated in the art. 
 
A compound for use and a use of a compound may be inventive if the use of the compound is new. 
 
The old compound may be inventive when combined with a carrier appropriate for the specific new use. 

 
 Substitution of Materials 4.8.6.2

 
Given an old article and a substitution of a new material in an element of the article, if there are new, 
useful and unexpected uses or properties of the article, the article may be inventive.  However, if there are 
additional useful uses or properties which were previously desired but not feasible due to lack of 
serviceable materials, the article may not be inventive. The substitution of a superior material for an inferior 
material, where the advantages of the substitution were expected, has been found to be obvious. 
Substituting better materials for inferior materials without changing the purpose or use for the device is not 
inventive. 
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 Substitution or Duplication of Parts 4.8.6.3

 
It is obvious to change a process, machine, manufacture or composition of matter, by substituting an 
equivalent for any of its parts, unless the new part not only performs the function of the part for which it was 
substituted, but also performs another function, by another mode of operation, or develops new uses and 
properties of the article formed. 
 
It is obvious to duplicate one or more of the parts of a machine or manufacture, unless the duplication 
causes a new mode of operation, or produces a new unitary result. 
 

 Simplification of Apparatus 4.8.6.4
 
The elimination of elements of an apparatus that results in a different approach to the function of the 
apparatus may be inventive. 
 
However, it is obvious to omit one or more of the parts of a machine or manufacture with a corresponding 
omission of function, unless that omission causes a new mode of operation of the parts retained. 
 

 Selection from Within Ranges (Selection Patent) 4.8.6.5
 
Where it is known that a range of conditions or elements works for a given function, a claim to a selected 
range within the known range may be inventive when the following conditions are met: 
 

• The selected range must provide a substantial advantage or avoid a substantial disadvantage; 
 

• All the selected conditions or elements must have the benefit; and 
 

• The benefit must usually be peculiar to the selected conditions or elements.  
 

 New Process to Produce an Old Product 4.8.6.6
 
In the case of a new process to produce an old product, the process may be inventive, but the product is 
not if the product or the use of the product is known. 
 

 New Use for Old Process, Machine or Manufacture 4.8.6.7
 
It is obvious to merely use an old process, machine or manufacture for a new but analogous purpose. 
 

 New Compositions 4.8.6.8
 
Given a known compound having a known utility, mixing it with a known carrier for the same utility is 
obvious. 
 

 Known Method Applied to Known Materials to Produce a New Product 4.8.6.9
 
If the method is known, but the method had never been applied to certain materials which were in 
themselves known, then a claim to the method when applied to these materials is inventive if the resulting 
product is inventive. 
 

 Changes in Physical Size or Workmanship 4.8.6.10
 
It is obvious to merely change the size or dimensions of an object, or to change the form or proportions of a 
machine or manufacture, unless a new mode of operation or function results. It is also obvious to produce 
an article which differs from an older article only in excellence of workmanship. 
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 Aggregation of Known Elements 4.8.6.11
 
An aggregation occurs when a claim defines elements that function independently of each other. Each 
element functions in its known manner. The effect of combining the elements is nothing more than the sum 
of the effects of each individual element. 
 

A classic example of aggregation is that of an ordinary lead pencil with an eraser placed on its 
end. Both the pencil and the eraser continue to perform their respective functions regardless of the 
presence of each other, and no common result emanates from any interaction or cooperativeness 
of the two elements.Double-Patenting 

 
 What is Double-Patenting? 4.8.7.1

 
Double-patenting occurs when patents are granted to the same applicant (which includes inventors) on 
applications with claims with overlapping subject-matter. Double-patenting is prohibited. 
 
Overlap is a term of convenience describing the situation in which an operating embodiment in a claim of 
an application being examined is identical to an operating embodiment in a claim in an existing patent. 
The embodiment in the existing patent, being the same as that in the application being examined, acts as 
a bar against the latter; granting that embodiment in two patents would result in double-patenting. 
 
An operating embodiment can be either the entirety of the claimed subject-matter, or one of several 
alternatives within a claim. In the latter case, it is possible that the overlap between the claims involves only 
a small fraction of the scope of the claim in one or both documents. Nevertheless, having the embodiment 
in question be granted in two patents would result in double-patenting. 
 
Double-patenting is not explicitly addressed in the current Patent Act and Rules; it was defined by the 
courts as a defect that could invalidate a patent. The Courts have recognized that “a second patent 
[can] not be justified unless the claims [exhibit] “novelty or ingenuity” over the first patent”. In essence, 
once a patent is granted for an invention, “further invention” is required to support another patent. 
 

 The Two Branches of Double-patenting 4.8.7.2
 
There are two branches to the prohibition against double-patenting: 
 

1. Same invention 
 

2. Obviousness 
 

The assessment of double-patenting, in practical terms, can be understood as a specialised evaluation of 
anticipation and obviousness wherein the “prior art” consists solely of one other patent by the same 
applicant (the “existing patent”). The assessment differs from the statutory assessment of anticipation and 
obviousness in two important ways: 

 
i)        The “prior art” under consideration is not citable under paragraph 28.2(1)(a) or 28.3(a) of the Patent 
Act; and 
ii)       Only the claims of the “prior art” patent by the same applicant are considered in the assessment. 
 

The assessment involves a comparison of the claims rather than the disclosure, as the claims define the 
monopoly. However, claim comparison is not done on a literal construction of the claims; claims are to be 
given a purposive construction based on a reading of the specification through the eyes of the skilled 
person, taking into account their common general knowledge. If the claims of the existing patent, when 
understood by the person skilled in the art in light of the common general knowledge on the claim date 
and the teachings of the specification as a whole, anticipate or render obvious the claims of the 
application being examined, the claims are not patentably distinct from each other. Granting both sets of 
claims would therefore result in double-patenting. Where it can be concluded that the claims in an 
application are “not patentably distinct” from the claims in the existing patent, the test under either the 
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“same invention” or “obviousness” branch of the doctrine of double-patenting would have been met. 
 
Note: When a defect is raised under the “obviousness double-patenting” branch, the examiner may cite 
art to show that the claims are not patentably distinct in view of the claims in the other application/patent 
and in view of the common general knowledge. Overlap occurs with an existing patent (MOPOP 15.06.02) 
or with co-pending applications (MOPOP 15.06.03), where the former results in an actual defect being 
identified and the latter results in a potential defect being identified. 
 

 What About Divisionals? 4.8.7.3
 
Overlapping subject-matter between a divisional and its parent results in an improper divisional and not 
double –patenting (though double-patenting could occur between two sibling divisionals or between a 
parent and a “grandchild” divisional). See chapter 4.4.7 for more information on divisionals. 
 
For divisional applications suggested by the office, a defect based on improper divisional of the claims 
appearing in the divisional with those of the parent would not generally be warranted. However, if the 
applicant, after filing the divisional, subsequently amends the claims to broaden the scope, change the 
point of invention, or introduce some of the parent’s claims, the examiner may be in a position to identify a 
defect based on double-patenting. 
 

 Examination 4.8.7.4
 
The following points should be taken into consideration when examining applications with overlapping 
subject-matter: 
 
• Overlapping subject-matter only occurs in applications from the same applicant (or related 

applicants/inventors). 
 

• A warning of a potential defect is given for co-pending applications while a double-patenting 
defect is identified when one application has been granted and is now a patent. 
 

• If one application or granted patent is early enough that it can be for cited for novelty or 
obviousness against the later application, then a novelty or obviousness defect should be 
identified instead of a double-patenting defect or warning. 

 
• If an application with overlapping claims has a dead or withdrawn status, the double-patenting 

issue is irrelevant (since the application will never become a patent). 
 

Note: if an application is abandoned, the issue is raised with the non-abandoned application until 
the reinstatement period of the application has expired, since the application could still be 
reinstated and proceed to grant. 

 
• If the other application has not been examined yet, the examiner must leave a notation on the 

other file in TechSource, indicating the possible overlap. 
 
• If the two applications are being prosecuted at the same time, the double-patenting issue should 

be raised for both applications. The applicant might choose to restrict one or the other. 
 
• Ask yourself whether you would accept the claims of both applications in a single application; if 

you would think there would be a unity problem, do not give an obviousness double-patenting 
warning or identify an obviousness double-patenting defect. 

 
 Review Questions 4.8.7.5

 
1. Which type of defect is easier to raise, novelty or obviousness? Explain. 

2. Under what circumstances is it acceptable to cite only one document in an obviousness defect? 
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3. What are the consequences if an obviousness defect is not raised by an examiner when it could be? 

4. Which “test” should be used to determine whether a claim is obvious? 

5. Can the “obvious to try” approach be used in all fields of technology? Explain. 

6. Briefly explain the two branches of double-patenting. 

7. What question should an examiner ask themselves, having regard to unity, before raising an obviousness 
double-patenting defect? 
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 The Dates of an Application 4.9
 

 Scope of the Chapter 4.9.1
 
Unless otherwise specified, applications mentioned in this chapter refer to applications for a patent filed in 
Canada on or after October 1, 1996. Also, unless otherwise specified, applications mentioned in this 
chapter refer to applications other than PCT national phase applications. 
 
 

 Filing Date (FD) 4.9.2
 

 What the Examiner Should Remember 4.9.2.1
 
• The requirements necessary to obtain a filing date are quite minimal, especially for applications 

filed on or after October 1, 1996. 
 
• The applicant must still provide the completion requirements within a specified time limit. 

 
• Most applicants file a complete application on the filing date. 

 
• After the filing date, the applicant will not be able to add new matter to the application.  

 
 Requirements to Obtain a Filing Date 4.9.2.2

  
To obtain a filing date under subsection 28(1) of the Patent Act an application for a patent in Canada 
must conform to the requirements of section 27.1 of the Patent Rules.  It must include:   
 
• an indication in English or French that the granting of a Canadian patent is sought; 

 
• the name of the applicant; 

 
• the address of the applicant or of the applicant’s patent agent; 

 
• a document, in English or French, that on its face appears to describe an invention; and 

 
• either (A) a small entity declaration in accordance with section 3.01 of the Patent Rules and the 

small entity fee set out in item 1 of Schedule II  or (B) the standard fee set out in that item. 
 
If the requirements listed above are received on different dates, the filing date will be the last of these 
different dates. 
 

 Completion Requirements 4.9.2.3
 
In the previous section, the minimum requirements to obtain a filing date were explained. However, the 
requirements for an application to be deemed complete are somewhat more detailed. 
 
For an application for a patent in Canada, the following are required to complete the application 
(subsection 94(2) of the Patent Rules): 
 

• a petition, 
 

• an abstract, 
 

• a sequence listing, where required, 
 



Chapter 4.9 – page 2 
 

• a claim or claims, 
 

• any drawing referred to in the description, 
 

• an appointment of a patent agent, where required, 
 

• an appointment of an associate patent agent, where required, and 
 

• the abstract, the description , the claims and the drawings must comply with sections 68 to 70 of 
the Patent Rules. 

 
 Time Limits to Complete an Application 4.9.2.4

 
The time limit to complete the application without having to pay a completion fee is 15 months after the 
filing date of the application or, where a request for priority has been made in respect to the application, 
15 months after the earliest priority date. 
 
After the time limit has expired, a notice is sent out by the Commissioner. The applicant must then complete 
the application before the expiry of the later of the 3-month period after the date of the notice and the 12-
month period after the filing date of the application. The applicant must also pay the completion fee set 
out in item 2 of Schedule II. Failure to complete the application or to pay the fee within the specified time 
limit will result in the application being deemed abandoned. 
 

 Ramifications of the Filing Date 4.9.2.5
 
Section 38.2 of the Patent Act states that the specification and drawings may be amended before the 
patent is issued. However, the specification and drawings may not be amended in such a way as to 
describe or add matter not reasonably to be inferred from the specification or drawings as originally filed. It 
is thus crucial that all aspects of an alleged invention, as trivial as they may appear to the applicant at the 
time of filing, be included in the documents submitted at filing. It is important to note that, should an 
applicant include subject-matter in a priority document but fail to include the same subject-matter at filing 
of the Canadian  application, that subject-matter will be deemed new matter if it was to be submitted any 
time after filing. 
 
The term of a patent stemming from an application that is filed on or after October 1, 1989 is 20 years from 
the filing date. In contrast, for patents stemming from an application filed before October 1, 1989, the term 
of the patent is 17 years from the issue date. 
 
As will be seen later, the filing date of an application may be determined to be the “claim date” of a 
particular claim. As such, it can be used to determine whether or not a prior art document may be cited 
against a patent application under examination. 
 
The filing date of an application must be considered when determining whether or not to cite documents 
originating from the applicant or by a person who obtained knowledge, directly or indirectly, from the 
applicant.  
 
When the applicant wants to include a deposit of biological matter, that deposit must be made by the 
applicant according to the Patent Rules on or before the filing date. 
 
 

 Priority Date (PD) 4.9.3
 

 What the Examiner Should Remember 4.9.3.1
 

• Claiming priority under the Paris Convention allows the applicant to benefit from an earlier 
effective date of filing. 
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• Most Canadian applications make at least one request for priority. Most of the time, that request is 
made in the petition at filing. 

 
• An application for a patent in Canada may be based on more than one priority document. 

 
• Priority rights are not automatic; they must be duly requested. 

 
• A request for priority will affect the date of opening to public inspection in Canada.  

 
 The Paris Convention 4.9.3.2

 
The term "priority" when dealing with patents and patent applications relates to the priority system first 
established under Article 4 of the Paris Convention for the Protection of Industrial Property. In essence, this 
entitles an applicant for a patent to retain the priority of a first application filed in a country party to the 
Paris Convention for subsequent applications in respect of the same invention which are duly filed in or for 
other Convention countries within a period of twelve months from the date of the first filing. Where an 
application validly claims the priority of a previously filed application, it is the date of filing of that 
application, rather than the filing date of the subsequent application, which is the effective one for 
determining the state of the art against which the invention claimed is to be assessed for patentability. 
 
The Paris Convention is a treaty which was signed in 1883 and which came into effect in 1884. It was 
originally signed by the representatives of 11 countries (Belgium, Brazil, France, Guatemala, Italy, 
Netherlands, Portugal, Salvador, Serbia, Spain and Switzerland). The aim of the Paris Convention was to 
facilitate the coordination of filing multiple patent applications for the same invention in a number of 
countries. As such, it granted one year to an applicant filing a patent application in one member country 
to file patent applications in other member countries while maintaining the benefit of the original filing 
date. 
 
Of course, the Paris Convention was particularly relevant at the end of the 19th century due to the length of 
international travel and the absence of telecommunications. Today, most countries (177, as of June 21, 
2017) are members of the Paris Convention. 
  

 Terms Used in this Chapter 4.9.3.3
 
It is common practice to use the terms “priority date” and “priority document” when referring to 
documents upon which convention priority has been claimed. For that reason, these terms will also be used 
in this chapter. It should be noted however that these terms do not specifically appear in the current 
version of the Patent Act. In fact, in the Act “priority date” and “priority document” appear as “filing date 
of a previously regularly filed patent application” and “previously regularly filed patent application”, 
respectively. 
 

 Claiming Priority 4.9.3.4
 
In order for an application for a patent in Canada (“the application”) to benefit from the filing date of a 
priority document, the following conditions must be met (subsection 28.1(1) of the Patent Act): 
 

• the filing date of the application must be within twelve months after the filing date of the priority 
document; 

 
• the priority document must have been filed in Canada or in a country that by treaty, convention or 

law affords similar protection to citizens of Canada; 
 

• a request for priority must be made; and 
 

• the priority document must disclose the subject-matter defined by a claim or claims in the 
application. 

 
An applicant may only file a request for priority based on a prior application that has also been filed by the 
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applicant or by a successor in title of the applicant for the prior application. 
 

 Time Limits to Request Priority 4.9.3.5
 
When making a request for priority, the applicant must provide the Commissioner with: 
 

• the date and country of filing of each priority document on which the request for priority is based 
before the expiry of the sixteen month period after the filing date of the earliest priority document; 
and 

 
• the application number of any such priority document before the expiry of the later of the sixteen 

month period after the filing date of the earliest priority document and the twelve-month period 
after the filing date of each individual priority document. 

 
 Withdrawal of Request for Priority 4.9.3.6

 
A withdrawal of a request for priority can be made any time before the patent is granted (subsection 
28.4(3) of the Patent Act). 
  
If the withdrawal of a request for priority is made in a timely fashion, it may affect: 
 

• the date of opening for public inspection of a Canadian application; and 
 

• the time limits to request priority when there is more than one priority document. 
 

 Documents that May Form the Basis of a Request for Priority 4.9.3.7
 
The following are types of documents that may form the basis of a priority request, assuming that they meet 
the requirements of time and of country of filing: 
 

• corresponding patent applications, including Canadian patent applications; 
 

• provisional patent applications; 
 

• petty patent applications, applications for authors' certificates, and utility models; and 
 

• under some conditions, priority may be based on United States continuation-in-part applications 
(section 7.07.03 of the Manual of Patent Office Practice). 

 
On the other hand, no priority may be based on a foreign application for an industrial design registration, 
design patents or their equivalent. 
 

 Subsection 28.4(5) (Effect of Withdrawal on Priority Claims) 4.9.3.8
 
The benefit of a request for priority is not afforded by the Patent Office if an applicant has filed two 
applications in one or more countries for the same subject-matter, and one of those filings was more than a 
year before the Canadian filing. Under normal circumstances no priority benefit may be based on the 
second application, even if it has been filed less than a year before the Canadian filing, except for new 
matter appearing in the second application. However, if the first filed application is considered never to 
have been filed in accordance with subsection 28.4(5) of the Patent Act, an inventor may be entitled to full 
priority rights based upon the subsequently filed application. The first filed application will be considered 
never to have been filed if, on the filing date of the second application: 
 

• it has been withdrawn, abandoned or refused without having been opened to public inspection 
and without leaving any rights outstanding, and 

 
• it has not served as a basis for a request for priority in any country, including Canada. 
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In the case of a United States application filed more than twelve months before the Canadian filing date 
and a continuation-in-part of that United States application, the original United States application cannot 
be deemed to have never been filed in accordance with subsection 28.4(5) of the Patent Act because it 
leaves rights outstanding in the continuation-in-part application. As such, in this case, neither the original 
Unites States application nor its continuation-in-part (other than for the newly-added matter) may serve as 
a priority document for the corresponding Canadian application. 
 

 Ramifications of the Priority Date 4.9.3.9
 
According to subsection 10(3) of the Patent Act, the beginning of the confidentiality period where a 
request for priority has been made, is eighteen months from the earliest filing date of any priority document 
on which the request is based. In other words, if an applicant requests priority on a previous application, 
the application will be opened for public inspection at an earlier date than it would if there was no priority 
request. 
 
As will be seen later, the “priority date” may be determined to be the “claim date” of a particular claim. As 
such, it can be used to determine whether or not a prior art document may be cited against a patent 
application under examination. 
 
 

 Confidentiality Period and Laid-Open Date (LOD) 4.9.4
 

 What the Examiner Should Remember 4.9.4.1
 

• The terms “laid-open”, and “open to public inspection” are synonymous. 
 

• The “laid-open date” and “publication date” are synonymous. 
 

• The withdrawal of applications or the withdrawal of requests for priority seldom occurs. 
 

• The laid-open date is key in citing documents, particularly in citing documents for obviousness. 
 

  Confidentiality Period and Open to Public Inspection 4.9.4.2
 
All patent applications, except those filed prior to October 1, 1989, and documents on file in connection 
therewith, shall be open to public inspection after the expiration of an eighteen-month confidentiality 
period. The confidentiality period is either: 
 

• eighteen months from the Canadian filing date, or 
 

• where a request for priority has been made, eighteen months from the earliest filing date of any 
priority document on which the request is based (subsection 10(3) of the Patent Act). 

 
A listing of applications opened to public inspection each week will appear in the Canadian Patent Office 
Record. 
 

 Early Laid-Open 4.9.4.3
 
In accordance with subsection 10(2) of the Patent Act, an applicant may make a written request to have 
an application opened to public inspection before the expiry of the confidentiality period.  
 

 Withdrawing an Application 4.9.4.4
 
An application will not be open to public inspection if it has been withdrawn at least two months prior to 
the expiration of the confidentiality period or a later date if the technical preparations to open the 
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application to public inspection can be stopped. An application that is withdrawn before it is open to 
public inspection shall, for the purposes of citing art, be considered never to have been filed. 
 

 Confidentiality of Unopened Applications 4.9.4.5
 
Unopened applications are confidential. The Patent Office is required to protect the interest of the 
applicant by ensuring that only authorized persons are allowed to inspect unopened files. 
 

 Effect of Withdrawal of Priority on Opening to Public Inspection 4.9.4.6
 
If the applicant withdraws a request for priority before the expiry of the confidentiality period it may be 
possible to delay the opening of the application to public inspection. The withdrawal must be made within 
sixteen months of the filing date of the priority application, or a later date if the technical preparations to 
open the application to public inspection can be stopped (sections 91 and 145 of the Patent Rules). The 
application will then be open to public inspection at the end of the new confidentiality period (eighteen 
months from the Canadian filing date or eighteen months from the earliest of any other priority date, if 
more than one priority was claimed). 
 

 Ramifications of the Laid-Open Date 4.9.4.7
 
Before a Canadian application is open to public inspection, it may not be used as a citation against 
another document. 
 
As well, the opening to public inspection starts the protection period for a patentee in accordance with 
subsection 55(2) of the Patent Act, provided that the opened application is subsequently granted to 
patent. 
Subsection 55(2) states that a person is liable to pay reasonable compensation to a patentee for any 
damage sustained by reason of any act on the part of the person that would have constituted an 
infringement of the patent if the patent had been granted on the day the application became open to 
public inspection. 
 
 

 Claim Date 4.9.5
 

 What the Examiner Should Remember 4.9.5.1
 

• A claim date can either be the filing date of the application or the filing date of a priority 
document upon which priority has been duly requested. 

 
• All the elements of a claim must be present in a priority document for the claim date to be the 

filing date of the priority document. 
 

• Separate claims within one application may have different claim dates. 
 

• It is possible for one claim to have more than one claim date (see section 4.9.5.2.). 
 

• It is not necessary to ascertain the claim date unless a document to be cited has a relevant date 
after the potential claim date (i.e., priority date) and before the filing date of the application 
being examined. 

 
 Determining the Claim Date 4.9.5.2

 
In accordance with section 28.1 of the Patent Act, the claim date of a claim in an application or patent is 
the filing date of the application in Canada, unless there is a priority claimed. In the latter case the claim 
date is the filing date of the earliest priority application which supports the subject-matter of the claim. 
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To support the subject-matter of a claim, the priority document must have disclosed all the aspects of a 
given claim. The claim date is determined as being the earliest document that discloses all the aspects of a 
given claim. It is thus very possible for one application to have more than one claim date. 
 
Subsection 27(5) of the Patent Act provides that where a claim defines the subject-matter of an invention 
in the alternative, each alternative is a separate claim for the purposes of determining a claim date. 
Consequently, a claim may possess more than one claim date. Some examples where this may happen 
are: 
 

• a Markush claim directed to alternative forms first disclosed in separate documents; and 
 

• a claim depending from more than one claim, with the previous claims having different claim 
dates. 

 
  Practical Consideration 4.9.5.3

 
Claim dates and “priority dates” are closely related and often confused. In general, one should view 
“priority dates” as unverified, potential claim dates. The “priority date(s)” are attributed by CIPO’s clerical 
staff without any regard to the content of the priority document(s). As long as the Canadian application is 
filed within twelve months of the priority document and a request for priority is made, a “priority date” will 
be attributed. 
 
In the majority of cases, when examining an application, it should not be necessary to determine the 
actual claim date of any claim. However, if the search of the prior art reveals a document which would 
constitute a bar if the claim date was the filing date but that would not constitute a bar if the claim date 
was the “priority date”, the Examiner must then determine the claim date.   When the claim date is the 
priority date, the priority document is necessary in order to determine if the prior art publication is citable. 
 
Claim dates are determined by a patent examiner by comparing the scope of a claim with the 
specification of a priority document. 
 

 Obtaining a Priority Document 4.9.5.4
 
In order to verify the validity of a priority document, a reliable source should be used, e.g. WIPO’s 
PATENTSCOPE database, the International Bureau, EPO or USPTO. Where the priority document is not 
retrievable by the Examiner or where some questions exist as to the accuracy of the content of a non-
certified copy of the priority document, a requisition in accordance with section 89 of the Patent Rules is 
made. Before formally using a section 89 requisition, since this adds to the risk of the application being 
abandoned, the examiner should instead cite the document published between the priority date and the 
filing date and inform the applicant that this irregularity could be overcome if the applicant supplies a 
copy of the priority document which supports the priority date for a given claim(s) (EB 2013-T1-B). 
 
Upon requisition by the Examiner (Section 89 of the Patent Rules), the applicant must provide a certified 
copy of any foreign application that forms a basis for the priority request and a certification from the 
patent office in which the application was filed, indicating the actual date of its filing. If the priority 
document is not written in either English or French, the applicant will be requisitioned to provide a 
translation in one of these languages. 
 
Once the certified copy of the priority document(s) is located or received, the Examiner will be able to 
review that document and make an accurate assessment of the claim date(s). 
 
If the priority is based on an earlier filed Canadian application, the Patent Office is already in possession of 
the certified document. 
 
In cases where the actual claim date cannot be determined, and the applicant fails to provide a certified 
copy of the priority document, the Examiner will disregard the priority date and consider the filing date of 
the application being examined as the prima facie claim date. 
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Considerations for requests for certified copies of priority documents when examining PCT-filed applications 
will be covered in Chapter 4.10.6.  
 

 Ramifications of the Claim Date 4.9.5.5
 
The claim dates of an application are crucial in determining whether or not a prior art document may be 
cited against that application, as will be seen in Chapter 4.10. 
 
 

 Request for Examination (RE) Date 4.9.6
 

 What the Examiner Should Remember 4.9.6.1
 

• For an application to be examined by an Examiner, it must have a request for examination. The 
turn-around time between the request for examination and the actual examination of the 
application is presently less than 15 to 18 months.  The examiners are working towards bringing the 
turnaround times for applications with a request for examination to first office action to an average 
of 10 months (see Client Service Standards). 

 
• Time limits to request examination are calculated from the filing date (section 13.02 of the Manual 

of Patent Office Practice). 
 

• Most applicants request examination either at filing, upon national phase entry of a PCT 
application or within the last 6 months prior to the end of the time limit to request examination. 

 
• Third parties seldom request examination for applications. 

 
• An applicant may expedite prosecution by requesting a “special order” (section 13.03 of the 

Manual of Patent Office Practice), referring to a green technology application or requesting to be 
on the Patent Prosecution Highway (PPH).  

 
 Requests for Examination 4.9.6.2

 
Applications are not examined automatically. In accordance with subsection 35(1) of the Patent Act, the 
applicant or any other party must first make a written request for examination, and pay the prescribed fee. 
The request for examination shall contain: 
 

• the name and address of the person making the request; 
 

• if the person making the request is not the applicant, the name of the applicant; and 
 

• information, such as the application number, sufficient to identify the application.  
 

 Time Limits to Request Examination 4.9.6.3
 
A request for examination must be made (section 96 of the Patent Rules): 
 

• within five years from the date of filing in Canada. 
 
In the case of a divisional application, the request must be made: 
 

• within five years of the filing of the original application in Canada, or 
 

• within six months of the filing of the divisional application in Canada, whichever occurs later. 
 

 Required Examination 4.9.6.4

http://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/h_wr02948.html#pa
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The Commissioner may, by notice, require an applicant to make a request for examination (subsection 
35(2) of the Patent Act). Failure to comply with the Commissioner's notice will result in abandonment of the 
application. This is a rare situation that usually happens when the earlier examination of the application 
would be “in the public interest”. 
 

 Requests for Examination by Third Party 4.9.6.5
 
Any person other than the applicant may request examination of an application by submitting a request 
and paying the required fee. The Patent Office will inform the applicant by letter that a third party has 
requested examination of the application. 
 

 Order of Examination 4.9.6.6
 
Applications are generally examined in order according to the date on which the request for examination 
is made. Private inventors (inventors not represented by a patent agent) are usually given priority and 
examined at an earlier date (i.e. within 12 months from the request of examination date – Priorities of 
Examination). It is also not unusual to examine a divisional application at an earlier date (EB 2015-P4_D). 
 

 Special Order 4.9.6.7
 
The applicant or any other person may request advanced examination of an application. To obtain 
advanced examination the requester must make a written request establishing that failure to advance the 
application is likely to prejudice that person's rights and must pay the prescribed fee. The request must also 
be accompanied by, or preceded by a request for examination. 
 
An application must be open to public inspection in order for a request for advanced examination to be 
granted. The applicant may request early opening of the application simultaneously with the request for 
advanced examination. A third party cannot request early opening of another party's application and 
must, therefore, wait until the application is opened to public inspection. 
 
Where a third party requests advanced examination of an application, the Patent Office will inform the 
applicant by letter that a third party has requested advanced examination. 
 
An application under advanced examination is given immediate action whenever it is in proper condition 
for examination. According to subsection 28(2) of the Patent Rules an application will not receive 
advanced examination or it will be returned to its routine order if the Commissioner extends the time for 
doing anything in respect of the application or if the application is deemed to be abandoned.  Also 
according to subsection 28(2) of the Patent Rules if an application is abandoned or requested an 
extension of time before the advanced examination request, then the request would be denied. A person 
who requested advanced examination can also request that advanced examination cease (section 13.03 
of the Manual of Patent Office Practice). 
 

 Applications Related to Green Technology 4.9.6.8
 

Examination of applications related to green technology can be advanced out of routine order upon 
request (paragraph 28(1)(b) of the Patent Rules). A declaration must be submitted which states that the 
application is related to technology with environmental impact. 
 
The request for advanced examination for an application related to green technology can only be 
granted if the application is open to public inspection and a request for examination was made. No 
additional fee is required.  
 
As in the case of an application under advanced examination, an application related to green 
technology will not receive advanced examination or will be returned to its routine order if the 
Commissioner extends the time for doing anything in respect of the applications or the application is 
deemed to be abandoned. Similarly as above, if a green application is abandoned or requested an 

http://icweb.ic.gc.ca/eic/site/487.nsf/eng/ne01578.html
http://icweb.ic.gc.ca/eic/site/487.nsf/eng/ne01578.html
http://icweb.ic.gc.ca/eic/site/487.nsf/eng/ne04147.html
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extension of time before the advanced examination request, then the request would be denied. 
 

 The Patent Prosecution Highway (PPH)  4.9.6.9
 
The PPH provides accelerated patent prosecution procedures by sharing information between patent 
offices. 
 
Under the PPH guidelines, if claims of an application have been found acceptable by a first intellectual 
property office (the Office of Earlier Examination or OEE), accelerated examination can be requested for 
the corresponding application at a second intellectual property office (the Office of Later Examination or 
OLE). Applications having family members with claims granted or determined to be allowable in other 
jurisdictions may be eligible to be advanced out of routine examination.  
 
The Patent Cooperation Treaty – PPH (PCT-PPH) allows applicants to accelerate examination of a national 
phase application at the “Office of Filing”, where a favorable indication of novelty, inventive step and 
industrial applicability is made in the international phase by the International Searching Authority (ISA) 
and/or the International Preliminary Examining Authority (IPEA) in view of at least one claim. 
 
The PPH request must be received before the examination is started and the application must be open to 
public inspection. No additional fee is required. The process to examine patent applications under the PPH 
is modeled after regular patent examination in the instance where foreign prosecution (office of earlier 
examination actions) is available. 
 
When a PPH request is submitted to CIPO, operations enters the request and any OEE actions. 
 
For a PPH request to be accepted and receive accelerated examination the examiner reviews the PPH 
request and any CAP tabs in Techsource to obtain the OEE work products indicating claim allowability. The 
examiner determines if the claims on file sufficiently correspond to those claims indicated as allowable by 
the OEE.  Claims are considered to sufficiently correspond when they are of the same or similar scope as 
the claims indicated as allowable in the OEE, or the claims are narrower in scope than the claims indicated 
as allowable in the OEE. 
 
The PPH turnaround time for first or subsequent actions is a maximum of 90 calendar days, which includes 
the QC by the Section Head, and therefore, the examiners should complete the tasks within 60 calendar 
days, or 45 working days. 
 
In case that the PPH request is found not compliant, the examiner will write an Office Letter explaining the 
reasons for non-compliance. An application found not compliant is withdrawn from the PPH and examined 
in the regular examination order. 
 
If the PPH request is found to be compliant, the examiner will proceed with the examination in view of the 
OEE and other foreign prosecution to determine if it meets Canadian requirements for patentability. The 
application might be allowable or, if there are defects, the examiner will write a report including the PPH 
introductory and concluding perm paragraphs. 
 
When amendments to a PPH application are received in response to an examiner’s report, the examiner 
needs to ensure that the request is still compliant in terms of claim correspondence. If the request is 
compliant, the examiner will proceed with examination.  If it is not compliant, the examiner will write an 
office letter explaining why the request is not compliant. The application will return to the regular order of 
examination (PPH manual). 

 
 Ramifications of the Request for Examination Date 4.9.6.10

 
The main ramification of the request for examination date is that it determines when an application will 
ultimately be examined. 
 
 

http://icweb.ic.gc.ca/eic/site/487.nsf/eng/ne01545.html
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 Grace Period 4.9.7
 

 What the Examiner Should Remember 4.9.7.1
 

• The grace period comes into play when determining whether or not a reference originating from 
an applicant can be used against the applicant’s own application. 

 
• The two relevant dates when dealing with the grace period under paragraphs 28.2(1)(a) or 28.3(a) 

of the Patent Act are the PUBLICATION DATE of the previous reference and the FILING DATE of the 
application. 

 
 What is the Grace Period? 4.9.7.2

 
A public disclosure of claimed subject-matter by the applicant, or by a person who obtained knowledge of 
this subject-matter directly or indirectly from the applicant, will not be used to object to claims for lack of 
novelty or obviousness unless such disclosure was made more than one year before the Canadian filing 
date. This one-year period is known as the “grace period”. 
 

 The Purpose of the Grace Period 4.9.7.3
 
The grace period allows an inventor to publish a disclosure of an invention before the patent application is 
ready to be filed, without the disclosure creating a bar to the inventor later receiving patent rights for the 
invention. This is particularly important for scientists, who are encouraged to publish their research. 
 

 Distinction Between Grace Period and Twelve Month Period to Claim Priority 4.9.7.4
 
It is not uncommon for new Examiners to have difficulty differentiating between the grace period and the 
twelve-month period afforded by the Paris Convention to claim priority. Outlined below are the similarities 
and differences between the two periods: 
 
 

 Grace period Twelve-month period to claim priority 

Start date Publication date of a previous 
document Filing date of a previous document 

Nature of previous 
document 

Any document originating from the 
applicant. Not limited to a patent 

document. 
Must be a patent document 

Country of publication 
of previous document Any country 

Must be filed in a country that is a member of 
the Paris Convention or of a treaty relating to 

patents to which Canada is a party 

Length of period one year 12 months 

End date Filing date of the Canadian 
application Filing date of the Canadian application 

Steps required by the 
applicant No steps needed Must request priority 
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Purpose of period Protect the applicant from the use of 
the previous document as a citation 

Allows the applicant to benefit from an earlier 
claim date 

Table 4.9-1 - Grace Period versus Claiming Priority 
 

 Ramifications of the Grace Period 4.9.7.5
 
The grace period affects whether or not a prior publication originating from the applicant can be used as 
prior art against the applicant’s own application. 
 
 

 International Filing Date and National Entry Date 4.9.8
 

 What the Examiner Should Remember 4.9.8.1
 

• A national phase PCT application will be deemed to have been filed in Canada on the 
International Filing Date. 

 
• A national phase PCT application will only be deemed to have been filed in Canada once it has 

entered the national phase. 
 

 What is the PCT? 4.9.8.2
 
The Patent Cooperation Treaty (PCT) will be covered in greater detail in Chapter 4.16. Here is a brief 
overview of the PCT to help us understand the International Filing Date and the National Entry Date, along 
with their ramifications. 
 
The PCT is a multilateral treaty among States, concluded in 1970 and entered into force on January 24, 
1978. Canada became bound by the PCT on January 2, 1990. 
 
The PCT establishes a system of international cooperation under which an applicant can initiate patent 
protection procedures in several countries by filing one “international application”. The PCT is a patent filing 
procedure only and does not provide for the granting of patents. The granting of patents is the 
responsibility of the individual member countries. 
 

 Filing through the PCT 4.9.8.3
 
Under PCT, an applicant files a single application and designates/elects a number of countries where 
protection is sought. A PCT application starts out as a Chapter I application. Under Chapter I of the PCT, an 
international search report and a written opinion on patentability are established for the PCT application. 
Subsequently, an applicant may request International Preliminary Examination under Chapter II whereby 
an International Preliminary Report on Patentability is established. 
 
The establishment of an international search report and an international preliminary report on patentability 
are performed by a limited number of Patent Offices, individually known as an International Search 
Authority (ISA) and an International Preliminary Examination Authority (IPEA). The establishments of the 
above reports are done in what is called the “international phase” of the application. 
 
After a determined length of time, the applicants must make arrangements to enter the “national phase” 
of each country it designated/elected. This will commence patent granting procedures in each 
designated/elected country. The time limit to enter the national phase is calculated as 30 months from the 
priority date or from the international filing date, if there is no priority claim. In Canada, the applicant may 
extend the time limit to 42 months by paying an additional fee for late entry into the national phase 
(subsection 58(3) of the Patent Rules). 
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 International Filing Date and National Entry Date 4.9.8.4
 
Simply stated, the “International Filing Date” is the filing date of the PCT Application and the “National Entry 
Date” is the date upon which the applicant enters the national phase (i.e., in Canada) of the application. 
 
When an international application becomes a PCT national phase application (i.e., as of the National Entry 
Date), the application shall thereafter be deemed to be an application filed in Canada and the Act and 
Rules shall thereafter apply in respect of that application (section 59 of the Patent Rules). The filing date of 
a PCT national phase application shall be considered to be the International Filing Date. 
 
For the purposes of a citation under paragraphs 28.2(1)(c) and (d) of the Patent Act (novelty – first to file 
Chapter 4.10) in the prosecution of another application, a PCT application will benefit from its filing date or 
priority date only after it has entered the national phase. 
 

 How Does Filing Through the PCT Affect... 4.9.8.5
 
...The Filing Date? 
 
Upon entry into the national phase (i.e., as of the National Entry Date), the filing date of a PCT national 
phase application shall be considered to be the International Filing Date. 
 
...The Priority Date? 
 
Any request for priority for a PCT application must be made with the International Bureau or a receiving 
office (PCT Rule 26bis.1) during the international phase of the application. If the international application 
has acquired priority rights before the International Bureau based on an earlier filed national application, 
those rights are extended to the applicant upon national entry in Canada. 
 
As an aside, it is also possible for a PCT application to serve as a priority document for another patent 
application. 
 
...The Laid-open Date? 
 
The PCT application is open to public inspection during the international phase of the application under 
similar time limits as for a Canadian non-PCT application, which is 
 

• eighteen months from the International filing date, or 
 

• where a request for priority has been made, eighteen months from the earliest filing date of any 
priority document on which the request is based. 

 
...The Claim Date? 
 
The fact that an application is a PCT national phase application has no impact in the determination and 
treatment of claim dates. When an examiner must verify the validity of the priority of a claim for a PCT 
application in national phase, he should first attempt to obtain a priority copy of the document using his 
own means (consulting WIPO`s PATENTSCOPE database). Where the priority document is not retrievable by 
the Examiner or where some questions exist as to the accuracy of the content of a non-certified copy of 
the priority document, a requisition in accordance with section 89 of the Patent Rules is made. Before 
formally using a section 89 requisition, since this adds to the risk of the application being abandoned, the 
examiner should instead cite the document published between the priority date and the filing date and 
inform the applicant that this irregularity could be overcome if the applicant supplies a copy of the priority 
document which supports the priority date for a given claim(s) (EB 2013-T1-B). Considerations for requests 
for certified copies of priority documents when examining PCT-filed applications will be covered in Chapter 
4.10.6.5. 
 
...The Request for Examination Date? 
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The time limits to request examination are the same as those listed previously for non-PCT applications.  Of 
course, there is no Canadian application until the PCT filed application enters national phase in Canada, 
which may occur at any time up to 30 months from the international filing date, or the priority date, if any. 
Once the application enters national phase, the filing date of the application is considered to be the 
international filing date, and the time limit to request examination extends from that date. 
 

 Ramifications of the International Filing Date and the National Entry Date 4.9.8.6
 
Once an application has entered the national phase, the International Filing Date is deemed to be the 
Canadian Filing Date. As such, the ramifications of the International Filing Date are identical to those listed 
previously in this chapter with regard to the Filing Date. 
 
The main ramification of the National Entry Date is that it is as of that date that the International Filing Date 
is deemed to be the Canadian Filing Date. 
 
 

 Issue Date 4.9.9
 

 What the Examiner Should Remember 4.9.9.1
 

• For a patent application to be granted, the applicant must pay the final fee. 
 

• There are distinctions between “Approved for Allowance”, “Allowed” and “Granted”.   
 

 Process of Approving for Allowance, Allowing and Granting a Patent Application 4.9.9.2
 
When an examiner determines that an application complies with the Act and Rules, the application is 
approved for allowance by the examiner and a Notice of Allowance is issued to the applicant. The 
applicant must then pay the final fee within six months of the notice (subsections 30(1) and 30(5) of the 
Patent Rules). 
 
After a Notice of Allowance has been issued, the application is said to be allowed and the applicant’s 
right to amend the application is more limited than is the case prior to the Notice of Allowance being sent. 
The Commissioner may, at his/her discretion and upon payment of a prescribed fee, permit the entry of an 
amendment presented before payment of the final fee, if the entry does not necessitate a further search 
by the examiner in respect of the application. 
 
Upon payment of the final fee, the application is processed through to grant and the patent is considered 
to be granted. 
 
The patent will grant in the name of the inventor or the legal representative as their interests appear from 
assignments previously recorded. Assignments which are received in the Patent Office no later than the 
day on which the final fee is paid, may be relied upon to provide the appropriate names in which the 
patent will grant. The patent generally will grant on a Tuesday, approximately six weeks after the office 
receives the payment of the final fee. 
 
A list of the patents issued by the Patent Office each week is published in the Canadian Patent Office 
Record (CPOR). Information listed in the CPOR for each patent includes the number, the title in French and 
English, inventor name(s), patentee, number of claims and the classification of the patent. 
 

 Distinction Between “Approved for Allowance”, “Allowed” and “Granted” 4.9.9.3
 
Approved for Allowance: The “Approve for Allowance” by the examiner initiates a random 

selection process for formal QC within Techsource. The completion of 
the QC by the Section Head updates the status to “Approved for 
Allowance” if the QC is passed. An operations analyst will then be 
prompted to send a Notice of Allowance to the applicant. (See also 
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section 5.3.14 of the Training Manual and Process mapping "Approve 
for allowance" 
 

Allowed: An application will be deemed “Allowed” when a Notice of 
Allowance has been sent to the applicant 
 

Granted: An application will be deemed “Granted” or “Issued” when the 
applicant has paid the final fee and the patent is published in the 
Canadian Patent Office Record.  It is noted that within Techsource 
the term “Granted” is associated with such applications. The two 
terms are synonymous. 
 

 
 Ramifications of the Grant Date 4.9.9.4

 
A granted patent is given prima facie validity. 
 
The term of a patent stemming from an application that is filed on or after October 1, 1989 is 20 years from 
the filing date. In contrast, for patents stemming from an application filed before October 1, 1989, the term 
of the patent is 17 years from the issue date. 
 
The applicant’s rights before the grant of the patent are not as extensive as those of the patentee. After 
the grant date, subsection 55(1) of the Patent Act says that an infringer is liable for "all damage" sustained 
by the patentee. In contrast, between the laid-open date and the grant date, subsection 55(2) says that 
"reasonable compensation" is due to the patentee based on the granted claims. 
 
As well, the grant date represents a time limit after which an applicant may not file a divisional based on a 
given patent application. 
  

http://icweb2.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-19-EN.pdf/$FILE/PB-4A-PS-19-EN.pdf
http://icweb2.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-19-EN.pdf/$FILE/PB-4A-PS-19-EN.pdf
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 Citations 4.10
 

 References Applied for Anticipation and Obviousness 4.10.1
 

 Generalities of Section 28.2 and Section 28.3 4.10.1.1
 
When determining dates to cite prior art, two sections of the Patent Act must be considered. They are 
section 28.2 and section 28.3. We will first take a look at the generalities of section 28.2 and section 28.3. 
Once we have done that, we will explore in detail the individual situations that make up those two sections. 
 
In general, section 28.2 covers lack of novelty (anticipation). The preamble of subsection 28.2(1) is worded: 
“The subject-matter defined by a claim in an application for a patent in Canada (the "pending 
application") must not have been disclosed” and is followed by 4 situations or types of disclosures, labelled 
(a) through (d), where the subject-matter must not have been disclosed. 
 
On the other hand, section 28.3 covers obviousness. The preamble of section 28.3 is worded: “The subject-
matter defined by a claim in an application for a patent in Canada must be subject-matter that would not 
have been obvious on the claim date to a person skilled in the art or science to which it pertains, having 
regard to” and is followed by 2 situations or types of disclosures, labelled (a) and (b), in view of which the 
subject-matter must not have been obvious. 
 
The table below summarizes all the various situations, more or less as they read in the Patent Act: 
 
 

 28.2(1) - lack of novelty with respect to... 28.3 - obviousness in view of... 

(a) ...information disclosed more than one year before the filing date by the applicant, or by a person 
who obtained knowledge, directly or indirectly, from the applicant, in such a manner that the 
subject-matter became available to the public in Canada or elsewhere. 

(b) ...information disclosed before the claim date by a person not mentioned in paragraph (a) in such a 
manner that the information became available to the public in Canada or elsewhere. 

(c) ...information disclosed in an application for a 
patent that is filed in Canada by a person other 
than the applicant, and has a filing date that is 
before the claim date. 

 

(d) ...information disclosed in an application for a 
patent that is filed in Canada by a person other 
than the applicant and has a filing date that is 
on or after the claim date if that application has 
a valid priority date (with respect to the 
information disclosed) before the claim date. 

Table 4.10-1 – Subsection 28.2(1) and section 28.3 
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The following table is an abbreviated summary of the previous one: 
 

Use 1st that 
apply ↓ : 

subsection disclosure from date type of 
document 

Novelty 

 
28.2(1)(a) 

the applicant(s) 
[or someone who obtained 

information thereof] 

 
published > 1 year before 

Filing Date 

 
any 

 
28.2(1)(b) 

 
any other person(s) 

published before Claim 
Date 

 
any 

 
28.2(1)(c) 

 
any other person(s) 

Canadian Filing Date 
before Claim Date 

Canadian 
Application 

 
28.2(1)(d) 

 
any other person(s) 

valid Priority Date before 
Claim Date 

Canadian 
Application 

Obviousness 

 
28.3(a) 

the applicant(s) 
[or someone who obtained 

information thereof] 

 
published > 1 year before 

Filing Date 

 
any 

 
28.3(b) 

 
any other person(s) 

published before Claim 
Date 

 
any 

Table 4.10-2 – Summary of subsection 28.2(1) and section 28.3 
 
As can be seen, paragraphs (a) and (b) for both subsection 28.2(1) and section 28.3 are essentially the 
same. As can also be seen, paragraphs (c) and (d) of subsection 28.2(1) do not apply to section 28.3. 
 
Considering the similarities between paragraphs 28.2(1)(c) and (d), three basic concepts can be deduced 
from subsection 28.2(1) and section 28.3. They are: 
 

•  Paragraphs 28.2(1)(a) and 28.3(a): Information disclosed by the applicant 

•  Paragraphs 28.2(1)(b) and 28.3(b): Information disclosed before the claim date by a 
person other than the applicant 

•  Paragraphs 28.2(1)(c) and 28.2(1)(d): First-to-file scenarios 

 
In the following paragraphs, we will examine each one of these concepts individually. In doing so, we will 
analyse the pertinent passages associated with subsection 28.2(1) and section 28.3, and identify properties 
unique to each concept. We will also present an exhaustive list of examples that will cover all possible 
citations of art under either subsection 28.2(1) or section 28.3. 
 

 Information Disclosed by Applicant 4.10.2
 
When dealing with prior art disclosed by the applicant, four pieces of information should be extracted and 
understood from sections 28.2 and 28.3. 
 

1. “ . . . disclosed by the applicant, or by a person who obtained knowledge, directly or indirectly, 
from the applicant . . .” 

 
This means that these two paragraphs deal with disclosures stemming from the applicant. 
 

2. “ . . . disclosed more than one year before the filing date . . . in such a manner that the subject-
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matter became available to the public . . .” 
 

This means that for a disclosure originating from the applicant to constitute a bar against a 
subsequent application by the same applicant, the information must have been disclosed or 
made available to the public more than one year before the filing date of the application being 
examined. Disclosures made less than one year before the filing date will not constitute a bar 
under paragraphs 28.2(1)(a) or 28.3(a). This one year period represents the “Grace period” 
covered in Chapter 4.09. 

 
3. “ . . . became available to the public in Canada or elsewhere . . .” 

 
This means that the previous disclosure is not limited to Canada and may have been made 
anywhere in the world. 
 

4. “28.3(a): and . . .” 
 

This means that, when making a case for obviousness, the examiner is not limited 
exclusively to disclosures originating from the applicant but may combine such a 
disclosure with another disclosure outlined in paragraph 28.3(b). 

 
Summarizing the four pieces of information, the examiner could say: 
 
Any disclosure, anywhere in the world, originating from the applicant that was disclosed or published more 
than one year before the filing date of the application being examined can be used in an argument 
identifying a novelty or obviousness defect. 
 

 Determination as to Whether Knowledge Was Obtained from Inventor 4.10.2.1
 
The determination of whether the disclosure was either “by the applicant, or by a person who obtained 
knowledge, directly or indirectly, from the applicant” is usually quite straightforward. In fact, in most 
situations, the author(s) of the prior art publication or the inventor(s) of the prior art patent document being 
considered are the same as the inventor(s) of the application being examined. However, in some cases it 
may be more difficult to ascertain whether or not the document qualifies as a prior art disclosure 
originating from the applicant, thus usable as a citation under either of paragraphs 28.2(1)(a) or 28.3(a). In 
those cases, it is safer to err on the side of caution and assume that the document did not originate from 
the applicant, and thus the document should be cited under either of paragraphs 28.2(1)(b) or 28.3(b). It 
will then be incumbent upon the applicant to substantiate any argument that the knowledge was in fact 
obtained from the applicant. This is especially important for prior art documents disclosed within the one 
year grace period. 
 
When an applicant attempts to overcome a reference cited by the Patent Office by arguing that the 
reference originated through knowledge obtained from the applicant, pursuant to paragraphs 28.2(1)(a) 
or 28.3(a) of the Patent Act, the examiner will require the applicant to substantiate any such arguments by 
submitting persuasive documentary evidence, such as copies of correspondence, publications, 
corroborated statements, affidavits, etc. 
 
Examples 
 
To help grasp the various concepts involved with using dates to cite art, a chart has been provided that lists 
all the possible scenarios when citing art. The online version can be found on the Intranet under Patent 
Branch - Our Work Tools - National: 
 
http://www.ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/prior_art_timeline_e.pdf/$FILE/prior_art_timeline_e.pdf 
 
In total, there are 2 distinct situations concerning citation of art with respect to either of paragraph 
28.2(1)(a) or 28.3(a), i.e., disclosures originating from the applicant. These 2 situations are illustrated on the 
bottom-left of the above-mentioned chart. 
 

http://www.ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/prior_art_timeline_e.pdf/$FILE/prior_art_timeline_e.pdf
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 Information Disclosed by a Person Other than the Applicant 4.10.3
 
By far, art citations under paragraphs 28.2(1)(b) and 28.3(b) are the most common occurrences of art 
citations. 
 
When dealing with prior art disclosed by a person other than the applicant, four pieces of information 
should be extracted and understood from paragraphs 28.2(1)(b) and 28.3 (b): 
 

1. “ . . . disclosed by a person not mentioned in paragraph (a) . . .” 
 

This means that these two paragraphs deal with disclosures stemming from anyone other than the 
applicant. 

 
2. “ . . . disclosed before the claim date . . . in such a manner that the subject-matter/information 

became available to the public” 
 

This means that disclosures not originating from the applicant will constitute a bar if the 
information was disclosed or made available to the public before the claim date of the 
application being examined.  Disclosures made after the claim date will not constitute a bar 
under paragraph 28.2(1)(b) or 28.3(b). They may, however, constitute a bar under either 
paragraph 28.2(1)(c) or 28.2(1)(d), as will be seen later. 

 
3. “ . . . became available to the public in Canada or elsewhere . . .” 

 
This means that the previous disclosure is not limited to Canada and may have been made 
anywhere in the world. 
 

4. “28.3(b): and . . .” 
 

This means, that, when making a case for obviousness, the examiner is not limited 
exclusively to disclosures originating from someone other than the applicant but 
may combine such disclosure with a disclosure from the applicant outlined in 
paragraph 28.3(a). 

 
Summarizing the four pieces of information, the examiner could say: 
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Any disclosure, anywhere in the world, originating from someone other than the applicant that was 
disclosed or published before the claim date of the application being examined can be used in an 
argument identifying a novelty or obviousness defect. 
 
Examples 
 
When we looked at examples for disclosures originating from the applicant, we found that there were 2 
distinct situations when citing art under either 28.2(1)(a) or 28.3(a). While we would expect a similar 
conclusion for art citations of disclosures not originating from the applicant, we find instead that there are 5 
distinct situations for art citations under either 28.2(1)(b) or 28.3(b). This is caused by the presence of the 
term “claim date” in both 28.2(1)(b) and 28.3(b). The five situations are illustrated on the left side of the 
chart mentioned above. 
 

 
 
As we have seen earlier in Chapter 4.09, a claim date can either be the filing date of an application or its 
priority date. As we have also seen, the determination of the claim date can only be made by a patent 
examiner through a careful examination of the one or more priority documents. As such, even though 
subject-matter defined by a claim can ultimately have only one claim date, the fact remains that this 
claim date is typically not known when first examining an application. 
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 First-to-file Scenarios 4.10.4
 
In contrast to the previous two paragraphs, where prior art documents could be used under either section 
28.2 (lack of novelty) or section 28.3 (obviousness), first-to-file scenarios deal only with section 28.2 (lack of 
novelty). 
 
When dealing strictly with first-to-file scenarios, five pieces of information should be extracted and 
understood when reading paragraphs 28.2(1)(c) and 28.2(1)(d). 
 
1. “ . . . must not have been disclosed . . .” 
 

The inclusion of the above passage along with the exclusion of the passage: “must be subject-
matter that would not have been obvious on the claim date to a person skilled in the art or 
science to which it pertains, having regard to information disclosed” indicates that paragraphs 
28.2(1)(c) and 28.2(1)(d) apply only to defects under lack of novelty. 

 
2. “ . . . disclosed in an application for a patent that is filed in Canada . . .” 
 

This means that these two paragraphs deal only with disclosures originating from Canadian patent 
applications (although it is possible that the application may have issued to patent prior to the 
examination of the application in question). 

 
3. “ . . . disclosed in an application for a patent that is filed in Canada by a person other than the 

applicant . . .” 
 

This means that the patent application must have been filed by a person other than the applicant. 
 
It should be reiterated that, in the case of Canadian patent applications originating from the 
applicant and not usable as a citation under either one of paragraph 28.2(1)(a) or 28.3(a), the 
only recourse is a citation under “overlap”, provided that one or more claims of the two 
applications are of the same scope (see section 4.10.5 and Chapter 4.08). 
 

4. “28.2(1)(c) . . . has a filing date that is before the claim date . . .” 
 

This means that the Canadian patent application must have a filing date before the claim date of 
the application being examined. 

 
 
5. “28.2(1)(d) . . has a filing date that is on or after the claim date if. . .” (paraphrasing) it has a valid 

priority document filed before the claim date and defining the subject-matter of the claim. 
 

This means that, even if the Canadian patent application being cited has a filing date on or after 
the claim date of the application being examined, it can still be cited if it is based on a valid 
priority document filed before the claim date and defining the subject-matter in the claim (i.e., its 
claim date predates the claim date of the application being examined). 

 
Summarizing the five pieces of information, the examiner could say: 
 
Any Canadian patent application originating from someone other than the applicant that has a claim date 
(filing date or valid priority date) before the claim date of the application being examined can be used in 
an argument identifying novelty defects only. 
 
Of course, if the co-pending Canadian patent application was laid-open before the claim date of the 
application being examined, it can and must be cited under either paragraph 28.2(1)(b) (novelty) or 
28.3(b) (obviousness). 
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 Non-routine First-to-file Situations 4.10.4.1
 
A couple of non-routine situations that may arise during a patent examiner’s career are described below: 
 

1. In the rare event that a laid-open Canadian patent application being cited for novelty has a 
claim date that is identical to the claim date of the application being examined, both 
applications will be awarded a patent with respect to the subject-matter of that claim. 

 
2. There is nothing in the Patent Act which prescribes the time as of which a person’s status as an 

“applicant” entitled to the benefit of the grace period is to be determined. Therefore if, during 
prosecution, applicant A is faced with a citation of an earlier filed co-pending application by a 
completely independent third party B, the earlier filing occurring within the 1 year period 
immediately prior to the filing date of A’s application, it would appear that there is nothing in the 
Act which would prevent avoidance of the citation by assignment of B's application to A, who 
would then gain status as "applicant" of application B as well as that of A and accordingly be 
able to claim advantage of the grace period. 

 
 When Is a Co-pending Canadian Patent Application Usable as a Citation? 4.10.4.2

 
To help determine when a co-pending Canadian patent application can be used as a citation under 
either one of paragraphs 28.2(1)(c) or 28.2(1)(d), we must turn to subsection 28.2(2) of the Patent Act and 
to Rule 63 of the Patent Rules. 
 
Subsection 28.2(2) of the Patent Act states: 
 

An application mentioned in paragraph [28.2](1)(c) or a co-pending application mentioned in 
paragraph [28.2](1)(d) that is withdrawn before it is open to public inspection shall, for the 
purposes of this section, be considered never to have been filed. 

 
In other words, if an application is withdrawn before ever being laid-open, it may never be used as a 
citation under paragraph 28.2(1)(c) or 28.2(1)(d). Therefore, if search results reveal a document that may 
be cited under either one of these paragraphs, but that has yet to be open to public inspection, the 
examiner should defer writing the report until that document becomes laid-open. 
 
Similarly, Rule 63 of the Patent Rules states: 
 

An international application in which Canada is designated, or in which Canada is designated 
and elected, shall not be considered to be an application mentioned in paragraph 28.2(1)(c) of 
the Act or to be a co-pending application mentioned in paragraph 28.2(1)(d) of the Act unless it 
has become a PCT national phase application. 

 
In other words, a PCT application cannot be used as a citation under paragraph 28.2(1)(c) or 28.2(1)(d) 
until it has entered the national phase in Canada. 
 
Therefore, once a Canadian patent application has been open to public inspection in Canada or once a 
PCT application has entered the national phase in Canada, it may be used as a citation under paragraph 
28.2(1)(c) or 28.2(1)(d). Once these events have occurred, the eventual fate of the Canadian patent 
application is immaterial. Thus, even if a Canadian application is abandoned and becomes dead, or if it 
has matured to patent, it will still be usable as a citation under the aforementioned paragraphs. 
 
Examples 
 
As was the case with the examples for the section dealing with previous disclosures not stemming from the 
applicant, the presence of the concept of “claim date” in both paragraphs 28.2(1)(c) and 28.2(1)(d) 
multiplies the number of possible situations when citing art. This is shown in the same chart which was 
referred to previously:  
 
http://www.ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/prior_art_timeline_e.pdf/$FILE/prior_art_timeline_e.pdf 

http://www.ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/prior_art_timeline_e.pdf/$FILE/prior_art_timeline_e.pdf
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Keep in mind that, even though a document being examined or a prior art document may have more 
than one priority date, this will not change the way in which the situation is handled other than the fact 
that more than one certified copy may need to be requisitioned.   
 
See sections 4.10.6.4 and 4.10.6.5, as well as Chapter 4.09, for information regarding the request for a 
certified copy of the priority document. 
 
 

 Double-Patenting 4.10.5
 
When dealing with prior art originating from the applicant, a special situation may arise when the prior art 
document is a co-pending Canadian patent application or an issued Canadian Patent originating from 
the applicant.  See process mapping Double-Patenting and Improper Divisional  
 
(http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-58-EN.pdf/$file/PB-4A-PS-58-EN.pdf). 
 
If the pending Canadian patent application was laid-open more than one year before the filing date of 
the application being examined, the application will constitute a bar under paragraph 28.2(1)(a) and/or 
28.3(a). However, if the laid-open date of the co-pending Canadian application is less than one year 
before the filing date of the application being examined and the co-pending Canadian application 
contains claims that overlap claims of the application being examined, a situation of “double-patenting” 
exists. Allowing the overlapping subject-matter in both applications may have the effect of extending the 
monopoly granted to the applicant – double-patenting -- especially in the situation where the two 
applications have different filing dates. The examiner will inform the applicant that a potential double-
patenting issue exists. The potential defect is not identified in a requisition under section 30 of the Patent 
Rules, since it is not an actual defect until one of the applications issues to patent. 
 
Double-patenting is identified between an application and an issued patent as it is considered an 
inappropriate extension of rights. The rights in the existing patent would not be exclusive to the existing 
patent (as provided by section 42 of the Patent Act) and those rights would not be limited to the term of 
the existing patent (as provided by section 44 of the Patent Act).  
 
This is covered in Chapter 4.08. 
 
  

http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-58-EN.pdf/$file/PB-4A-PS-58-EN.pdf
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 Recap of Subsection 28.2(1) and Section 28.3 4.10.6
 

 Simplification Chart 4.10.6.1
 
The table below outlines and contrasts all the concepts that make up subsection 28.2(1) and section 28.3. 
Highlighted boxes show areas of particular interest. 
 

 28.2(1)(a) or 28.3(a) 28.2(1)(b) or 28.3(b) 28.2(1)(c) 28.2(1)(d) 

Can be used to raise 
a defect for 

 
Lack of novelty or obviousness 

 
Lack of novelty only 

Nature of prior art  
Any disclosure, anywhere in the world 

Laid-open Canadian 
application or Canadian 

Patent 

Source of prior art Applicant Person other than the applicant 

Important date of 
prior art Publication date Filing date in 

Canada Priority date 

Important date of 
application being 

examined 
Filing date Claim date 

Delay between 
important dates One year grace period None 

Other considerations Double-patenting None • Section 28.2(2) 
• Rule 63 

Table 4.10-3 – Summary Table for Subsection 28.2(1) and Section 28.3 of the Patent Act 
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This can be further summarized in the following table: 
 

Use 1st that 
apply ↓: 

subsection disclosure from date type of 
document 

 
 
 
 
 

Novelty 

 
28.2(1)(a) 

the applicant(s) 
[or at least one of the applicants] 

published > 1 year before 
Filing Date 

 
any 

 
28.2(1)(b) 

 
any other person(s) 

published before Claim 
Date 

 
any 

 
28.2(1)(c) 

 
any other person(s) 

Canadian Filing Date 
before Claim Date 

Canadian 
Application 

 
28.2(1)(d) 

 
any other person(s) 

valid Priority Date before 
Claim Date 

Canadian 
Application 

 
 

Obviousness 

 
28.3(a) 

the applicant(s) 
[or at least one of the applicants] 

published > 1 year before 
Filing Date 

 
any 

 
28.3(b) 

 
any other person(s) 

published before Claim 
Date 

 
any 

Table 4.10-2 – Summary of subsection 28.2(1) and section 28.3 
 

 Rules of Thumb, Tips, and Tricks 4.10.6.2
 
TIP #1 
 
A rule of thumb when dealing with a citation for obviousness: “for something to have been obvious to an 
inventor, the inventor must have had been able to see the document prior to inventing”. In other words, if 
a prior art document is disclosed after a certified claim date, that document can never be used as a 
citation for obviousness. 
 
TIP #2 
 
For prior art documents originating from the applicant, it is very important to remember that the important 
date to consider with respect to the application being examined is the FILING DATE thereof, and not the 
priority date or claim date. 
 
TIP #3 
 
If the examiner locates a foreign patent document that, in terms of the subject- matter disclosed therein, 
could be used as a citation for lack of novelty or obviousness against an application being examined but 
whose publication date is after the claim date thereof, remember that a family member of that foreign 
patent document may have been published at an earlier date, maybe even before the claim date of the 
application being examined. This is particularly relevant for prior art document from the United States or Old 
Act Canadian patents, which used to be published only upon grant. 
 

 Special Case - Citing Prior Art Without a Specific Reference 4.10.6.3
 
Sometimes, an applicant’s description will state that a particular feature is known in the art; however, after 
a reasonable search, the examiner is unable to uncover a prior art reference disclosing that feature. In this 
situation, the question to be considered is whether the applicant’s statement alone may be relied upon by 
the examiner in making an argument based on prior art. 
 
In the United States Patent Office, this practice is specifically covered by the U.S. Patent Act. In Canada, 
there is no specific provision in the Patent Act or Rules; however, the question was considered in Whirlpool 
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Corporation et al v. Camco Inc. et al, F.C.T.D. (1997) 76 C.P.R. (3rd) 150.  
 
Cullen J. made the following statement regarding the law on prior art: 
 

I accept the proposition of Mr. Justice Rich of the U.S. Federal Court of Appeals that ‘a statement 
in a patent that something is in the prior art is binding on the applicant and patentee for 
determination of anticipation and obviousness’  
 

(see also Shire Bioochem Inc. v. Minister of Health 2008 FC 538 at paragraph 25; Eli Lilly Canada Inc. v. 
Novopharm Ltd. 2007 FC 596 at paragraph 142, Pfizer Canada Inc. v .Novopharm Ltd. 2005 FC 1299 at 
paragraph 78). 
 

 Certified Copy of the Priority Document 4.10.6.4
 
It may become necessary during the prosecution of an application, particularly in relation to the citation of 
prior art, to obtain certified copies of priority documents.  
 
In order to verify the validity of a priority document, a reliable source should be used, e.g. the WIPO’s 
PATENTSCOPE database or the International Bureau.  Where the priority document is not retrievable by the 
examiner, a certified copy of the priority document and a certification from the patent office in which the 
application was filed indicating the actual date of filing may be requisitioned from the applicant of the 
application being examined. Such a requisition would be made under section 89 of the Patent Rules and 
could either be included in an examiner’s action or in an office letter.  
 
Having said that, the examiner should bear in mind that the applicant has several options available in 
response to a citation under 28.2(1)(d). The applicant may: 
 

1. argue the pertinence of the subject-matter of the cited reference; 
 

2. amend the claims in order to overcome the citation; 
 

3. delete the claims containing the defects; or 
 

4. furnish a certified copy of the priority document. 
 
The examiner must not demand that the applicant take a specific course of action, but rather leave the 
choice of response to the applicant. Therefore, in a report containing a citation under 28.2(1)(d), the 
examiner may suggest that the provision of a certified copy of a priority document which supports the 
relevant claim(s) would overcome the defect, but should not make a direct  request under Rule 89. This is 
because if a requisition for a certified copy under Rule 89 is made, and the applicant chooses not to furnish 
the copy, but rather decides to take one of the other options available to him or her, as would be his or her 
right, the application would still be deemed to be abandoned for failure to comply with a requisition. On 
the other hand, by suggesting, but not requesting, that the applicant furnish a certified copy, the failure of 
the applicant to do so will not result in abandonment. The failure to provide a copy will, however, result in 
the examiner considering the claim date to be the filing date of the application, rather than the priority 
date (Examiners’ Bulletin No. 2013-T1_B). 
 
This topic is also discussed in Chapter 4.09. 
 

 Certified Copy for PCT Applications 4.10.6.5
 
According to Rule 17 of the Regulations under the PCT, an applicant who files an application via the PCT is 
obligated to submit a certified copy of any priority document to the International Bureau, which makes it 
available to designated Offices. Therefore, a copy of the priority document should be available on 
PatentScope which the examiner should check first. 
 
In case that the priority document is not found on PatentScope, the examiner would cite the document 
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published between the priority date and filing date of the application under examination, with an 
indication that a certified copy could overcome the defect. 
 
Only as a last resort, if the defect is not overcome, the examiner may use a section 89 requisition on a PCT 
application (Examiners’ Bulletin No. 2013-T1 B). 
 
Again, according to Rule 17 of the Regulations under the PCT, if it is determined that a certified copy was 
not submitted to the International Bureau, any designated office must directly give the applicant an 
opportunity to furnish the priority document within a reasonable time limit, after which time any designated 
office may disregard the priority claim. 
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Notes: 
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 Prior Art Searches 4.11
 

 Introduction 4.11.1
 
Searching is probably the single most time consuming duty of an examiner, and with the escalating 
amount of new search material being added to search databases every year, it is obvious that searching 
needs to be carried out as effectively as possible. Therefore, a structured approach to searching is 
necessary to improve efficiency. 
 
 

 Purpose 4.11.2
 
Examiners conduct prior art searches to find documents that challenge the patentability of inventions 
claimed in patent applications. 
 
Hence, the aim of this chapter is to provide the trainee with the ability to: 
 

• develop a search strategy; 
• use search and retrieval systems used in patent examination to access relevant information;  
• conduct a search in relevant areas to identify citable documents; and 
• document a search. 

 
Searching for patents is similar to searching for other subject-matter, but may use additional specialized 
databases and search techniques, such as dates and classifications, which go beyond the keywords that 
are used in typical searches. 
 
 

 Prior Art Searching - General 4.11.3
 
There is a huge amount of intellectual property (IP) information available to search. The evolution of 
databases and the Internet have dramatically improved the possibilities of using and searching for 
intellectual property information. It is now well within the reach of anyone with a computer and access to 
the Internet to gain access to up-to-date intellectual property information in any field of technology. 
 
IP information relevant to research and development includes: 
 

• patent documents; 
• scientific journals; 
• research publications; 
• company reports; and 
• internet databases (the web in general). 

 
These sources of information are very important, both to find out about the state of the technology and to 
examine whether a particular patent or patent application is valid. 
 
In particular, patent documents (including granted patents and patent applications) provide the following 
benefits: 
 

• common bibliographic information format to aid in determining a document’s citability;  
 

• subject-matter similarly defined, which is categorized using classification systems, frequently by a 
single international classification system;  and 

 
• accessibility, either through the Internet or specialized databases.  
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 Types of Searches Within the “Patent Profession” 4.11.4
 
Patent information is valuable for a host of reasons. This can range from a major study in technological 
developments in a particular area, to a very specific single enquiry. The strategies and methods used for 
searching patent information may therefore vary widely, depending on what the information is to be used 
for. The following are some examples of patent searches. 
 

 Patentability Search 4.11.4.1
 

This type of search is made by the applicant prior to submitting an application in order to determine 
whether to file the application. 

 
 State of the Art Search 4.11.4.2

 
This type of search is made by individuals having an interest in a particular field of technology in order 
to ascertain the state of the art, or to learn of an existing solution to a problem. 

 
 Infringement Search 4.11.4.3

 
This type of search is made by individuals in order to examine the claims of unexpired patents to 
determine if any unexpired claims would be infringed by a proposed activity or by defendants in an 
infringement action in order to identify documents which can lead to the alleged infringed patent 
being declared invalid. 

 
 Validity Search 4.11.4.4

 
This type of search is made by individuals in order to identify documents that either anticipate or makes 
obvious another issued patent, or by patent examiners in order to identify documents that either 
anticipate or makes obvious a patent application being examined. 

 
 Specialized Searches 4.11.4.5

 
This type of search is made by companies in order to provide them with information for making 
decisions with respect to takeovers (value of the patents held by a firm involved in the takeover), or 
royalties in licensing contracts. 

 
 

 Formulating a Search Strategy - General 4.11.5
 
When formulating a search strategy, an examiner needs to be aware of the nature of the invention. In 
doing so, the examiner will be required to: 
 

• define and understand the alleged inventive feature(s) for which protection is being sought; 
 

• know the breadth of the field of technology to which the alleged invention relates; and 
 

• have knowledge of the terminology used in the field of technology to which the alleged invention 
relates. 

 
A search strategy involves three phases: 
 

(1) formulating a search statement; 
 

(2) formulating a search plan; and 
 

(3) performing and documenting  the search. 
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Each phase follows logically from its predecessor. The following procedure is applicable to any search, i.e. it 
is not specific to patent searching. 
 

 The Search Statement 4.11.5.1
 
A search statement must define the objective of the search clearly and precisely so that time and effort is 
not wasted. The parameters of the search must reflect the precise matter of interest. 
 

a) What is being claimed and what is the inventive concept? 
b) Is there support for what is being claimed? 
c) What key words and/or classifications should be searched? 
d) Should the search be limited by dates? What are the relevant dates (i.e. priority and filing dates)? 
e) Will all the claims be searched or only the independent claims? 
f) What information is already available? Has this information been considered to avoid repeating 

work that has already been done? 
 

As can be seen, the answers to these questions are in many ways interdependent, and a full answer to 
each one is required to obtain a search statement which is comprehensive. 
 

 The Search Plan 4.11.5.2
 
A search plan is essential to ensure that sources of information are selected or rejected in a systematic way 
to ensure comprehensive coverage of the subject-matter of the search as set down in the search 
statement. A properly formulated search plan should consider the following: 
 

a) Would it be useful to talk to colleagues who might have some relevant information or leads to the 
information being searched? This step can be useful when examining a new queue or working on 
a family member (e.g. divisional) of an application examined by another examiner. 

 
b)  What time period must be covered? Can the search be limited by dates? 

 
c) Should the search be global in scope or can it be limited in some way by country, geographical 

area or culture? Where was or is the most important work in this field being done? 
 

d) Can the search be limited to specific types of information? Should the search be limited to 
documents? If so, what kind of documents? 

 
e) What specific aspects of the field in question are of interest? 

 
f) What sources of information seem to be the most fruitful for getting the information required? 

 
Before beginning a search, the examiner should list the potentially productive sources in order of 
importance. If the objective is completeness, then the examiner must consult all sources. This 
helps to avoid bias introduced from consulting a single source which may only reflect a part of 
the area of interest. These shall include search reports from international reports and foreign 
prosecution. 

 
g) Are these sources readily available?  Is the strategy being formulated so that sources that require 

a long response time are searched first? 
 

Examiners may have to rely upon external suppliers of material where they have no control over 
the time taken to provide the information that is needed. 

 
h) How specific to the subject are the sources? 

 
A small, highly specialized source may suit the search better than a large general source or vice 
versa. 
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i) Will the search be done from the present and work backwards or would it be more beneficial to 

start at the beginning of the formulated search period and work forwards? 
 

The search backwards should start with the examiner finding relevant information because most 
information is built upon previous work and gradually the amount of relevant information will 
lessen. On the other hand, the search forward will allow the examiner to see how the subject of 
the search has developed. The strategy of backward or forward searching is often used when 
considering citations (see section 4.11.8.4 Other Searches).  

 
j) Should search terms other than subject, such as author, inventor, patentee, related art on 

patents, citations, or originating organization, be considered? 
 

k) Is the formulated search plan flexible and can the plan be easily modified in light of information 
found during the search? Is there a variety of search terms that appear to be the most relevant to 
the area of interest?  

 
Some of the search findings may broaden the search or change its direction. 

 
 The Search 4.11.5.3

 
In order to keep on track during the search using the search statement and plan, the following questions 
should be considered by the examiner: 
 

a) Is there a systematic record of the search progress?  See section 4.11.10 on the search 
requirements to record the search. 

 
Search strategies, including databases and the search strings used must be recorded. As well, the 
date and type of searches, as well as relevant family member information must be recorded in 
the search record for every application examined.  

 
b) Is information that is being found during the search being incorporated into the search to modify 

the search as necessary? 
 

c) The examiner must be alert to the possibility of opportunities - of finding information unexpectedly 
which is pertinent to another application or that could be otherwise important or stimulating, but 
not directly related to the immediate application and search. The examiner should be prepared 
to consider this information and use it, if appropriate.  

 
d) The examiner must know when to stop searching and must recognize the point of diminishing 

returns, while respecting the given time limits. The examiner must consider if they have all the 
information they need. In addition, if the examiner cannot find the information required, the 
examiner should consider a different approach to the search to try and find the required 
information. 

 
As can be seen, this procedure is fully comprehensive and provides the structure needed to standardize 
the approach to searching in order to improve efficiency. 
 
 

 Define and Understand the Problem 4.11.6
 
In order to perform efficient searches, the examiner should attempt to define the patent application’s 
problem before the examiner even touches the computer. The examiner should write down everything the 
examiner knows about the problem including the vocabulary of the problem domain. This information will 
be very useful in helping the examiner define the relevant keywords, search terms, or search criteria. 
 

 Brainstorming 4.11.6.1



Chapter 4.11 – page 5 
 

 
Brainstorming is a technique which involves generating a network of related concepts which expand upon 
the topic. This is an important initial stage in research where the examiner explores the examiner’s own 
thought about the topic or problem. Brainstorming provides the opportunity to: 
 

• List keywords - includes terms which narrow and broaden the topic; 
 

• List alternative terms – different documents and databases  use different terms for the same 
concept; 

 
• List known authors in the field; 

 
• List sources outside of the patent databases which may be of use: academics, institutions, 

professional associations, etc. List the variety of resources that can be searched, including 
academic and technical publications, company websites, professional associations, etc.; and 
 

• List what the examiner does not know. 
 

 Topic Mapping 4.11.6.2
 
Topic mapping is a technique which is an extension of brainstorming. A topic map is a graphical 
representation of the relationships between the keywords and concepts which have been identified 
through brainstorming. 
 

 
 

Figure 4.11-1 - Topic Mapping 
 

 Subject Dictionaries and Thesauri 4.11.6.3
 
A subject dictionary is an alphabetical list of definitions of key terms and concepts within a particular 
subject discipline such as psychology or mathematics. Subject dictionaries can be useful sources of related 
or alternative terms, and can also be used to check the correct spelling of a particular term. Some 
dictionary entries also incorporate references to key works which may not be included in a database but 
which can be important starting points for research. 
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A thesaurus provides lists of words of similar meaning (synonyms). A database thesaurus lists terms used in a 
particular database to describe the content of the standard records. Many databases have a printed 
thesaurus and some are also available online within the database itself. A thesaurus list often contains 
alternative and related terms, as well as broader and narrower terms. These terms may also be referred to 
as 'subject headings', 'index terms', 'descriptors' or 'controlled vocabulary'. Using thesaurus terms will enable 
the examiner to create a better match between terms generated through the brainstorming process and 
the terms used in the database records. A thesaurus can also be a guide to correct spellings. 
 
 

 The Types of Databases - General 4.11.7
 
When searching, the examiner should consider the types of databases that are available. 
 
There are a variety of databases and tools available that are directed to a specific field or topic, such as 
STN - for chemical structures, GenomeQuest - for sequences, IEEE - for electrical. It can be useful to search 
through these databases in addition to at least one intellectual property specific database, such as 
Questel Orbit. 
 

 The Search Engines - General 4.11.7.1
 
In addition to selecting the proper database, the examiner should also consider the search engines used 
by the database that will be used. The examiner needs to be able to answer the following questions 
concerning the search engine: 
 

• What parts of the document does it index (searchable)? 
• How often is the database updated? 
• What is its user interface? Does it support subject tree searching? 
• Does it have on-line help for searching? 

 
 

 Search Methods 4.11.8
 
Some examples of search methods include: 
 

 Classification Search Only 4.11.8.1
 
Assigned classifications are used to narrow the search. Also, catchword indexes, schedules 
and concordance tables can be used to find classifications that are most relevant to the topic. Retrieving 
all the patents under these codes can be very reliable, but also extremely time-consuming and tedious. 
Another useful way of determining appropriate classes is by looking at the classifications of a previously 
identified relevant document, and then searching through those classes. 
 
Certain classification systems are better than others for searching some databases. In Canada, 
applications are classified using the International Patent Classification system (IPC). 
 
A major problem with this method is the inconsistency of IPC classification over time. When new editions of 
the classification system are released, additional categories are added, but granted patents may not have 
their classification updated (they may be re-classified in the online database but not on the published 
document). As well, for international applications, CIPO uses the IPC classifications set by other countries 
and then auto-routes those applications without the classification being re-considered by a Canadian 
examiner in classification. Therefore, the accuracy of the classification may vary depending on the country 
that assigned the original IPC and their classification practices.  
 

 Keyword Search Only 4.11.8.2
 
Keyword searches can be performed by searching the entire document or specific fields (such as the title, 
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abstract, claims, etc.). One major problem with keyword searches is the prevalence of synonyms, spelling 
variations, and spelling errors in the patent documents themselves. Since different regions have different 
spellings (such as "color" in the United States and "colour" in Canada and the UK), some relevant patents 
may be missed. For this reason, it is important to search as many synonyms and spelling variations the 
examiner can think of, but this still may not be sufficient. 
 
One helpful tool in performing these types of searches is the use of "wildcard" characters, such as: “*”, “?”, 
“#”, etc. (e.g. colo?r, could be used for the different spelling of the word “colour” - in this particular case, 
the “?” is a wild card used for either “0” or “1” character). Note: The syntax can vary between databases 
so it is necessary to ensure the correct syntax is used for the specific database to obtain accurate results.  
 
Boolean Searches 
 
Boolean searches are most useful when doing keyword searches. These are done by using Boolean 
operators, which include: 
 

Operator Use Example 

AND Search words that only appear with another 
word. 

"translat*" AND "motor" would only 
retrieve documents that include 
both words 

OR Searches for two or more separate words, 
where only one has to be present. Creates a 
larger search set. 

"translat*" OR "motor" would 
retrieve all documents containing 
either one word or the other, or 
both -would retrieve more patents. 

NOT/ AND NOT Searches for one word, but will not retrieve 
documents where the other word appears as 
well. 

"translat*" AND NOT "motor" would 
retrieve all documents that include 
"translat*" except those that also 
include "motor". 

 
Example: 

 
Boolean AND is defined as the intersection of the sets of database records related to each search 
term. For instance, a search on advertising AND television will retrieve all of the database records 
which contain both terms. Using AND is a way of narrowing and making the  search more specific. 

 

 
 

Figure 4.11-2 - advertising AND television 
 
Boolean OR is defined as the union or combination of the sets of database records related to each search 
term. For instance, a search on advertising OR commercials will retrieve all of the database records which 
contain either term. Using OR is a way of broadening and making the search more general. An OR search 
is a useful way of combining synonyms in order to retrieve the broadest range of database records related 
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to the same concept. 

 
 
 

Figure 4.11-3 - advertising OR commercials 
 
Boolean NOT is defined as the exclusion of the set of database records related to a particular search term. 
For instance, a search on advertising NOT television will retrieve all of the database records containing the 
term advertising, but excluding those which also contain the term television. 
 
 

 
 

Figure 4.11-4 - advertising NOT television 
 
Use the Right Key Words 
 
Choosing the right key words, words that uniquely identify the area of interest, is crucial in conducting 
effective searches. Here are a few tips on finding the right key words for a well-focused search. 
 

• When possible, use a phrase or a combination of words rather than a single word. 
 

• Use specific and unambiguous words. 
 

• List all synonyms (so as to include all possibilities). 
 

• Avoid using so-called "ignore words." (Words like "some," "the," "a," "of," “and” etc. are ignored by 
almost all search engines.) 
 

• Use “wildcard” characters to include plurals or participles of keywords in the search as needed by 
the specific database.  

 
• Use lower case letters only. Most search engines are case sensitive. If upper case letters are used, 

the search will only turn up documents containing those upper case key words/phrases provided. 
However, lower case letters will retrieve any document that contains those key words/phrases. 

 
Truncation 
 
This technique is used to look for the root word and all of its variations. This is an alternative to the OR 
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operator. The types of truncation symbols and their specific use vary among databases (refer to the 
database help screens for more details). The most common include: 
 

* (the asterisk) ? (the question mark) # (the pound sign) 
 

Example: statist*, statist?, or statist# will find statistics, statistical, statistician, etc.  
 
Phrase or Adjacency Searching 
 
Search engines and selected databases provide the option to search for phrases or keywords next to each 
other. This is particularly effective in full-text databases. Consult the help screens in each database to 
determine which options are available. 
 

• Proximity operators locate words next to or within a few words of each other.  
 
Keyword searches alone may be not be sufficient in certain arts. In those cases, one may consider also 
performing a supplemental classification search to narrow the search results.  Combinations of keyword 
strategies should be used to maximize the quality of returned hits and to help narrow down the search to a 
manageable number of results. 
 

 Hybrid Searches 4.11.8.3
 
Searching only by classification can sometimes result in large datasets. The results can be narrowed easily 
by specifying additional search criteria such as: keywords (title, abstract, description, or claims); date 
ranges; searching specific countries; etc. 
 
Hybrid searches are a practical way of performing searches. 
 

Example: 
 

Search Statement    Hits 
 

laser in abstract     49,972 
 

 Keyword "laser" + from Jan. 1, 1995 to present  23,937 
 
 Keyword "laser" + Date + A61N 5/00 (IPC)  20 
 

 Other Searches 4.11.8.4
 

• Thread searching - cited and citing references (forward and backward). This type of search 
considers which documents have been cited against a particular application (for example a 
family member or a closely related application) or where a particular application has been cited. 
This type of searching can be helpful in determining relevant documents when other search 
strategies do not yield results; 

 
• Limiting the search to specific assignees and inventors - relevant when searching information 

originating from a specific source and for looking for family members; 
 

• Searching in other classification systems (ECLA, CPC, CPC (Canada), FI, F-Term) 
 

The ECLA classification is very similar to the IPC system; it is based on the same core 
structure but is further subdivided (i.e. more specific). 
 
The Cooperative Patent Classification (CPC) is an extension of the IPC and is jointly 
managed by the EPO and the US Patent and Trademark Office. It includes an additional 
section Y related to general tagging of new technological developments, which are also 
sub-divided into classes, sub-classes, groups and subgroups. The CPC replaced the 
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previous classification system used in the US, the USPC, in January 2013. 
 

The Canadian Patent Classification (CPC) system - this classification is internal to the 
Canadian Patent Office but is not being used to classify present day applications; it is still 
relevant with respect to older applications, technologies that are more stable (e.g. 
mechanical arts), and technologies that are predominantly Canadian. 
 
FI (File Index) and F-term (File forming term) are the Japanese patent classification system. 
The FI is based on the IPC and if a further subdivision of the IPC subgroups. F- term is a 
system for classifying Japanese patent documents according to the technical features of 
the invention and is intended to be used as a complement to other classification systems, 
such as the IPC.  

 
• Searching for known assignees and inventors in a specific field can often turn up relevant 

documents. 
 
The most important thing when constructing an appropriate search strategy is to not limit the search to one 
kind. Simply searching a classification or a certain number of keywords may not be enough. The examiner 
should try many different combinations, to find as much pertinent prior art as possible. A thorough patent 
search up front can prevent many struggles later. 
 
 

 Common Searches in Examination 4.11.9
 

 The Patent Family Search 4.11.9.1
 
A patent provides rights to an invention and/or process in the country of the patent itself and nowhere else. 
When an applicant files a patent application, the applicant does so in a particular country so as to gain 
protection in that country alone. For this reason, in most cases, an applicant will file a number of patent 
applications in numerous countries, so as to broaden the protection afforded to the invention. 
 
These groups of patents of different nationalities are essentially the same, with minor differences according 
the regulations of the respective countries, and are called patent families. They are often translated into 
different languages depending on the country. 
 
The following graphic represents a relatively simple patent family. 
 
 

 
 

Figure 4.11-5 - Patent Family 
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Members of a patent family often have the same priority number. The priority number is the same as the 
application number of the patent/patent application from which priority rights are claimed (generally the 
first application in the family to be filed). 
 
Most patent databases have functions to show the family of a patent document. 
 
The family members provide helpful information that can assist in examination as follows:  
 

Granted patents may identify cited references on the cover page. 
 

Entire prosecution records for a family member may be available online (PAIR for US, The European 
Patent Register for EPO). 

 
 Comprehensive Prior Art Search 4.11.9.2

 
This type of search usually consists of searching for documents published throughout the world. Examiners 
at CIPO have access to many search engines and databases having large collections to execute this type 
of search. Some examples are Questel Orbit, Google Patent, Scopus, IEEE, etc. This type of search is 
generally done in the following cases: 
 
 

• The Canadian application does not have any family members, or prosecution has not begun in 
foreign offices on the family members. 

 
• The examiner is examining an international application.  

 
• The examiner has determined the prior art found in foreign search results is not adequate. 

 
 First-to-file Search  4.11.9.3

 
A first-to-file search comprises searching all Canadian patent applications in Intellect using all IPC symbols 
corresponding to the application, but restricted as to filing date to those five years prior to and one year 
after  the  application’s filing date (the five year time period is specified to account for National Entry of 
PCT applications and abnormal procedural delays). The first-to-fie search is done in Intellect. 
 
When examining applications within 18 months of the application’s filing date (e.g. special order 
applications), an additional search of non-laid open applications must be performed (in all the IPC symbols 
and noted search areas). There is a function in LOB that allows searching for non-laid-open applications. 
 

 Inventor/Applicant Search 4.11.9.4
 
Inventor and/or applicant searches can sometimes yield prior art by the inventor or applicant that is very 
similar to a subsequent application being examined. It is also used to search for patents that could be used 
when considering overlap or double-patenting. 
 
4.11.9.5  Supplemental / Top Up Search 
 
This search is done to find specific features in the claims and is generally done to supplement the prior art 
found during foreign prosecution or following an office action where a comprehensive search was 
performed. 
 
 

 Documenting the search  4.11.10
 
The examiner must use the Search Recording tool to track and document their search strategy and results. 
Search recording is mandatory and a search record must be attached to every examiner’s report and is 
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also recorded in LOB. The instructions of how to download and use the Search Recording tool can be 
found at: 
http://wiki.ic.gc.ca/x/cRWPHg. 
 
 

 Other Useful Databases or Sources Used in Proprietary Searches 4.11.11
 

 General Web Search Engines (Google, etc...) 4.11.11.1
 
Various search engines, such as Google, can be useful during prior art searches, both for particular prior art 
and to find prior art to use as general common knowledge. These sites can be used to find prior art 
documents, including patents, technical and commercial articles, and industry reports. However, these 
search engines are public, and therefore care should be taken when searching non-laid open applications 
(including PCT International phase applications).  
 
These are usually dated, and can include references and bibliographies. These references can, in some 
cases, be ordered through the CIPO Recourse Center (CRC). 
 

 Industrial Design Database 4.11.11.2
 
The Industrial Design database (found on the CIPO external website, http://www.cipo.gc.ca) can be 
helpful in cases were the features of a device or manufacture appear to be very old, part of the common 
knowledge in a particular field, or when it seems familiar. The database can also be useful in cases were 
the device comprises an ornamental design or relies on a physical improvement on its surface (ex. adding 
groves arranged in a specific pattern). The searching can often be done quickly as there are only drawings 
(no text)  to be considered. To improve the searching in this database, it is important to be familiar with the 
classification before starting the search, as it may not be necessarily intuitive. For example, a curling broom 
is classified with brooms, not sports equipment. It may be helpful to consult with one the Industrial Design 
examiners before starting a search to learn how to effectively search the database. 
 

 CIPO Resource Center (CRC) Library 4.11.11.3
 
The library contains a wide variety of textbooks, magazines, journals and technical publications. It also has 
numerous catalogues dating back to 1906, where the examiner can search for household goods, among 
other items. Another important function of the library is to order documents relating to references found on 
the Internet or in an article, if available. The usual waiting period for specially ordered articles is 
approximately 24 hours. The library can prove useful when dealing with subject-matter which relates to 
theoretical concepts.  
 
The Library Discovery Tool is a searching tool provided by the CRC to search for and order non-patent 
literature (NPL). The CRC maintains a page on CIPOnet with information relating to their collection, 
searching and ordering documents, etc. (http://ciponet/eic/site/487.nsf/eng/h_ne00014.html) 
 

 Specialized Websites 4.11.11.4
 
These sites include those of research groups, facilities and organizations, such as NRC, personal websites of 
university teachers, and the like. They can offer some information on very specific topics. Such information 
may be too specific to be of any use as a prior art, but when the examiner is short of options, this can be a 
useful resource to consider. 
 

 Company Websites   4.11.11.5
 
Examiners can also search companies’ websites directly to look for relevant reports, white papers or 
product specifications that can be related to a patent application.  
 
4.11.11.6 Wayback Machine 

http://wiki.ic.gc.ca/x/cRWPHg
http://wiki.ic.gc.ca/x/cRWPHg
http://ciponet/eic/site/487.nsf/eng/h_ne00014.html)
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The Wayback Machine (https://archive.org/web/) is a digital archive of the Internet and enables users to 
see archived versions of web pages over time.  The intent is to capture and archive content that would be 
lost whenever a site is changed or closed down. The Wayback Machine can also be used to determine the 
date information was posted on a website, in cases where the date is not explicitly stated.  
 
 

 Requesting Foreign Search Results 4.11.12
 

 Section 29 of the Patent Rules  4.11.12.1
 

29 (1) Where an examiner examining an application in accordance with section 35 of the Act 
or the Act as it read immediately before October 1, 1989 has reasonable grounds to believe that 
an application for a patent describing the same invention has been filed, in or for any country, on 
behalf of the applicant or on behalf of any other person claiming under an inventor named in the 
application being examined, the examiner may requisition from the applicant any of the following 
information and a copy of any related document: 

 
(a) an identification of any prior art cited in respect of the applications; 

 
(b) the application numbers, filing dates and, if granted, the patent 

numbers; 
 

(c) particulars of conflict, opposition, re-examination or similar proceedings; 
and 

 
(d) where a document is not in either English or French, a translation of the 

document, or a part of the document, into English or French. 
 

(2) Where an examiner examining an application in accordance with section 35 of 
the Act or the Act as it read immediately before October 1, 1989 has reasonable 
grounds to believe that an invention disclosed in the application was, before the 
filing date of the application, published or the subject of a patent, the examiner 
may requisition the applicant to identify the first publication of or patent for that 
invention. 

 
(3) Subsections (1) and (2) do not apply to any information or document that is not 

available or known to the applicant, provided that the applicant states the 
reasons why the information or document is not available or known. 

 
As a result, Rule 29 is used to request from the applicant a list of art cited against the corresponding 
applications in other countries and/or to determine the application and patent numbers of family 
members of the application.  
 
Rule 29 requisitions should not be made when the requested information is readily accessible to the 
examiner (International Search Report, European Search Report), for example on foreign office web sites. 
Rule 29 should not be overused as it increases the chances that an application may go abandoned (i.e. if 
the applicant inadvertently fails to respond to the Rule 29 requisition, the application will be abandoned). 
Rule 29 requisitions are only made when ABSOLUTELY necessary. 
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 Amendments to Applications 4.12
 

 Introduction 4.12.1
 
Applicants may amend their applications voluntarily, in response to an examiner's report, or in response to 
an office letter. 
 
 

 Amended Applications Are Subject to Further Examination 4.12.2
 
All applications that have been amended are subject to further examination. Any matter introduced by an 
amendment that introduces non-conformities under the Patent Act or the Patent Rules will be identified in 
an examiner's report or examiner-initiated telephone interview. Amended applications are also subject to a 
further search of the prior art, except in the case of amendments after allowance. 
 
 

 Form of Amendments 4.12.3
 

 Pages Altered by Amendment 4.12.3.1
 
Amendments to the application are made by inserting new pages in place of the pages altered by the 
amendments. New pages must be supplied for all affected pages whether the changes are for adding or 
deleting matter. 
 
All pages altered by the amendment must meet the criteria of Sections 68 to 70 of the Patent Rules, as well 
as Section 73 with respect to the numbering of pages and Section 85 with respect to the numbering of 
claims. It should be noted that while claims must be numbered consecutively in Arabic numerals, page 
numbers may take any form provided they are consecutive. For example, the sequence 1, 2, 3, 3A, 4 
would be acceptable for page numbers. 
 

 Supporting Explanation 4.12.3.2
 
The amendment must include a supporting explanation. This is a written statement explaining the nature of 
the amendment and its purpose. 
 
If the amendment is in response to an examiner's report identifying defects in the application, the written 
statement must explain the manner in which the amendment overcomes the defects.  
 
The supporting explanation must also provide complete instructions for entering the amendment into the 
application (i.e., with respect to the cancellation, addition or replacement of pages). 
 
 

 Routing into LOB 4.12.4
 
When an amendment arrives at the Incoming Correspondence Unit (ICU), it is firstly date stamped (bar 
coded). Then it is scanned into TechSource in order to be added to the application main folder. 
Examination Support will subsequently create the proper new folder TABS (e.g. DIS, CLM, etc.) according to 
the received amendment. 
 
If a request for examination has been made, a task to verify the acceptability of the amendment (Task 67) 
is created and automatically routed to the examiner assigned to the case. 
 
When a task type 67 (TT67) appears in an examiner’s queue in LOB, it might indicate various things 
depending on its subject line.   New TT67's that have come into an examiner’s queue should be dealt with 
on a regular basis (weekly). This will allow the examiner time to follow up as required, and will also ensure re-
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routing of any TT67 that belongs in another examiner’s queue in a timely fashion. (Such re-routing could be 
required due to the application being transferred in an art transfer, or to the application having been dealt 
with by another examiner during an extended leave, for example.) 
 
If an application was filed under the Patent Prosecution Highway (PPH) program and an amendment has 
been submitted, Examination Support will create a Task Type H5 that will be routed to the examiner. 
 
 

 New Matter submitted with an Amendment 4.12.5
 
Under Section 38.2 of the Patent Act, amendments to the specification and drawings may not introduce 
new subject-matter, with two exceptions, as follows: 
 
1. new matter that is reasonably to be inferred from the specification and drawings as originally filed 

may be added to the specification or drawings; and 
 
2. new matter pertaining to prior art with respect to the subject-matter of the application may be 

added to the specification and the drawings.  It should be clearly indicated that the new matter 
is prior art. 

 
In the first exception, the reasonable inference is one which would have been made by the person skilled 
in the art at the time the application was filed. Matter involving either a departure from or an addition to 
the original subject-matter of the application cannot be added to the application, and may be shown or 
claimed only in a separate application. 
 
Examiners are to use their discretion in determining whether matter added by amendment can be 
reasonably inferred from the originally filed specification and drawings. Particularly in situations where the 
alleged basis for the new matter is found only in a drawing, care must be taken to ensure that the 
applicant is entitled to the new matter. 
 
A case which illustrates this last point is Reliance Electric Industrial Co. et al v. Northern Telecom Ltd. et al, 

F.C.T.D. (1993) 47 C.P.R. (3rd) 55. Although the question being considered was not directed to whether new 
matter could be reasonably inferred from the originally filed specification and drawings, the rationale of 
Reed J. can be applied to this situation. 
 
In this case, the patentee argued that the phrase in a claim, “in spaced relation to the base” should be 
construed to mean, “in spaced relationship to the base in such a fashion that a heat coil could be 
included when required” because, although this feature was neither specifically claimed nor described, 
the drawings illustrated a spacing that would provide this result. Reed J. cited a U.S. case which stated that, 
while drawings may be referred to for illustration and may be used as an aid in interpreting the 
specification or claim, they are of no avail where there is an entire absence of description of the alleged 
invention or a failure to claim it. The Judge then stated: 
 

The drawings may in fact be drafted in a manner that shows a uniformity of sizing but this could 
have been done merely out of convenience to the draftsman.  To rely on the drawings for the 
conclusion sought to be reached would be going too far. 

 
It would seem reasonable that this approach would be equally applicable in the situation where an 
attempt was made to introduce new matter based only on an interpretation of a drawing. Of course, each 
case must be examined on its own merits, and it is the examiner’s duty to determine whether new matter is 
“reasonably inferred” or “going too far”. 
 
New matter is more likely to happen in applications filed without representation by an agent, as private 
inventors are generally less familiar with Patent Office practice. In such applications, the original filing is 
often incomplete and is subsequently rendered complete by submitting various amendments. It is in 
amending for the purpose of completion that an applicant often runs the risk of adding new matter. Also in 
the case of private inventors, amendments may attempt to include new improvements to their invention. 
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Another situation to be particularly wary of is when the subject Canadian application has family 
correspondents in jurisdictions which permit the addition of new matter. For example, American practice 
provides for the addition of new matter in continuation-in-part (C-I-P) applications.  In some cases, 
amendments made to the corresponding Canadian application may attempt to introduce new matter 
from the C-I-P, such matter not being reasonably inferable from the originally filed application. 
 
Some special care must be taken with respect to checking amendments for PCT-filed applications. It must 
be remembered that upon national entry, the filing date assigned to the application is not the date of 
national entry, but is rather the international filing date. Therefore, any new matter added to the 
application, either during the international phase or upon entering national phase in Canada that cannot 
be reasonably inferred from the application as filed on the international filing date, must be removed from 
the application. 
 
 

 Voluntary Amendment Before Request for Examination 4.12.6
 
Voluntary amendments may be made to a patent application before a request for examination has been 
submitted.  Voluntary amendments made before an examination request has been submitted will not be 
considered with respect to acceptability by the examiner at that time. 
 
Consideration for acceptance is an examination procedure which will only be carried out after an 
examination request has been made. Such amendments will be opened to public inspection when the 
application is published. Public disclosure of any new subject-matter in a voluntary amendment will occur 
at the date of opening to public inspection of the application or at the date of submission of the 
amendment. This could preclude the applicant from filing a new application for that new subject-matter at 
a later date. 
 
Amendments made to PCT applications during the international phase under Articles 19 and 34 of the 
Patent Cooperation Treaty form an integral part of the application at the time of entry into the national 
phase in Canada. The Canadian national phase application is then subject to the same amendment 
restrictions as all other Canadian patent applications.  
 
 

 Voluntary Amendment after Request for Examination 4.12.7
 
For voluntary amendments filed after a request for examination has been submitted, examiners must 
ensure that the amendment is complete and properly entered into TechSource. The numbering of pages, 
claims, and figures must respect convention. 
 
New matter not reasonably inferable from the application as originally filed may be identified by a courtesy 
letter sent to the applicant.  Further, the new matter issue should also be included as an identified defect in 
an examiner’s report. See 4.12.14.4 for more detail.   
 
If the amendment is acceptable, the verify amendment task (Task 67) is completed. The case will be acted 
on for the first time when its turn comes up. See TT67 - Voluntary Amendment for process mapping. 
 
 

 Amendment in Response to Examiner's Report 4.12.8
 
Examiners must ensure that the amendments received in response to an examiner's report are properly 
entered into TechSource. The numbering of pages, claims, and figures must respect convention. 
 
If the amendment is acceptable, the Response to Examiner’s Report task (Task 67) is completed and an 
Examine Previously Reported Application task (Task 56) is created. 
 

http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-32-EN.pdf/$FILE/PB-4A-PS-32-EN.pdf
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The case should be acted on within the time period prescribed in the yearly goals, or any other turnaround 
time prescribed by the section head. See TT67 - Response to Examiner's Report for process mapping. 
 
 

 Amendment in Response to a Final Action 4.12.9
 
Amendments received in response to a final action issued by an examiner are only accepted by the 
examiner if the rejection of the examiner is overcome either by amendment to comply with the 
requirements as set forth by the examiner or by persuasive argument. A more detailed discussion on this 
topic is provided in Chapter 8. See TT67 - Response to Final Action for process mapping. 
 
 

 Amendment After Allowance (AAA) 4.12.10
 
An applicant may amend the application in the period after the notice of allowance has been sent but 
before the payment of the final fee. However, an amendment after allowance will be refused if the 
amendment would necessitate a further search by the examiner or make the application not comply with 
the Patent Act or Rules. A more detailed discussion on this topic is provided in Chapter 8. See TT54 - 
Examine an Amendment After Allowance for process mapping. 
 
 

 Amendments After Failure to Pay Final Fee 4.12.11
 
If an applicant fails to pay the final fee within the six month period after the date of the notice of 
allowance, the application will be deemed abandoned. 
 
Subsequent to abandonment, the applicant has 12 months during which the application may be 
reinstated by requesting reinstatement, paying the reinstatement fee and paying the final fee. Should the 
applicant wish to amend the application at this stage, the amendment request must be made at the time 
of reinstatement. The amendment will be considered with respect to acceptability upon receipt and the 
application is subject to examination. If the application is found to be allowable, it will go directly to issue as 
the final fee is already paid.  If the amendment causes the application not to be compliant with the Patent 
Act and Rules, the examiner will write an examiner’s report identifying the non-conformities under the 
Patent Act and Rules. 
 
This strategy of abandoning for failure to pay final fee, followed by reinstatement, and amendment, is used 
by applicants if their amendment necessitates a further search by the examiner, the AAA not being 
permissible in this case. 
 
 

 Amendment Options After Payment of Final Fee 4.12.12
 
Generally, applications may not be amended by the applicant after the final fee has been paid, although 
clerical errors may be corrected as provided by section 8 of the Patent Act.  
 
 

 Other Amendment Issues 4.12.13
 

 Prosecution by Phone 4.12.13.1
 
Examiners may initiate telephone interviews with the agent or applicant (where the applicant is a private 
inventor) when they have determined it is beneficial to do so. This is most commonly done when there are 
only a few remaining defects in the application. The examiner reviews the defects with the 
agent/applicant and asks them whether they would like to submit a voluntary amendment in order to 
correct the identified defects. If the agent/applicant wishes to submit a voluntary amendment, the 

http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-34-EN.pdf/$FILE/PB-4A-PS-34-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-35-EN.pdf/$FILE/PB-4A-PS-35-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-20-EN.pdf/$FILE/PB-4A-PS-20-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-20-EN.pdf/$FILE/PB-4A-PS-20-EN.pdf


Chapter 4.12 – page 5 
 

examiner gives them a 3 week deadline in which to do so and creates an Interview Record detailing what 
was discussed during the interview. If the agent/applicant does not wish to submit a voluntary amendment, 
the examiner prepares a report. See Conduct an Examiner-Initiated Interview for process mapping 
 
The agent or applicant may also contact the examiner by phone to discuss an application, such as to 
elaborate on a defect that was identified in an examiner’s report or to clarify prior art cited. The examiner 
should attempt to answer any question as fully and accurately as possible, depending on the nature of the 
question. For more substantive discussions, such as for example the merits of prior art, the examiner may 
choose to consider the applicant’s arguments, but then follow up with an examiner’s report outlining any 
defects they consider to still be outstanding. Following an agent-initiated phone interview, the examiner 
creates an Interview Record to record the details of the conversation. See Conduct an Applicant-Initiated 
Interview for process mapping. 
 

 Prosecution by Fax or Email 4.12.13.2
 
Examiners are not permitted to prosecute applications by fax or email as the Office does not have 
mechanisms in place to ensure that such communications are going to and/or are from the authorized 
correspondent.  Moreover, the office does not have mechanisms in place to ensure that such 
communications are captured in TechSource, which is the designated repository for all official 
communications regarding a file.  Lastly, there might be security concerns regarding such communications. 
 

 Crossing of Amendments and Reports 4.12.13.3
 
When an examiner's report and an applicant's amendment letter cross in the mail, the report is either 
cancelled or re-affirmed. 
 
If the report is re-affirmed, the examiner should contact the agent by telephone to inform them of the 
situation and let them know that the report will not be withdrawn. 
 
If the outstanding report is no longer applicable in view of the amendment(s) made to the application, the 
examiner withdraws the examiner’s report and, as an additional courtesy, contacts the agent by 
telephone to inform them of the situation. See TT70 - Withdraw an Examiner's Report for process mapping. 
 
 

 TT67 Descriptors 4.12.14
 

The following are some of the most common types of TT67s. 
 

 IPER/IPRP Received 4.12.14.1
 

This category of TT67 is created by Examination Support when a Chapter II International Preliminary 
Examination Report (IPER) or International Report on Patentability (IPRP), that was originally missing when 
the application entered national phase, has been received by CIPO. This task is created because the 
examiner might be waiting for the missing document before starting or continuing the prosecution of the 
application. This task is usually created only if a request for examination was already made for the 
application. If there is no request for examination, the document is simply placed on file. In the later case, a 
TT67 will not be created as the examiner will see the IPER or IPRP when they prepare the file for examination 
once the RE is filed. 
 
The examiner must verify that the IPER/IPRP and relevant amendments have been correctly entered in LOB. 
See TT67 - IPER/IPRP Received for process mapping. 
 

 Response to Examiner’s Report 4.12.14.2
 
This category of TT67 is created when the applicant submits an answer to an examiner’s report, to comply 
with Sections 29, 30, and/or 104 of the Patent Rules or any combination thereof. 

http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-62-EN.pdf/$FILE/PB-4A-PS-62-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-16-EN.pdf/$FILE/PB-4A-PS-16-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-16-EN.pdf/$FILE/PB-4A-PS-16-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-14-EN.pdf/$FILE/PB-4A-PS-14-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-33-EN.pdf/$FILE/PB-4A-PS-33-EN.pdf
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The examiner must verify that the amendments have been properly entered into LOB. The examiner will 
then complete the Response to Examiner’s Report task (Task 67) and create an Examine Previously 
Reported Application task (Task 56). See TT67 - Response to Examiner's Report for process mapping. 
 

 Protest or Prior Art   4.12.14.3
 
This category of TT67 is created by Examination Support when a protest is received in the office or prior art is 
filed.  
 
Prior art documents can be submitted by the applicant in response to the request for examination 
acknowledgment letter, which includes an invitation to file prior art. Note that this is not an obligation, such 
as with Section 29 of the Patent Rules. The applicant may ignore the invitation without any consequence. 
Further, the applicant may also submit prior art (or other) information at any time during prosecution of the 
application. 
 
If examination has not started, the examiner must only verify that the information submitted is actually only 
prior art, not an amendment. The examiner will consider the submitted information once they examine the 
application. In cases where examination has started, the examiner must consider the information submitted 
before they write an examiner’s report or allow the application. 
 
If prior art is submitted after allowance, the examiner determines whether the submission includes a 
description of the manner in which the prior art is pertinent in regard to novelty and obviousness. If this is the 
case, the examiner reviews the application and assesses whether it is still allowable in light of the 
submission.  The application may need to be withdrawn from allowance - which is not a trivial process.  For 
this reason, this step must be performed promptly.  If the submission is by the applicant and the applicant 
does not include a description of the pertinence of the prior art, the examiner does not need to re-assess 
the application. See TT67 - Protest or Prior Art for process mapping. 
 

 Voluntary Amendment  4.12.14.4

 
This category of TT67 is created when the applicant submits a voluntary amendment. The voluntary 
amendment is usually submitted between filing or entry into the national phase and the beginning of 
examination. 
 
The examiner must verify that the amendment is properly entered.  If the date of submission of the 
amendment is less than 12 months from when the TT67 is reviewed or if the examination will occur before 
the twelve month time limit, then the amendment should be reviewed for new subject-matter that is not 
reasonably inferred from the original specification and drawings.  The twelve months indicated above is the 
time limit for the applicant to file a separate application for any new matter identified.  If the amendment 
does include new matter, the examiner may write a courtesy letter identifying the new subject-matter, so 
the applicant will have the opportunity to file a new patent application including the new subject-matter.  
If there is no new subject-matter, then the examiner simply completes the task.  
 
If the time limit identified above is not satisfied, then the examiner does not review the amendment for new 
subject-matter.  They create a notation indicating that the voluntary amendment is not reviewed for new 
subject-matter. See TT67 - Voluntary Amendment for process mapping. 

 
 Affidavit/Proof Accepted 4.12.14.5

 
This category of TT67 is created when the applicant submits an affidavit affirming that they did not receive 
a report or notice of allowance, or when Examination Support deems there is enough proof to support the 
applicant’s assertion that they did not receive a report or notice of allowance. 
 
If the affidavit affirms that an examiner’s report was not received, the examiner reviews the previous report 
to ensure that the practice has not changed and that no new prosecution documents have been 

http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-34-EN.pdf/$FILE/PB-4A-PS-34-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-15-EN.pdf/$FILE/PB-4A-PS-15-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-32-EN.pdf/$FILE/PB-4A-PS-32-EN.pdf
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received. If the previous report is still applicable, the examiner creates a Task F8 to re-send the report.  If the 
previous report is not applicable, then the examiner will create an Examine Previously Reported Application 
task (Task 56) and must manually change the priority of the task to 1. 
 
If the affidavit affirms that a notice of allowance was not received, the examiner determines whether the 
application is still allowable in view of any changes in practice or prosecution documents received.  If the 
examiner determines that the application is still allowable, the examiner approves the application for 
allowance.  If the application is not allowable, the examiner creates an Examine Previously Reported 
Application task (Task 56) and manually changes the priority of the task to 1. See TT67 - Affidavit/Proof 
Accepted for process mapping. 

 
 No Exam Task / No Active Report 4.12.14.6

 
This task is created automatically by the PBIIMS team. A macro is run periodically to search LOB to identify 
all applications in good standing that have no task or due date. In the LOB system, active, i.e. not 
abandoned or dead, patent applications should always have either a task (examine, reclassify, proceed 
to grant . . . ) or a due date (date for requesting examination, date to send response to report, date to pay 
final fee . . . ) associated therewith. Applications that have no tasks or due date are basically in limbo, 
floating in the system. 
 
This situation is usually a result of human error. For example, an examiner could have forgotten to create a 
TT56 after completing a TT67; an error could have been made in the digits of an application number before 
completing a task; all tasks could have been completed without completing the allowance process; a 
classification examiner could have forgotten to create an examination task after reclassification; an 
analyst could have forgotten to reset a timer for a due date, etc. 
 
Since this category of TT67 indicates a hiccup in the treatment of the patent application in LOB, the 
examiner who receives such a task should investigate to find the origin of the problem and the actual state 
of the application (not examined, reported, allowed, reclassified...). The examiner should then proceed to 
correct the error and assure that the application is back in the active LOB system, by creation of a task or a 
due date. When the problem originates from the operations side, the solution consists in contacting exam 
support. If an examiner repeatedly receives this type of TT67, they should notify their section head, because 
it might be the symptom of a process that needs revision. See Idle: No Exam Task / No Active Report for 
process mapping. 
 

 Defect Identified 4.12.14.7
 

When Examination Support identifies a defect in an amendment, they create a TT67 Defect Identified task 
for the examiner. Exam Support describes the defect in the notations. Examples of common defects 
include: pages not numbered properly, defect in the drawings, claims not numbered correctly, lack of 
continuity and missing pages. The examiner writes a report on the defect if they consider that the defect 
warrants a report. If they are already writing a report, they should include the defect in that report. If they 
do not believe the defect warrants a report, they should consult their section head and consult the process 
mapping. See TT67/H5 Defect Identified (see notation) for process mapping. 
 
 

 Process to Request a Correction of a Defect in LOB (TT79) 4.12.15
 
If the examiner notices that an error was made by operations when entering an amendment, a TT79 should 
be created to ask Examination Support to correct the error. Errors that should prompt the creation of a TT79 
include inverted pages in an LOB tab, pages entered in the wrong tabs (drawings in claims), missing pages, 
wrong LOB examination task type, publishing issues related to cover page, and a very poorly translated title 
or Abstract.   In addition to the creation of the TT79, a notation should be created in the application’s 
notation screen explaining the nature of the error, so as to assist the analysts in correcting it. See Process to 
Request a Correction of a Defect in LOB (TT79) for process mapping. 
  

http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-59-EN.pdf/$FILE/PB-4A-PS-59-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-59-EN.pdf/$FILE/PB-4A-PS-59-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-36-EN.pdf/$FILE/PB-4A-PS-36-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-54-EN.pdf/$FILE/PB-4A-PS-54-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-12-EN.pdf/$FILE/PB-4A-PS-12-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-12-EN.pdf/$FILE/PB-4A-PS-12-EN.pdf
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 Abandonment and Reinstatement 4.13
 

 Abandonment 4.13.1
 
Abandonment of an application occurs when an applicant fails to take a required action within a 
prescribed time limit. During the time that it is in the abandoned state, the applicant may reinstate the 
application under certain conditions. The period during which an application is deemed “abandoned” is 
essentially a grace period during which the applicant can take the required action before losing all rights 
under the application. 
 
Section 73 of the Patent Act deals with the abandonment and reinstatement of applications. 
 
 

 Seven Causes of Abandonment 4.13.2
 
The causes for abandonment are prescribed by subsection 73(1) and (2) of the Patent Act, as listed below. 
 

73 (1) An application for a patent in Canada shall be deemed to be abandoned if the applicant 
does not 

 
(a) reply in good faith to any requisition made by an examiner in connection with an 

examination, within six months after the requisition is made or within any shorter 
period established by the Commissioner; 

 
(b) comply with a notice given pursuant to subsection 27(6); 

 
(c) pay the fees payable under section 27.1, within the time provided by the 

regulations; 
 

(d) make a request for examination or pay the prescribed fee under subsection 35(1) 
within the time provided by the regulations; 

 
(e) comply with a notice given under subsection 35(2); or 

 
(f) pay the prescribed fees stated to be payable in a notice of allowance of patent 

within six months after the date of the notice. 
 

(2)  An application shall also be deemed to be abandoned in any other circumstances that are 
prescribed. 

 
In the following paragraphs, we will examine each one of the seven causes for abandonment in more 
detail. 
 

 Paragraph 73(1)(a) - Failure to Reply to Any Requisition Made by an Examiner 4.13.2.1
 

73 (1)  An application for a patent in Canada shall be deemed to be abandoned if the applicant 
does not 

 
(a) reply in good faith to any requisition made by an examiner in connection with an 

examination, within six months after the requisition is made or within any shorter 
period established by the Commissioner 

 
This situation is relatively straightforward. The applicant must reply to an examiner’s report within the time 
period stipulated in the report. The onset of the time period is the date that the report is sent and that is 
stamped on the report. According to the Patent Act, the time period given to the applicant to reply to an 
examiner’s report should be set at six months, but it can be shorter, as established by the commissioner (this 
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will be discussed in the Advanced Examination Chapters). 
 
An extension of time beyond the six months period is not possible. 
  
The above section states that the reply must be in good faith.  
 
Shorter Time Limits 
 

While the Patent Act stipulates that the applicant be granted six months within which to reply to an 
examiner’s action, there are provisions in place to grant shorter time limits. However, such shorter 
time limits may only be established by the Commissioner. In other words, an examiner may not 
shorten the six-month time limit at their own discretion. 

 
In cases where a time limit shorter than six months is granted, the applicant may, under subsection 
26(1) of the Patent Rules and upon payment of a fee, apply to the Commissioner to have the time 
limit extended. Pursuant to subsection 26(2) of the Patent Rules, the time limit may not be extended 
beyond six months after the date of the examiner’s report.   

 
 
 
 
 
 

 
 
 

Figure 4.13-1 Abandonment Time Line 
 

 Paragraph 73(1)(b) - Failure to Complete the Application 4.13.2.2
 

73 (1)  An application for a patent in Canada shall be deemed to be abandoned if the applicant 
does not 
... 

(b) comply with a notice given pursuant to subsection 27(6)  
 

Subsection 27(6) of the Patent Act states: 
 

Where an application does not completely meet the requirements of subsection (2) on its filing 
date, the Commissioner shall, by notice to the applicant, require the application to be completed 
on or before the date specified in the notice 

 
Subsection 27(2) of the Patent Act states: 
 

The prescribed application fee must be paid and the application must be filed in accordance with 
the regulations by the inventor or the inventor's legal representative and the application must 
contain a petition and a specification of the invention. 

Any shorter time limit 
ABANDONED 

6-month time limit (standard) 

Time limit may be extended (r. 26(1)) 
But not beyond 6 months (r. 26(2)) 
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Therefore, where the applicant fails to pay the prescribed fee on the filing date, where the application is 
not filed in accordance with the regulations, or where the application does not contain a petition and a 
specification of the invention, a notice is sent by the Commissioner requiring the applicant to complete the 
application on or before the date specified in the notice. The date specified in the notice must be at least 
three months after the date of the notice and at least twelve months after the filing date of the application 
(subsection 27(7) of the Patent Act). Failure to comply with the requirements of the notice will result in the 
abandonment of the application. 
 
The time limits set by the notice may not be extended.  
 

 Paragraph 73(1)(c) - Failure to Pay the Maintenance Fees 4.13.2.3
 

73 (1)  An application for a patent in Canada shall be deemed to be abandoned if the applicant 
does not 
... 

(c) pay the fees payable under section 27.1, within the time provided by the 
regulations 

 
Section 27.1 of the Patent Act states: 
 

An applicant for a patent shall, to maintain the application in effect, pay to the Commissioner 
such fees, in respect of such periods, as may be prescribed. 

 
Maintenance fees are fees that are payable by the applicant to “maintain” the application in “good 
standing”. The first maintenance fee is due on or before the second anniversary of the filing date of the 
application in respect of the one-year period ending on the third anniversary. Maintenance fees are then 
payable for each subsequent one-year period up to and including the one-year period ending on the 
twentieth anniversary of the filing date. The amount of the fee is dependent on whether or not the 
applicant is a small entity (the fee for a small entity is half that of a large entity) and the amount of the fee 
increases by distinct increments on the fifth anniversary and every five years following the fifth anniversary. 
Maintenance fees for patent applications are listed in item 30 of Schedule II of the Patent Rules. 
 
The entity status of an applicant crystallizes on the filing date of the patent application. If an applicant 
qualifies as a "small entity", as defined in the Patent Rules, at the time of filing, it will continue to qualify as a 
small entity throughout the term of the patent. If, however, an applicant mistakenly applied as a “small 
entity” at the time of filing and continued paying “small entity” fees for several years, it is possible that the 
insufficient payments may have caused the application to unknowingly become abandoned and dead. In 
such situations, the Commissioner will accept “top-up” payments to correct the error. 
 
Any maintenance fee may be prepaid by the applicant. Pursuant to section 102 or 157 of the Patent Rules, 
the time limit to pay any maintenance fee may not be extended. 
 

 Paragraph 73(1)(d) - Failure to Request Examination 4.13.2.4
 

73 (1)  An application for a patent in Canada shall be deemed to be abandoned if the applicant 
does not 
... 

(d) make a request for examination or pay the prescribed fee under subsection 35(1) 
within the time provided by the regulations 

 
Section 35(1) of the Patent Act states: 
 

The Commissioner shall, on the request of any person made in such manner as may be prescribed 
and on payment of a prescribed fee, cause an application for a patent to be examined by 
competent examiners to be employed in the Patent Office for that purpose. 

 
Section 96 of the Patent Rules prescribes that the request for examination must be made and the fee paid 
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before the expiry of 5 years after the filing date. For divisional applications based on such applications, the 
request must be made before the later of 5 years after the filing date of the original application or 6 months 
after the filing of the divisional. 
 
Pursuant to subsection 96(3) of the Patent Rules, the Commissioner may not extend these time limits.  
 

 Paragraph 73(1)(e) - Failure to Request Examination When Required to Do So 4.13.2.5
 

73 (1)  An application for a patent in Canada shall be deemed to be abandoned if the applicant 
does not 
... 

(e) comply with a notice given under subsection 35(2)  
 

Subsection 35(2) of the Patent Act states: 
 

The Commissioner may by notice require an applicant for a patent to make a request for 
examination pursuant to subsection (1) or to pay the prescribed fee within the time specified in the 
notice, but the specified time may not exceed the time provided by the regulations for making the 
request and paying the fee. 

 
This is a very rare situation. The Commissioner may, for the “interest of the public”, require an applicant to 
request examination. This is done via a notice sent to the applicant. The time period stipulated by the 
notice is three months from the date of the notice (section 25 of the Patent Rules), provided that the expiry 
of the time limit does not fall beyond the time limit to request examination. 
 
The time limit granted by the notice may, where possible, be extended, pursuant to subsection 26(1) of the 
Patent Rules. 
 

 Paragraph 73(1)(f) - Failure to Pay the Final Fee 4.13.2.6
 

73 (1)  An application for a patent in Canada shall be deemed to be abandoned if the applicant 
does not 
... 

(f) pay the prescribed fees stated to be payable in a notice of allowance of patent 
within six months after the date of the notice 

 
For a patent application that has been allowed to issue to patent, the applicant must pay the final fee. 
 
It should be noted however that applicants sometimes elect not to pay the final fee in order to introduce 
amendments into the patent application before the application becomes a patent. This strategy by 
applicants finds its basis in subsection 73(4) of the Patent Act, which states: 
 

An application that has been abandoned pursuant to paragraph (1)(f) and reinstated is subject to 
amendment and further examination. 

 
The time limit to pay the final fee may not be extended because it is a time limit set by the Patent Act to 
which subsection 26(1) of the Patent Rules does not apply. 
 

 Paragraph 73(2) - Any Other Circumstances That Are Prescribed 4.13.2.7
 

73(2) An application shall also be deemed to be abandoned in any other circumstances that 
are prescribed. 

 
In this regard, section 97 of the Patent Rules helps clarify in which circumstances an application shall also 
be deemed abandoned for the purposes of subsection 73(2) of the Patent Act. Section 97 makes 
reference to sections 23 and 25 of the Patent Rules. 
 
Section 23 of the Patent Rules: Appointment of a Patent Agent or Associate Patent Agent 
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23. Where an applicant is not the inventor and no patent agent residing in Canada has been 
appointed or any such appointment has been revoked, the Commissioner shall by notice 
requisition either that the applicant appoint a patent agent residing in Canada or, where a non-
resident patent agent has been appointed, that the non-resident patent agent appoint an 
associate patent agent, within the three-month period after the date of notice. 

 
This time limit may be extended according to subsection 26(1) of the Patent Rules.  
 
Section 25 of the Patent Rules: 3-month Time Limit for Any Requisition by the Commissioner 
 

25. Except where other times are provided by the Act or these Rules, the time within which 
action must be taken by an applicant where the Commissioner, by notice, requisitions the 
applicant to take any action necessary for compliance with the Act or these Rules is the three-
month period after the requisition is made. 

 
This time limit may also be extended according to subsection 26(1) of the Patent Rules. 
 
Sections 37 and 94 of the Patent Rules are also identified as requirements which, if not met, will cause 
abandonment for the purposes of subsection 73(2) of the Patent Act. 
 
Section 94 of the Patent Rules: Completion of the Application  
 
Section 94 of the Patent Rules stipulates that, following a fifteen-month period from either the filing date or 
the earliest priority date (if priority is being claimed) in which the applicant can complete the application 
free of charge, a notice of completion will be sent to the applicant. Once the notice is sent, the applicant 
will have to complete the application and send the completion fee before the later of twelve months from 
the filing date or three months from the date   of the notice. According to subsection 94(4) of the Patent 
Rules, this time limit may not be extended. 
 
In practice, the Office sends a Courtesy Letter to the applicant informing them of the fifteen-month time 
limit and stating the deficiencies of the patent application. 
 
 

 Reinstatement 4.13.3
 
Reinstatement is the action taken by an applicant to restore an application to good standing after it has 
been abandoned. 
 
Subsection 73(3) of the Patent Act states: 
 

An application deemed to be abandoned under this section shall be reinstated if the applicant 
(a) makes a request for reinstatement to the Commissioner within the prescribed 

period; 
(b) takes the action that should have been taken in order to avoid the 

abandonment; and 
(c) pays the prescribed fee before the expiration of the prescribed period. 

 
The prescribed period to request reinstatement and to pay the prescribed fee is set by section 98 of the 
Patent Rules. It is twelve months after the date on which the application is deemed abandoned. The 
prescribed fee is set out in item 7 of Schedule II and is currently $200. According to subsection 73(5) of the 
Patent Act, an application that is reinstated retains its original filing date. 
 
In situations where an application is deemed abandoned for more than one reason, the applicant must 
take all actions that should have been taken in order to avoid abandonment and pay the prescribed fee 
of $200 for each reason of abandonment. In such cases, each cause for abandonment will bear its own 
due date to request reinstatement, take the corrective action, and pay the fee. 
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The time limit to reinstate an application according to subsection 73(3) of the Patent Act may be extended 
pursuant to subsection 26(1) of the Patent Rules. 
 
If the applicant fails to request reinstatement or to request a time extension before the expiration of the 
prescribed period, the application will be deemed “Dead”. The Canadian Patent Act does not provide for 
the revival of “dead” patent applications. 

 
 

  Date of 
  Abandonment 

 

   

 12 months  

In Good 
Standing Abandoned Dead 

 

To reinstate application, applicant 
must: 
 
(a) request reinstatement 
(b) pay the prescribed fee 
(c) take the action that 

should have been taken 
to avoid abandonment 
 

 

 
Figure 4.12-2 - Reinstatement Time Line 

 
 

 Status of Patents 4.13.4
 
The term “abandonment”, as can be seen from section 73 of the Patent Act, applies only to patent 
applications, and not to issued (or reissued) patents. When dealing with patents, instead of using the term 
“abandoned”, the term “about to lapse” is used. As we will see, the concept of “reinstatement” does not 
apply to patents. 
 
Similarly, the equivalent to an application’s “dead” status, in which the application can no longer be 
reinstated, is “lapsed” status, when referring to an issued patent. 
 
Finally, when the term of a patent has run out (20 years after the filing date), the patent is said to be 
“expired”. 
 
Section 46 of the Patent Act stipulates that a patentee must pay maintenance fees in order to maintain the 
rights accorded by the patent. Section 46 further stipulates that failure to pay the maintenance fees will 
result in lapse of the term of the patent. 
 
Section 100 of the Patent Rules states that the maintenance fees to be paid on a patent are set out in item 
31 of Schedule II of the Patent Rules, and that no fees are due in respect of any period for which a fee to 
maintain the application for that patent was paid. In other words, when an application issues to patent, 
the applicant does not have to pay separate maintenance fees for the application and the patent for that 
year. 
 
Section 101 of the Patent Rules states that the maintenance fees to be paid on a reissued patent are set 
out in item 31 of Schedule II of the Patent Rules, and that no fees are due in respect of any period for which 
a fee to maintain the original patent was paid. 
 
The maintenance fees to maintain a patent (item 31 of Schedule II of the Patent Rules) are identical to the 
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maintenance fees to maintain a patent application (item 30 of Schedule of the Patent Rules). The main 
difference between the two schedules is that item 31 of Schedule II includes the regular  maintenance fee 
when such maintenance fee is paid on time, as well as a separate fee (including a $200 surcharge for late 
payment) if payment is made within a grace period of one year following any anniversary on which fees 
are due. Thus, instead of having a single time-limit to pay maintenance fees along with a mechanism for 
reinstatement as is the case for patent applications, maintenance fees for patents include two time limits 
(one of which incurs the payment of a $200 “late payment fee”) and no mechanism for reinstatement per 
se. The end result is essentially the same for both patent applications and issued patents. 
 
According to section 102 of the Patent Rules, time limits to pay maintenance fees on patents may not be 
extended. 
 
A lapsed patent is one which no longer confers any patent rights to the patentee because the appropriate 
maintenance fees have not been paid within the one-year grace period (along with the late payment fee) 
after the maintenance fee was due. A lapsed patent may not be revived. 
 
As a courtesy, the Patent Office sends notices of abandonment to applicants and notices of about-to 
lapse patents to patentees, so that they can take the necessary steps to return abandoned applications 
and about-to-lapse patents to good standing. These notices are generated automatically by TechSource. 
Note that this is only a courtesy; if no letter is sent and the application becomes abandoned and 
subsequently dead, the courts have held that the applicant is not entitled to relief, as abandonment is a 
question of law per section 73 of the Patent Act, and therefore the Commissioner has no discretion in this 
matter. 
 
 

 Time Limits 4.13.5
 
Throughout the previous sections, many time limits are stated along with a statement as to whether or not 
those time limits may or may not be extended. This section will examine how those time limits are 
established and will explore the reasons why some time limits may be extended and others may not. 
 

 Time Limits Expressed in “Months” 4.13.5.1
 
Time limits expressed in months falling due in a short month that has no day corresponding to the one 
initiating the time period are due on the last day of that short month. Thus an examiner's requisition with a 
time limit of six months which is issued on August 29, 30, or 31 must be replied to by February 28 (or February 
29 in leap years).  (See MPOP 20.05) 
 

 Time Limits Expiring on a Dies Non 4.13.5.2
 
Dies Non: Non-business day, such as a weekend or holiday 
 
When the last day upon which an applicant or a patentee may act on an application or patent falls on a 
day when the Patent Office is closed for business, the action may be taken on the next day the Patent 
Office is open (subsection 78(1) of the Patent Act). If the failure to act sets up new time limits (such as a 
reinstatement period), the new period starts to run from the extended date, rather than from the original 
date when the action was due. For example, if a notice of allowance is issued on June 25, 2014, the final 
fee is due on December 29, 2014, the Patent Office being closed December 25 and 26, and December 27 
and 28 being a Saturday and Sunday, respectively). If the final fee is not paid on or before December 29, 
2014, the application is deemed to be abandoned on December 29, 2014 and can be reinstated by 
requesting reinstatement and paying the appropriate fees on or before December 29, 2015. (See MOPOP 
20.05.03) 
 
The only exception to the rule that the new period starts to run from the extended date is with respect to 
the late payment of maintenance fees. The due date for payment of maintenance fees is always the 
anniversary of the filing date. 
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The Patent Office is closed for business on all Saturdays and Sundays as well as on the following designated 
holidays or, if these designated holidays fall on a weekend, the first normal working day following the 
weekend: 
 
• New Year's Day  (January 1) 
• Good Friday 
• Easter Monday 
• Victoria Day 
• St-Jean Baptiste Day  (June 24) 
• Canada Day   (July 1) 
• Labour Day 
• Thanksgiving Day 
• Remembrance Day  (November 11) 
• Christmas Day   (December 25) 
• Boxing Day   (December 26)  

 
 Extension of Time Limits 4.13.5.3

 
As described earlier in the seven causes for abandonment and procedures for reinstatement, some time 
limits may be extended and others may not. The reasons which make one time limit extendable and 
another non-extendable will now be explored. (See MOPOP 20.05.03) 
 
Time limits are established either: 
 
• by the Patent Act; 

 
• by the Commissioner under the Act; or 

 
• by the Patent Rules 

 
Examples of Time Limits Established by the Patent Act 
 

• six-month time period to reply to an examiner’s requisition (paragraph 73(1)(a) of the Patent 
Act); and 

• six-month time period to pay the final fee (paragraph 73(1)(f) of the Patent Act).  
 
Example of a Time Limit Established by the Commissioner of Patents Under the Act 
 

• “any shorter period established by the Commissioner” to reply to an examiner’s requisition 
(paragraph 73(1)(a) of the Patent Act). 

 
Examples of Time Limits Established by the Patent Rules 
 

• time limits to complete the application and to avoid deemed abandonment (section 94 
of the Patent Rules); 

 
• time limits to pay maintenance fees on an application (section 99 of the Patent Rules); 

 
• time limits to request examination (section 96 of the Patent Rules); and 

 
• time limit to request reinstatement (section 98 of the Patent Rules). 

 
Subsection 26(1) of the Patent Rules states that the Commissioner is authorized to extend the time fixed by: 
 

• the Patent Rules, or 
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• the Commissioner under the Act. 
 
The application for the extension of time must be made before the expiry of the time limit and must be 
accompanied by the prescribed fee of $200. Furthermore, the Commissioner must be satisfied that the 
circumstances justify the extension. 
 
It is important to note that time limits established by the Patent Act may not be extended by subsection 
26(1) of the Patent Rules. 
 
To complicate matters somewhat, there are some instances within the Patent Rules that stipulate situations 
for which subsection 26(1) does not apply. In other words, for the stipulated situations, the Commissioner is 
not authorized to extend the time fixed, even though the time limit is established by the Patent Rules. 
However, for two of the instances (payment of maintenance fees and payment of final fee), there is some 
possibility for extension in special circumstances.  These situations are: 
 
 

(Sub)section of the Patent Rules 
containing exception to Rule 26(1) 

(Sub)section of the Patent Rules 
affected by exception Time limit affected by exception 

30(11) 30(1), (5), (6.2) and (6.3) Payment of the final fee 

88(5) 88(1) Request for priority and supply of 
associated information 

94(4) 94(2) and 94(3) Completion of a PCT or non-PCT 
application 

96(3) 96(1) and 96(2) Request for examination 

102 99-101 Payment of maintenance fees 

104(5) 104  Deposit of biological matter and 
supply of associated information 

 
 

Table 4.13-3 - Summary Table of Time Limits 
 
 
Finally, section 27 of the Patent Rules outlines the situation where the Commissioner may extend time 
limit established by the Patent Act. This extendable time limit is: 
 
• the three-month time limit to appeal a Commissioner’s decision to the Federal Court 

 
 

 Practical Considerations for Examiners 4.13.6
 
Now that it has been explained what constitutes abandonment and reinstatement, the focus will now be 
on how these events are reflected in Line-of-Business (LOB) and how they affect the duties of a patent 
examiner. 
 

 Abandonment & Reinstatement in Line-of-Business 4.13.6.1
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In Line-of-Business (LOB), due dates are used to keep track of deadlines that may result in an application 
becoming abandoned. These due dates are, for the most part, automatically generated and based, for 
example, on the filing date or on the priority date. Other due dates are calculated based on manually 
entered information. This is the case, for example, for due dates for replying to an examiner’s action, where 
Examination Support transcribes in LOB the number of months given to the applicant to reply to the report. 
 
Another concept vital to LOB is that of the “suspension status”. A suspension status is used to indicate the 
status of a patent application with respect to abandonment. The following suspension statuses used in LOB 
are of relevance to the examiner: 
 

• Good Standing, 
• In Grace Period, and 
• Abandoned. 

 
An application in “Good Standing” is, as its name implies, considered by the Patent Office to be in “good 
standing”, and should not be subject to abandonment. 
 
An application with a suspension status of “Abandoned” is one for which the applicant has failed to 
comply with a statutory requirement or with an official requisition within the prescribed time limit. Situations 
warranting abandonment were covered in detail earlier. When an application becomes abandoned, a 
Notice of Abandonment commensurate with the reason for abandonment is automatically generated by 
LOB, and sent to the applicant. Should the applicant successfully reinstate the application within the 
allotted time limit, the suspension status will revert to “Good Standing”. Should the applicant fail to reinstate 
the abandoned application within the allotted time limit, the suspension Status will remain as abandoned 
but the “Current State” will be specified as “Dead”. As seen earlier, a “dead” application may never be 
revived. 
 
The concept of “Grace Period” is used by LOB to account for procedural delays within the office 
associated with the handling of mail and with existing backlogs. In other words, a grace period is 
established by Patent Operations based on the length of time it might take for the staff to process a given 
correspondence. Until the grace period has expired, LOB will not automatically generate a Notice of 
Abandonment to be sent to the applicant. This approach is particularly relevant in cases where a 
correspondence required to avoid abandonment is received on or shortly before the due date. It is to be 
noted that the length of the grace periods built in to LOB vary depending on the various causes for 
abandonment and are constantly reviewed to reflect current backlogs with respect to the processing of 
correspondence for each cause of abandonment. 
 

 Determining the Suspension Status in LOB 4.13.6.2
 
Detailed instructions on this topic are found on the LOB Instructions wiki page. 
 
It should be noted that the concept of “In Grace Period” when dealing with the suspension Status is also 
used by LOB to reflect circumstances other than abandonment. During that period, the suspension status 
of the application will be “In Grace Period” for CREATE A TASK TYPE 21. It is thus very important to 
thoroughly investigate the reasons as to why the suspension status may be anything other than “Good 
Standing”. 
 

 Ramifications of the “Suspension Status” on the Patent Examiner 4.13.6.3
 
In general, examiners should not work on applications whose suspension status is either “Abandoned” or 
“Dead”.  The only exceptions to that rule are the completion of a TT26 - VERIFY NEW APPLICATION IPC, the 
completion of TT67 – protest or prior art, and TT54-verify amendment after allowance.  The above tasks must 
be completed irrespectively of the suspension status  
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 Biotechnology and Methods of Medical Treatment 4.14
 

 Biotechnology 4.14.1
 
Biotechnology has existed for many thousands of years. People learned to use microorganisms for brewing 
and baking. The breeding of plants and animals has been carried out throughout the history of civilization 
to produce plants and animals that are of use as a source of food.  It has long been known in “traditional 
medicine” that biological material is a source of medicinal substances. 
 
Biotechnology has advanced rapidly through the breaking of the genetic code, the development of 
techniques to isolate and study genetic material, the discovery of restriction enzymes, and an 
understanding of the processes that occur within cells. Living matter can now be engineered to produce 
useful substances, to clean the environment or to provide medical interventions. 
 
The field of biotechnology encompasses “any technological application that uses biological systems, living 
organisms, or derivatives thereof, to make or modify products or processes for specific use” (United Nations 
Convention on Biological Diversity, Article 2. Use of Terms, 1992 [(http://www.cbd.int/convention/text/); 
retrieved: 31 October 2011]).  
 
The purpose of this section is to highlight areas of particular interest when examining applications that 
include a biotechnology or medicinal component.  It is noted that while many applications are clearly 
classified as "biotechnology", inventions can exist simultaneously in more than one field of technology and 
as a result inventions within other fields of technology may comprise a biotechnology component. 
 
 

 Statutory Subject-matter with Respect to Biotechnology 4.14.2
 
Patents may be granted with claims to the following kinds of biotechnology products (both naturally-
occurring and synthetic) and processes: 
 

a. DNA, RNA and oligonucleotides, including protein-encoding sequences, promoters, linkers, 
probes and vectors; 

 
b. proteins and polypeptides, including structural proteins, enzymes and antibodies; 

 
c. lower life forms: microscopic algae, unicellular fungi (including moulds and yeasts), bacteria, 

protozoa, viruses, transformed cell lines and hybridomas; 
 

d. cell culture media; 
 

e. processes to prepare, isolate, modify or manipulate any of the products in a. to d.; 
 

f. processes to prepare, isolate, modify or manipulate plants and animals, provided the processes 
involve significant human  intervention; 

 
g. processes which rely on living matter, including processes which use microorganisms 

 
i. to produce known or novel products 

ii. in bioremediation 

iii. in the control of agricultural diseases and pests; 

 
h. apparatuses designed to carry out biological processes, including those with a medical 

application; 
 

i. embryonic, multipotent and pluripotent stem cells, which do not have the potential to develop 

http://www.cbd.int/convention/text/
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into an entire animal; and, 
 

j. organ-like or tissue-like structures that are distinct from true tissues and organs and that have been 
generated by human intervention through the combination of various cellular and/or inert 
components (case-by-case basis). 

 
Naturally-occurring gene sequences, proteins and microorganisms can be patented provided they are 
newly discovered, have a utility, and comply with other requirements for patentability (for example, they 
must be fully described and supported). 
 
DNA, RNA and proteins are considered as chemical compounds and not as living matter. No distinction is 
made between substances isolated from human sources and substances isolated from non-human 
sources. 
 
Regarding lower life forms, these can be produced en masse (bearing similarity to how chemical 
compounds are prepared) and formed in such large numbers that any measurable quantity will possess 
uniform properties and characteristics.  Lower life forms can be patented. 
 
Patents are also granted with claims directed to the use of biological products including new uses of old 
and known products. 
 
 

 Non-patentable Subject-matter with Respect to Biotechnology 4.14.3
 
Exclusions from patentability have been based on an interpretation of the definition of "invention". With 
respect to inventions in biotechnology, section 2 of the Patent Act has been interpreted to exclude: 
 

a. multicellular differentiated organisms (i.e., higher life forms like plants and seeds and animals at any 
stage of development, from fertilized eggs or, including totipotent stem cells); 

 
b. methods and processes which occur essentially according to the laws of nature without any 

significant human  intervention. For example, a process for producing a plant solely by traditional 
cross-breeding techniques; and, 

 
c. organs and tissues because they are not merely ingredients or substances that have been 

combined or mixed together and their production requires no human intervention. 
 
 

 Patentable Subject-matter in Other Countries 4.14.4
 
Most patent applications filed in Canada originate in the United States, Europe or Japan.  It is interesting to 
compare Canada with these jurisdictions vis-à-vis patentable subject-matter in the area of biotechnology. 
 
With respect to living matter, Canada grants patents to lower life forms, while the United States Patent and 
Trademark Office (USPTO), the European Patent Office (EPO) and the Japanese patent offices all grant 
patents with claims to plants, seeds and animals (excluding humans). The USPTO does not consider humans 
as statutory subject-matter and the EPO does not consider statutory subject-matter the human body at 
various stages of its development. In addition, Article 53(b) of the European Patent Convention (EPC) 
prohibits the patenting of “plant or animal varieties”. Thus, plants and animals are patentable in Europe but 
claims must be drafted so as to exclude “varieties”. 
 
The USPTO provided the 2014 Interim Guidance on Subject-matter Eligibility (2014 IEG) regarding Nature 
Based Products.   The USPTO states that “Laws of nature, natural phenomena, and abstract ideas” are non-
patentable.  These three terms are typically used by the courts to cover the basic tools of scientific and 
technological work, such as scientific principles, naturally occurring phenomena, mental processes, and 
mathematical algorithms.   
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Some examples of Laws of Nature & Natural Phenomena that are not patentable in the United States are: 
• The chemical principle underlying the union between fatty elements and water; 
• Electromagnetism to transmit signals; 
• A correlation that is the consequence of natural processes, e.g., how a certain compound is 
metabolized by the body; 
• An isolated DNA; 
• A sheep that “does not possess markedly different characteristics from any farm animals found in 
nature”; and,  
• Primers having naturally occurring genetic sequence. 

 
 

 Deposits of Biological Material 4.14.5
 
A specification must contain a correct and full description of an invention, to enable a person skilled in the 
art or science to which the invention pertains, to make and use the invention. When an invention is a 
biological material or when a biological material is needed to practice an invention, words alone may not 
be sufficient to fulfill the statutory requirements of subsection 27(3) of the Patent Act. Access to the 
biological material may also be necessary. Section 38.1 of the Act provides for a deposit of biological 
material to be taken into consideration when a determination is made as to whether or not subsection 
27(3) has been complied with.  
 
For the purposes of section 38.1 of the Patent Act, the term "biological material" means material which is 
capable of direct or indirect self-replication. Direct self-replicating biological material replicates by itself. 
Indirect self-replicating biological material is capable of replication only when it is associated with self-
replicating biological material. 
 
Bacteria, fungi (including yeast), cells in culture and hybridomas are examples of direct self-replicating 
material; while indirect self-replicating material includes nucleotide sequences, plasmids, vectors, viruses, 
phages and replication-defective cells. 
 
The Budapest Treaty on the International Recognition of the Deposit of Microorganisms for the Purposes of 
Patent Protection (The Budapest Treaty) was established in 1977 and came into force in Canada on 
September 21, 1996. The Treaty is administered by WIPO and obliges contracting states to recognize a 
deposit of biological material for patent purposes, when it is made in a depositary which has acquired 
official status under the Treaty. Such a depositary is known as an International Depositary Authority (IDA). 
An applicant need only make one IDA deposit to satisfy the deposit practice in all contracting states. 
 
Deposited biological material becomes available to the public once a patent application is open to 
public inspection. However, an applicant can restrict access to a deposit provided that they file a notice 
with the Commissioner before the application is open to public inspection. The deposited material can only 
be used by the requestor for experiments that relate to the subject-matter of the application until such time 
as a patent issues, or the application is refused, abandoned and no longer subject to reinstatement, or 
withdrawn. In the case of a granted patent, a request for a sample of the deposited material may be 
made directly to the IDA. 
 
Subsections 104(1) and 104(2) of the Patent Rules provide the requirements for deposits of Biological 
Material when they are necessary for fulfilling the requirements of 27(3) of the Patent Act which requires 
that the description provide a full description of the subject-matter of the alleged invention.  The deposit 
must be made by the applicant with an IDA on or before the filing date of the application. Before the 
application is open to public inspection, the applicant must inform the Commissioner of the name of this 
authority and the accession number given to the deposit. The description must include this information and 
the date of the original deposit with the authority. See MOPOP 17.06 
 
The deposit must be made to an International Depositary Authority (IDA) recognized under the Budapest 
Treaty and must have been referred to in the specification at the time of filing. 
 
It is noted that a deposit of biological material and compliance with subsections 104(1) and 104(2) is not 
required when this deposit is not needed to fulfill the requirements of subsection 27(3) of the Patent Act.  
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 Medical and Surgical Methods 4.14.6
 
Methods of medical treatment, be they directed at humans or non-humans, are not considered to be 
statutory subject-matter according to section 2 of the Patent Act. Medical treatment encompasses the 
administration of drugs or the manipulation of the body or its organs or tissues using electrical or 
mechanical means, where those means are directed to the prevention or treatment of a disease. 
 
Treatment of a natural condition (such as pregnancy or ageing), as opposed to a pathological condition, 
has been deemed patentable. However, surgical methods are never patentable, whether they form part 
of a treatment or a diagnostic method. Treatment of non-human animals is permitted if the treatment is 
directed to an “economic process”, e.g. it improves the quality of the meat or the yield of milk. If the 
treatment of non-human animals is directed to prevention or treatment of a disease, it is not statutory. 
While the requirement of the skills of a medical practitioner to perform a method would clearly indicate a 
method of medical treatment, the absence of that requirement would not necessarily exclude that 
method from being a method of medical treatment. 
 
Diagnostic methods which solve a data acquisition problem may be statutory subject-matter, even if they 
involve the manipulation of the body. Methods that provide a dosing schedule and those that provide a 
range of potential dosages may be statutory, depending on whether the physician’s professional skill or 
judgement is required. 
 

 Medical uses and dosage forms 4.14.6.1
 
The Federal Court has concluded that inventions preventing physicians from exercising their skill and 
judgment in using a known compound for an established purpose effectively [i.e. “medical use] cover a 
method of medical treatment. (Janssen Inc. v. Mylan Pharmaceuticals ULC, 2010 FC 1123.) 
 
A purposive construction analysis must be performed to identify elements that are essential to the 
invention. Following a purposive construction analysis, essential elements that point to a limitation of a 
physician's professional skill or judgment may include those that provide details of a dosing schedule 
encompassing a range and those that represent a range of potential dosages that a patient may receive 
(as distinct from a range of dosage forms). These claims would not be patentable.  In contrast, essential 
elements that narrow treatment to a fixed dosage, a fixed dosage regimen, a patient sub-population or to 
a particular administration site are not considered to point to a limitation of a physician's professional skill or 
judgment. These claims would be patentable. 
 
Further information can be found in: Revised Examination Practice Respecting Medical Uses – PN 2015-01 
 

 Diagnostic Methods 4.14.6.2
 
A diagnostic method outlines a sequence of steps to be followed to reach a diagnosis. The method often 
includes steps to first acquire data about an analyte, and next to analyze the significance of the acquired 
data (e.g., wherein the presence/increase/decrease of the analyte correlates to a disease). 
 
If, after a purposive construction, it is determined that a data acquisition problem exists, the method 
generally is statutory because the claim generally comprises a statutory essential element. The claims must 
be evaluated for compliance with the other requirements for patentability such as whether the acquisition 
of the information was known or obvious.   
 
If, after a purposive construction, it is determined that a data analysis problem exists, the method is not 
patentable because it consists solely of essential elements that are disembodied.  This would generally 
apply to situations where the identified solution is only provided by the significance of the acquired data 
(i.e. the correlation). 
 
Further information can be found in: Examination Practice Respecting Medical Diagnostic Methods – PN 
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 Nucleic Acids and proteins 4.14.7
 

 Defining biomolecules 4.14.7.1
 
A product may be defined by its structure, in terms of the process by which it is made, or in terms of its 
physical or chemical properties.  For a biomolecule such as a nucleic acid molecule or protein, the 
structure is typically represented by the nucleotide or amino acid sequence, e.g., “a polypeptide 
consisting of the amino acid sequence MARNDCQEGHILKFPSTWYV, but may be represented by the atomic 
coordinates of the 3D structure of the molecule.   
 
For greater clarity, biomolecules are often defined by reference to a sequence listing identifier (SEQ ID NO) 
that corresponds to a sequence in a sequence listing which forms part of the description.   It must be 
noted, however, that the presence of a SEQ ID NO does not guarantee that a biomolecule is sufficiently 
defined since the biomolecule may comprise additional modifications or substitutions that cannot be 
captured using only a SEQ ID NO.  
 
In the claims, specific functional or biological activity may be used to distinguish a biomolecule from a 
biomolecule previously known in the art.  This language is acceptable if the person skilled in the art would 
not need to resort to inventive ingenuity to practice the full scope of the claim. 
 
It is noted, however, that a claim simply directed to a sequence listing identifier or atomic coordinates, 
rather than a claim to the biomolecule itself, is interpreted as a claim to mere information.  For example a 
claim to “SEQ ID NO: 1” or “a sequence comprising SEQ ID NO: 1”, which is mere information,  is not 
acceptable because the claim is directed to the string of letters depicted in the sequence listing,  and is 
therefore not compliant with section 2 of the Patent Act.  Claims to “a polypeptide comprising SEQ ID NO: 
1” or “a polynucleotide comprising the nucleic acid sequence of SEQ ID NO:1” are acceptable. ”.  
 
There is some claim language that is used in the claims but is not acceptable because the biomolecule 
claimed is not clearly and explicitly defined. Claims featuring this claim language do not comply with 
subsection 27(4) of the Patent Act.  
 
It is acceptable to define a biomolecule as, for example “a polypeptide comprising an amino acid 
sequence 90% identical to SEQ ID NO:1”.   A claim to a biomolecules such as, for example “a polypeptide 
comprising an amino acid sequence having 90% homology to SEQ ID NO:1” is not compliant with 
subsection 27(4) since the term “homology” implies an evolutionary relationship which either exists or does 
not exist (see Reeck et al. (1987), Cell, 50: 667). 
 
At times, a particular position within a sequence may be indicated in a claim.  Any reference to an amino 
acid or nucleotide by position number must be made with respect to a clearly defined reference 
sequence.  A subsection 27(4) compliant claim features language such as “a polypeptide represented by 
SEQ ID NO:1 wherein the amino acid at position 105 is X”. 
 
Recall that a biological deposit may be required to provide a correct and full description of an invention 
and therefore to satisfy 27(3) of the Patent Act.  The deposited biological material may be claimed using 
reference to the deposit identifier, for example a claim to “an antibody produced by the hybridoma 
deposited as XXXX” is acceptable.  The deposit cannot, however, be used to define either a nucleic acid 
or a polypeptide by sequence because a deposit of biological material is not a substitute for a full and 
correct description of the molecule itself.  A claim such as “the nucleic acid encoding the antibody 
produced by the hybridoma deposited as XXXX” does not adequately define the nucleic acid and the 
claim therefore does comply with subsection 27(4) of the Patent Act. In order to comply with subsection 
27(4), the nucleic acid or polypeptide must be defined by reference to its sequence listing identifier. 
 

 Sequence listings 4.14.7.2
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Applications filed on or after October 1, 1996, which disclose nucleotide or amino acid sequences, that are 
not prior art sequences, must contain a sequence listing in computer-readable (electronic) form according 
to the PCT standard. 
 
The sequence listing (SL) is part of the description. Each sequence in the listing is recited using a standard 
set of symbols, in a defined format, and is assigned a separate identifier such as "SEQ ID NO: 1", "SEQ ID NO: 
2", SEQ ID NO: 3", etc. The identifier may be used in the abstract, description, claims or drawings to refer to 
the sequence. 
 
If an application requires a SL, and one is not submitted at the time of filing, the application is incomplete 
and an applicant must submit the missing document(s) within the time limits set out in section 62 or section 
94 of the Patent Rules in order to avoid abandonment. However, if a SL  is submitted after the filing date of 
an application, the nucleotide or amino acid sequence(s) recited in the listing must have been disclosed 
somewhere in the application (description, claims or drawings) at the time of filing to avoid a "new matter" 
defect under section 38.2 of the Act. 
 
If a member of the Incoming Correspondence Unit team, an Operations Analyst, or an Examiner finds that 
a sequence listing is required but has not been submitted, the SL analyst is contacted and verifies the SL 
technical requirements. If required, the SL analyst sends a requisition to the applicant detailing all SL 
deficiencies.  The sequence listing must comply with the SL technical requirements and be logged as 
“ACCEPTED” prior to examination by the Examiner. (See PB-4A-PS-09 TT29 -Examine a New Application) 
 
 

 Antibodies 4.14.8
 
Antibodies are large proteins produced within the body by plasma cells and are used by the immune 
system to identify and neutralize pathogens such as bacteria and viruses.  In the field of biotechnology, 
antibodies are developed due to their ability to specifically bind to a particular structures or antigens.  This 
allows antibodies to be used to detect a specific target, to target a treatment to a particular position or to 
exert a downstream effect following binding of the antibody to its target.  Antibodies should be treated 
similarly to proteins except that it is permissible to claim antibodies on the basis of specific binding to a fully 
characterized target. 
 
 

 Reach-through claims 4.14.9
 
A “reach-through” claim seeks to patent subject-matter not described in the description, but that may be 
discovered through the use of the invention in the future.  The requirements of subsection 27(3) of the 
Patent Act cannot be satisfied because the specification does not provide a correct and full description of 
subject-matter that has not yet been identified.   
 
In biotechnology specifically, reach-through claims may include language such as "a drug identified by the 
method of claim 2". It can be seen that the claim encompasses a product that has not been identified but 
could be identified in the future, and is therefore not patentable.  Likewise, claims to the subsequent use of 
a product identified through the method are not patentable. 
 
 

 Broad claims 4.14.10
 
Many biotechnology and medicinal applications contain claims of broad scope.  Examiners will have to 
determine if the full scope of the claims is supported by the description and has utility. 
 
 

 Related Topics 4.14.11
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 Plant Breeders' Rights Act 4.14.11.1
 
While patents are not granted with claims to plants, protection for new plant varieties which are distinct, 
uniform and stable is available under the Plant Breeders' Rights Act (PBRA) which is administered by the 
Canadian Food Inspection Agency. The PBRA came into force on August 1, 1990 and provides protection 
for plant varieties. Plant breeders' rights include the exclusive right to sell propagating material, as such, to 
produce a protected variety in Canada for the purpose of selling the propagating material, and to make 
repeated use of the protected variety to commercially produce another variety or to produce ornamental 
or cut flowers. 
 
How do the Patent Act and the Plant Breeders’ Rights Act differ? Under the PBRA only plant varieties can 
be protected. Protection does not extend to plant parts, plant cells, the genetic material of the plant or the 
method that may have been used to produce the plant. Plant cells, genetic material and methods of 
production are all patentable. Mere discoveries are not patentable but can be protected under the PBRA. 
A PBRA application does not have to be enabling but only define the characteristics of a plant variety to 
show that it is new. Under the PBRA, no claims are included in an application and rights are granted for 18 
years from the date of the grant. A patent contains claims and the term is 20 years from the filing date. 
 
For more information on the Plant Breeder’s Rights Act, visit their web site at:  http://www.cfia-
acia.agr.ca/english/plaveg/pbrpov/pbrpove.shtml 
 

 The Patented Medicine Prices Review Board 4.14.11.2
 
The Patented Medicine Prices Review Board (PMPRB) was established in 1987 by amendments to the 
Patent Act (Bill C-22). It is responsible for regulating the prices of patented drugs and can order a 
manufacturer to reduce the price it charges for a drug if that price is excessive. The PMPRB reports to the 
Minister of Health. Sections 79-103 of the Patent Act relate to the PMPRB. 
 
For more information on the Patented Medicine Prices Review Board, visit their web site 
at:  http://www.pmprb-cepmb.gc.ca 
 

 Bill C-91 4.14.11.3
 
Bill C-91 came into force in 1993 and amended the Patent Act.  The Bill abolished compulsory licences and 
strengthened the powers of the PMPRB. Prior to C-91, a generic drug company could obtain a compulsory 
licence to produce a drug that another company (usually a brand-name pharmaceutical company) had 
patent rights to. The licence could be obtained 7-10 years after the brand-name company put the drug on 
the market. Now that compulsory licences have been abolished, a generic company cannot sell a 
patented drug until all patent rights expire. 
 
Bill C-91 amendments to the Patent Act (see section 55.2) allow generic drug companies to obtain 
regulatory approval for a generic copy of a patented drug while patent rights still exist. Bill C-91 also 
introduced the “Patented Medicines (Notice of Compliance) Regulations” (see the Canada Gazette Part 
II, vol. 127, No.6, 12 March 1993). 
 
Under the Notice of Compliance (NOC) Regulations a patentee or licensee who holds a NOC, i.e., has 
Health Canada approval to sell a drug that contains a medicine, may file a “patent list” with Health 
Canada, listing patents which contain a claim to the medicine or its use. A generic drug company cannot 
obtain a NOC to sell the same drug until all patents on the “patent list” expire or are otherwise removed 
from the list. 
 
The NOC regulations and the “patent list” are administered by Health Canada and are not the 
responsibility of the Commissioner of Patents. 
 
 

 Prosecution Issues and Jurisprudence 4.14.12
 

http://www.cfia-acia.agr.ca/english/plaveg/pbrpov/pbrpove.shtml
http://www.cfia-acia.agr.ca/english/plaveg/pbrpov/pbrpove.shtml
http://www.pmprb-cepmb.gc.ca/
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 Higher Life Forms 4.14.12.1
 
Prior to 1982, patents were not granted in Canada with claims to living matter. In that year, a 
Commissioner's Decision (CD #933) (see Re Application of Abitibi Co. (1982), 62 C.P.R. (2d) 81) led to the 
granting of patents with claims to unicellular life forms, including microorganisms and cells in culture. The 
Commissioner's Decision established the patentability of lower life forms “produced en masse as chemical 
compounds are produced” and “formed in such large numbers that any measurable quantity will possess 
uniform properties and characteristics.” The Abitibi application was directed only to microorganisms and 
the patentability of higher life forms, like plants and animals, was not at issue in this case. 
 
In the years following the Abitibi decision, the Commissioner refused to grant a patent for a plant and its 
seed (CD #1067) (see Re Application for Patent of Pioneer Hi-Bred Ltd. (1986), 11 C.P.R. (3d) 311), and for a 
genetically engineered mouse (Application 484723  Harvard College 1995 C.D. 1203). In each case, 
applications were refused on the grounds that the claimed subject-matter was outside the definition of 
“invention”. Specifically, the Commissioner did not consider that a life form, like a plant or an animal, was a 
“manufacture” or a “composition of matter” for the purposes of section 2 of the Patent Act. The “plant” 
application claimed a new variety of soybean produced by crossing-breeding while the “mouse” 
application claimed a transgenic non-human mammal. When the “plant” case was appealed to the 
Federal Court, the Commissioner’s ruling was upheld (Pioneer Hi-Bred Ltd. v. Commissioner of Patents 
(1987), 14 C.P.R. (3d) 491). However, an appeal to the Supreme Court resulted in a refusal of the patent 
application for lack of sufficient disclosure. The question of patentability of higher life forms was not 
considered by the Supreme Court (Pioneer Hi-Bred Ltd. v. Commissioner of Patents (1989), 25 C.P.R. (3d) 
257). The Trial Division of the Federal Court upheld the Commissioner’s ruling in the “mouse” case (President 
and Fellows of Harvard College v. Commissioner of Patents (1998) C.P.R. (3d) 98). The Appeal Division of this 
Court overturned the decision of the trial judge and ruled that a transgenic non-human mammal is 
patentable. However, a subsequent decision by the Supreme Court once again overturned the decision of 
the Federal Court of Appeal, ruling that a living mouse cannot be patented, even if its genes are 
genetically modified. The Supreme Court said the mouse failed to meet the definition of an invention.  See 
Harvard College v. Canada (Commissioner of Patents), [2002] 4 S.C.R. 45, 2002 SCC 76 
 
 

 Jurisprudence concerning Methods of Medical Treatment 4.14.13
 
A large body of jurisprudence exists on the topic of patentability of methods of medical treatment. Multiple 
cases were included in the readings for this chapter. A brief recap of those cases is included below, along 
with their implications on the patentability of methods of medical treatment for your convenience. 
 

Highlight of decision Readings 
Number Reference Name of case 

Method of Medical or Surgical Treatment #1 J7 Tennessee Eastman 

Combined Cosmetic and Medical Benefits / Clarification 
of Tennessee Eastman Decision #4 J9 Imperial Chemical 

Industries (ICI) 

Modifying Organic Function in Man or Animal #3 CD1 CD #893 

Acceptability of Claims to Medical Use #10 CD7 CD #1122 

Implied Surgical Step #11 CD8 CD #1125 

Dosage regimes and prescribed dosage amounts fall 
within the purview of a medical professional   Axcan 
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Dosage forms are  patentable subject-matter   Merck 

Inventions preventing physicians from exercising their skill 
and judgment in using a known compound are MMTs   Janssen 

 
 1972 - The Tennessee Eastman Decision (J7) 4.14.13.1

 
Applicants sought to obtain a patent for a method of surgically bonding body tissues using an ester of a 
cyanoacrylic acid. The substance itself was old and known and the alleged invention lay in its new and 
unobvious use in surgery. The Patent Office rejected the claims arguing that they did not meet the 
definition of an invention outlined within section 2 of the Patent Act. It argued that the success of the 
process was dependent on the skill and knowledge of the physician, and therefore was strictly in the 
medical arts. 
 
Quote: 
 

...the method here does not lay in the field of the manual or productive acts nor, when applied to 
the human body, does it produce a result in relation to trade, commerce or industry, or a result that 
is essentially economic. 

 
When it comes to methods of medical treatment, this is the landmark case. Since the Tennessee-Eastman 
decision, claims worded as methods of medical treatment are rejected as non-patentable subject-matter. 
 
Tennessee Eastman v . Commissioner of Patents, 1972, 8 C.P.R. (2nd), 202 (S.C .C) 
 

 1986 - Imperial Chemical Industries v. Commissioner of Patents (J9) 4.14.13.2
 
In the ICI case, the claims were directed to a method of cleaning dental plaque or stains from human 
teeth by applying thereto an aqueous composition being designed for direct application to the teeth. 
 
The implications of the ICI case are four-pronged: 
 

(1) If an invention is directed to both a cosmetic and a medical purpose, it is not allowable. 
 

(2) A medical treatment need not be performed by medical personnel. If the intent is to prevent 
disease, it is a method of medical treatment, regardless of who performs it. 

 
(3) A method directed to prophylaxis (prevention of disease) shall be considered a method of 

medical treatment. 
 

(4) The Court of Appeal held that the pronouncement by the Supreme Court in Tennessee Eastman 
could not be restricted merely to factual situations where subsection 41(1) of the Act applied and 
that it was a clear and unequivocal statement that methods of medical treatment are not 
contemplated in the definition of invention as a kind of process. 

 
 1983 - Commissioner Decision #893 (CD1) 4.14.13.3

 
Applicants were claiming a method for eliminating or reducing the desire for tobacco in a human which 
comprised, internally administering thereto a liquid composition. The decision overturned the applicant’s 
argument that the process was not a method of medical treatment because the composition of the 
invention was not a medicine, nor was the method for effecting the prevention or cure of an ailment in 
humans. 
 
This case clarified the meaning of a “medicine” as including any substance for use in modifying organic 
functions in man or animal. 
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 1989 - Commissioner Decision #1122 (CD7) 4.14.13.4
 
The claims were directed to the new use of a old and known pharmaceutical composition to treat tumour 
cell metastasis and growth. The Patent Appeal Board, basing its judgement on the Shell Oil (decision in the 
Supreme Court (Shell Oil Co v Canada (Commissioner of Patents), [1982] 2 S.C.R. 536), ruled that an old 
compound/composition could be patented for a new use. 
 
Note that, in the Shell decision there was no mention of methods of medical treatment, or medicines. 
 
Since this decision issued, the Patent Office has accepted claims directed to the use of compounds, 
apparatus, etc. for a medical treatment, provided that the claims do not contain a step directed to 
a method of medical treatment. 
 

 1988 - Commissioner Decision #1125 (CD8) 4.14.13.5
 
Applicant originally applied for a patent on an invention relating to an electronic tissue stimulator system 
having implanted electrodes and a method of treatment of a patient’s body by surgically implanting 
electrodes and stimulating them in order to control nerve or muscle tissue. The applicant eventually 
overcame the examiner’s objection by removing the explicit step of surgically implanting the electrodes. 
 
Implied surgical steps are acceptable as long as they do not form part of the actual claimed method.  
 

 Axcan 4.14.13.6
 
The claim at issue was as follows:  “Pharmaceutical composition for the treatment of primary biliary cirrhosis, 
characterized in that it includes ursodeoxycholic acid as well as a vehicle and if necessary pharmaceutical 
excipients, the said composition being processed in a form allowing for the said treatment of primary biliary 
cirrhosis based on a dose of 13 to 15 mg/kg/day.” 
 
The decision found that “[51] There is a distinction between the dosage in a capsule and a dosage range 
based on the patient's weight. As I read the claim, the emphasis is on the dosage range, and a dosage 
range is not a vendible product. [...]” 
 
At paragraph 52, the decision recites the following:  

 
[52] I have found that the claimed dosage is an essential element of the patent and that therefore 
the patent, for the purposes of this application, is invalid as it claims a method of medical 
treatment.  

 
It follows from this decision that a claim which recites a dosage range, may be directed to a method of 
medical treatment since the appropriate selection of the specific dosage found within the dosage range 
may fall within the purview of a medical professional.  
 
Axcan Pharma Inc . v. Pharmascience Inc., 2006 FC 527 
 

 Merck 4.14.13.7
 
The claim at issue was claim 5: “The use of finasteride for the preparation of a medicament adapted for 
oral administration useful for the treatment of male pattern baldness in a person and wherein the dosage is 
about 1.0 mg.” 
 
The decision found that while in Axcan the claim was directed to a dosage range in which it was left to the 
physician to make on appropriate selection, in this case there is no range.  Rather a fixed dose is claimed. 
Merck asserts that a distinction must be made between claims that rely upon the skill and judgment of a 
medial practitioner and those that deal with a vendible product, be it a scalpel, X-ray machine or 1 mg 
tablet that are to be used or prescribed for use by such practitioner. In the present case, a 1.0 mg tablet 
taken as a daily dose is claimed. No skill or judgment is brought to bear. It is a vendible product and not a 
method of medical treatment. 
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Dosage forms, pharmaceutical packages or kits, which may physically embody a dosage amount, are 
considered patentable subject-matter.  
 
Merck & Co., Inc. v. Pharmascience Inc., 2010 FC 510 
 

 Janssen 4.14.13.8
 
The claims on which the decision was based were limited to Janssen's discovery of an optimal dosage 
regimen for the compound galantamine. Galantamine was a known compound that had been previously 
used and patented for the treatment of Alzheimer's disease. Accordingly, the inventive concept of the 
Patent was limited to Janssen's claimed discovery that the slow titration of galantamine improved patient 
tolerability for the drug, by reducing side-effects and resulted in the ability to use a lower maintenance 
dose than had previously been shown to be effective 
 
In Janssen, the court deemed use claims that were related to the dosing of the known compound for the 
same use to be non-statutory subject-matter for being dosage titration regimes which fell within the 
purview of the skill and judgment that would be exercised by a medical professional. 
 
Inventions preventing physicians from exercising their skill and judgment in using a known compound for an 
established purpose therefore effectively cover a method of medical treatment. 
 
Janssen Inc. v. Mylan Pharmaceuticals, ULC, 2010 FC 1123 
 
 

 Patentability of Methods of Medical Treatment in Other Countries 4.14.14
 
Methods of medical treatment are not patentable in Canada, Europe or Japan because they are not 
considered industrially applicable. The same is true of diagnostic methods in Europe and Japan. Indeed, 
Article 52(4) of the EPC specifically excludes diagnostic methods performed on a human body from 
patentability while in vitro diagnostic methods are allowed. 
 
“Use” claims directed to the use of compound “X” for treating pathological condition “Z” are acceptable 
in Canada, Europe, the U.S. and Japan. In Canada, a “use” claim of this type may not contain 
any method steps. 
 
 

 Quoting from Commissioner’s Decisions or from Court Decisions 4.14.15
 
Examiners are directed not to cite any Commissioner’s Decision numbered 1379 or higher as per EB 2015-
CD1-E. However, if an examiner is relying on a Commissioner’s Decision in their argument, the examiner 
must be aware of two things in particular: 
 

• First, make sure the Commissioner’s Decision was published or that the application issued to patent. 
If neither occurred, the examiner cannot “quote” from the Commissioner’s Decision, nor can there 
be mention of the subject application in the report. The examiner must paraphrase the decision. If 
the report is a final action, and the response doesn’t satisfy the examiner so that a report is sent to 
the PAB, the examiner must record the number of the Commissioner’s Decision in a memo to the 
PAB on which the argument was based. 

 
• Second, the examiner must ascertain that the grounds for the argument have not been revoked 

by later legislation or decisions. Some Commissioner’s Decisions are based on sections of the 
Patent Act that have been deleted or modified (such as section 41) and the reasoning no longer 
applies. On the other hand, many decisions involving section 41 presented reasoned statements 
that survived the abolition of this section. The examiner should always get a complete copy of the 
CD and read it through to be sure that the argument is sound. 

 

http://icweb.ic.gc.ca/eic/site/487.nsf/eng/ne04168.html
http://icweb.ic.gc.ca/eic/site/487.nsf/eng/ne04168.html
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When the examiner quotes a CD, the citation should include the application number as well as year and 
number of the decision.  The Canadian Patent Recorder reference can be given but is not necessary (ex. 
Re Application 394,006 of Catheter Technology Corporation (1986) C.D. 1082)  
 
When quoting from Federal or Supreme Court Decisions, the examiner makes sure the reasoning behind the 
decision hasn’t been superseded. The full publication data must always be provided. 
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 Computer-Related Inventions 4.15
 
[See also MOPOP Chapter 16] 
 

 Introduction 4.15.1
 
This section supplements the section on “Statutory Subject-matter”, with respect to computer-related 
patent applications. The aim of this section is to provide examiners with a better understanding of the issues 
surrounding computer-related inventions. In doing so, we will: 
 

(1) define a computer system; 
 

(2) review the patentability criteria; 
 

(3) discuss considerations regarding sufficiency of the specification; 
 

(4) analyze types of claims for computer-related patent applications; and 
 

(5) apply the above information towards the examination of computer-related patent applications. 
 
 

 Computer System Overview 4.15.2
 
In order to better understand the guidelines for the examination of computer-related patent applications, 
one needs to understand the concepts surrounding systems that include both hardware and software 
components. 
 

 Computer System Breakdown 4.15.2.1
 
In essence, a computer-related invention can be defined as “an integrated combination of one or 
more hardware and software components that provide a capability to satisfy a stated need or objective”. 
This concept is further illustrated below: 
 
In general, typical components may include items such as: 
 

(1) hardware components 
 
such as processing units (CPUs), internal storage devices (RAM, ROM), external storage devices (Zip drives), 
user interface equipment (monitors), means for transmitting and receiving information over a network, etc. 
 

(2) software components 
 
such as general purpose applications (word processing, spreadsheets, databases), special purpose 
applications (financial, administration, optimization), user interface software (GUIs), etc. 
 
 

 Patentability Criteria 4.15.3
 

 Definition of Invention 4.15.3.1
 
Before continuing with the discussion on computer-related inventions, we need to review the criteria for 
patentability, as these will provide the examiners with the required tools in determining the patentability of 
computer-related patent applications. 
 
As stated in section 2 of the Patent Act, an invention is defined as follows: 
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“invention” means any new and useful art, process, machine, manufacture or composition of 
matter, or any new and useful improvement in any art, process, machine, manufacture or 
composition of matter. 

 
The criteria for patentability find their support in this definition and the interpretation of this definition by the 
courts. 
 

1) Novelty: it must not have been anticipated by another patent or a publication that would 
show it lacks novelty. 

 
2) Utility: it must be operable, controllable and reproducible such that the objectives of the 

invention are predictably achieved. 
 

3) Statutory subject-matter: it must fit into a recognized category (see 4.15.3.2), for not all 
subject-matter is patentable. Even when subject- matter is useful, novel and unobvious, it 
will still be unpatentable if it does not fit in a recognized category of subject-matter. 

 
4) Unobvious: it must have required an inventive step. This is a question of fact and degree. 

The fact is that there must be an advance in the art to the degree that it is neither obvious 
nor merely a workshop improvement. 

 
 Five Categories of Patentable Invention 4.15.3.2

 
Before tackling the subject of computer-related inventions, the five categories of an invention as stated in 
section 2 of the Patent Act, and described in Chapter 4.05, will be listed. These include:  
 

Art; 
Process;  
Machine;  
Manufacture; and 
Composition of Matter. 

 
These are still applicable, even when dealing with computer-related inventions, most importantly the art (in 
terms of method), machine (in terms of apparatus/system), and manufacture (in terms of software 
manufacturing resulting in a software product other than software code or software per se) categories. 
 

 Statutory Subject-Matter 4.15.3.3
 

Claims explicitly directed to signals and computer software per se are not statutory, and are described in 
more detail in sections 4.15.6.3 and 4.15.6.4. 
 
Otherwise, claims must be examined on a case-by-case basis in order to determine whether or not they 
are directed to statutory subject-matter. To accomplish this, claims must be purposively construed in order 
to determine whether or not the essential elements contain statutory subject-matter. If the essential 
elements contain statutory subject-matter, the claims are generally considered to be statutory (see 
Chapter 4.05). If the claims comprise only non-statutory essential elements, then the claims will be 
considered to be non-statutory under section 2 of the Patent Act. 
 
Detailed examples follow in section 4.15.4. 
 
 

 Examining Computer-Related Inventions 4.15.4
 

 General 4.15.4.1
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The Canadian intellectual property regime provides complementary protection for the dual nature of 
computer programs. While the literary form of a computer program is protected under the Copyright Act, 
the Patent Act protects the functional characteristics of a computer-related invention. 
 
A patent application for a computer-related invention is examined in a manner equivalent to applications 
in other fields of technology. For example, applications involving business methods (which may include 
financial, marketing and other commercial activities – see 4.15.4.5), are examined on a case-by-case basis 
to determine whether or not they relate to patentable subject-matter in view of the criteria for patentability 
as described above in section 4.15.3. 
 
Purposive construction is required in order to examine computer-related patent applications. 
 

 Subject-matter – Purposive construction 4.15.4.2
 
Amazon1 is the most recent court case involving a computer implemented invention. In Amazon, the 
Federal Court of Appeal observed that, during examination, the identification of the actual invention must 
be grounded in a purposive construction of the claims. However, the application of the principles of 
purposive construction to the examination of a patent application must take into account the role of the 
patent examiner and the purpose and context of examination2. 
 
In order to purposively construe a claim, the examiner must: 
 

1. Identify the person of ordinary skill in the art;  
2. Identify the relevant common general knowledge of the person of ordinary skill in the art at the 

time of publication; 
3. Identify the problem addressed by the application and its solution as contemplated by the 

inventor; and 
4. Determine the meaning of the terms used in the claim and identify the elements of the claim 

that are essential to solve the identified problem. 
 
The identification of the problem faced by the inventor is guided by the examiner’s understanding of the 
common general knowledge in the art and by the teachings of the description. The common general 
knowledge in the art provides the baseline of information to which the description is expected to add. The 
examiner will give consideration to what the inventor states about the background of the invention, their 
objectives (“objects of the invention”), any specific problems, needs, limitations or disadvantages known in 
the art or discovered by the inventor, etc. in identifying the problem faced by the inventor. 
 
The level of detail within the specification may also be of help when identifying the problem. For example, if 
the computer hardware and software are not described in any detail, it may point to a problem other than 
a “computer problem”. On the contrary, if the specification describes the hardware, software and 
interfaces in detail, it may support a problem with the operation of the computer. 
 
One aspect of purposive construction is the identification of the essential elements of the claim. The 
identification of the essential elements of a claim cannot be performed without having first properly 
identified the proposed solution to the disclosed problem. Without having first considered the problem and 
solution, the identification of essential elements would be circular – it would begin and end with the 
language of the claim, contrary to Free World Trust which recognizes that elements can be found to be 
non-essential if at the date of publication of the patent, the skilled addressee would have appreciated 
that a particular element could be substituted or omitted without affecting the working of the invention. 
 
The essentiality of the computer will need to be determined. Where it appears that the computer cannot 
be varied or substituted in a claim without making a difference in the way the invention works or that the 
computer is required to resolve a practical problem, the computer may be considered an essential 
element of the claim. The claimed subject-matter will generally be statutory. 
 
                                                           
1 Canada (Attorney General) v. Amazon.com Inc., 2011 FCA 328 
2 Manual of Patent Office Practice (MOPOP), Chapter 13.05 
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Where the computer is not an essential part of the solution to the identified problem, the computer may be 
considered to represent the context, or mere working environment for the claimed invention. The claim will 
not be compliant with section 2 of the Patent Act, and is consequently not patentable if no other essential 
elements in the claim are statutory. 
 
The following matter is considered to be outside of the definition of invention. Where the essential elements 
are limited to such matter, the claim will not be compliant with section 2 of the Patent Act: 
 

• disembodied inventions (including those lacking a method of practical application)  
e.g. inventions that lack physicality (i.e. are not “something with physical existence, or 
something that manifests a discernible effect or change” – see 4.15.4.3) 

• inventions that fall within a defined exclusion from patentability  
e.g. fine arts (i.e. things “that are inventive only in an artistic or aesthetic sense” – see 
4.15.4.4); methods of medical treatment, etc.  

• inventions where the claimed subject-matter is a mere idea, scheme, plan or set of rules 
(see 4.15.4.5). 

 
 Mere Scientific Principle or Abstract Theorem 4.15.4.3

 
Practical applications or embodiments may be contrasted with disembodied ideas, philosophical or 
abstract principles, scientific observations and mere discoveries. 
 
A claim is considered to be directed to a disembodied idea if, after a purposive construction, the essential 
elements are limited to disembodied ideas such as schemes (see 4.15.4.5), rules (see 4.15.4.6) or mental 
processes (4.15.4.7). Claims directed to disembodied ideas are not statutory, and do not comply with 
section 2 of the Patent Act. 
 
On the contrary, a claim to a substance or material product or a method with at least one physical step 
may have a practical application. For example, a claimed device in which at least one physical 
component is determined to be an essential element is not a disembodied idea. Such a claimed device is 
statutory and falls within at least one of the categories of subject-matter in section 2. 
 
Subsection 27(8) of the Patent Act refers to a subset of disembodied ideas. More specifically, 
subsection 27(8) of the Patent Act precludes any mere scientific principle or abstract theorem from 
patentability. Mathematical formulae are likewise precluded. Accordingly, a purposively construed claim 
wherein the essential elements are limited to a mere scientific principle or abstract theorem does not 
comply with subsection 27(8) of the Patent Act and section 2 of the Patent Act. 
 
Example of subsection 27(8) defect 
 

A computer-implemented method for calculating value “f”, comprising the step of: calculating 
f = m*a; wherein upon a purposive construction of the claim, the computer is not essential. 
 

 Intellectual Meaning/Aesthetic Appeal 4.15.4.4
 
Subject-matter is not patentable if its essential elements lie solely in the meaning or appeal of information. 
The information may be printed, expressed, stored, etc. “Printed matter” defects refer to information that is 
written or otherwise expressed, wherein there is no mechanical purpose or functionality to the information 
being written or expressed. 
 
Where the printed (or otherwise expressed) matter serves some other mechanical purpose or function, the 
subject-matter may be patentable. For example, although the computer-readable program stored on a 
disk has intellectual meaning, it also has the purpose or function of controlling a computer which reads it, 
and causing it to carry out certain actions. If the actions being carried out by the computer are statutory, 
and are found to be essential elements of the claims, the claimed subject-matter will be statutory. The 
claims must still be examined in accordance with the remaining criteria for patentability in order to 
determine whether or not they comprise patentable subject-matter. 
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Claims to a data structure or to a computer-readable medium storing a data structure generally do not 
comply with section 2 of the Patent Act as the essential elements are merely non-functional descriptive 
matter. 
 
Example of a defect for mere intellectual meaning 
 
A method of operating a computer, wherein in response to a first user input, said method comprises 
displaying a screen display having: 
 
a plurality of appointment schedules for a corresponding group of persons or resources, each schedule 
including: 
 

a) title bar identifying the person or resource, 
b) a vertical time graph extending over at least one day with coloured vertical bars corresponding 

colour and length to corresponding types and lengths of appointments, respectively, and 
c) a plurality of appointment rows corresponding to time slots available for appointments during said 

day. 
 
Computers having display screens for displaying appointments are part of the common general 
knowledge in the art. The problem facing the inventor is not considered to be a problem of how to enable 
a computer to display appointment schedules. Rather, the problem facing the inventor is considered to be 
that appointment schedules were not effectively displayed in the prior art. The solution is a more effective 
manner of arranging the information for display.  
 
The computer is not considered to be essential in order to more effectively arrange information for display. 
Rather, the computer is considered to be part of the context, or the mere working environment. 
 
The following are the essential elements that are required to solve the problem: 

- a plurality of appointment schedules for a corresponding group of persons or resources, each 
schedule including: 

o title bar identifying the person or resource, 
o a vertical time graph extending over at least one day with coloured vertical bars 

corresponding in colour and length to corresponding types and lengths of 
appointments, respectively, and 

o a plurality of appointment rows corresponding to time slots available for appointments 
during said day. 

 
As the essential elements are directed to a mere scheme for displaying information, the claim is non-
statutory and does not comply with section 2 of the Patent Act. 
 

 Business Methods or Schemes 4.15.4.5
 
Subject-matter related to financial, marketing, commercial and other administrative activities must, of 
course, meet the criteria of the Patent Act and Rules and common law just as any other subject-matter. 
 
Subject-matter wherein the essential elements are limited solely to schemes, plans and rules is disembodied 
and is unpatentable. The most common manifestations of such plans and rules are often referred to as 
methods of doing business, administrative methods, methods related to the conduct of a government or 
organization, etc. 
 
Example of a non-statutory business method 
 
A computerized system for management and analysis of a financial plan, comprising: 

a) means for inputting customer data into the computer system, the customer data including: 
(i) financial data concerning monthly income, and 
(ii) financial data concerning monthly debt spending including, for each debt: 

(1) total amount owed; 
(2) interest rate; 
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(3) minimum monthly payment required; and 
(4) actual monthly payment; 

b) means for storing such customer data; 
c) means for calculating a margin; 
d) processor means for allocating such margin to a selected debt until the total amount owed for 

such debt is zero; 
e) means for generating reports of such financial plan, and 
f) display means for displaying such generated reports. 

 
The problem facing the inventor is that prior art debt reduction schemes have various disadvantages. The 
solution is an improved debt reduction scheme wherein margin (the amount of money spent monthly in 
excess of required minimum monthly payments) is always paid to the debt with the highest interest rate.  
 
While the computer provides a convenient supporting architecture to efficiently carry out the 
management and analysis of the financial plan, the computer components themselves do not have a 
material effect on the debt reduction scheme itself.  
 
The following are the essential elements that are required to solve the problem: 

a) the customer data including: 
(i) financial data concerning monthly income, and 
(ii) financial data concerning monthly debt spending including, for each debt: 

(1) total amount owed; 
(2) interest rate; 
(3) minimum monthly payment required; and 
(4) actual monthly payment; 

b) storing such customer data; 
c) calculating a margin; 
d) allocating such margin to a selected debt until the total amount owed for such debt is zero; 
e) generating reports of such financial plan, and 
f) displaying such generated reports. 

 
As the essential elements are directed to a mere scheme for debt reduction, the claim is non-statutory and 
does not comply with section 2 of the Patent Act. 
 
Example of a statutory business method 
 
A computer-implemented method for order verification at an automated point of sale, the automated 
point of sale comprising a database and computer processor, the method comprising: 

a) storing a weight of each of a plurality of items offered for sale in the database; 
b) measuring the initial value of a weigh scale at the automated point of sale and storing the 

initial value as a cumulative weight; 
c) inputting into the computer processor an item that is selected for purchase by a customer from 

the plurality of items offered for sale; 
d) placing the selected item onto the weigh scale and determining a difference between a 

newly measured value and the cumulative weight; 
e) comparing the determined difference with the stored weight of the selected item; 
f) verifying the item selected for purchase if the determined difference is within an allowable 

variance of the stored weight; 
g) repeating steps b) through f) until all of the items selected for purchase by the customer are 

placed on the weigh scale; and 
h) charging the customer for the verified items. 

 
The problem facing the inventor is that fraud is possible at automated points of sale. The solution is to 
maintain a cumulative weight of the customer’s order as each item is scanned in at the automated point 
of sale terminal in order to ensure that the items being scanned are the items that are being taken home 
by the customer. 
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Here, the weigh scale is considered to be an essential element of step d) in order to ensure that the items 
being scanned are the items that are being taken home by the customer. This claim is statutory as at least 
one of the essential elements (i.e., the weigh scale) is statutory. The claim must still be examined against the 
other criteria for patentability (such as novelty, obviousness and utility). 
 

 Computer-Implemented Games 4.15.4.6
 
Similar to business plans or schemes, subject-matter wherein the essential elements are limited solely to rules 
for playing a game is disembodied and unpatentable. On the contrary, claims to games wherein the 
essential elements include physical elements such as a slot reel, a game board, game pieces, etc. are 
statutory and have a practical application (see Chapter 4.05). 
 
Example of a defect for the rules of playing a game 
 
A method of playing a poker game on a computer terminal, the computer terminal comprising a user 
interface, processor and display, the method comprising the steps of: 

a) a player inputting a first bet means via the user interface; 
b) the computer processor dealing a hand comprising a predetermined number of cards to 

each of the player and the dealer; 
c) the player inputting an instruction via the user interface to either fold, in which case the player 

loses his first bet means to the dealer, or to bet a second bet means; 
d) the computer processor comparing the player’s hand to the hand of the dealer using poker 

rank as the criterion for comparison; 
e) if the dealer’s hand is not at least a predetermined rank, the player wins a preselected amount 

based on the player’s first bet means and the player keeps his second bet means; 
f) if the dealer’s hand is at least a predetermined rank, and the dealer’s hand is higher than the 

player’s hand, the player loses both his first bet means and his second bet means;  
g) if the dealer’s hand is at least a predetermined rank, and the player’s hand is higher than the 

dealer’s hand, then the player wins a first predetermined amount on his first bet means and 
the player wins a second predetermined amount on his second bet means based on the type 
of poker hand combination that the player has. 

 
Computer terminals having a user interface, processor and display for playing electronic games such as 
poker are common general knowledge in the art. The problem facing the inventor is that in the prior art, 
players were not enticed to play poker using standard rules as the potential return was not significant. The 
solution is to alter the rules in order to provide the player with a greater potential return. 
 
The following are the essential elements that are required to solve the problem: 

a) the player inputting a first bet means; 
b) dealing a hand comprising a predetermined number of cards to each of the player and the 

dealer; 
c) the player inputting an instruction to either fold, in which case the player loses his first bet 

means to the dealer, or to bet a second bet means; 
d) comparing the player’s hand to the hand of the dealer using poker rank as the criterion for 

comparison; 
e) if the dealer’s hand is not at least a predetermined rank, the player wins a preselected amount 

based on the player’s first bet means and the player keeps his second bet means; 
f) if the dealer’s hand is at least a predetermined rank, and the dealer’s hand is higher than the 

player’s hand, the player loses both his first bet means and his second bet means; 
g) if the dealer’s hand is at least a predetermined rank, and the player’s hand is higher than the 

dealer’s hand, then the player wins a first predetermined amount on his first bet means and 
the player wins a second predetermined amount on his second bet means based on the type 
of poker hand combination that the player has. 

 
As the essential elements are merely directed to rules for playing a game, the claim is non-statutory and 
does not comply with section 2 of the Patent Act. 
 
Example of a statutory game 
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A method of operating a gaming apparatus comprising slot reels, the method comprising: 

a) allowing a player to make a wager on the gaming apparatus; 
b) said gaming apparatus causing the slot reels to spin; 
c) said gaming apparatus sending a first signal to a light valve placed between the slot reels and 

a display panel such that the display panel becomes transparent so that said reel is visible to 
said player; 

d) upon detecting a tilt condition, sending a second signal to the light valve such that the display 
panel becomes opaque. 

 
Slot machines are part of the common general knowledge in the art. 
 
The problem facing the inventor is that when a conventional gaming apparatus encounters a tilt condition, 
it is possible that the mechanical slot reels stop on a wrong symbol. In this event, the casino may have to 
pay out a prize to the player if the slot reels stop in an incorrect “winning” position, even though the 
machine is no longer operating correctly, and the player should not have won. The problem is solved by 
applying a light so that the slot reels are visible to the player through a transparent panel when the 
machine is functioning correctly, and extinguishing the light so that the panel becomes opaque when the 
machine is not functioning correctly. 
 
Here, at least the gaming apparatus sending a signal to the light valve is considered to be an essential 
element to provide the solution to the problem. This claim is statutory as at least one of the essential 
elements is statutory. The claim must still be examined against the other criteria for patentability (such as 
novelty, obviousness and utility). 
 

 Mental Processes Implemented on a Computer 4.15.4.7
 
Mental processes, series of mental operations and purely mental acts are disembodied and fall outside of 
the categories of subject-matter in section 2. Such processes may be described as those which are, or 
could theoretically be, performed mentally. 
 
A claimed process may include a physical step, be performed by a computer and even include a step of 
transmitting data to a remote storage medium and still be identified as a mental process if the essential 
elements are limited to non-statutory elements.  
 
For example, a process of designing and manufacturing articles that wastes less material than prior 
manufacturing processes is considered to be more than simply a mental process; just doing the method of 
design mentally, using pencil and paper, etc. does not achieve the unexpected advantage of 
manufacturing with less waste – nothing is manufactured. When manufacturing the articles in the improved 
manner, the step of making the articles using the improved manufacturing processes would be considered 
to be an essential element, and the claim would therefore be statutory under section 2 of the Patent Act. 
 
On the other hand, an application disclosing a computer programmed (in an obvious or unspecified 
manner) to forecast the weather based on improved prediction algorithms is defective for teaching only 
non-statutory subject-matter (i.e. a mental process). The advantage of more precise predictions is not 
peculiar to the claimed computer – performing the method mentally, with pencil and paper, etc. could 
also achieve this advantage. Accordingly, the computer is not considered to be essential to the solution of 
forecasting weather based on an improved prediction algorithm, and the claim is non-statutory under 
section 2 of the Patent Act. 
 
Examples of mental processes 
 

1) A method of extracting useful information from certain measurements by making calculations 
according to certain formulae. 

 
Such a mental process may include steps of comparing and tabulating data, selecting an appropriate 
decision branch for analyzing data, analyzing data, etc. 
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2) A method of designing a product wherein no statutory elements are deemed to be essential.  
 
Many methods of researching, screening and selecting products are also mental processes. 
 

 Utility 4.15.4.8
 
Under section 2 of the Patent Act, the subject-matter of a claim must be operable and reproducible such 
that the objectives of the invention are predictably achieved. This means that the claim itself must not 
require human reasoning or judgement to operate. 
 
Example of a claim lacking utility 
 

A method for trading satellite resources, comprising: 
- storing an offer of at least a portion of said satellite resources; 
- storing bids for the offered satellite resources; 
- analyzing the bids; 
- selecting at least one of the bids; and 
- altering the schedule, whereby the resources are traded. 

 
The steps of analyzing and selecting typically require human judgement and do not inevitably produce the 
same results every time. 
 
In order for the claim to be considered operable and reproducible, it must be clear that the steps are 
being automatically performed by a computer and/or it must be clear as to how the steps are being 
performed in a manner that does not require judgement. If both automatic operation and human 
judgement are disclosed in the description, the claim must recite automatic operation (see MOPOP 16.04 
and 16.08.01). 
 
 

 Requirements of the Specification 4.15.5
 
When examining computer-related patent applications, the specification must be considered as a whole. 
In order to determine whether an application describes a patentable invention it is necessary to refer to 
the specification in order to purposively construe the claims.  
 
The specification must describe and define the invention in sufficient detail to enable a person skilled in the 
art to make, construct, or use the invention. Computer program listings alone do not fully describe the 
invention, but may be useful in illustrating specific embodiments. The specification must describe the 
hardware, the computer program with its functional modules as well as the interrelationship between the 
modules and the hardware such that a skilled person would be able to make, construct or use the 
invention. 
 
The requirement for the written specification is set forth in subsection 27(3) of the Patent Act which states: 
 

27. (3) The specification of an invention must: 
 

(a) correctly and fully describe the invention and its operation or use as 
contemplated by the inventor; 

 
(b) set out clearly the various steps in a process, or the method of constructing, 

making, compounding or using a machine, manufacture or composition of 
matter, in such full, clear, concise and exact terms as to enable any person 
skilled in the art or science to which it pertains, or with which it is most closely 
connected, to make, construct, compound or use it; 
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(c) in the case of a machine, explain the principle of the machine and the best 
mode in which the inventor has contemplated the application of that principle; 
and 

 
(d) in the case of a process, explain the necessary sequence, if any, of the various 

steps, so as to distinguish the invention from other inventions. 
 

 Sufficiency of the Specification (Enablement) 4.15.5.1
 
Sufficient information must be provided in the specification so as to enable any person skilled in the art to 
build or use the invention. In essence the description must provide sufficient information in clear, concise 
and exact terms to allow a person skilled in the art to design and use the system as envisioned by the 
inventor. Questions to be asked include: 
 
Hardware 
 

Are the important elements of the computer system (e.g. processors, primary and secondary 
memories, buses, interfaces, displays, peripherals) described to the point that a person skilled in the 
art can make or use the invention? Has the interrelationship between the computer elements and 
network been described to provide the desired functionality of the invention? 

 
Computer Program 
 

Is the functional representation of the computer program described? What are the computer 
program functional modules that are called into play, the steps to be performed, the sequences, 
the timing, the location of the modules in the system, processes, algorithms, internal and external 
logical files and the number and kind of interactive inquiries?  

 
Data 
 

What are the source and the form of input data? What is the form of the output data? What is the 
format of data when stored or transmitted? What is the flow of the processing? How do the 
software modules interact with and transform the data?  

 
Interface Between Components 
 

The specification must provide a correct and full description of all internal and external interfaces 
for both hardware and software components within the total system architecture that are required 
in order to solve the problem identified by the examiner during a purposive construction of the 
claims. In essence the description must identify and describe the interface requirements (to the 
extent necessary for a person skilled in the art to be able to make or use the invention) between: 

 
a. the hardware components, between the software components, between the software 

and hardware components, and between software components and data elements; and 
 

b. the system and network to provide the desired functionality of the invention.  
 

 Embodiment (Best Mode) 4.15.5.2
 
Sufficient information must also be provided in the specification for the preferred embodiment in the 
system, which is usually the best mode in which the inventor has contemplated. In essence the description 
must provide sufficient information in clear, concise and exact terms to explain: 
 

c. in the case of a machine, the principle of the machine and the best mode in which the 
inventor has contemplated the application of that principle; and 

 
d. in the case of a process, the necessary sequence, if any, of the various steps, so as to 

distinguish the invention from other inventions. 
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If the functional characteristics of the software are not fully described, or if no best mode is described, 
there may be an element of concealment or of an incomplete understanding of implementing the idea. 
The absence of the best mode from the description in an application claiming a process or machine points 
to a specification that is defective under subsection 27(3) of the Patent Act. 
 

 Drawings 4.15.5.3
 
A description of the hardware components alone is not very helpful for software systems. Drawings (i.e. 
block diagrams, system diagrams, etc.) should be provided to illustrate the concept provided in the 
description with respect to the design of the system, and the internal and external interfaces. (see figure 4-
12 in Appendix) 
 
A description of the system’s states alone is not very helpful for software systems – drawings (state diagram) 
should be provided to illustrate the various states of the system. (see figure 4-13 in Appendix) 
 
An outline of the functional characteristics of the software component will also represent an enabling 
description. The source code may be included in the description; however, it is not a requirement for an 
enabling description. Flow charts are a common way to present software inventions detailing the steps 
which a program follows during execution of the program. (see figure 4-14 in Appendix) 
 
Yet another approach is to include the pseudo-code of the program in the description which is a 
combination of a natural and programming language. (see figure 4-15 in Appendix) 
 
So-called screen shots of the display of the graphical user interface on a computer monitor will help one 
skilled in the art to produce code to create such a display, but do not, by themselves, comprise sufficient 
disclosure. (see figure 4-16 in Appendix) 
 
 

 Types of Claims 4.15.6
 
Computer-related patent applications are not different from other patent applications; the same criteria 
are applied during examination. When claiming a computer-related invention it is not the program per se 
that is being claimed; but the functional characteristic of the hardware and software components of the 
system. 
 
There are three different types of claims which are generally encountered in computer-related patent 
applications: 
 

Method or Process Claim – The different steps accomplished by the computer system during its 
execution. 
 
Apparatus or Machine – It is a collection of integrated means that performs specific functions. 
 
Computer Product or Manufacture – A computer-readable medium having recorded thereon 
statements and instructions for execution by a computer to execute a method. 

 
Signal claims are abstract and fall outside the category of manufacture in section 2. 
 

 Method or Process 4.15.6.1
 
A method for…, comprising the steps of: 
 

a. executing step A; executing step B; and executing step C. 
b. a statement on the essential cooperative relationship between the steps.  

 
In order to be statutory, a statutory essential feature must be explicitly claimed. 
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 Apparatus or Machine 4.15.6.2

 
A device for …, A system for …, An apparatus for …, A server for …, A “something” for “some function”, 
comprising: 
 

a. components, expressed in terms of means or means plus function; and 
b. a statement on the essential cooperative relationship between the hardware 

components. 
 
Although a claim may define subject-matter functionally (e.g. means plus function), the claim must not be 
directed to a desired result or be broader than the invention made or disclosed. 
 
In order to be statutory, the apparatus, machine, or any other statutory element must be found to be 
essential. 
 

  Software Product or Manufacture 4.15.6.3
 
A computer-readable medium having recorded thereon statements and instructions for execution by a 
“computing device” in order to carry out the steps of: 
 

a. executing step A; executing step B; and executing step C.  
 

The storage medium must be positively introduced by the claim. Claims to the software or program itself 
are not statutory. 
 
In order to be statutory, the claim must include a statutory essential feature. 
 

 Signals 4.15.6.4
 
Signals, waves, channels, etc. are unpatentable. Among other things, they are abstract and thus fall 
outside the category of manufacture in section 2. 
 
 Ex) A signal for transmission to a mobile station from a base station, the signal being produced by 

the method of claim 1. 
 
Although signals per se are not patentable, methods, processes, machines or manufactures involved in the 
generation, transmission, reception or processing of signals may be patentable if all other criteria for 
patentability are satisfied. 
 
 

 Computer-Related Inventions – Key Points in Examination 4.15.7
 

 Prior Art  4.15.7.1
 
When searching for prior art for computer-related patent applications, the examiner will be faced with an 
enormous challenge. Patent documents for computer-related inventions are not as well organized as in 
other technical fields. They are widely classified within the G06, G10 and H04 classes. The United States 
patent document collection is often considered the most helpful.  
 
When searching, examiners may find the following databases to be helpful (links are available on the 
Resource Centre Intranet): 

• 3GPP (3rd Generation Partnership Project); 
• ACM Digital Library; 
• Business Source Complete; 
• IEEE (Institute of Electrical and Electronics Engineers) 
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 Foreign Practice  4.15.7.2
 
Computer-related inventions and software inventions are examined differently from one country to 
another, especially with respect to subject-matter patentability. Therefore, claims issued in other 
jurisdictions are sometimes unacceptable in Canada and vice-versa. 
 

 Subject-Matter Patentability  4.15.7.3
 
Computer-related patent applications are one of the areas where defects under section 2 and 
subsection 27(8) are more frequent than in other fields: 
 
- Section 2: where the essential elements are limited to matter outside the definition of invention; 
- Subsection 27(8): where the essential elements are limited to a mere scientific principle or abstract 

theorem 
 
 

 Appendix 4.15.8
 

 
Figure 4-12 – Sample Block Diagram for a Computer System 
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Figure 4-13 – Sample State Diagram for a Computer System 
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Figure 4-14 – Sample Flow Chart for a Computer System 
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Figure 4-15 – Sample Pseudo-Code for a Computer System 

 

 
Figure 4-16 – Sample GUI Diagram for a Computer System 
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 The Patent Cooperation Treaty (PCT) 4.16
 

 Introduction 4.16.1
 

 Purpose 4.16.1.1
 
The purpose of this chapter is to provide examiners with an overview of the Patent Cooperation Treaty 
(PCT) in order to understand the procedures followed by PCT authorities during international classification, 
search, and preliminary examination. 
 

 Scope 4.16.1.2
 
The scope of this chapter shall encompass the following: 
 

a. the PCT and the World Intellectual Property Organization (WIPO); 
b. definition of terms; 
c. PCT processes and timelines; 
d. overview of the international phase.  

 
[More information on the subject of the PCT can be found in MOPOP Chapter 22] 
 
 

 The PCT and the World Intellectual Property Organization (WIPO) 4.16.2
 
The Patent Cooperation Treaty (PCT) assists applicants in seeking patent protection internationally for their 
inventions, helps patent Offices with their patent granting decisions, and facilitates public access to a 
wealth of technical information relating to those inventions.  PCT provides a system of international 
cooperation under which an applicant can initiate patent protection procedures in several countries 
simultaneously by filing an "international application" instead of filing several separate national or regional 
patent applications. The PCT is a patent filing procedure only and does not provide for the granting of 
patents, which remains the purview of the national or regional patent Offices in what is called the “national 
phase”. 
 
PCT is a multilateral treaty among States that are party to the Paris Convention (1883) for the protection of 
Intellectual Property. The PCT was signed in Washington in 1970 and entered into force on January 24, 1978. 
Canada became bound by the PCT on January 2, 1990. As of July 26, 2004, CIPO became an International 
Searching Authority (ISA) and International Preliminary Examining Authority (IPEA) under the PCT.  
 
The PCT consists of 69 Articles divided into 8 Chapters. The “Regulations under the Patent Cooperation 
Treaty”, comprising 96 Rules, supports the PCT. Out of the 8 PCT chapters, Chapter I: “International 
Application and International Search” and Chapter II: “International Preliminary Examination” are of 
particular interest to examiners.  
 
The World Intellectual Property Organization (WIPO) administers the PCT and provides overall coordination 
of the PCT system. For each application filed under the PCT, WIPO is responsible for: receiving and storing 
all application documents; performing a formality examination; publishing the international application on 
WIPO’s online database PATENTSCOPE; publishing data about the PCT application as prescribed in the PCT 
and the Regulations; translating various portions of the PCT application and certain associated documents 
into English and/or French, where necessary; communicating documents to Offices and third parties; and 
providing legal advice on request to Offices and users. 
 
Under the PCT, Canadian applicants can file international applications in a standardized format in either 
French or English, at CIPO. Filing an international application has the same effect as if a regular national 
application was filed in each member country where an applicant desires patent protection. 
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 Definition of Terms 4.16.3
 
The following terms are frequently used in the PCT documentation: 
 
• “Contracting States” (CS) means the States part of PCT which include almost every industrialized 

country in the world (there are 152 contracting States as of May 2017); 
 
• “International Bureau” (IB) means the International Bureau of the World Intellectual Property 

Organization (WIPO), whose headquarters are in Geneva (Switzerland); 
 
• “receiving Office” (RO) means the Office where the nationals or residents of a PCT contracting State 

can file international applications. An international application can be filed directly with the IB of WIPO 
as receiving Office, as an alternative to filing with a national or regional receiving Office. For Canadian 
nationals, applications may be filed with CIPO or the IB; 

 
• “designated Office” (DO) means the national Office designated by an applicant under Chapter I of 

the PCT; 
 
• “elected Office” (EO) means the national Office elected by an applicant under Chapter II of the PCT; 
 
• “International Searching Authority” (ISA) means the national Office responsible for establishing 

International Search Reports (ISR) and a first written opinion (WO-ISA) on patentability under Chapter I 
of the PCT; and 

 
• “International Preliminary Examining Authority” (IPEA) means the national Office that carries out the 

international preliminary examination and the preparation of International Preliminary Reports on 
Patentability (IPRP-Chapter II) under Chapter II of the PCT. 

 
A complete list of PCT definitions is given in PCT Article 2. 
 

 
International Search & Preliminary Examination Authorities (May 2017) 
 
AT - Austrian Patent Office (APO) 
AU - Australian Patent Office (IP Australia) 
BR - Brazilian National Institute of Industrial Property (INPI)  
CA - Canadian Intellectual Property Office (CIPO) 
CL - Chile, National Institute of Industrial Property (INAPI) 
CN - State Intellectual Property Office of the People's Republic of China (SIPO) 
EG - Egyptian Patent Office (EGYPO) 
EP - European Patent Office (EPO) 
ES - Spanish Patent & Trademark Office (SPTO) 
FI - Finnish Patent and Registration Office (PRH) 
IL - Israel Patent Office (ILPO) 
IN -  Indian Patent Office (IPO) 
JP - Japan Patent Office (JPO) 
KR - Korean Intellectual Property Office (KIPO) 
RU - Russian Federal Service for Intellectual Property (ROSPATENT)  
SE - Swedish Patent and Registration Office (PRV) 
SG – Intellectual Property Office of Singapore (IPOS) 
TR – Turkish Patent and Trademark Office (TURKPATENT) 
UA - State Intellectual Property Service of Ukraine (SIPS) 
US - United States Patent & Trademark Office (USPTO)  
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XN - Nordic Patent Institute (NPI) 
XV – Visegrad Patent Institute (VPI) 
 

Table 4.16-1 – ISA and IPEA States 
 
 

 PCT Processes and Timelines 4.16.4
 

 PCT Processes 4.16.4.1
 
The PCT process consists of two main phases: the international phase and the national phase.  
 
The international phase consists of three stages which occur automatically for all international applications, 
plus an optional stage. The first three stages (under Chapter I of the PCT) are: (1) filing of an international 
application with a receiving Office; (2) the establishment of the International Search Report (ISR) and the 
first written opinion (WO-ISA) by an International Searching Authority (ISA); and (3) the publication of the 
international application together with the ISR by the International Bureau of WIPO. The optional stage of 
the international phase involves what is known as international preliminary examination under Chapter II of 
the PCT and is concluded with the establishment of the International Preliminary Report on Patentability 
(IPRP-Chapter II). 
 
The national phase follows the international phase and consists of the processing of the international 
application before each national Office of a contracting State that has been designated/elected in the 
international application. In each designated/elected State the international application has the effect of 
a national or regional application as of the international filing date, and the decision to grant protection for 
the invention is the task of the Office of each designated/elected State. 
 
The ISR, WO-ISA and IPRP- Chapter II provide the applicants with valuable information to evaluate the 
potential patentability of their inventions in the designated/elected States or regions. 
 
If an applicant decides to pursue an international application to obtain a national (or regional) patent, the 
applicant can wait a specific amount of time (20-42 months) depending on the State or region, after the 
filing of the international application (or of an earlier application for which priority is claimed) to individually 
file a patent application in each country or region in which patent protection is sought. 
 
The deferral of the entry into the national phase gives applicants time to consider the patentability opinion 
obtained in the WO-ISA and/or the IPRP – Chapter II and to decide whether to start costly patent granting 
procedures in foreign countries. The translation into other languages, payment of fees in foreign currencies, 
and the appointment of foreign patent agents, all costs associated with filing separate applications, are 
postponed. It also provides the applicant with more time to find a licensee or a partner before entering in 
the costly national/regional phases. 
 
A table of Chapter I and Chapter II time limits for each State/region is available from the World Intellectual 
Property Organization’s (WIPO) website at: http://www.wipo.int/pct/en/texts/time_limits.html. 
 
A PCT time limit calculator is available at: http://www.wipo.int/pct/en/calculator/pct-calculator.html 
 

 PCT Timelines 4.16.4.2
 
The following figure illustrates the typical international application process and provides a brief overview of 
the international phase. 
 
Note: "priority date," for the purposes of computing time limits, means: 
a. where the international application contains a priority claim under Article 8, the filing date of the 

application whose priority is so claimed; 
b. where the international application contains several priority claims under Article 8, the filing date of the 

earliest application whose priority is so claimed;  

http://www.wipo.int/pct/en/texts/time_limits.html
http://www.wipo.int/pct/en/calculator/pct-calculator.html
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c. where the international application does not contain any priority claim under Article 8, the 
international filing date of such application. 

 
 

 
 
 
 

Figure 4.16-1 – PCT Application Deadlines  
 

 Overview of the International Phase 4.16.5
 
During the international phase, no national or regional Office may process or examine an international 
application except at the specific request of an applicant. The main activities of the international phase 
are described below: 
 
Filing of an International Application  
 
The international phase starts when the applicant files an international application at a receiving Office 
and pays the prescribed fees [Chapter I of the PCT]. The structure of an international application is 
governed by the PCT and particularly the PCT Regulations. 

 
The filing of an international application includes: a “request” (PCT Rule 4) or “letter of intent” (a petition 
that the international application be processed according to the PCT, together with certain data 
concerning matters such as the applicant, inventor(s), any agent and formal details about the application, 
such as the title and any priority claims); a description (PCT Rule 5) with, when required, sequence listing(s) 
(PCT Rule 5.2); one or more claims (PCT Rule 6); one or more drawings (PCT Rule 7) (when required) and an 
abstract (PCT Rule 8) - however, if none is provided, the Office as an ISA will create one.  
 
Formalities Check  
 
The receiving Office then checks certain formalities, accords an international filing date, and forwards 
copies of the application to the IB and the ISA. CIPO is bound by the PCT provisions and cannot require the 
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correction of non-compliance to formalities not expressly provided for in the PCT. 
 
International Search Process 
 
The ISA is responsible for the following activities: 

 
a. to determine the classification of each international application, particularly to determine whether 
examiners specializing in other fields need to be consulted to ensure a proper search is carried out; 
 
b. to consider whether the application meets the requirement of unity of invention and, if not, 
whether the applicant should be invited to pay further search fees relating to the extra inventions; 
 
c. to consider whether some or all of the subject-matter relates to subject-matter which the ISA is not 
required to search; 
 
d. to determine whether to use the results of any earlier search, referred to by the applicant in the 
request form relating to the application, and to consequently authorize any appropriate refund - if the 
Office uses these results, a refund of 25% of the search fees will be reimbursed to the applicant; 
 
e. to determine whether to invite the applicant to provide a computer readable sequence listing for 
search purposes if the international application contains disclosure of one or more nucleotide and/or 
amino acid sequences but does not already include a sequence listing in compliance with the computer-
readable sequence listing standard provided for in the Administrative Instructions; 
 
f. to perform an international search to discover relevant prior art taking into account that: there 
may be subject-matter which the ISA is not obliged to search; the description, claims or drawings may fail 
to comply with the prescribed requirements to such an extent that no meaningful search could be carried 
out; or the claims relate to several different inventions and additional search fees, which the ISA has invited 
the applicant to pay, have not been paid; 
 
g. to consider whether the abstract and title are appropriate and, in certain circumstances, to draft 
alternatives - the Office practice is to draft an abstract using the main claim as a basis; 
 
h. to establish a search report (ISR), indicating the results of the search and certain other information, 
or to make a declaration that a search was either not required or would not be meaningful; and 
 
i. to establish a first written opinion (WO-ISA) as to whether the international application appears to 
be novel, to involve an inventive step, to be industrially applicable and to comply with other requirements 
of the PCT and Regulations insofar as they are checked by the ISA. 

 
Some of the above activities, especially unity of invention, may be the subject of ongoing consideration, 
depending on the outcome of the search. Nevertheless, it is important to consider matters at an early 
stage in view of the limited time available in which to obtain corrections or additional fees from the 
applicant. 
 
In a few situations leading up to the establishment of the ISR, the ISA may specifically invite a response, 
such as, for example, the payment of additional fees where the international application is considered to 
lack unity of invention. 
 
The ISA must establish the ISR (or a declaration made that the ISA is not required to perform a search or 
cannot perform a meaningful search) and the WO-ISA within three months from the date of receipt of the 
search copy, or nine months from the priority date of the application, whichever time limit expires later 
(Rule 42.1) (see Figure 4.16-1). 
 
Once the ISR and the WO-ISA are established, the ISA transmits one copy of each to the IB and one copy 
to the applicant on the same day.  
 
International Publication  
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The IB publishes the international application, any amendments under Article 19 of the PCT, and the ISR 
promptly after the expiration of 18 months from the priority date of the application. 

 
Confidential Treatment 
 
Prior to the international publication of the international application, all matter pertaining to the 
application is confidential and may not, without the request or authorization of the applicant, be accessed 
by any person or authority, except for the transmissions of information specifically required by the PCT and 
Regulations for the purposes of processing the application. 
 
A further implication of this confidentiality is that PCT applications are considered by CIPO as secret. 
Examiners should be careful when working on these applications at home, by only using their assigned work 
computer, and using a secure GC-SRA Internet connection. 
 
Options Open to the Applicant After Receipt of the ISR and WO-ISA 
 
In general, the applicant has the following options available following the receipt of the ISR and the WO-
ISA of the ISA: 
 
a. send (informal) comments on the WO-ISA to the IB, who will make them available to designated 
Offices and to the public on PATENTSCOPE as from the date of international publication. It is 
recommended to submit informal comments before the expiration of 28 months from the priority date, so 
that they will be available to designated Offices upon entry into the national phase.  Any informal 
comments received after 30 months from the priority date will only be kept in the file of the IB and will not 
be transmitted to the designated Offices. 
 
b. submit to IB amendments of the claims under Article 19 of the PCT, optionally including a brief 
statement explaining the amendments (see Rule 46.4 for the requirements of the brief statement), where 
the time limit is the later of 2 months from the date of transmittal of the ISR or 16 months from the priority 
date; 
 
c. file a “demand” under Chapter II of the PCT to request international preliminary examination, 
including arguments and/or amendments (Article 19 and/or Article 34) which will be taken into account by 
the IPEA, where the time limit is the later of 22 months from the priority date or 3 months after receiving the 
WO-ISA; 
 
d. withdraw the application under Rule 90bis (prior to 30 months after the priority date); or 
 
e. take no further action in the international phase, instead waiting until it is necessary, or desired, to 
pursue the application before designated Offices (national entry deadlines depend on specific States and 
possible late entry policies). 
 
International Preliminary Examination  
 
Optionally, if the applicant files a “demand” under Chapter II of the PCT, an international preliminary 
examination is conducted by the IPEA, in which the examiner: 
 
i. considers further the issues of novelty, inventive step and industrial application, taking into account 

any comments or amendments under Article 19 or 34 of the PCT from the applicant, and 
 
ii. establishes an “International Preliminary Report on Patentability” (IPRP-Chapter II); 
 
International Preliminary Report on Patentability (IPRP) [Chapter I of the PCT]  
 
If the applicant does not file a demand under Chapter II requesting examination of the international 
application in response to the WO-ISA, the IB, on behalf of the ISA, publishes an International Preliminary 
Report on Patentability (IPRP-Chapter I), which has the same content as the WO-ISA established by the ISA. 
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Communication by the International Bureau  
 
The IB is responsible for the communication of documents to the designated Offices or elected Offices 
(Article 20), including copies of the application, any amendments which have been filed and the 
appropriate IPRP (Chapter I or II). While the designated or elected Offices are not bound to follow the 
conclusion of the IPEA or ISA, the reports contain an opinion on the patentability of the application. 

 
The published application, search report, written opinion and IPRP can be retrieved electronically 
at: https://patentscope.wipo.int/search/en/search.jsf 
 
 
 
 
 
  

https://patentscope.wipo.int/search/en/search.jsf
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 The First Report 5.1
 

 The Purpose of Examination 5.1.1
 
Examination is a task that requires the collection and analysis of technical and historical data in order to 
determine the patentability of an application.  One of the steps of examination is to communicate to the 
applicant the nature of the defects that are barring an application’s allowance. Patent examiners are the 
people who perform the process of examination, and through them, CIPO applies the standards of patent 
examination that lead to the issuing of a patent. The process of examination is not meant to guarantee 
that all issued patents will be 100% valid. The main reasons for this are as follows:  
 

a) it is not practical for examiners to ascertain the patentability of an invention in light of everything 
that has ever been published in the world; 

 
b) access to prior oral disclosures or knowledge of prior use is not necessarily available to examiners; 

and 
 

c) examiners may not always be best placed to judge the inventive step issue which courts 
sometimes determine with the benefit of expert witnesses. 

 
The purpose of patent examination is to provide our clients with a quality patent product. Patent examiners 
add value to the patenting process by assuring a high degree of presumption of validity for granted 
patents at a reasonable cost and within the reasonable means that are available to them. 
 
 

 First Step: Is Examination Required? 5.1.2
 
Before examining an application, examiners should perform all of the required administrative checks and 
reviews as detailed in the process mappings. The requirements will differ depending on the nature of the 
application, and a process mapping exists for each situation. For example, an application must be in 
“Good Standing” (a Techsource status check that is easily verified). Applications examined under the 
Patent Prosecution Highway (PPH) feature specific prerequisites that the examiner must verify, such as 
matching priority dates and claims correspondence. National phase Patent Cooperation Treaty (PCT) 
filings require translation if they were filed internationally in a language other than English or French. All of 
the fees associated with the application must be paid, and any pending due dates for fees must be far 
enough in the future that an examiner’s report or notice of allowance is issued well in advance of a 
maintenance fee deadline.  
 
The first step in examination is to follow the appropriate process mapping. Time spent by an examiner on an 
application that should not have been examined is regarded as time lost. The necessary validations are 
documented in the process mappings and can be performed quickly. See process mappings TT29 - 
Examine a New Application and TTH2 - Examine a New PPH Application for more information on examining 
new application. 
 
 

 The Intent of the Examiner’s Report and style 5.1.3
 
The end product of the examination process for a new application is, in most cases, an examiner’s report 
on the deficiencies of the application. The report is intended to underline the defects found in an 
application, or, alternatively, to indicate that in the opinion of the examiner, no patentable subject-matter 
exists in the application. As such, reports prepared by examiners constitute the most important form of 
communication between the office and the applicant. In most cases, communication will be between the 
office and the applicant’s registered patent agent. 
 
An examiner's report may: 
 

http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-09-EN.pdf/$FILE/PB-4A-PS-09-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-09-EN.pdf/$FILE/PB-4A-PS-09-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-52-EN.pdf/$FILE/PB-4A-PS-52-EN.pdf
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a) give information about the status of the application, its relationship to the prior art, its lack of 
conformity to the Patent Act and Rules; 

b) require that the applicant amend the application to conform to the Patent Act and Rules; 
c) reject the application or part of it, with reasons ("Final Action"); 
d) convince the applicant that amendments are necessary to further the prosecution; and 
e) require additional information from the applicant.   

 
The reports that examiners write are a reflection of the professionalism expected of patent examiners. 
Qualities of an effective report can be summarized with the five “C’s”: 
 

1) completeness; 
2) correctness; 
3) conciseness; 
4) clarity; and 
5) courtesy. 

 
In written reports, the examiner will identify the various defects found in the application. In doing so, the 
examiner must explain why the content of the application is defective in view of the appropriate section of 
the Patent Act or Patent Rules. In order to provide clarity, each defect should be made the subject of its 
own paragraph. 
 
A courteous and correct first report will in the majority of cases reduce the number of subsequent reports. 
To be complete, the first report should cover all of the defects found in the application and should not be a 
superficial examination of only portions of the application.  
  
With some practice, examiners will acquire skills in expressing themselves clearly and will develop a 
professional style. Communicating with patent agents and inventors is not a natural gift; it requires the 
expression of technical and scientific principles in a formalized and explicit manner. Report writing is a 
significant part of an examiner’s job. 
 
 

 First Report Strategies 5.1.4
 
Usually, the goal of a first report is to either render an application into a condition for allowance, or to 
convince the applicant that no patent can issue on the application. As such, in the first report, the 
examiner will strive to identify every defect in an application. This allows the applicant to fix all of the 
problems with one amendment. It also provides the applicant with a complete understanding of the 
possibility of getting a patent.  
 
Most of the defects an examiner identifies will be very general. Patent agents can be counted on to 
understand these because they have seen them before.  It is not necessary to explicitly spell out every 
detail of a given defect in every case. It is common that more detailed arguments are reserved for later 
reports where it is possible to focus on the one or two issues that are at the core of any disagreements or 
misunderstandings about the patentability of the application. These situations can be for example a lack of 
unity, a lack of utility, incomplete subject-matter or incomprehensible specification altogether. These and 
more are detailed in further sections herein below. 
 
Also, applications can come from anywhere around the world. And thus, an application that has been 
poorly translated might feature important details that are not understandable. This can also result in claims 
that are unclear, incomplete, or incomprehensible. An application that is filed by a person with a great 
idea but who has little experience in writing patents as private inventors for example, might feature a 
jargon-filled and poorly written description followed by claims that demonstrate enthusiasm but which do 
not really recite subject-matter that can reasonably be understood and searched. When an understanding 
of what the applicant is trying to claim is lost, it can be addressed with a first report asking that the claims 
be amended so as to be placed in a form that permits an assessment of the alleged invention. 
 
If the applicant is a private inventor, it is possible that the recipient is a person with little patent writing 
experience. Private inventors may benefit from a report that is more detailed in certain regards. Strategies 
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for examining applications from private inventors are discussed in chapter 5.04 of this manual. 
 
In some cases, the examiner might want to include suggestions as to what amendments would overcome 
some of the defects reported. However, the examiner must take diligent care to make it clear that these 
are suggestions, and not requirements, as the applicant may be able to make other amendments which 
would also overcome the reported defects, and they must be permitted to do so. Such suggestions are 
typically restricted to matters in which an obvious error was made, such as spelling errors (including using 
the wrong word), errors in the order of procedural steps, the omission or duplication of an element, or 
logical errors in describing the claimed subject-matter. It often helps in these cases to refer to the 
description in order to establish what the correct wording of the claim should be, as the applicant is unlikely 
to argue with their own phraseology. Generally, the examiner should avoid making suggestions as to how 
to overcome novelty or obviousness issues. Information discovered as part of a subsequent search, or as a 
result of a Rule 29 request, may place an examiner in the position of having to refuse a claim that has been 
amended in accordance with the examiner’s own suggestions. 
 
 

 Format of an Examiner’s Report 5.1.5
 
The examiner’s report is structured so as to make it easy for the agent or applicant to understand the major 
issues preventing allowance of a patent. As such, the office encourages the use of a consistent format 
when writing reports. 
 
There are elements of a written report that are always present including the identification of the 
application, the identification of the applicant, and opening and closing paragraphs. A search report is 
also appended to the end of every report. Other elements are included as required to address the 
particular defects of an application. These other elements constitute the main body of most reports.  
 

 Beginning of the report 5.1.5.1
 
The examiner's report first page includes the following, usually in this order: 
 
Note: Elements marked with an asterisk (*) are those that are included with every report written. The others 
are included on a case-by-case basis. 
 
*Address of Addressee 
 
This is either the address of the patent agent’s office or the address of a private inventor who is conducting 
their own prosecution. It may simply be an email address. 
 
*Application Description Block 
 
This block comprises the application number, the owner's name, the title, the classification, the applicant's 
own file number and the examiner's name. 
 
*Statement of the Authority for Requisition(s) Contained in the Report 
 
One or more of the following:  Patent Rules 29, 30, 89, and 104.1. 
 
*Time Limit for Response to the Examiner's Requisition 
 
Every report must include a time limit statement. The standard time limit for responding to most reports 
(regular or PPH) is of six (6) months. Exceptions include Special Order and Green applications, which have a 
three (3) month time limit to respond to. 
 
*Statement of the Status of the Application at the Time of Examination 
 
The time limit statement is immediately followed by opening paragraphs that will establish the basis on 
which the report is prepared. Here, the examiner informs the applicant of what they examined (the 
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application as originally filed; as amended on a specified date; as amended during the International 
Phase; subject to the Commissioner's Decision; or in view of correspondence received). 
 
*Indication of the Number of Claims on File 
 
In order to avoid confusion with respect to the examined set of claims, a statement that indicates the 
number of claims is provided: 
 

The number of claims in this application is NN.  
 
This statement appears immediately after the application’s status. 
 
Citing Prior Art 
 
A fundamental aspect of patent examination is the citation of prior art. It is routine to perform a search of 
the prior art and to provide the search results in every first report. Although, if no art is found, this should be 
stated in lieu of an art citation. The following three elements will often form the basis of an examiner’s report 
when prior art is cited: 
 

a) the prior art citation; 
b) a description of the prior art; and 
c) the application of the prior art to the claimed subject-matter (this should appear below the 

“defects identified” statement). 
 
*Documents Cited, or Limitations to Search and Reasons Therefore 
 
It is here that the examiner provides information on the prior art cited. The examiner provides information to 
identify the prior art: country or origin of the publication, the patent number or publication number, the 
date of publication of the cited document, and the author of the publication (which in the case of a 
patent citation is usually the inventor). This information is provided for every document cited. 
 
If the search has been limited in scope for any reason (e.g. lack of unity, certain claims directed to non-
statutory subject-matter, a lack of utility, or an incomprehensible specification), a statement to this effect 
must be inserted prior to the statement describing the cited prior art. If no citable prior art was found, a 
statement to that effect should also be inserted at this point. 
 
Purposive Construction Discussion 

 
If relying on the analysis performed as a result of a purposive construction of the claims, the details of the 
analysis are to appear near the beginning of a report. Statements regarding purposive construction come 
from the application as a whole, and the understanding drawn from this analysis is summarized for clarity 
and applied throughout the report. Refer to Chapter 4.01 for more information on purposive construction. 
 

  Body of the report 5.1.5.2
 
* Defects identified 
 
The following statement appears immediately before the examiner starts listing the defects that were 
identified in the application: 

 
“The examiner has identified the following defects in the application:” 
 
Overlapping Subject-Matter (Double-Patenting) and Improper Divisional applications 
 
Where an examiner believes that one or more claims of the application being examined contain subject-
matter that overlaps with one or more claims of a co-pending application or issued patent belonging to 
the same applicant or inventor, one of two situations may arise:  
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a) Where the application being examined is NOT a divisional of the co-pending application or issued 
patent, there may be potential double-patenting (see Chapter 4.08).  

b) Where the application being examined IS a divisional of the co-pending application or issued 
patent (the parent), the application being examined may not be entitled to divisional status.  The 
issue of whether the application is entitled to divisional status may also arise in the case of a 
divisional application if the specification and/or drawings of the application being examined are 
considered to contain subject-matter that is not reasonably to be inferred from the originally filed 
specification and/or drawings of the parent application (see Chapter 4.04). 

 
It is important to note that overlapping subject-matter is a defect only when an issued patent features the 
same or similar claims, as allowing the application being examined would result in double-patenting. If the 
overlapping subject-matter exists between claims of co-pending applications by the same applicant or 
inventor, there is only a potential defect. In this situation, examiners should warn the applicant that the 
application features claims that are similar to the claims of the co-pending application, and that they may 
only issue in one patent. Since a warning is not a defect, a warning for overlapping subject-matter should 
appear above the “Defects Identified” statement. See Chapter 4.08 for more information on double-
patenting. 
 
If the application may not be entitled to divisional status, a report should be written solely on this issue.  See 
Chapter 4.04 for more information on examining divisional applications. 
 
Lack of Unity of Invention (more than one invention is claimed) 
 
If the application appears to contain claims to more than one invention, the examiner can defer 
examination and search until the applicant has chosen one group of claims to continue prosecuting. 
Alternately, the examiner may choose to search and examine one of the inventions if they are reasonably 
sure that the applicant will choose a particular group of claims to pursue. 
 
The search of the additional alleged inventions is deferred because, under the Patent Act, a patent may 
issue for one invention only. Thus, applicants are expected to pay filing fees and request examination for 
each individual invention. To examine every invention would be similar to examining two or more 
applications for the price of one, usually involving a more detailed search than would be required if only 
one invention was claimed. Examiners can instead request claims be directed to a single invention, and 
invite the applicant to file separate applications for each other invention for which they would like to seek 
a patent. 
 
When claims are directed to a plurality of alleged inventions, the examiner presents this defect at the 
beginning of the report. The examiner separates the claims into groups corresponding to the different 
inventions. The examiner may also indicate to the applicant that a particular claim may belong to several 
different groups, depending on the applicant's decision. 
 
A lack of unity defect and the identification of unity groups is often accompanied by a statement that a 
search of the prior art has been deferred, or has been conducted on only one of the identified claim 
groups, with an indication as to which group was searched. This limitation statement appears above the 
“Defects Identified” line of the report.  
 
See Chapter 4.04 of this manual or Chapter 14 of the Manual of Patent Office Practice (MOPOP) for more 
information on unity of invention. 
 
Lack of Utility and Non-Statutory Subject-Matter (claims for things that won’t work, or which are not 
patentable subject-matter) 
 
When non-statutory subject-matter or non-functioning subject-matter is identified by the examiner for all or 
some of the claims, this defect should be discussed near the beginning of the report. 
 
Where it is clear that a claimed embodiment will not work (in the case of perpetual motion machines, or 
thermodynamically impossible reactions, for example) or that it is not patentable (because it is a scientific 
theory, or a work of fine art), a first report need only highlight this defect. However, the examiner may find it 
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advantageous to search the prior art and discuss its relevance in expectation of an amendment.  The 
applicant may successfully argue that the subject-matter is operative and statutory, in which case a 
citation of relevant art may further assist the applicant in appropriately amending the claims to their 
invention. (See Chapters 4.05 and 4.06 for more information on non-statutory subject-matter and utility). 
 
Claim Defects with Respect to Prior Art 
 
When the examiner identifies a defect with certain claims on the basis of anticipation or obviousness, these 
defects are discussed early in a report since they are considered of more importance than formalities 
defects. Prior art defects include a detailed discussion of the subject-matter of the cited art and how it 
compares to the claimed embodiments. 
 
Other Claim Defects 
 
Other claim defects, such as language that could invalidate a granted claim, must be noted in the report. 
A list of these important defects can be found in Chapter 4.03. The listing of these defects follows any 
anticipation or obviousness discussions. The examiner can group claims together to make a common 
objection (for instance: a lack of antecedent defect might exist within several of the claims), and will 
thereafter proceed to identify these defects by referring to claims in numerical order. 
 
Defects in the Description, Drawings, and Abstract 
 
The examiner will also include any other defects found in the description, drawings and abstract in their first 
report. Such defects are for example, incorporation by reference of another document, improperly 
identified trade-marks, the description is referring to one or more claims, etc. Reference is made to Chapter 
4.02 for detailed information about description, drawings and abstract. 
 
Request for Prior Art (Rule 29) 
 
When the examiner requisitions the applicant to provide any prior art cited in respect of a corresponding 
patent or application, this requisition is included at the end of the report. 
 
The examiner should only include a Rule 29 request when absolutely necessary, as failure to comply on the 
applicant’s part will result in abandonment of the application. A Rule 29 requisition should not be made 
when the examiner is able to obtain the information independently. 
 

  End of the report 5.1.5.3
 
*Closing Paragraphs - Requisition for Amendment 
 
The applicant is required to amend the application to comply with the cited sections of the Patent Act and 
Rules, or to provide arguments as to why the application does comply with the Act and Rules. Reports for 
special order applications, green applications, and PPH applications feature advisories specific to those 
applications. The closing paragraphs detail these requirements. 
 
*Examiner’s signature block 
 
Examiners must always include their signature at the end of a report, listing their name, job title, section 
number and telephone number as follows: 
 
Examiner name 
Patent Examiner, Section L# 
819-555-5555 
 
*Client Service Standard 
 
This is the paragraph identifying the office client service standards. It contains the examiner’s section 
head’s contact information, in case the examiner cannot be reached. It may also contain other client-
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focused information or invitations such as survey filing.  
 
The signature block and the client service paragraphs do not necessarily have to be on the same page. 
The inclusion of the file name after the "Client Service Standards" paragraphs is mandatory. It must not be 
deleted. 
 
* Search Report 
 
The last page of an examiner’s report includes the examiner’s search report. This report details the search 
performed by the examiner and is attached at the end of every report. The details of which follow herein 
below. 
 
 

 Identification of Art Cited 5.1.6
 
The report must clearly indicate which documents are being applied against the application. Prior art 
references should be grouped near the start of the report under the heading "Documents Cited". 
 
When first citing a reference against an application, whether in a first or subsequent report, the reference 
must be fully identified so as to allow the applicant to find a copy with a minimum of difficulty.. In the case 
of publications, the author, title, publisher, date of publication and page number should be given. When 
citing a patent, the patent number, kind code (if applicable), country, date of publication, and (if 
available) the name of the inventor or patentee should be given. 
 
It should be noted that for copyright reasons, examiners cannot send copies of non-patent publications, 
even where these have been obtained through the CIPO Resource Centre, to the agent or applicant. 
Private inventors are to receive a copy of cited patent references. Although, examiners do provide these 
to private inventors who would not be expected to have the same access to patent publications as an 
agent or large corporation. 
 
 
Patent Documents 
 
The following is the recommended manner in which citations to patent documents should appear when 
first cited against an application: 
 
Documents Cited: 
 
D1: US 2002/0112315 A1      Conrad et al.                  22 August 2002 (22-08-2002) 
D2: JP 02-243125A                Saito                                27 September 1990 (27-09-1990) 
D3: FR 2 654 844                    Georges                           24 May 1991 (24-05-1991) 
 
Documents should then be referred to using their D1, D2, D3, etc. designation throughout the report. In 
order to ensure clarity, once a document is assigned a designation, only that designation should be used 
to refer to the particular document, even in subsequent reports. For example, if in a second report the 
document identified as D1 above is no longer cited, but a new document is used instead, the Documents 
Cited list would appear as: 
 
Documents Cited: 
 
D2: JP 02-243125A                Saito                                27 September 1990 (27-09-1990) 
D3: FR 2 654 844                    Georges                           24 May 1991 (24-05-1991) 
D4: US 3,439,968A                Hansen                            22 April 1969 (22-04-1969) 
 
Non-Patent Documents 
 
The following is the recommended manner in which citations of non-patent documents should appear 
when first cited against an application. 
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Documents Cited: 
 
D5: University Physics (Seventh Edition), 1987, page 1089, Sears et al. 
 
D6: Sudbury Neutrino Observatory First Scientific Results, (Press Release), June 18, 2001, SNO, (available 
at http://www.sno.phy.queensu.ca/sno/first_results/) 
 
D7: Photonics Technology World “Undersea Telescope Detects Neutrinos”, Feb. 1999, Hogan 
 

 Foreign Language Documents 5.1.6.1
 
When citing foreign language documents, the examiner should indicate which document was actually 
reviewed: the original version, a translated version whether electronically translated or otherwise, or a 
translated abstract. The source of a translation should also be mentioned, if any. This allows the applicant 
to consult the same translated source as the examiner. 
 
 

 References Cited in Examiners’ Reports 5.1.7
 
When citing documents, if the prior art is only applicable to certain claims of an application, the examiner 
will indicate the claims to which it applies. If a defect applies to all claims, then when identifying the 
defect, all claims should be mentioned. In those cases where it is readily apparent that there is nothing 
patentable in the application, the subject-matter of the application as a whole can be highlighted as 
defective, as the examiner is not expected to review the description in detail to see if there is subject-
matter disclosed within which could be considered inventive. 
 
 

 The Mechanics of Report Writing - PERM Paragraphs and Macros 5.1.8
 
Refer to Chapter 2.05 in this manual for instructions on using the Word macros. 
 
As already highlighted, each report must include information to identify the application, the applicant, and 
the examiner. This information is downloaded by using the Custom Correspondence (CC) program (found 
in TS-GUI) which generates a new report automatically. The macros read the information as provided by 
CC, and format the Address block, and the Application Description block. 
 
The examiner can select the various PERM paragraphs through the "Permit!" menu, which can be found in 
the National ribbon of an examiner’s report in MS Word. 
 
The PERMs (Paragraphs for Examiners Reports Macros) have been developed in order to facilitate the 
writing of examiner’s reports. The series of PERM paragraphs are available in Word as macros for quick 
insertion into reports. Note that, while the PERM paragraphs are a useful tool for quickly writing reports, they 
should be regarded as guidelines. Examiners will run into particular cases for which no appropriate PERM 
paragraph exists. As such, the examiner is encouraged to modify the particular PERM paragraph and is 
permitted to write reports using their own words as required. Many examiners create their own “personal” 
paragraphs that can be saved and re-used in situations that are particular to the technology being 
examined, for example. 
 
While it is permitted to modify the language of the PERMs to suit the particular report, examiners are 
cautioned that the presentation of the report is standardized. Style elements such as the font, the font size, 
and the order of essential report sections (i.e. the address, the Application Description Block, and 
Statement of the Authority for Requisitions) are not to be altered. 
 

http://www.sno.phy.queensu.ca/sno/first_results/)
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Figure 5.1-1 - Permit! Menu 

 
 PERM referring to IPRP for novelty, obviousness and unity 5.1.8.1

 
To save examiners time, there are PERM paragraphs that can be used to identify defects mentioned in an 
International Preliminary Report on Patentability (IPRP) by referring to the IPRP instead of repeating all the 
details found in that document. There are three distinct PERM paragraphs, two for prior art and one to 
identify a unity defect.  For the prior art defects, one is to be used when identifying defects related to 
anticipation; and the other is when the defect is related to obviousness.  
These three paragraphs can only be used when: 

- the claim set being examined is identical to the claim set examined in the IPRP; and  
- the examiner agrees with the identification of defective claims and the corresponding explanation 

presented in the IPRP. 
 
It is important that the analysis made by the international examiner is clear and meets the Canadian 
standard for anticipation, obviousness, or unity. If the examiner feels a clarification or a modification of 
elements of the IPRP summary is needed, these PERMs are not to be used. All other irregularities, even if 
identified in the IPRP, must be identified as defects with support from the Patent Act and Rules, as is 
required for any national phase application. 
 
 

 Quality Control 5.1.9
 
Once a report is finished, it will be made part of the official record for the application. It is provided with a 
date, and sent to the applicant or patent agent as an official requisition. Before the report is sent, it will go 
through the Quality Control (QC) system. QC is managed through Techsource, and commences once the 
examiner indicates that the report is ready to be mailed. 
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The quality control of examination reports operates on the principle of product sampling. All examination 
products (reports and allowances) enter the QC system. In the case of examination reports, most of these 
will be directed immediately to Patent Services and Standards Division (PSSD) for processing and delivery to 
the applicant. This can happen quite quickly, so examiners are encouraged to proof-read their work before 
submission to QC! Some reports will be randomly selected by TechSource for a detailed analysis of the 
product by a QC reviewer (usually the examiner’s section head). The review process may result in the 
report being passed to PSSD for processing. If the QC reviewer identifies defects in the report, the examiner 
will be tasked with correcting and resubmitting the report in Techsource. Reports resubmitted in Techsource 
are not subject to further QC selection, but QC reviewers may request to review report amendments 
before the report is resubmitted for processing and mailing. 
 
Further information on the QC process can be found in the Quality Manual and the section head quality 
control process flowcharts (TTQ1, TTQ2, TTQS, TTQR,  TTQM, and TTQG). 
 
Prior to submission to the QC system, examiners in the SG-PAT-4 qualification training program will have all 
actions (reports and allowances) reviewed by their respective on-the-job trainer. When an examiner in 
training has completed an initial examination and written a report, the examiner in training will then 
forward the entire file to their trainer. The trainer will then review the case, and usually comment on the 
report. Following this review, any necessary changes to the report are made by the examiner. This write-
and-review process continues until both the examiner in training and the trainer are satisfied with the 
quality of the report. The trainer will then indicate their approval of the report. 
 
Examiners in training need to discuss with their Section Head how reports are to be handled following the 
review and approval by their trainer, and prior to their submission to QC. Some section heads may wish to 
review all reports written by an examiner in training, while others may wish to review only the reports 
selected for QC.  
  

 Patent Branch Quality Policy 5.1.9.1
 
The Patent Branch is committed to ensuring a consistent client experience that delivers quality patent 
products and services in an efficient and timely manner, creating certainty in the marketplace and 
stimulating innovation. 
 
The quality management system ensures: 

• That our quality objectives are met; 
• That national products and services adhere to the requirements of the Patent Act and Rules; 
• That international products and services adhere to the Patent Cooperation Treaty and Regulations; 
• A better understanding of clients’ needs and expectations; and 
• Continual improvement of our processes to meet expectations on quality, cost, and timeliness. 

 
 

 Report Writing Tools 5.1.10
 
Several tools are available to help the examiner in preparing reports. Some of these tools can be accessed 
through the Resource Centre’s e-Dictionaries and Writing Tools page 
at:  http://icweb.ic.gc.ca/eic/site/487.nsf/eng/h_ne02290.html. 
 
Available tools include: 
 

• Various dictionaries and language tools, including Merriam-Webster and the Oxford 
Dictionary of English. 

• Termium Plus, a data bank of terms in English, French and other languages. Termium Plus also 
includes 17 other language tools to assist with writing and translation; it is provided by the 
Translation Bureau. 

• Writing Guides, including The Canadian Style, an English-language style guide with rules for 
grammar and punctuation, and ConjugArt, providing conjugations for all French verbs. 

 

http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/Quality_Manual_e.doc/$file/Quality_Manual_e.doc
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-39-EN.pdf/$file/PB-4A-PS-39-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-40-EN.pdf/$file/PB-4A-PS-40-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-41-EN.pdf/$file/PB-4A-PS-41-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-42-EN.pdf/$file/PB-4A-PS-42-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-43-EN.pdf/$file/PB-4A-PS-43-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-44-EN.pdf/$file/PB-4A-PS-44-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/eng/h_ne02290.html
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 Practical Pointers in Report Writing 5.1.11
 
A clear style is a matter of practice. Here are some pointers that should help examiners: 
 

• The applicant will likely consider that any claims which are not mentioned as having defects are 
allowable. If an examiner does not mention certain claims in a discussion about a prior art defect, 
this is often regarded as an indication of where the point of invention might be. 
  

• Every claim defect must be dealt with in a report. It is not acceptable to only deal with 
independent claims in a report (as is sometimes seen in European Office reports). For example, if 
claims 1 to 3 are obvious but claims 2 and 3 (which depend on independent claim 1) only include 
trivial features which are clearly present in the cited prior art document, the examiner may state 
“Claims 1 to 3 are directed to subject-matter that would have been obvious...” and then explain in 
detail why independent claim 1 is obvious without going into great detail about the trivial features 
of claims 2 and 3. However, it would not be acceptable to simply state “Claim 1 is directed to 
subject-matter that would have been obvious...” while not mentioning claims 2 and 3 at all. 

 
• Think it through before writing it. Examiners should organize their thoughts and present the 

information logically.  Examiners are certainly encouraged to take notes, and write preliminary 
drafts to help clearly express the reasons why a part of the application contains a defect. When all 
of the details that are needed have been assembled, then the report should be written. 

 
• Deal with one subject at a time. Deal with the subject in full, saying all that is necessary about it, 

then move on to the next subject. Examiners should try not to repeat defects, unless doing so helps 
in understanding their nature. Avoid trying to make a one-line summary at the end of each 
argument. It may cause confusion in the mind of the reader. 

 
• Material that is not relevant to the discussion at hand should be deleted. Old reasoning when no 

longer required can clutter a report and obscure the reasons why the subject-matter is regarded 
as having a defect. Examiners should emphasize the important points, and not bury them in "by the 
way" statements. 

 
• Be brief. A short, concise report has more impact than a long one. Also, it is easier to read and 

understand a short report, so there is no need to ramble. The reader should not have to sift through 
a mass of words to follow the thoughts that the examiner has presented in a report. 

 
• Be clear, even at the cost of brevity. State the reasons right the first time and there will be no need 

to explain it again. The examiner may have to repeat a point for emphasis or if it is particularly 
difficult to explain.  

 
• Use simple words whenever possible. Avoid ceremonial and bureaucratic expressions, keeping in 

mind that with patent agents, patent-specific expressions and language can save a long 
explanation. 

 
• Check for correct sentence structure, spelling, grammar, and punctuation.  

 
• Choose appropriate words and know what they mean. Do not use language that has specific 

meaning in the context of a patent document loosely. Some examples: "ambiguous" does not 
mean "indefinite"; avoid omnibus words like "obtained" - it can mean "collected", "drawn", "taken", 
"read", "calculated", "computed", "derived", "observed", or "measured" (other examples are 
"increased" and "decreased"). Pick the right word. Mark Twain said the difference between the 
right word and the next best word is the difference between lightning and the lightning-bug. 

 
• Be specific when referring to the specification. Count the lines of the claims or description pages if 

necessary. Reciting the nature of a defect with reference to its exact location is always preferred 
to generalizations. Refer to the specification by page and line numbers or paragraph numbers. For 
example, "The last claims don't conform to the rule about dependency ..." is not acceptable. 
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Instead, examiner should state: "Claims 9, 10 and 11 are contrary to R.87(1) of the Patent Rules 
because ...”  
 

• Do not use imprecise or coined words, abbreviations, or acronyms unless sure of their widespread 
use: PVC, BTU, and PSIG are very well-known acronyms. Summarizing an acronym the first time it is 
used is preferred, e.g. "the person of ordinary skill in the art (POSITA)..." Be very careful about "etc." It 
does not mean anything to the reader - any list of unrelated integers should not end with "etc." If it 
is not possible to recite the complete list for some reason, state explicitly that the list is not 
complete. 

 
• Get the facts. Where an examiner has difficulty expressing an argument, they are probably short 

on facts. It may be that the point is subtle or elusive, but most likely the summary is missing the facts. 
Generalizations may seem easier to make, but sooner or later will fail in bringing about the 
correction of a defect. Facts tend to bring about the hoped-for modifications without the need for 
further explanation.  

 
• Examiners should be formal, straightforward, and confident when writing a report. Examiners should 

not temper a report with personal remarks and opinions about their beliefs regarding how good an 
invention is, or whether they see a role for it in their own experience.  

 
• Never attempt to add humor to a report. It is too personal, and completely counter to the 

seriousness that the applicant expects in the examination of their patent application. What may 
be intended as a mild joke can easily be construed as an insult. 

 
• Refer to "the applicant" in the singular, even where there is more than one inventor. 

 
• Cite the relevant section of the Patent Act and Rules whenever possible for each defect identified. 

 
• Be cautious when citing reference. Examiners can quote from MOPOP, but only as a reference in 

substantiating assertions about a defect. Do not use MOPOP as an authority; only the Patent Act 
and Rules, and interpretations of the Act and Rules by the courts, are considered as authorities. 
Examiners are directed not to cite any Commissioner’s Decision (CD) numbered 1379 or higher as 
per the examiner bulletin 2015-CD1-E or unpublished CD. More information can be found in 
Chapter 5.02 on this topic. 

 
• Acknowledge all letters and responses. Do not say that a report is a "reply" or an "answer" to a 

response. If an examiner is discussing the details of a defect that the applicant has argued against, 
they must acknowledge that the assertions presented in the response have been reviewed. 

 
• Do not try to rewrite the specification, and especially not the claims. Identify the defects and leave 

the amendments up to the agent. Examiners should never require that specific things be written 
into an application. If the applicant adopts that language and the specification is still not right, the 
required change may become an embarrassing defect itself. Examiners may provide examples of 
what an amendment that would correct a defect might look like. Never draft claims that teach 
around art citations. 

 
• Finally, remember that a first report is not the last word. Every statement made in a report is open to 

argument. Every position taken is negotiable and examiners need to be open to the possibility that 
they may have incorrectly identified part of an application as having a defect. An examiner’s 
report should help get the specification into a form ready for allowance and not anger the agent 
so that they are less willing to make compromises. 

 
The easiest way to get the specification in an allowable form is a good quality report that makes the agent 
willing to agree with the examiner’s point of view. If the agent does not agree, remember that they are not 
"picking a fight" or "looking for trouble". Patent agents represent their client's interests as examiners 
represent the Canadian Public. 
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 Formulating Arguments 5.1.12
 
One of the requirements for writing a good first report is being able to write strong, logical arguments in 
support of the assertions that the application is not in accordance with the Patent Act and Rules. These 
arguments are based in part on the Act and Rules, in part upon the jurisprudence, and in part on the prior 
art the examiner has cited. 
 
When identifying a claim as being anticipated by a single prior art reference, it is usually sufficient to draw 
the applicant’s attention to those features of the prior art that match those of the claimed subject-matter. 
If the subject-matter is truly anticipated, it is normally fairly clear that the claimed subject-matter and the 
prior art are identical. The examiner need only be brief to assert that a claim has a defect in view of the 
prior art. In first reports in particular, if the features are not strictly identical, but are in fact functional 
equivalents of each other, it is usually enough to show that the subject-matter is the same. 
 
When dealing with defects based on obviousness, the need for logical arguments is much greater. 
Examiners are encouraged to use the “main reference plus supporting reference” format for obviousness 
arguments, as follows: 
 

1) the examiner begins by drawing attention to the features that are common between the 
main reference and the claimed subject-matter; 

 
2) this is then followed by statements as to how the claimed subject-matter differs from the main 

reference; and 
 

3) finally, the examiner states why these differences would have been obvious to one skilled in 
the relevant art, in light of the supporting reference(s). 

 
It is possible to find claims defective for anticipation, and other claims defective for obviousness, 
particularly when there are dependent claims. In such a case, it is good practice to clearly delineate 
between these discussions, so as to not confuse the two different arguments. For example: 
 

Claims 1 and 2 encompass subject-matter that was disclosed in D1 before the claim date and do 
not comply with paragraph 28.2(1)(b) of the Patent Act.  
Insert supporting description of features taught by D1. 
 
Claims 3 to 5 do not comply with section 28.3 of the Patent Act. These claims encompass subject-
matter that would have been obvious at the claim date to a person skilled in the art or science to 
which it pertains having regard to D1 in view of D2. 
 
 Insert supporting description of features taught by D1. Enumerate the claimed features that are 
not taught by D1, followed by a description of these features as taught by D2, and a reasoned 
statement as to why it would have been obvious to one skilled in the art to combine the teaching 
of D1 with that of D2, e.g. the prior art documents belong to the same, or analogous art; the 
features of the prior art are used for the same basic purpose; etc.  

 
Other arguments may be required in cases where the examiner is asserting that a claim is ambiguous or 
indefinite, incomplete, or lacking an essential feature of the invention. As well, the examiner may need to 
formulate arguments in identifying a claim as defective for being an aggregation of known elements, in 
order to show that the aggregation does not provide a new and unexpected result beyond the normal 
functions of the separate elements. When making these arguments, the examiner must include references 
to the appropriate sections of the Patent Act and Rules, or case law in situations where the Act and Rules 
are not explicit, to establish the authority under which the claim is regarded as defective. 
 
A good question to keep in mind when making an argument is, “what response could the applicant make 
that would solve this problem, or convince me or any other patent examiner that my argument is wrong?” 
Having an idea as to what amendments the examiner would accept can both guide the discussion, so as 
to focus on the real problems, and also make the process of evaluating any amendments more efficient. If 
the applicant makes the amendments the examiner expected, it is usually fairly straightforward to then 
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approve the application for allowance. Having some idea as to what counter-arguments the applicant 
may present can again help the examiner to focus the discussion. 
 
One thing the examiner may notice is that, in the course of writing an argument asserting a defect, they 
may end up convincing themselves that the argument has no merit. If this happens, the examiner may 
decide to drop the discussion altogether. This is, of course, an acceptable course of action and requires no 
official summary in a report. 
 
As mentioned earlier, PERMs are useful when writing an examiner’s report, but they do not cover all the 
possibilities of defects faced during examination of patent applications. It is important that the examiner 
develop their own paragraphs when needed. What follows is a brief review of what is needed to formulate 
an effective argument to substantiate that a defect is present. 
 

a) Identification of the “target” 
 
This part informs the applicant where the defect is: specific claims, description, drawings, the application as 
a whole, etc. 
 

b) General indication of the problem 
 
This part briefly indicates the category of defect the examiner wishes to discuss: indefinite, anticipated, 
obvious, etc. 
 

c) Support for asserting that the target is defective 
 
Support comes in the form of a reference to the section of the Patent Act or the Patent Rules. 
 

d) Detailed explanation of the problem 
 
This part is necessary most of the time. It details the defect already mentioned. The examiner needs to 
explain why these claims are indefinite, obvious, etc. This is the part that requires the most writing skill, since 
the applicant must understand without any doubt what the issue is and see how it can be corrected. 
 

e) Hint towards a possible solution (optional) 
 
This is optional as suggesting amendments should be done with very diligent care. If the solution to solve 
the irregularity will be clear to the applicant (or the agent), there is no need to clutter a report with 
unnecessary text. If, on the other hand, the situation is complex and numerous paths are possible to correct 
the defects, do not make a suggestion. Leave it open to the applicant to choose their own path. Trainees 
are invited to discuss with their trainers before making any suggestions in reports. 
 
Example of a paragraph 
 
Claims 4 and 5 are indefinite and do not comply with subsection 27(4) of the Patent Act. The inclusion of 
the expression “preferably” causes ambiguity. This expression raises uncertainty as to the presence of the 
specific statement to which it relates. 
 
 

 PB Quality Standards for National Examination 5.1.13
 
“Office Practice is the administration of the requirements of the Patent Act and Patent Rules using the 
guidance provided by the later of the most recent version of MOPOP, Exam Bulletins, and Practice Notices, 
with consideration given to particularly relevant Commissioner's Decisions and jurisprudence. 
 
The “PB Quality Standards for National Examination” document is available on the intranet. It defines the 
standards against which a report will be evaluated. Examiners should take the time to review these 
standards and apply them to their work. 
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http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/nationalexaminationqualitystandards_2014_e.pdf/$file/nation
alexaminationqualitystandards_2014_e.pdf 
  

http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/nationalexaminationqualitystandards_2014_e.pdf/$file/nationalexaminationqualitystandards_2014_e.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/nationalexaminationqualitystandards_2014_e.pdf/$file/nationalexaminationqualitystandards_2014_e.pdf
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 Subsequent Reports 5.2
 

 Introduction 5.2.1
 
The previous chapter discussed the procedures for the examination of a new application, with emphasis on 
writing a first examiner’s report on the merits of the application. 
 
In response to an examiner’s report, the applicant will generally do one or more of the following: 
 

(1) amend the application in an attempt to overcome the defects identified by the examiner. The 
response must include: 

 
(i) a cover letter explaining the nature of the amendment and the manner in which the 

amendment overcomes the defects, and 
 

(ii) replacement pages incorporating the amendments to the specification and/or 
drawings; 

 
(2) argue the pertinency of prior art which the examiner has cited in an attempt to convince the 

examiner that the invention, as claimed, patentably differs from the prior art; 
 

(3) argue the pertinency of other defects raised by the examiner; 
 

(4) submit a combination of amendment and argument; and 
 

(5) provide requested information, e.g. Section  29 of the Patent Rules particulars, certified copy of 
priority documents, etc. 

 
The examiner must analyse and evaluate the amendments and/or arguments submitted by the applicant 
in light of the prior art and the reported defects to determine if they overcome the defects in whole or in 
part. There are three possible actions in response to an amendment, as described below: 
 

(1) If the examiner determines that the response is inadmissible, as it: 
 

(a) is a non bona fide response, or 
 

(b) is incomplete, or 
 

(c) improperly introduces new matter into the specification and/or drawings, 
 

then these defects , and these defects only, are dealt with in a subsequent action or step, with 
substantial examination being deferred until the resolution of these issues. The topic of 
inadmissible amendments was discussed in Chapter 4.12. 

 
(2)  If the examiner considers that the response is a proper one, but is not satisfied that all of the 

defects have been overcome, then a further report will be written or a telephone interview 
initiated (see 5.2.13 below for more information on telephone interviews) which, inter alia, 
reiterates defects previously identified and/or refutes the arguments presented by the applicant. 

 
(3) If satisfied that all of the defects have been overcome, the examiner approves the application 

for allowance, thus allowing it to issue to patent. This subject will be covered in Chapter 5.03 and 
can be found in the process flowchart Approve for Allowance. 

 
This chapter will review the guidelines for evaluating amendments and/or arguments from the applicant in 
response to an examiner’s report and for determining the appropriate course of action in furthering 
prosecution of the application, with a focus on writing a subsequent examiner’s report. 
 

http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-19-EN.pdf/$FILE/PB-4A-PS-19-EN.pdf
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 Preliminary Check of Response to Examiner’s Report 5.2.2
 
As responses come in to the office, they are scanned and entered into LOB.  For each application, 
Examination Support creates a TT67 and places it in the appropriate examiner’s queue.  This task indicates 
that the office has received a response to a requisition.  These entries should be verified for completeness 
and correctness promptly by the examiner in order to determine whether an error has been made.  The 
verification should be done on a weekly basis. 
 
Once the examiner verifies that the amendments have been entered correctly in LOB, a task TT56 is 
created and the TT67 is completed by the examiner.  
 
The process to verify the completeness of a response is outlined in the TT67 – Response to Examiner’s Report 
flowchart. 
 
A response to an examiner’s report must be considered by the examiner as soon as possible to determine 
whether the response is admissible. Further substantial examination of the application will be deferred 
where the response: 
 

(a) is not a bona fide attempt to reply to the examiner’s action; 
 

(b) is incomplete; or 
 

(c) includes an amendment which improperly introduces new matter to the application.  
 

A brief explanation of each of these considerations follows. 
 

 Non Bona Fide Response to Examiner’s Report 5.2.2.1
 
Paragraph 73(1)(a) of the Patent Act provides that an application shall be deemed to be abandoned if 
the applicant does not reply in good faith to any requisition made by an examiner in connection with an 
examination, within the established time limit to respond. Non Bona Fide Responses (also known as “not in 
good faith” responses) are covered in detail in Chapter 4.12.  The process for dealing with a non bona fide 
report can be found in the process flowchart Address a Lack of Good Faith Response.   
 

 Incomplete Response 5.2.2.2
 
A complete response will include a cover letter explaining the amendments and/or providing arguments, 
copies of amended pages, if required, and any other information requested in the most recent examiner’s 
report.  If the response contains an error, such as missing pages of the cover letter or the amended 
application pages, or amended pages with non-sequential page numbering, exam support will create 
a TT67/TTH5 - Defect Identified (see notation) for the examiner, and a corresponding notation in LOB 
explaining the nature of the defect.  Depending on the defect, it may be necessary for the examiner to 
contact the applicant to notify them of the defect and request that they submit a further amendment 
before examination can proceed.  If examination can proceed in spite of the defect, the examiner will 
include the defect in the next report. 
 

 New Matter Introduced by Amendment 5.2.2.3
 
The topic of what constitutes new matter was addressed in depth in Chapter 4.12. In response to an 
amendment which introduces new matter into an application, the examiner may choose to write a 
subsequent report with the sole requisition that the new matter be removed from the application. 
This report will state that further prosecution of the application will not continue until the issue of new matter 
has been resolved. The applicant is also reminded that the amendment is part of the application file and 
therefore has been, or will be, open to public inspection with the application. 
 

http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-34-EN.pdf/$FILE/PB-4A-PS-34-EN.pdf
http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-18-EN.pdf/$FILE/PB-4A-PS-18-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-54-EN.pdf/$FILE/PB-4A-PS-54-EN.pdf
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Optionally, the examiner may choose to write a substantive report, including issues other than new matter. 
In this case, the examiner must make it clear in the report – immediately after the defect identifying the 
addition of new matter -- that the application is being examined on the assumption that the new matter is 
removed. 
 
 

 Further Prosecution of Amended Application 5.2.3
 
Excluding the situation in which an examiner determines that the proposed amendments and/or 
arguments overcome all outstanding defects - this situation is to be addressed in Chapter 5.03 - there are 
several different scenarios which the examiner may encounter. The most common situations fall under the 
following categories: 
 

(a) the amendments and/or arguments do not, in the examiner’s opinion, overcome all outstanding 
defects; 

 
(b) as a result of amendments and/or Rule 29 submissions, the examiner determines that new defects 

must be raised; 
 

(c) the examiner determines that a defect must be identified, the defect concerning an issue that 
should have been brought up in a previous report; 

 
(d) as a result of amendments and/or Rule 29 submissions, the examiner determines that an 

additional search of the prior art must be performed; 
 

(e) in the event that, at the time of the first examiner’s report, an initial search of the prior art was not 
performed, and the grounds for not performing the search are, in the examiner’s opinion, 
overcome by the response, a search of the prior art is conducted; 
 

(f) as a result of the amendment to the claims, the scope of the claims changes in such a way that 
the application is no longer classified in the same IPC classification.  As such, the examiner 
requests a change in said classification.  This may result in the application being re-assigned to 
another examiner; or 

 
(g) various combinations of situations (a) to (f). 

 
 

 General Considerations for Subsequent Reports 5.2.4
 
All applications that have been amended are subject to further examination. Amended applications, 
except those amended after allowance, are also subject to a further search of the prior art. 
 
At the second and each subsequent report stage of the examination process, each defect is 
reconsidered, with particular regard to any arguments or amendments made by the applicant or agent. 
Any new prior art revealed under Rule 29 must also be considered. 
 
Second and subsequent reports should acknowledge all letters and responses received from the applicant 
since the previous office action, and not merely the latest response. The report should not state that the 
action is a "reply" or an "answer" to these responses. 
 
When reference is made to an applicant’s letter, the examiner must mention the date(s) the applicant has 
given in the letter(s). If the applicant has not dated the letter(s), the examiner’s report must mention the 
date(s) of receipt in the office. 
 
If the applicant’s letter makes no amendment and merely argues against a defect, then the opening 
paragraph should state that the application has been examined taking into consideration the arguments 
presented in applicant’s letter of (DATE SENT). 
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In the interests of efficient examination, every attempt must be made to minimize the number of 
subsequent reports. Therefore, all third and subsequent reports should be confined to defects which are 
clearly well-founded and of a serious nature. 
 
A serious defect is one which invalidates the patent, if granted, or which obscures the meaning of the 
specification (even though a meaning could be given to the specification by the courts, in construing the 
specification after a detailed analysis and expert testimony). 
 
Refer to Chapters 4.01 and 4.02 for a description of serious defects. 
 
 

 Previous Identification of Defects Maintained 5.2.5
 
Section 40 of the Patent Act provides that: 
 

Whenever the Commissioner is satisfied that an applicant is not by law entitled to be granted a 
patent, he shall refuse the application and, by registered letter addressed to the applicant or his 
registered agent, notify the applicant of the refusal and of the ground or reason therefor. 

 
This is not a matter of discretion; the Commissioner has to justify any refusal. As Duff, C.J., said in 
Vanity Fair Silk Mills v. Commissioner of Patents, [1938] 4 D.L.R. 657, [1939] S.C.R. 245 at p. 246: 
 

No doubt the Commissioner of Patents ought not to refuse an application for a patent unless it is 
clearly without substantial foundation. 

 
Therefore, an examiner will maintain a defect only if holding that a claimed invention fails to comply with 
the Patent Act and Rules can be justified, and then further reports need to contain detailed reasons why 
the examiner is not satisfied with the arguments and/or amendments. 
 
If an examiner is maintaining a defect that the applicant has argued against, the report must state that the 
comments or discussion present in the applicant’s response have been read and carefully considered. The 
applicant’s comments or discussion must be discussed, and the defect must be justified by stating the 
reasons why the examiner disagrees with the applicant's arguments. 
 
In such cases, the wording of the further report must be such that the recipient will be in no doubt that a 
point made in the arguments has been taken into account by the examiner. A mere statement to the 
general effect that the arguments have been considered will not be sufficient to meet the legitimate 
expectations of the person who provided the arguments. 
 
When an applicant argues the pertinency of prior art citations or of other defects, and the examiner 
determines that the defect(s) will be sustained, the subsequent report should be as detailed and specific as 
possible, with frequent reference to the supporting evidence. For example, in applying prior art, reference 
should be made to drawings, reference characters, specific passages in the description, etc. When defects 
are made on other grounds, such as insufficiency of the description, specific reference to sections of the 
applicant’s own description should be discussed. 
 
The above-mentioned detail and specificity may also be required in situations where it appears from the 
applicant’s response that the grounds of the examiner’s arguments were not clearly understood by the 
applicant. 
 
Although a subsequent report should take note of the applicant’s arguments and discuss their merit, 
examiners should avoid a direct restatement of the applicant’s position if, in the examiner’s view, doing so 
would lead to too lengthy a report. 
 
In general, an examiner’s report should state why an application does not comply with the Patent Act and 
Rules, and not how the applicant could overcome the defects. However, in special circumstances, such as 
where the argument identifying a defect cannot be easily and clearly understood, a suggestion as to how 
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the defect may be overcome may be included. The report must clearly state that it is a suggestion, and 
not a requirement. 
 
The examiner must carefully compare the cover letter and any amendment pages to ensure that all 
amendments the applicant states have been made in order to overcome identified defects have, in fact, 
been included in the replacement pages. If not, the defect should be maintained. 
 
It may be appropriate in some cases for the applicant to prove its case by filing evidence. The examiner 
may not always be in the position to challenge the applicant's substantial evidence. Under such 
circumstances, the examiner may wish to consult another examiner with experience in the relevant art. 
Otherwise, such evidence is generally accepted at face value unless there are strong grounds for not 
doing so, such as having documentary evidence to the contrary. 
 
Sometimes, an applicant may amend the claims to conform to those allowed in a corresponding 
application in a foreign patent office, stating that the amendments also overcame the defects raised by 
the examiner, but without specifically explaining how each defect identified by the examiner is overcome. 
In such circumstances, it must be remembered that there are differences between the patent legislation of 
Canada and those of foreign patent offices, for example, with respect to non-statutory subject-matter. 
Further, the prior art references applied against the claim may differ from the art cited in foreign 
jurisdictions. Therefore, the examiner must consider the application on its merits, and determine whether the 
amended claims overcome the defects identified in the previous report. If not, a further report is written, 
requisitioning the applicant to address the specific defects. 
 
At other times, an applicant may argue that the invention is distinguished from cited prior art by the 
inclusion of a particular feature; however, this feature does not appear in the claims in question. If the 
examiner agrees that the feature distinguishes the invention over the cited reference, then it should be 
stated in the subsequent report, further explaining that amendment of the claims to include the particular 
feature would overcome the defect. A claim that is, on its face, too broad in view of prior art cannot be 
considered to distinguish over the prior art by reading into the claim certain restrictions contained in the 
description (or in a cover letter for an amendment) but which do not appear in the claim itself. 
 
Similar to the previous situation, an applicant may respond to a report identifying a defect of an 
ambiguous term in a claim by saying that the term is explained in the description portion of the 
specification. This argument relies on applying a basic rule of claim construction. In Chapter 4.03, one of 
the rules states that in certain cases, one may refer to the description to interpret the claims.  
 
The courts recognise that sometimes patents are issued with claims containing a lack of precision. 
However, if a really useful invention has been made, the courts are not inclined to invalidate a patent on a 
technicality caused by imperfections in language. In such cases, if a term in a claim is ambiguous, the 
courts are not in a position to amend the claim language. Instead, the courts will construe the claims 
according to the expressed or implied intent of the inventor, and determine whether the meaning of the 
claims would be apparent to one skilled in the art to which the invention relates, or would mislead the 
skilled worker. 
 
During prosecution of a patent application before the Patent Office, however, the applicant is able to 
amend the application. The examiner is responsible for ensuring that the language of the claims clearly 
and explicitly defines the subject-matter of the invention for which a patent is being sought, without relying 
on any reference to the description. If the language of the claims is not clear, then the examiner has a duty 
to inform the applicant, while there is still time to make amendments to the claims. Remember, just 
because the courts may later uphold the validity of a patent with ambiguous claims does not mean that 
examiners can disregard such ambiguity. To do so would be extremely unfair to the patentee’s 
competitors. This point was made in Natural Colour Kinematograph Co. v. Bioschemes Ltd., (Reports of 
Patent, Design and Trademark Cases RPC (1915) 32 (10): 256-272) at p. 266, where Lord Loreburn stated: 
 

Some of those who draft Specifications and Claims are apt to treat this industry as a trial of skill, in 
which the object is to make the Claim very wide upon one interpretation of it, in order to prevent 
as many people as possible from competing with the patentee's business, and then to rely upon 
carefully prepared sentences in the Specification which, it is hoped, will be just enough to limit the 
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Claim within safe dimensions if it is attacked in court. This leads to litigation as to the construction of 
Specifications, which could generally be avoided if at the outset a sincere attempt were made to 
state exactly what was meant in plain language. The fear of a costly law suit is apt to deter any but 
wealthy competitors from contesting a Patent. This is all wrong. It is an abuse which a court can 
prevent, whether a charge of ambiguity is or is not raised on the Pleadings, because it affects the 
public by practically enlarging the monopoly, and does so by a kind of pressure which is very 
objectionable. It is the duty of a patentee to state clearly and distinctly, either in direct words or by 
clear and distinct reference, the nature and limits of what he claims. If he uses language which, 
when fairly read, is avoidably obscure or ambiguous, the Patent is invalid, whether the defect be 
due to design, or to carelessness or to want of skill. Where the invention is difficult to explain, due 
allowance will, of course, be made for any resulting difficulty in the language. But nothing can 
excuse the use of ambiguous language when simple language can easily be employed, and the 
only safe way is for the patentee to do his best to be clear and intelligible. It is necessary to 
emphasize this warning. 

 
There are other instances where an applicant’s argument should be carefully considered by the examiner, 
especially when the argument does not include factual support. A few cases are listed below: 
 

1. In response to a defect of insufficient specification, the applicant may argue that the 
specification is enabling because the allegedly missing information would be known to the 
person skilled in the art. 

 
2. In response to a defect that the claims are broader than what is warranted in view of the 

invention made and described, in that the prediction of utility for a large class or classes of 
compounds lacks: 

 
• a factual basis for the prediction, 

 
• an articulable and "sound" line of reasoning for the inferral, or 

 
• a proper disclosure, 

 
the applicant may argue that the skilled person in the art would, by performing only simple 
experimentation, easily be able to determine the utility of the claimed compounds. Please refer 
to Chapter 4.06 for more guidance on Utility.  
 

3. In response to a defect of obviousness, the applicant may argue that it would not be fair to 
combine references as did the examiner, since one of the references belongs to a different art, 
the art being defined by the applicant in a more restricted fashion than the general art defined 
by the examiner. As discussed in Chapter 4.08, the general test for determining inventive 
ingenuity and obviousness was determined in Apotex Inc v. Sanofi-Synthelabo Canada, Inc [2008 
SCC 61]. 

 
Of course each case must be considered by the examiner on its own merits and, depending on the nature 
of the particular circumstances in any given case, the examiner may decide to either allow the application 
or continue identifying the defect. One important consideration of the examiner in these matters is whether 
the response by the applicant contains mere assertions, or a logical argument with factual support. 
 
It is also important to remember that, in situations which require a consideration of the knowledge to be 
expected from the “person skilled in the art” -- including obviousness, sufficiency of the specification, and 
new matter added by amendment -- the examiner must put themselves in this mythical person’s place. The 
examiner must not accept mere assertions from the applicant that a particular defect noted by the 
examiner is not really a defect because it would be readily understood by one skilled in the relevant art. 
Such assertions must be supported by evidence. If, in the examiner’s opinion -- as one who, through time, 
has become knowledgeable in a particular field -- viewing the alleged defect through the eyes of the 
person skilled in the art would not remedy the problem, the defect must be re-noted. Whenever necessary, 
the examiner should consult with other examiners familiar with the art or technology -- either through their 
experience in examining similar art, or through previous work experience in a particular technology. Over 
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time, examiners learn who has expertise in different areas, and develop a list of colleagues who may be 
able to provide assistance in a given art. 
 
 

 New Defects Identified 5.2.6
 
Any defects introduced by an amendment shall be addressed in a subsequent examiner's report or in an 
examiner-initiated telephone interview. 
 
Additional foreign search results filed under Rule 29 should be checked at each subsequent report stage of 
examination. Any defects arising from the additional search results would not be considered to be 
piecemeal examination. 
 
Applying different prior art references in a subsequent report is acceptable where: 
 

(a) the scope of the claims has changed by way of amendment; 
 

(b) the point of invention has shifted by way of amendment; 
 

(c) prior art cited during the prosecution of a foreign corresponding application is provided by the 
applicant; 

 
(d) subsequent to the previous report, new prior art was found by the examiner. As a general rule, the 

first examiner's report should start with a list of the best available prior art found during a search; 
however, a relevant, later-found reference cannot be ignored; 

 
(e) because of arguments raised by the applicant, the examiner requires additional evidence, e.g., 

of common general knowledge, in order to maintain a defect based on prior art; or 
 

(f) the applicant overcomes a reference by providing a certified copy of a priority document. For 
this reason, all applicable prior art should have been cited in the previous report. Examiners must 
not “hold back” a pertinent reference for a later report. 

 
 

 Defects Missed in Previous Examiner’s Reports 5.2.7
 
When writing a report, the examiner should ensure that each and every important defect is identified. 
Generally, there should be no need to raise new issues which could have been raised in a previous report. 
 
However, situations inevitably arise when a defect is missed. In such situations, if the defect is such that it 
would invalidate the claims of a patent issuing from the application, either a report must be written or a 
telephone interview initiated. The examiner may wish to explain why the defect was previously missed. This 
will assure the applicant that while a defect may have been missed in a particular case, “piecemeal” 
prosecution is not the usual modus operandi of the examiner. 
 
 

 Additional Prior Art Search Performed 5.2.8
 
Examiners should use their judgement as to whether or not to carry out any additional search at a 
subsequent report stage. Normally, if a comprehensive search was carried out at the first report stage, such 
additional searches at a later stage would only be considered where the scope of the claims has changed 
significantly or where new information is brought to the examiner’s attention. 
 
A Canadian first-to-file search must be conducted at least once through the application’s prosecution. If 
one was not done at the first report stage, because the first report was done less than 30 months after filing 
for example, one would have to be performed. As well, it may be necessary to repeat the first-to-file search 
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if the last first-to-file search was carried out within 45.5 months of the filing date of the application being 
examined. 
 
A correct search strategy is one that is carried out in the most economical way while ensuring a high 
probability of finding the relevant prior art, and takes into account the preferred embodiments, not just the 
broadest claims. It is thus possible that a correct search will not find all prior art that fully anticipates a broad 
claim that is unsupported by the embodiments, e.g. Markush claims. 
 
As with a first office action, a record of the search performed must be made available to the applicant 
along with the office action. The search record should indicate whether a new search was actually 
performed or whether the examiner is relying on a previous search or search results from other jurisdictions. 
 
 

 Previously Deferred Prior Art Search Performed 5.2.9
 
As mentioned in Chapter 5.01, in special circumstances the search may be either deferred or limited in 
scope at the time of first examination of the application. 
 
Situations in which the search may not have been performed during the initial examination are: 
 

(a) when it is impossible to determine what an applicant has disclosed and is attempting to 
claim; 

 
(b) when the description of an application describes an inoperable device; 

 
(c) when an essential part of an invention has been omitted from the description and claims;  

 
(d) when an application claims a non-statutory invention; and 

 
(e) when an application contains claims directed to a plurality of inventions. 

 
Situations in which the search may have been limited in scope during the initial examination are: 
 

(a) when an application has claims which are broad and cover many compounds, 
processes, etc.; 

 
(b) when an application claims embodiments which are in widely diverse arts; and 

 
(c) when an application contains claims directed to a plurality of inventions. 

 
If the response to the first action overcomes the grounds for deferring or limiting the prior art search, the 
search is performed for the subsequent action. 
 
As mentioned above, a copy of the search report will be attached to the office action. 
 
 

 Other Considerations of Subsequent Reports 5.2.10
 

 Citing Court Decisions 5.2.10.1
 
In general, new examiners should not take the initiative in interpreting court decisions because of the 
diverse interpretations that exist, and because this may lead to protracted arguments over legal nuances 
which obscure the real issues. However, references may be made to certain cases which support the 
examiner’s position, and must in fact be made where the grounds for identifying a defect are not explicitly 
recited in the Patent Act, but are established by case law. Such references should merely give the citation 
without discussing them in great detail. For example, after an argument the examiner may add something 
like: “(see Imperial Chemicals Industries Ltd. v Commissioner of Patents, 9 C.P.R. (3d) 289)”. 
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Whenever decisions are cited by the applicant, and the examiner disagrees with the argument presented, 
it should be mentioned in the subsequent report that the court cases cited have been considered, but that 
the arguments do not overcome the defect. A discussion of the case(s) should be kept as brief as possible 
in order to avoid being side-tracked from the real issues under consideration. Any in-depth arguments as to 
the pertinency of a certain court decision, e.g. whether a decision based on one particular set of facts 
may be generalized to apply to another situation based on a different set of facts, are best left for 
consideration by the Patent Appeal Board, should the applicant fail to overcome an examiner’s rejection 
in a final action, or by the courts, in the event that the applicant appeals a decision by the Commissioner 
refusing to allow to grant a patent on one or more claims in an application. 
 

 Citing Commissioner’s Decisions 5.2.10.2
 
Examiners may refer to published Commissioner’s Decisions (CD), if necessary, to support a defect, but they 
must not cite unpublished Commissioner’s letters or decisions. In such cases, it is considered appropriate to 
use the substance of such letters and decisions when applicable, and to express the ideas contained in 
them, either verbatim or in the examiner’s own words. However, the report should not use the remarks in 
quotations, nor indicate their source. Further, the examiner must be careful to ensure that the cited 
decision has not been superseded by a later decision.  In the interest of ensuring consistency in the 
application of Commissioner’s Decisions, the office has decided to evaluate each CD to determine 
whether a change in practice should be communicated to examiners via an Examiner’s Bulletin (EB) or 
practice notice (PN).  Examiners are asked to refrain from citing any CD numbered 1379 or higher.  A list of 
Commissioner's Decisions can be found on the CIPO website. 
 

 Rule 29 5.2.10.3
 
If an applicant responds to a request for art under Rule 29 by stating that the information requested is not 
available but will be supplied later, such a response is considered adequate, and satisfying paragraph 
73(1)(a). The application may be examined without the art requested. Prosecution should not ordinarily be 
delayed merely to await the prior art promised. The art may be called for again at a later date if there is 
good reason to do so, but otherwise the examination proceeds without it. 
 
 

 Cancellation of Examiner's Reports 5.2.11
 
If an outstanding examiner's report is no longer applicable in view of correspondence which renders the 
action non-applicable or unnecessary, the examiner directs Examination Support to cancel the report and 
notify the applicant of the cancellation by office letter and, as a courtesy and whenever practical, by 
telephone. The application file will indicate that the report has been withdrawn and the time limit that was 
set for response does not apply. This generally occurs when an examiner reports on an application not 
knowing that a voluntary amendment has come into the office but has not yet reached the examiner’s 
queue. 
 
When an examiner's report and an applicant's amendment letter cross in the mail, the report is either 
cancelled or re-affirmed, as follows: 
 

a) If the amendment addresses in full all of the defects identified in the report, the examiner directs 
the examination support analyst to cancel the report and notify the applicant of the cancellation 
by office letter and, as a courtesy and whenever practical, by telephone. 

 
b) If the amendment only partially meets the requirements of the report, the examiner directs the 

examination support analyst to notify the applicant to this effect by office letter (and, if practical, 
by telephone), stating: 

 
Applicant's amendment letter dated ... and the examiner's report dated ... appear to 
have crossed in the mail. The amendment therefore is held not to constitute a response to 
the report. 

http://brevets-patents.ic.gc.ca/opic-cipo/comdec/eng/search.html
http://brevets-patents.ic.gc.ca/opic-cipo/comdec/eng/search.html
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A response addressing all the issues in the report which the amendment may not have 
addressed still remains outstanding, and must be received by the office within the time 
limit set forth in the report. 

 
In some instances where the amendment partially answers the report, it may be preferable to 
cancel the report and advise the applicant that a new report will be issued. 

 
c) If none of the defects of the report are overcome by the amendment, the report will stand as an 

outstanding office action. Again, as a courtesy, the examiner notifies the applicant that a 
response to the latest action must be received within the prescribed time limit. 

 
An office action may also be cancelled when it has been mailed to the wrong person, or because the 
report is either incomplete or contains significant errors.  
 
Detailed instructions for withdrawing an examiner’s report can be found in the TT70 - Withdraw an 
Examiner's Report process flowchart. 
 
 

 Prosecution Reaches an Impasse 5.2.12
 
During the prosecution of some patent applications, an impasse is reached, and it becomes apparent that 
the prosecution will not be advanced by repeating previous defects or arguments. When this occurs, the 
examiner writes a final action report summarizing the office actions to date and rejecting the claim(s) 
and/or the application. The subject of final actions (and pre-final actions) will be covered in Chapter 8.03.  
This subject is also covered in the work instructions and mappings (see  TT56- Examine Previously Reported 
Application) 
 
 

 Prosecution by Phone 5.2.13
 
Examiners may initiate telephone interviews with the agent or applicant (where the applicant is a private 
inventor) when they have determined it is beneficial to do so. This is most commonly done when there are 
only a few remaining defects in the application. The examiner reviews the defects with the 
agent/applicant and asks them whether they would like to submit a voluntary amendment in order to 
correct the identified defects. If the agent/applicant wishes to submit a voluntary amendment, the 
examiner gives them a 3 week deadline in which to do so and creates an Interview Record detailing what 
was discussed during the interview. If the agent/applicant does not wish to submit a voluntary amendment, 
the examiner prepares a report. Refer to the Examiner-Initiated Interview flowchart for more information. 
 
The agent or applicant may also contact the examiner by phone to discuss an application, such as to 
elaborate on a defect that was identified in an examiner’s report or to clarify prior art cited. The examiner 
should attempt to answer any question as fully and accurately as possible, depending on the nature of the 
question. For more substantive discussions, such as for example the merits of prior art, the examiner may 
choose to consider the applicant’s arguments, but then follow up with an examiner’s report outlining any 
defects they consider to still be outstanding. Following an agent-initiated phone interview, the examiner 
creates an Interview Record to record the details of the conversation. Refer to the Applicant-Initiated 
Interview flowchart for more information. 
 
 

 Prosecution by Fax or Email 5.2.14
 
Examiners are not permitted to prosecute applications by fax or email as the Office does not have 
mechanisms in place to ensure that such communications are going to and/or are from the authorized 
correspondent.  Moreover, the office does not have mechanisms in place to ensure that such 
communications are captured in TechSource, which is the designated repository for all official 

http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-14-EN.pdf/$FILE/PB-4A-PS-14-EN.pdf
http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-14-EN.pdf/$FILE/PB-4A-PS-14-EN.pdf
http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-11-EN.pdf/$FILE/PB-4A-PS-11-EN.pdf
http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-11-EN.pdf/$FILE/PB-4A-PS-11-EN.pdf
http://wiki.ic.gc.ca/download/attachments/617513270/PB-4A-PS-16-EN%20-%20Conduct%20Applicant-Initiated%20Interview.pdf?version=1&modificationDate=1499278578000&api=v2
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communications regarding a file.  Lastly, there might be security concerns regarding such communications. 
 
 

 Quality 5.2.15
 
As with first office actions, a certain percentage of subsequent actions will be selected for formal quality 
control (QC) by the examiner’s section head. When sampled, the subsequent action will be evaluated 
according to a series of QC data collection questions to ensure that work is done in accordance with 
Office practice.  Sampling percentages were selected to provide results at confidence levels which the 
office deems acceptable.   
 
Immediately after the examiner processes a TT45 task, Techsource will either place the TT45 in the 
examination support queue for processing or provide a message stating “this file has been selected for 
QC”.  In the latter case, the TT45 will have been automatically placed in a holding queue for the 
examiner’s SH. In this case, the examiner must provide the file to the SH as per the SH’s procedures for QC: 
saved in a shared folder, sent by email or physically made available to the SH. If the report has not been 
chosen for formal QC, the examiner may file the case until a response is received. 
 
Following QC by the SH, the examiner may receive a task in their queue indicating that the report needs 
changes prior to further processing, or that the application should be allowed instead.  The examiner may 
receive a TTQM or a TTQR, depending on the changes required.  If no further changes are required, the 
examiner will not receive a task and the TT45 will be processed by operations and the report sent out to the 
applicant.  
 
Further information on the QC process can be found in the Quality Manual and the section head quality 
control process flowcharts (TTQ1, TTQ2, TTQS, TTQR,  TTQM, and TTQG). 
 
 
 
 
 
  

http://ciponet.ic.gc.ca/eic/site/487.nsf/vwapj/Quality_Manual_e.doc/$file/Quality_Manual_e.doc
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-39-EN.pdf/$file/PB-4A-PS-39-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-40-EN.pdf/$file/PB-4A-PS-40-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-41-EN.pdf/$file/PB-4A-PS-41-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-42-EN.pdf/$file/PB-4A-PS-42-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-43-EN.pdf/$file/PB-4A-PS-43-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-44-EN.pdf/$file/PB-4A-PS-44-EN.pdf
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 Considerations of Allowance 5.3
 

 Introduction 5.3.1
 
Chapter 5.01 covered the procedures for the examination of a new application, with emphasis on writing a 
first examiner’s report based on the merits of the application. Chapter 5.02 covered the guidelines for 
evaluating amendments and/or arguments from the applicant in response to an examiner’s report, and for 
determining the appropriate course of action in the further prosecution of the application, with a focus on 
writing a subsequent examiner’s report. 
 
This chapter will cover the requirements and procedures for allowance, including the principles relied upon 
by examiners in determining when such action shall be taken. 
 
Before getting into the considerations for the allowance of applications, it would be appropriate to review 
the purpose of examination, the role of examiners, and the implications of granting a patent. 
 
 

 Authorities for Operation of the Patent Office 5.3.2
 
The authorities in the Patent Act for the creation and duties of the Patent Office are as follows: 
 

3. There shall be attached to the Department of Industry, or to such other department of 
the Government of Canada as may be determined by the Governor in Council, an 
office called the Patent Office. 

 
4. (1) The Governor in Council may appoint a Commissioner of Patents who shall, under 

the direction of the Minister, exercise the powers and perform the duties conferred and 
imposed on that officer by or pursuant to this Act. 

 
(2) The Commissioner shall receive all applications, fees, papers, documents and 
models for patents, shall perform and do all acts and things requisite for the granting and 
issuing of patents of invention, shall have the charge and custody of the books, records, 
papers, models, machines and other things belonging to the Patent Office and shall 
have, for the purposes of this Act, all the powers that are or may be given by the Inquiries 
Act to a commissioner appointed under Part II of that Act. 

 
… 

 
(4) The Commissioner may, after consultation with the Minister, delegate to any person he 
deems qualified any of his powers, duties and functions under this Act, except the power 
to delegate under this subsection. 

 
6. There may be appointed in the manner authorized by law such principal examiners, 

examiners, associate examiners and assistant examiners, clerks, stenographers and other 
assistants as are necessary for the administration of this Act. 

 
 

 The Function of Examiners 5.3.3
 
The authority for the examination of applications is prescribed by subsection 35(1) of the Patent Act, which 
states: 
 

The Commissioner shall, on the request of any person made in such manner as may be prescribed 
and on payment of a prescribed fee, cause an application for a patent to be examined by 
competent examiners to be employed in the Patent Office for that purpose. 
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During the examination of patent applications, an examiner is expected to perform the following duties: 
 

(a) determine whether the invention conforms with the statutory requirements of the Patent 
Act and Rules, e.g. statutory subject-matter, utility, etc.; 

 
(b) study and assess the operability of the invention, and the sufficiency and accuracy of the 

description; 
 

(c) determine if the invention is novel and unobvious by searching and reviewing relevant 
prior art   (e.g. patent documents published in Canada and foreign countries, scientific 
literature, pending Canadian applications, protests and the state of the art); 

 
(d) determine whether the claims, in particular, conform to the statutory requirements of the 

Patent Act and Rules; 
 

(e) determine whether the remainder of the application conforms to the statutory 
requirements of the Patent Act and Rules; 

 
(f) draft office actions (examiner’s reports) identifying the defects found in the application, 

and further examine such applications upon receipt of amendments submitted by the 
Applicant in response to office actions; and 

 
(g) recommend the allowance of the patent application when the application complies with 

the requirements of the Patent Act and Rules. 
 
It is important to remember that the foremost duty of each examiner is to administer the Patent Act. Each 
decision that the examiner makes must be based on some section of the Act or one of the Rules. All other 
instructions, including MOPOP and this training manual, are interpretations of the Act and Rules. If a 
problem occurs which is not explicitly covered by the Act or Rules, a decision must be made which is in 
keeping with the spirit of the Act and Rules, and in accordance with established legal precedents and 
practices. After arriving at any such decision, the examiner should consult with an assigned Section Head. 
The reasons for this are to ensure that the identification of any defect is made on solid grounds, as well as to 
promote a uniform approach to examination among examiners. 
 
The examiner’s function is to co-operate with the patent agent or the inventor to secure a valid patent for 
the applicant within the terms of the Act. This function is threefold: 
 

1. to act for the applicant and not deny the applicant anything to which it is entitled; 
 

2. to safeguard the public interest by not granting an improper monopoly; and 
 

3. to strike a judicial balance between the rights of the applicant and those of the public. 
 
The examiner should be particularly careful to maintain a judicial attitude; that is, the examiner should 
neither try to "show up" the patent agent by unduly identifying a defect in a claim, nor should the examiner 
lean over backwards to do an applicant a favour and allow the applicant an improper claim. In the latter 
situation, the issued patent would deprive the public of the right to make, use and sell the claimed subject-
matter which, if no invention is present, was already in the public domain. If an applicant has invented 
something new and useful, then the applicant is entitled to a patent. On the other hand, the applicant 
should not be granted a claim that is so broad that it goes beyond what it has actually invented. 
 
The examiner should examine every application with an open mind and never let bias or prejudice 
influence their decisions.  Examiners should not consider an application as a challenge to their abilities to 
find grounds for preventing the allowance of a patent – although certain applications will inevitably 
present more of a challenge to the examiner’s skills than others. 
 
 

 To Allow or to Continue Prosecution? 5.3.4



Chapter 5.3 – page 3 
 

 
In theory, the decision to recommend the allowance of an application or to further prosecute an 
application merely requires a determination as to whether or not the application conforms with the 
requirements of the Patent Act. In practice, however, a number of common considerations in assessing 
patentability are subjective, and the lines between whether a defect is worth identifying in an office action 
or if an application should be recommended for allowance may become blurred. This is particularly the 
case in dealing with the question of obviousness, but an element of subjectivity may also be present in 
determining if terms in the claims are ambiguous or if the claims are sufficiently supported by the 
description.    
 
Even in situations where the examiner initially has no doubts with respect to the applicability of a defect, it 
sometimes happens that an argument in response to a defect identified in an office action will cause the 
examiner to have doubts. An examiner may have doubts, for example, as to how the law applies to a 
particular case, or what the person skilled in the art may understand and how they would assess words or 
react to circumstances. 
 
In order to determine how any doubts ought to be resolved, it is necessary to understand the standard of 
examination. The Patent Act and Rules provide the authority for refusing and allowing patent applications 
(note: only the Commissioner can refuse an application; an examiner may reject an application in a final 
action) 
 
Section 40 of the Patent Act states: 
 

Whenever the Commissioner is satisfied that an applicant is not by law entitled to be granted a 
patent, he shall refuse the application and, by registered letter addressed to the applicant or his 
registered agent, notify the applicant of the refusal and of the ground or reason therefor. 

 
Rule 30(1) stipulates: 
 

Where an examiner, after examining an application, has reasonable grounds to believe that the 
application complies with the Act and these Rules, the Commissioner shall notify the applicant that 
the application has been found allowable and shall requisition the payment of the applicable final 
fee set out in paragraph 6(a) or (b) of Schedule II within the six-month period after the date of the 
notice. 

 
Subsection 27(1) of the Patent Act states: 
 

The Commissioner shall grant a patent for an invention to the inventor or the inventor's legal 
representative if an application for the patent in Canada is filed in accordance with this Act and 
all other requirements for the issuance of a patent under this Act are met. 

 
Several expressions are in bold print for emphasis. We will now look at the significance of these terms. 
 

 “Shall” 5.3.4.1
 
The term “shall” provides that, if the prescribed conditions are met, the Commissioner has no discretion in 
deciding whether to refuse or allow an application.  The Commissioner is required to perform the act 
defined in the Patent Act if all the conditions are met. 
 

 “By Law” 5.3.4.2
 
Before the Commissioner can refuse an application, they must be satisfied that there is a fundamental 
reason based in either the Patent Act itself or in applicable jurisprudence for not granting a patent. 
 

 “Is Satisfied” and “Has Reasonable Grounds” 5.3.4.3
 
The above terms describe the standard of examination. This is an important consideration for allowance. If 
the standard was such that the Commissioner should refuse an application if there was any doubt about 
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whether the application complied with the Patent Act and Rules, then very few patents would ever issue, 
since subjectivity forms a part of many examination considerations and it is very seldom that an examiner is 
100% certain in a subjective assessment. 
 
On the other hand, if the standard required the examiner to allow an application, unless it was certain 
beyond any doubt that the application did not comply with the Patent Act and Rules, there could be no 
confidence placed on the validity of any patent. 
 
 

 The Balance of Probabilities 5.3.5
 
The standard of examination in the Canadian Patent Office lies between these two extremes. It has long 
been established in Canadian patent jurisprudence that the standard for assessing validity of a patent 
(assuming non-validity is alleged, and evidence is provided) is one of a “balance of probabilities”. A recent 
example of this principle is Visx Inc. v. Nidek Co., 3 C.P.R. (4th) 417, in which Dubé, J. stated: 
 

A patent is prima facie valid and the party attacking has the burden of proof on the balance of 
probabilities. 

 
It is self-evident that the standard applied by the courts in determining the validity of a patent after grant 
must be the same standard as applied by the Commissioner in determining the patentability of a patent 
application prior to issue. To apply a different standard before the fact than is applied after the fact would 
create an impossible situation, as it would be unfair either to the patentee or to the public. 
 
The “balance of probabilities” is a civil law standard which provides for a consideration of all available 
evidence and a determination between two opposing positions (e.g. patentable vs. non-patentable) 
based on which side of the “scale of balance” is favoured by the evidence. 
 
Therefore, in determining whether to allow or to continue prosecuting an application, the examiner takes 
the following approach: if, after a full and proper consideration of the merits of an application and based 
on the material available, the examiner considers that, on balance, it is more likely than not that the 
application complies with the Patent Act and Rules, then the application must be approved for allowance. 
 
On the other hand, if the examiner reaches the conclusion that it is more likely than not that the 
application does not conform to the Patent Act and Rules, then the examiner must communicate the 
identified defects to the applicant either through an examiner’s report or by way of an examiner-initiated 
phone interview. If the examiner has initiated a phone interview and the interview does not result in the 
submission of a voluntary amendment within the prescribed time period, which overcomes the defects and 
puts the application in an allowable state, the examiner may then either issue an examiner’s report 
identifying the defects or initiate another interview with the applicant. During the course of prosecution, if 
an impasse is reached, and it becomes apparent that further prosecution will not advance an application 
into a condition of allowance, the examiner will write a final action report.  A final action summarizes 
previously written office actions and identifies all defects in the application that have reached an impasse 
between the examiner and the applicant. The subject of final actions (and pre-final actions) will be 
covered in chapter 8.03. 
 
 

 Benefit of the Doubt 5.3.6
 
In determining patentability, if the examiner decides that the probabilities are equal, then the applicant is 
given the benefit of the doubt, and the application shall be approved for allowance. The rationale behind 
this practice is that the onus of proof (burden of proof) is with the Commissioner, who must be satisfied that 
an applicant is not by law entitled to be granted a patent before he can refuse an application. 
 
The examiner should always remember, however, that the benefit of the doubt can only be given in cases 
where the examiner determines that the probabilities are equal and, in practice, it is rare that a situation is 
encountered where the probabilities are exactly equal.  Generally, the evidence favours one side of the 
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“scale” or the other. 
 
Note that in the above-cited Visx case, it was decided that the patentee is also given the benefit of the 
doubt in a determination of validity where the probabilities are equal; i.e. the burden of proof, which rests 
on the Commissioner in a determination of patentability of an application for patent, rests on the party 
attacking the patent in a determination of validity. 
 
Notwithstanding the above comments, at the first office action stage it is considered appropriate to 
identify any and all defects, providing a reasonable argument can be made that the defect is applicable 
in view of the facts of the case and the relevant law. If the applicant responds to the office action by 
argument, the examiner is in a better position to determine the balance of probabilities. 
 
Consequently, some defects that are identified in a first office action are later dropped after considering 
the arguments submitted in the applicant’s response. There is nothing wrong with this. It is inappropriate to 
use the benefit of the doubt to avoid identifying a defect in a first office action. On the other hand, it is also 
inappropriate to stretch this principle to identify defects that are not reasonable under the circumstances. 
 
 

 Applicant’s Filing of Evidence 5.3.7
 
Under certain circumstances relating to specific defects, an applicant may file evidence to support their 
application. The examiner, although knowledgeable in a particular field, is generally not a skilled worker in 
the art and is therefore unlikely to be in the position to challenge the applicant's substantial evidence. 
 
Therefore, such evidence should be accepted at face value unless there are strong grounds for not doing 
so, such as having documentary evidence to the contrary. 
 
 

 Limitations of Examination 5.3.8
 
The Patent Office does not and cannot guarantee the validity of the patents that issue. The purpose of 
patent examination is to add value to the patenting process by assuring a high degree of presumption of 
validity for granted patents at a reasonable cost and within the reasonable means that are available to 
examiners. The process of examination is not meant to guarantee that issued patents will be 100% valid. The 
main reasons are the inherent limitations of examination, namely: 
 

a) It is not practical for examiners to ascertain the novelty and non-obviousness of an invention in 
the light of everything that has ever been published in the world. 

 
The art in many fields is so diverse and highly developed today that it is unreasonable to 
expect that examiners will locate every piece of pertinent prior art. Aside from the question of 
availability of references, there is also the issue of time allotted for reviewing each application, 
searching the prior art, and considering the application in the light of the art retrieved in a 
search. 

 
In contrast, for court proceedings dealing with infringement or impeachment of a granted 
patent, it is inevitable that new and more pertinent art will come forward in a proportion of 
cases, if the person attacking a patent is prepared to spend the time and money to dig for it. 
In a lawsuit, money is available for this purpose. In the case Burns & Russell of Canada Ltd. v. 
Day & Campbell Ltd., 48 C.P.R. 207, Gibson, J. spoke to this point, stating: 

 
In applying this or any other test [for inventiveness], however, consideration must 
be given to the prior art, available literature, and prior use, if any, as adduced in 
evidence. Such evidence may be more full and cogent than was available to the 
examiner at the time the patent issued because it is a reasonable inference that 
in this or in any other action before any Canadian Court when invention is put in 
issue, the adversary system of jurisprudence will result in there being adduced in 



Chapter 5.3 – page 6 
 

evidence much more of the relevant prior art, available literature and prior user, if 
any, than it was possible for the examiner in the Canadian Patent Office to 
consider before issuing the patent whose validity is being attacked on the grounds 
of no invention. As a result, the extent of the burden of the onus in s. 48 [now s. 
43(2), the presumption of validity] of the Patent Act is brought into question. 

 
b) Access to prior oral disclosures or knowledge of prior use is not available to examiners. 

 
Once again, this sort of information may be provided to the court for consideration in 
determining validity of a patent; however, during examination the examiner is almost never in 
possession of any information about prior use art. 

 
c) Examiners may not be always be best placed to judge the inventive step issue which courts 

sometimes determine with the benefit of expert witnesses. 
 

In the Patent Office, there is a bilateral inquiry centred on a presentation of a description, 
drawings and claims. The examiner considers the presentation against what is available to 
them from their own resources. No one presents facts or argues the opposing point of view. 
There is no debate of two opposing viewpoints. This type of inquiry differs very materially from 
the triangular contest that exists in court. 

 
A court proceeding involving validity or infringement of a patent gives rise to a contest by 
way of debate between two parties presenting opposing points of view. The judge is the third 
party whose function is to decide the issue between them. The court proceeding involves the 
examination of witnesses and the presentation of a complete argument. The presiding judge 
(or judges) is taught by those who are skilled in the art; i.e. those who know the practical 
performance of the invention, and are able to judge the means which render the practical 
performance of the invention so successful. The court may also be presented with detailed 
evidence related to the commercial aspects of an invention. Further, in situations where there 
is a conflict of testimony, the judge has an opportunity to assess a witness’ performance under 
direct and cross-examination, in determining whether to accept or reject what they say. 

 
d) The Patent Office has neither the research facilities nor the time to test inventions to see if they 

actually work as described. 
 

If an invention obviously will not work, the patent examiner will identify a defect in the 
application under section 2. Otherwise, the applicant's description of the invention is 
accepted at face value. If the invention described in a patent application is inoperative, then 
the patentee merely obtains a patent for something that will be of no use to them. The onus is 
on the applicant to be correct and truthful in stating that an operable invention has been 
described. 

 
In view of these limitations of the examination process, it is reasonable to ask just what level of validity is 
accorded an issued patent. 
 
 

 The Presumption of Validity of an Issued Patent 5.3.9
 
An issued patent granted by the Patent Office is presumed to be valid under section 43 of the Patent Act 
unless the Canadian Court System decides otherwise or if the patent is made subject to re-issue or 
reexamination.   
 
Subsection 43(2) of the Patent Act states: 
 

After the patent is issued, it shall, in the absence of any evidence to the contrary, be valid and 
avail the patentee and the legal representatives of the patentee for the term mentioned in section 
44 or 45, whichever is applicable. 

 



Chapter 5.3 – page 7 
 

As for the standard which any evidence to the contrary must meet in order to invalidate a patent, it is the 
“balance of probabilities”, as previously noted (Visx v. Nidek). This point was also made in the case of Bayer 
v. Canada (Minister of National Health and Welfare), 6 C.P.R. (4th) 285, in which Sharlow J.A. stated: 
 

The operation of the statutory presumption in the face of evidence of invalidity depends upon the 
strength of the evidence. If the evidence proves on a balance of probabilities that the patent is 
invalid, the presumption is rebutted and is no longer relevant. 

 
In an earlier case, Ernest Scragg & Sons Ltd. v. Leesona Corp. [1964] Ex. C.R. 649, 45 C.P.R., Thorson, P. 
stated that if an attack on the validity of a patent is to succeed, there must be evidence that satisfies the 
court that the patent is invalid. In the consideration of such evidence, however, the presumption of validity 
has "no weight capable of being put in the balance", quoting Halsbury, 3rd ed., p. 343. 
 
Although the presumption of validity appears to be a fairly weak presumption, it would appear that this 
approach makes a great deal of sense when an examiner considers the previously noted limitations of 
examination. 
 
That being said, the examination process serves a very useful purpose. It provides a reasonable level of 
assurance that a granted patent is valid; certainly a much higher level than would be the case if no 
examination was performed. The examination process can thus be likened to a sieve. An examiner’s 
responsibility is to ensure that applications which are obviously undeserving of patent protection are 
collected by the sieve and refused by the Commissioner.   When an application is allowed, an examiner’s 
work ensures that it is free of the most serious defects, i.e. those defects that would invalidate the patent, if 
granted, as well as those defects which obscure the meaning of the specification. If this is done, then, in 
any future infringement or impeachment proceeding, the court would ideally be able to focus on a 
relatively small number of issues, such as any newly discovered prior art that was not before the examiner. 
 
 

 The Courts’ Views on the Examiner’s Work 5.3.10
 
The rationale behind the presumption of validity of an issued patent is the conviction that the examiner has 
considered the validity of the patent in all aspects and has done their job thoroughly and well. The term “all 
aspects” refers to every type of attack on a patent which may have been given prior consideration by the 
Patent Office. The presumption applies to all matters, including novelty, utility, inventive step, sufficiency 
and ambiguity. At the commencement of court proceedings, every one of the attributes of a patent is 
presumed to be such as to support the patent. It is incumbent upon a person attacking the validity of a 
patent to adduce evidence in court to establish a ground of invalidity. 
 
In an infringement proceeding, the court considers evidence not available to the examiner during 
prosecution of an application, such as evidence related to the opinions of the skilled worker in the art, and 
commercial success. When it comes to scientific considerations and their applicability to the issues of 
anticipation or inventive step, the court relies on the Patent Office and assumes that the examiner has 
performed a complete and thorough examination. 
 
Subsection 35(1) of the Patent Act states that applications are examined by “competent examiners”. The 
courts recognize the expertise of examiners, comprising engineers and scientists who have received further 
training in patent legislation, jurisprudence and practice and who, through time, become knowledgeable 
in a particular field by handling the prosecution of patent applications filed in that field. 
 
In Samsonite Corp. v. Holiday Luggage Inc., 20 C.P.R. (3d) 291, information contained in file wrappers was 
entered as evidence of what prior art had been before the patent examiner and what had not. Reed J. 
stated: 
 

In my view, the prior art which was before the patent examiner is relevant to the rebuttability of the 
presumption of validity. 

 
Although not explicitly expressed, this statement is similar to a well-established American doctrine that the 
presumption of validity cannot be overthrown by relying on references that were previously considered by 
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the examiner during prosecution of the application, in recognition of the scientific expertise of the 
examiner. Under this doctrine, in order to rebut the presumption, the party attacking the validity of the 
patent must not merely cite new art; it must also be more pertinent art than that considered by the 
examiner. 
 
Therefore, examiners have every reason to take pride in their work. The courts rely on examiners and give 
weight to what they do. 
 
 

 Effect of an Issued Patent 5.3.11
 
The effect of an issued patent is to give certain monopoly rights to the patentee.  
 
Section 42 of the Patent Act provides that: 
 

Every patent granted under this Act shall contain the title or name of the invention, with a 
reference to the specification, and shall, subject to this Act, grant to the patentee and the 
patentee's legal representatives for the term of the patent, from the granting of the patent, the 
exclusive right, privilege and liberty of making, constructing and using the invention and selling it to 
others to be used, subject to adjudication in respect thereof before any court of competent 
jurisdiction. 

 
An issued patent grants the right to exclude others (e.g. their competitors) from practicing (using) the 
invention.  It effectively provides a monopoly to the patentee allowing them to restrict the practices of their 
competitors.  Patentees protect their patents either by suing, or threatening to sue, for infringement.  It is 
therefore important for the examiner to ensure that the patent rights obtained do not extend beyond that 
which the patentee is entitled.   
 
What are the consequences of allowing an application which should have been deemed unpatentable?  
The granting of an overly broad patent creates an unfair monopoly and is also a disservice to the public.  
The public is left with a limited number of options for recourse.  Generally, it is the inherent threat of the 
mere existence of a patent, which causes the public to cease their alleged infringing activities or to take 
(and pay for) a license.  Other avenues of recourse include challenging the validity of a patent.  As 
previously noted, a patent is considered to be valid unless successfully challenged in a Court of jurisdiction.  
A patent may also be subject to re-examination (the fee alone is $2000.00 in addition to searching and 
preparation fees). Each of these options requires a great deal of resources in the form of time and/or 
money. 
 
In other cases, a party simply ceases the allegedly infringing activity. As can be seen, a great deal of harm 
may be caused to the public by allowing an improper patent application.  It should be noted that it is not 
the obviously invalid claims, but the borderline claims, that are often of greatest commercial value.  The 
examiner’s duty to the public is to minimize the percentage of these invalid claims through a full and 
thorough examination of the application.   
 
While it is possible that newly discovered prior art that was not considered by the examiner may later 
invalidate a patent, in other aspects of examination the examiner can be more certain. For example, the 
examiner should be able to ensure that the claims are not too broad in view of the invention described, 
that the language of the claims conforms with the language of the specification (different language may 
allow the patentee to enlarge the scope of the invention depending on what is later found on the market), 
and that amendments are properly made within the scope of the invention originally sought to be 
disclosed. In matters that are purely administrative in nature, the courts are not inclined to interfere with the 
decision made by the examiner in the exercise of their discretion. If the examiner has not recognized these 
defects and if the court will not make inquiry into what the examiner did or failed to do in matters that are 
administrative in nature, there is the danger that patent rights will be obtained beyond what the legislature 
intended. 
 
Another point of consideration, in view of the Samsonite case cited earlier (see Section 5.3.10); it may be 
held that prior art which was considered by the examiner may not be used in a later attempt to invalidate 
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a patent, either in Court or in a re-examination. Therefore, it is imperative that the examiner ensure that the 
decision to grant a patent application is well founded, and based on the proper standard of examination, 
especially in view of prior art considered by the examiner.  The sources of prior art considered by the 
examiner is outlined in the next section. 
 
 

 Prior Art Considered by the Examiner 5.3.12
 
As mentioned previously, the prior art considered by the examiner may be relevant when the court 
assesses the validity of an issued patent. We will therefore review the various ways that an interested party 
can examine the application file to determine the prior art considered by the examiner, and which is 
therefore presumed to have been duly considered during prosecution. 
 
These include: 
 

(1) Prior art disclosed by the applicant in the background of the invention. 
 

This art must be carefully considered because, although the applicant usually points out how 
their invention improves on the prior art, this view may be only their subjective opinion. 
Furthermore, in some cases, although the invention as described is distinguishable from prior 
art, these references can, and must be applied against claims that are broader in scope than 
the embodiments described. 

 
(2) Prior art disclosed by the applicant in correspondence with the office. 

 
This art generally comprises prior art cited by a foreign patent office during the prosecution of 
the corresponding application in that office, the art being supplied either voluntarily or in 
response to a Rule 29 request. 

 
(3) An identification of the patent document numbers of corresponding foreign applications. 

 
Sometimes, the applicant gives only the patent number(s) or application number(s) in other 
patent offices which correspond to the application under consideration. Even though the 
references cited during the prosecution of these foreign applications may not be explicitly 
listed, this information is readily accessible for many of the most commonly provided 
corresponding documents, such as United States patents, European applications and 
patents, and PCT-filed applications. Inherent in any statement appearing in an examiner’s 
report that the examination takes into account correspondence containing such an 
identification is the premise that the references cited during the foreign prosecution, if they 
were readily accessible at the time the application was being examined, have been 
retrieved, reviewed and considered by the Canadian examiner. Therefore, the examination 
process provides that all such references be carefully reviewed. 

 
(4) Prior art supplied by a third party protester.   
 

When a third party files prior art against a patent or patent application, it is considered to be 
a protest.   Protests may include patents, patent applications, printed publications and/or 
affidavits.  Any protest filed should be accompanied with an explanation of why the art is 
pertinent.  
 

(5) Prior art cited by the examiner. 
 

This includes art applied as anticipating, or making obvious, one or more claims in the 
application. These references may stem from one of the aforementioned sources, or they 
may result from the examiner’s prior art search. 
 

It should be noted that prior art submitted through correspondence by an applicant or supplied by a third 
party protester can occur at any time, including after the patent is allowed and formal examination has 
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ended. Examiners can still receive a task to review prior art submitted after an application is allowed.  How 
the art submission is treated depends on the status of the application when the prior art was received in the 
Patent Office.  (See Process mapping TT67 — Protest or Prior Art)  

 
 

 Approving for Allowance (Process Mapping: Approve for Allowance) 5.3.13
 
From the foregoing comments, it should be evident that when an examiner approves an application for 
allowance, an act involving considerable responsibility is performed on the Commissioner’s behalf. The 
examiner must have reasonable grounds to believe that the application conforms to the requirements of 
the Patent Act and Rules, and interpretations of the Act and Rules as provided in jurisprudence, 
Commissioner’s Decisions and MOPOP. 
 
In allowing an application, the steps in the process mapping Approve for Allowance should be followed.  
These steps include: 

• verifying that the application is open to public inspection; 
• ensuring that the search record is complete; 
• verifying the representative drawing (See LOB Manual: VIEW THE REPRESENTATIVE DRAWING 

and  UPDATE THE REPRESENTATIVE DRAWING); 
• ensuring all amendments and correspondence has been viewed and considered (See LOB 

Manual: VIEW TABS); and 
• ensuring all notations have been viewed and considered. (See LOB Manual: VIEW NOTATIONS). 

 
Furthermore, it is important to ensure that the most current version of the application is being allowed.  The 
most recent version of a patent application, including any and all amendments made to the application, 
will form the basis of the granted patent.  The examiner therefore must ensure that all of the most recent –IP 
tabs in LOB are up to date and accurate.  If the examiner discovers an error in the tabs, a correction must 
be made before the patent application is allowed.  Process mapping Process to Request a Correction of a 
Defect in LOB can be followed to correct a tab at any time before an application is allowed.  In such a 
scenario, a task 79 (correct amendment entered) would be created for exam support.  The examiner must 
then wait for the tabs to be corrected before continuing with the Approval for allowance. 
 
It should be kept in mind that an efficient examination focuses on serious defects rather than a pedantic 
consideration of minor defects. A serious defect is one which could possibly affect the validity of a patent, 
if granted, or which obscures the meaning of certain terms in the specification.  
 
The examiner is not required to identify every minor defect in the specification, such as obvious spelling 
errors, improper punctuation and letter inversion. As these types of errors would not affect the validity of a 
patent, if granted, they may be ignored, and will be left to appear in printed copies of the patent. 
However, if the application contains an inordinate number of typographical errors, rendering the 
specification difficult to understand, then the defect must be identified. 
 
With respect to insufficiency and ambiguity of the specification, the important points to keep in mind are 
that the description should be sufficiently clear to enable skilled workers in the art to utilize the invention 
once the period of the patent has expired, and the claims must accurately and clearly define the scope of 
the protection afforded the patentee. If these conditions are not met, the public may be inconvenienced, 
rather than receiving benefit from the patent, and the patentee may later find themselves involved in 
disputes that could have been avoided by addressing the issue during the prosecution of the application. 
However, not every ambiguous term is necessarily fatal to the validity of a patent and, in certain 
circumstances, some ambiguity may be unavoidable. In situations where the invention is difficult to explain, 
one must remember that it is the worker skilled in the art who is the true addressee of a patent 
specification, not the examiner, and that this worker is presumed to have a mind willing to understand, 
rather than a mind desirous of misunderstanding. On the other hand, where the invention is not difficult to 
explain, ambiguous language must not be allowed. 
 
The standard of examination is necessarily a partly subjective one, as each individual examiner must 
determine whether it is more than likely that an application conforms to the Patent Act and Rules, or more 
than likely that it does not. Even so, the examiner must try to arrive at a decision to approve for allowance 

http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-15-EN.pdf/$FILE/PB-4A-PS-15-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-19-EN.pdf/$FILE/PB-4A-PS-19-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-19-EN.pdf/$FILE/PB-4A-PS-19-EN.pdf
http://wiki.ic.gc.ca/display/cipopb/VIEW+THE+REPRESENTATIVE+DRAWING
http://wiki.ic.gc.ca/display/cipopb/UPDATE+THE+REPRESENTATIVE+DRAWING
http://wiki.ic.gc.ca/display/cipopb/VIEW+TABS
http://wiki.ic.gc.ca/display/cipopb/VIEW+NOTATIONS
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-12-EN.pdf/$FILE/PB-4A-PS-12-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-12-EN.pdf/$FILE/PB-4A-PS-12-EN.pdf
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or to continue prosecuting an application based solely on a consideration of the merits of the evidence in 
the particular case. Extrinsic factors, such as any perceived difficulty or time constraints in seeing the 
prosecution through to a final conclusion, are irrelevant and must be given no weight in applying the 
standard of the balance of probabilities. 
 
Any difficulties in understanding the subject-matter of the application, which may result from a lack of 
familiarity with a particular field of technology, must be resolved before a proper determination of 
patentability can be made. Obviously, it follows that where a lack of understanding remains, a decision to 
allow the application cannot be made. In some situations, the examiner will clear up the misunderstanding 
by consulting with a fellow examiner having experience with the technology. Other times, an application 
may have to be transferred to an examiner charged with a related art, or one having expertise in that field. 
 
In many cases, the judgement required to decide on the patentability of an application can only come 
after considerable experience has been acquired. If there is any doubt on any point, the examiner should 
consult their on-the-job trainer or Section Head before making a decision. 
 
 

 Approved for Allowance vs Allowed 5.3.14
 
The distinction between the different statuses of an application was discussed in Section 4.9.9.3 Distinction 
Between “Approved for Allowance”, “Allowed” and “Issued”.  This section discusses the processes that 
occur once the status of the application is changed. 
 
When the examiner believes an application is in a condition for allowance, they change the status of the 
application to “approve for allowance” (Instructions on how to approve in LOB - APPROVE FOR 
ALLOWANCE). However, the application will still be subjected to quality control (QC) by a reviewer (such as 
a Section Head) before it is formally allowed. 
 
There are two types of QC that may be performed.  The first type of QC only verifies that the claims are in 
compliance with section 2 of the Patent Act (TTQ2 — QC Section 2).  The second type of QC is a “formal 
QC check”, in which additional aspects of the application are verified (TTQS — QC Approval for Allowance 
(AFA)).  The formal QC forms part of the National Examination Quality Control.  This subject was previously 
discussed in Chapter 5.01.  The type of QC is selected randomly and is triggered by Techsource when the 
examiner indicates that they believe the application is in a condition for allowance.   
 
Once QC is completed, there are two (2) possible outcomes: 
 

1) The reviewer agrees with the recommendation to allow an application and the application status 
is changed to approve for allowance; or 
 

2) The reviewer disagrees with the recommendation to allow an application because one or more 
defects were found or an internal process (such as Search record or notation) was omitted.  In this 
scenario the application would be returned to the examiner with a QG task (TTQG — QC 
Completed, Fix AFA as Directed), along with instructions on how to proceed. 

 
When the status of the application changes to “approved for allowance”, the application has not been 
formally allowed.  The Examination Support staff still needs to perform their duties. Once their duties are 
performed and the application is in an acceptable condition, Exam Support will allow the application and 
the system will automatically send out a Notice of Allowance. 
 
The status of an application that has been approved for allowance will be “Approved for allowance” and 
the Log Entry List screen will show “Approved for Allowance”. Once an application is allowed, the status will 
read “Allowed” and the Log Entry List screen will show “Application Allowed”. 
 
Allowed applications may also periodically be subjected to quality assurance (QA) by the Quality 
Assurance Initiative.  QA is not a routine activity like QC, which occurs on a regular basis and has an 
established and controlled process.   This activity takes place after the QC review is complete but before a 
Notice of Allowance is sent to the Applicant.   Applications selected for QA are temporarily put on hold 

http://wiki.ic.gc.ca/display/cipopb/APPROVE+FOR+ALLOWANCE
http://wiki.ic.gc.ca/display/cipopb/APPROVE+FOR+ALLOWANCE
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-40-EN.pdf/$file/PB-4A-PS-40-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-41-EN.pdf/$file/PB-4A-PS-41-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-41-EN.pdf/$file/PB-4A-PS-41-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-44-EN.pdf/$file/PB-4A-PS-44-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-44-EN.pdf/$file/PB-4A-PS-44-EN.pdf
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and no Notice of Allowance is sent to the Applicant until QA is completed.    
 
QA examiners review allowed applications via an independent search and examination process.  QA 
examination differs from regular patent examination in that the search and examination do not need to 
follow the established process mappings for patent examination tasks.  In fact, QA examiners are 
encouraged to conduct a full and substantive search rather than merely conducting the search that is 
required when following the process mappings (such as only a first to file search).    
 
The purpose of QA is twofold:   
 

• To review the conformity of allowed applications with the Patent Act and Rules by an independent 
search and examination process; and  

• To measure the quality of the processes (i.e. process mappings) that examiners follow.  This 
validates the processes ensuring that when examiners do follow the processes, high quality patents 
are granted.  

 
The QA examiners verify conformity with the requirements for novelty, inventive step, non-statutory subject-
matter, utility, support, and double patenting and then document their findings in a quality assurance 
search and examination form. The form containing a recommendation to either continue with the 
allowance or to write a report/initiate a phone interview is communicated to the current examiner (the 
examiner who approved the case for allowance). After reviewing the recommendation, the current 
examiner decides whether to continue with the allowance, write a report, or conduct a phone interview.  
 
 

 Withdrawal from Allowance (TT53 — Withdraw Application from Allowance) 5.3.15
 
If an application that has been allowed is subsequently found to be unallowable, it must be withdrawn 
from allowance in accordance with subsection 30(7) of the Patent Rules. A withdrawal from allowance 
can take place before or after the final fee has been paid. In practice, such withdrawals are possible until 
the Monday preceding the date of the grant. 
 
When an application is withdrawn from allowance, a task to do so can be created by either the examiner 
or by Exam Support (if Exam Support notices a defect when processing an allowance). A task 53 will be 
created for Exam Support in the EXAMSUPP queue.   

 
 

 Circumstances Warranting Withdrawal from Allowance 5.3.16
 
An application may be withdrawn from allowance only if, in the opinion of the Patent Office, it is not 
allowable as it stands, i.e. it fails to satisfy the Act and Rules. Therefore, before withdrawing an application 
from allowance, the examiner must carefully examine the facts to make sure that the reasons definitely 
warrant such an action. 
 
To determine if an application can be withdrawn from allowance, the examiner must verify the status of 
the application and also consider the nature of the reason for withdrawal from allowance.  Before the 
Notice of Allowance is sent to the applicant (i.e. the application is in a status of “approved for allowance”), 
withdrawing an allowance is relatively straight forward and only requires the creation of a task 53 –
Withdraw from Allowance for Examination Support.   An application may be withdrawn at this stage 
because: 
 

(a) Examination Support identified a defect in the application (i.e. missing pages, drawings not 
referred to in the specification) when processing the approval for allowance; 

(b) Newly discovered prior art such as those received in a protest or prior art submission (see 
process mapping TT67 — Protest or Prior Art) leads to one or more claims lacking novelty or 
being obvious; or 

(c) The Office receives a voluntary amendment after an application is approved for allowance 
but before a Notice of Allowance is mailed to the applicant. 

http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-21-EN.pdf/$FILE/PB-4A-PS-21-EN.pdf
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-15-EN.pdf/$FILE/PB-4A-PS-15-EN.pdf
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The above list is not intended to be exhaustive. There well may be other legitimate reasons for removing an 
application from allowance. 
 
After a Notice of Allowance is sent to the applicant (i.e. the application is in a status of “pre-grant”, “final 
fee” or “allowed”), the process of withdrawing an allowance becomes more complicated.  The 
requirements for withdrawing an application from allowance are more stringent because additional 
“withdrawal from allowance (WFA) criteria” need to be satisfied.  The “WFA criteria” can be found in steps 
4 and 7 of process mapping TT53 — Withdraw Application from Allowance.  Furthermore, an Official WFA 
Form needs to be completed and signed by the examiner’s Section Head, Director and the Assistant 
Commissioner of Patents indicating their approval of the withdrawal. 
 
It should be emphasized that if an application is withdrawn from allowance, the application effectively 
returns to examination.  Any prior art that was submitted up to this stage would need to be fully considered 
and reviewed by the examiner.  As previously mentioned, bodies such as the Courts or re-examination 
boards will presume that the examiner thoroughly considered each reference, and may therefore 
preclude a third party from invalidating the claims of a patent by relying on these references. 
 
 

 Circumstances Under Which Withdrawal from Allowance Is Not Warranted 5.3.17
 
An application may not be withdrawn from allowance in the following situations: 
 

(a) merely because the applicant wishes to withdraw the application; 
 

(b) merely to permit further amendments or alterations by the applicant; or 
 

(c) merely to put additional prior art on the record, i.e. resulting from a protest, a filing of prior art, 
or a submission of art by the applicant, when the examiner does not identify one or more 
defects in one or more claims in view of said art, i.e. for obviousness or lack of novelty. 

 
 

 Re-Allowance of Applications 5.3.18
 
An application which is withdrawn from allowance is subject to immediate further examination. Upon 
subsequent prosecution, and once the examiner is satisfied that the application complies with the Patent 
Act and Rules, the application shall be approved for allowance. 
  

http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-21-EN.pdf/$FILE/PB-4A-PS-21-EN.pdf
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 The Private Inventor 5.4
 

 Introduction 5.4.1
 
In chapters 5.01 and 5.02 we discussed the requirements and format of an office action. The content of 
these chapters was based on the premise that the addressee of the office action is a patent agent who is 
knowledgeable in all aspects of patent law and office practice. This premise is accurate for roughly 98% of 
all patent applications filed with the Patent Office. 
 
The purpose of this chapter is to look at some of the considerations of examination and prosecution of an 
application of the type encountered in the remaining 2% of cases. An examination of this type of 
application, filed by a private inventor prosecuting his/her own application without the assistance of a 
patent agent, will require significantly more work and thought than most others. 
 
 

 Who Is the Private Inventor? 5.4.2
 
In the Patent Office, an individual/inventor (or a group of inventors that co-operated on an invention) is 
entitled to write and prosecute his/her own application without the services of a patent agent. It is also 
possible that an applicant who has initiated prosecution with the services of an agent decides to revoke 
this agent and continue alone. This kind of applicant is referred to as a private inventor. 
 
Examination tasks for Canadian private inventors receive a higher priority in LOB than the normal tasks, so 
they receive a first office action earlier than the usual applicant. Note that this is done for Canadian private 
inventors only. 
 
Remember that if the application is the subject of a partial assignment to another party, an agent must be 
appointed to prosecute the application.  If the application is the subject of a complete assignment to 
another party, the inventor is no longer the applicant.  In these cases only the other party can amend the 
application and the inventor can no longer amend the application. Therefore, to be a private inventor with 
rights to prosecute his/her own application without the benefit of an agent, the inventor must retain all the 
rights to a patent application. 
 
 

 First Office Action to Be Sent in a Timely Manner 5.4.3
 
Theoretically, an application from a private inventor is part of the common batch of applications and 
should be examined according to the request for examination date. However, it is customary and 
courteous to begin examination earlier allowing private inventors to “jump the queue”. This is especially so 
considering that the first office action for a private inventor often only requires that the application be 
reorganized, or “cleaned up”, prior to any serious examination. This reduced turnaround time for a first 
action also allows the private inventor to amend his/her application prior to its publication. It is to the 
advantage of this patent office and other patent offices to publish patent applications that are clear and 
accurate. 
 
 

 General Considerations for Office Actions to Private Inventors 5.4.4
 

 Language and Level of Detail in the Office Actions 5.4.4.1
 
Examiners must be particularly careful when writing to a Canadian private inventor. Office actions should 
not be written in the same terms that would be used for an agent, who deals with the office regularly and 
understands our special use of words. 
 
Private inventors should not be thought of as people trying to be awkward or difficult. They are operating in 
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a very specialized field that is foreign to them. Because the inventor may be very conscious about 
protecting his/her own interests, the applicant should be handled very gently. The examiner must make 
special efforts to ensure that: the applicant knows what is happening to his/her application; must take the 
time to write a good, full action in basic simple words; and must never use the standard writing style 
typically used with agents. It is confusing to anyone not familiar with office practices. The examiner is 
encouraged to avoid relying solely on routine patent-type words such as "Anticipation, Obviousness, 
Division, Exhaustive Combination, Support" and others which have exact and distinct meanings to people 
who work within the profession as they will not be readily understood to the full extent by private inventors. 
Of course, these terms may be used, but the examiner should further explain what these words mean. 
 
In dealing with private inventors, the examiner should explain everything, and use plain language and 
terms that would be used in a face-to-face conversation. This is not easy. When preparing an office action 
addressed to private inventors, an examiner should avoid using typical office jargon.  Attempting to write in 
a high-leveled “officialese” style typically results in complicating the situation and confusing a private 
inventor.  This more often than not, results in a lengthy explanation of the requirements of the Canadian 
patent system. 
 
Sometimes unavoidable situations exist where, from the nature of the field of the invention, an examiner 
can foresee that complex defects will be identified further on in the prosecution of a patent.  If this situation 
seems likely, appropriate explanations of the relevant law, (e.g. with respect to statutory subject-matter or 
utility) should when possible, be included in the first office action in order to assist the applicant. 
 
Occasionally it is evident that the applicant has a poor knowledge of the English or French language. In this 
event, particular care should be taken to ensure that the language used in the office action be 
understood by the applicant. 
 
As will be seen later, there are no standard levels of details for office actions addressed to private inventors. 
The level of detail and explanation required in an office action will be dictated by the particular 
circumstances of each case. 
 

 Indicate Procedure for Responding to Office Actions 5.4.4.2
 
An office action addressed to a private inventor should also include details about proper office procedures 
and considerations when filing a response/amendment (e.g. include new pages, cover letter, respond to 
all defects identified in an office action, either by amendment or argument). An agent is aware of these 
requirements of office practice, but this is not always the case with a private inventor. 
 

 Priority Documents and New Matter 5.4.4.3
 
Because private inventors often amend their applications as they develop their concept, special care 
should be taken when verifying: all priority documents (if any), the application as originally filed in Canada, 
and any subsequent amendments with respect to the addition of new matter.  
 
Claims containing new subject-matter which first appears in an application on the Canadian filing date will 
not be given the benefit of a priority date of any earlier filed application. Instead, the claim date will be the 
filing date. Of course, any new subject-matter which cannot be reasonably inferred from the specification 
and drawing as originally filed must not be added to the application. The question of new matter may arise 
when a private inventor files an incomplete application according to Section 93 of the Patent Rules 
respecting Paragraph 28(1) of the Patent Act.  In completing the application, private inventors may add 
matter beyond the scope of the application on the filing date. The situation may also arise when an 
application is amended, either voluntarily or in response to an office action. 
 
When an examiner identifies the addition of new subject-matter as a defect, it is appropriate to include 
information relating to the concepts of new matter, and the priority concept if pertinent.  Relevant sections 
of the Act and/or the Rules, MOPOP and other documents in order to support the identified defect may be 
included. It is also important to inform the applicant that the Canadian application can become a priority 
document if he/she decides to file a separate application in Canada or in another country, within the 
twelve month period from his/her Canadian filing.  This is especially important for states which don’t offer a 
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grace period. 
 

 Restricting the Extent of the Office Action 5.4.4.4
 
In some circumstances, an examiner may find it necessary to restrict the office action and reserve opinion 
on some aspect because deficiencies in the specification make it impractical for the examiner to issue a 
comprehensive office action. 
 
Situations where restriction may be justified are: 
 

a. Where the claims are drafted in such a way that it is not possible to determine the scope of 
the claims in any meaningful way.  If it is not possible to determine the inventive concept from 
the description, the examiner may defer the search of the prior art. 

 
However, where the inventive concept can be determined from the description, the search 
should be conducted in respect of that subject-matter, with a notation in the office action 
indicating what subject-matter was searched. 

 
b. When the claims define more than one invention requiring additional searches. 

 
c. When the invention claimed clearly does not fall into a category of statutory subject-matter 

and it is not readily apparent what subject-matter might reasonably be expected to be 
claimed taking into account the contents of the description and drawings and the common 
general knowledge in the relevant technical field. 

 
d. When there has been new matter added which is not reasonably to be inferred from the 

originally-filed specification and drawings. 
 
In all instances where the extent of the office action is restricted in some manner, a note to that effect must 
be included in the office action. The note should include the reasons for the restriction and should advise 
the private inventor that an opinion regarding matters not covered by the office action may be 
forthcoming in a subsequent office action. 
 

 Supplying Information with Respect to Formal Requirements of an Application 5.4.4.5
 
Knowing that in numerous cases, private inventors have no copy of the Patent Act and Rules or MOPOP or 
the patent guide, it is advisable to include web links of these documents.  When creating a Task Type 45, 
the examiner can include an instruction in the description field to attach links  of the manuals and to 
provide information on how to obtain the other documents, e.g. on the CIPO web site. In some instances, it 
may be appropriate to copy and paste excerpts of these documents into an office action in order to 
avoid long explanations. 
 
At the time of filing of an incomplete application by a private inventor, it is office procedure to forward 
explanatory information detailing formal requirements. It is also usual practice for the examiner to include 
with the first office action appropriate information as required. 
 

 Providing Copies of Cited References 5.4.4.6
 
If the examiner is citing references against some of the claims or an entire application, these documents 
should be mailed out with the office action. In this way, the inventor will not only be able to consider the 
pertinency of the cited references, but also to use the references as guides for proper formatting of a 
patent application.  
 
When creating the TT45, the examiner should include an instruction in the description field to attach a copy 
of the cited references to the office action.  Examiners should then forward copies of prior art to be sent to 
private inventors to the PSSD Outgoing Correspondence Unit and create a TTF8 in LOB (see examiner’s 
bulletin 2016-P16-J). Note that cited references that are subject to copyright should not be sent to the 
inventor. The examiner should indicate in the office action where the applicant can get a copy of these 

http://icweb.ic.gc.ca/eic/site/487.nsf/eng/ne04552.html
http://icweb.ic.gc.ca/eic/site/487.nsf/eng/ne04552.html
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references. 
 
Even in situations where the examiner is not citing prior art references, it is appropriate to send the 
applicant copies of references of interest (i.e. the closest prior art). These will provide examples of the 
manner in which inventions in the particular field have been described and claimed, and for this purpose it 
is important to ensure that documents referred to, other than citations, are accepted specifications or 
issued patents. 
 
Preferably, these references of interest should be in the same language as that of the inventor’s 
application (i.e. English or French). This will allow the inventor to better understand the specific language 
used in the claims. It is preferable to use Canadian documents as examples to avoid any confusion. The 
English documents of the same technical field are generally readily available.  However, French language 
documents are not as prevalent in the Canadian database. If no relevant Canadian documents can be 
found, the examiner may find it helpful to direct the search towards documents available in France. 
 

 Providing Information with Respect to Patent Agents 5.4.4.7
 
Private inventors are to be advised in the first office action that if they wish to seek professional help in 
processing their application, they should contact a patent agent. The office maintains a list of registered 
patent agents who are qualified in the prosecution of applications before the Patent Office. Under no 
circumstances may the examiner recommend a particular agent or firm. 
 
Reasons why a private inventor does not use the services of a patent agent may include ignorance of the 
existence of the profession, and cost. Some applicants are capable of obtaining a patent without using the 
services of a patent agent. In other circumstances, when the application clearly does not contain anything 
that warrants patent protection, e.g. the invention is clearly anticipated by prior art or is directed to non-
statutory subject-matter, the applicant may decide that engaging an agent is unnecessary. The examiner 
must therefore avoid any suggestion, express or implied that the applicant must seek the services of a 
patent agent in order to prosecute his or her application. 
 
However, the examiner may wish to point out to an inventor/applicant that the value of a patent depends 
on claims that are sufficiently restricted to overcome the prior art, yet broad enough to afford protection 
against infringers.  And, while it is the examiner’s responsibility to identify defects in claims that do not 
comply with the Patent act and Rules, it is not the duty of the examiner to inform the applicant when it 
appears that the claims may be broadened. Therefore, by utilizing the services of a knowledgeable patent 
agent, the inventor may receive a patent having claims that offer as broad a protection as he is entitled to 
receive. 
 

 Suggesting Amendments 5.4.4.8
 
Defects identified in an office action may explicitly indicate a particular solution, but must not require a 
specific amendment. Defects in specifications fall between two extremes, i.e. those which are readily and 
easily correctable and those for which no amendment is possible (e.g. prior publication of embodiment, 
true insufficiency). Whatever the defect, it is always the applicant's prerogative to amend how he or she 
think is best.  A well written office action which accurately and clearly identifies a defect should elicit 
proper amendments, particularly where the defect identified is one which is easily and readily correctable. 
When a major defect is identified which is not readily and easily correctable, it is even more important that 
the applicant be allowed to follow a course of his or her own choice. 
 
Examiners should not require specific amendments because: 
 

a) the very act of doing so may cause the applicant to feel restricted to responding as required 
to ensure acceptance of the application, thereby closing off other, possibly better, options; 

 
b) the required amendment could be wrong; and 

 
c) the examiner, in requiring amendments, risks losing objectivity. This results in the public and the 

applicant being without the services of an objective examiner. 
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 Claim Drafting 5.4.4.9

 
Similarly, claim drafting must be avoided. This solution seems attractive because it is prompt; however, 
there are several problems associated to this activity such as: 
 

a) the practice results in unfair competition with the patent agent profession; 
 

b) it is unfair to other inventors/applicants who pay to have their applications drafted; 
 

c) the examiner will be put in the position of correcting his/her own claims; and 
 

d) inventors share information with one another through various associations and, as a result, 
other inventors may request similar treatment from the Patent Office. 

 
One approach used by some examiners in guiding a private inventor towards acceptable claims, without 
the examiner drafting the claims, is the following: 
 

• pointing out one or more claims from a cited reference that the inventor may use as a 
possible starting point in drafting an acceptable claim or claims; 

 
• providing an indication of the applicant’s features, claimed or described, which, if added to 

the claim(s), would appear to distinguish the claimed invention from the prior art; 
 

• highlighting the basic essential elements of the invention which must be present in the 
independent claims; 

 
• emphasizing any essential co-operative relationships between elements that must be defined 

by the claims; and 
 

• describing any basic claim formality rules, as required, e.g. single sentence structure, 
antecedents. 

 
If the applicant can draft claims that incorporate the above-mentioned elements, it is usually a relatively 
simple matter for the examiner, in a subsequent office action, to deal with any language problems causing 
a lack of clarity. 
 
 

 Not All Private Inventor Applications Are Alike 5.4.5
 
Private inventors fall roughly into three categories, and the approach to examination depends on an 
assessment by the examiner into which category they fall. 
 
In the first category are the relatively few individuals who have had previous experience in prosecuting 
applications. They can be recognized by their fairly well drafted claims and description, and prior 
applications referenced within their patent application.  Included in this category are those inventors 
having corresponding applications in foreign patent offices which are being handled by a patent attorney 
or patent agent. The inventors benefit from the work carried on abroad, generally by amending the 
Canadian application in view of the foreign prosecution, and saving the cost of hiring another patent 
agent to prosecute the Canadian application before the Patent Office. 
 
In the second category are those applicants who have had little or no prior experience in prosecuting 
patent applications, but who have obviously obtained sufficient information to have made a good 
attempt. This category of applicant will often be recognized by their claims, which will have significant 
defects but which nevertheless are reasonable attempts at defining the invention. 
 
In the third category are those applicants who have a poor appreciation of what is required in a patent 
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application. This category is invariably recognized by claims which, if they exist, do not define an invention 
in any meaningful way, or else claim each element of a combination separately. 
 
 

 Different Approaches to Examination for Different Situations 5.4.6
 
Each of the three categories of applicant mentioned above requires a different approach to examination, 
and variations in approach are also possible within a particular category. Some suggested guidelines for 
dealing with each type of situation are listed below.  Although it must be remembered that these are only 
guidelines; there are no golden rules that fit each case. The examiner will have to evaluate the merits of 
each application, as well as each applicant’s awareness level, and adjust accordingly. As with all aspects 
of examination, proficiency in dealing with this type of application comes with experience. 
 

 Claims and Description Are Fairly Well Drafted 5.4.6.1
 
For the first category of applicant, no explanatory leaflets need be sent.  A “standard” type of office action 
may be written with the exception that it is supplemented by some explanation to ensure that the inventor 
will understand clearly the nature of each defect identified. 
 

 When a Reasonable Attempt at Describing and Claiming the Invention Is Made 5.4.6.2
 
For the second category of applicant, a standard type of office action should be written, although 
particular care must be taken to ensure that each defect identified is expressed fully and clearly in terms 
that the inexperienced applicant should understand. 
 
If a search of the prior art reveals that one or more of the claims are anticipated or obvious, the office 
action should so indicate. The office action may also further indicate which elements, either claimed or 
described, appear to be novel and unobvious. 
 
If the entire subject-matter of the application is clearly anticipated or obvious, the office action should be 
straight forward. The examiner should indicate that the application as a whole does not contain any 
patentable subject-matter (- i.e. the examiner doesn’t give hope to the applicant where it appears there is 
no subject-matter for a patent). In this case, the first office action should not focus on non-prior art 
deficiencies.  However, if the inventor responds by argument or amendment, the second office action 
should identify all known defects in the application. This is important in the event that the prosecution leads 
to a Final Action. The subject of Final Actions will be covered in Chapter 8.03. 
 

 Claims Are Unrecognizable or Non-existent 5.4.6.3
 
For the third category of applicant the following approach to writing the office action should be adopted: 
 

a) Since the claims are unsearchable, the examiner should carefully ascertain the alleged 
invention from the application as a whole. A search should then be conducted to ascertain 
whether or not the invention is novel, unobvious and patentable and a note included 
indicating the field that has been searched. 

 
As mentioned previously, a search should only be deferred when it is impossible to determine 
the inventive concept from the application as a whole. If the specification as a whole is 
incomprehensible, the office action should explain that a search and substantial examination 
cannot proceed until the application is in a suitable condition to allow an assessment of the 
subject-matter. 

 
b) If the examiner concludes, following a search based on the subject-matter of the application 

as a whole, that it would not be possible to draft properly definitive claims which define a 
novel, unobvious and patentable invention, then this should be the primary substance of the 
first office action, supported by clear and detailed reasons. 
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The first office action should not focus on non-prior art deficiencies. The office action should 
provide the procedure for responding to the office actions, but also clearly indicate that the 
examiner does not consider the application as a whole to contain any patentable subject-
matter. 

 
c) If the examiner concludes that there is a novel, unobvious and patentable invention, then the 

aim of the office action under these circumstances is to guide the applicant along the right 
path in a straight forward manner, while avoiding drafting claims for the applicant. 

 
The office should indicate which described elements appear to be novel and unobvious. If 
the specification contains numerous defects, the office action should give only examples of 
typical errors rather than enumerating each one, with the explanation that the list is not 
comprehensive, but merely illustrative of the type of errors found in the application. The office 
action may inform the inventor of the existence of the patent agent profession. 

 
In all cases, the office action should advise the applicant that the application may not be amended to 
include new matter, unless that matter can reasonably be inferred from the specification and drawings as 
originally filed. 
 
 

 Communication with Private Inventors 5.4.7
 

 Inventors Receiving Information from Other Sources 5.4.7.1
 
Considering that the information regarding the filing and prosecution of an application can originate from 
different sources, it is possible that the applicant affirms that he was informed on a subject which 
contradicts Patent Office practices or the Patent Act and Rules. For example, the information may 
originate from a manual relating to foreign patent office procedures, a commercial patent information 
agency, or perhaps from CIPO’s Client Service Centre. It is important to avoid a quick judgement about 
the reliability of these sources because in many cases the applicant either did not receive the information 
from the primary source, i.e. Patent Act and Rules or MOPOP, or else he/she misinterpreted the information 
from these other sources. Examiners are to avoid making negative comments about other parties. On 
several occasions it has been found that the proper information had been delivered, but that the inventor 
had misinterpreted this information. The recommended approach is to clarify the information and support it 
with a document or a part of a document (Act and Rules, MOPOP); so that the applicant can have 
confidence that they now have the proper information. 
 
In a situation where an improper or incorrect piece of information originated from within CIPO, it is 
important to communicate these facts tactfully, to the appropriate branch or section in order to improve 
our service to the client. 
 

 Examiners Dealing with Private Inventors by Telephone, Fax or Electronic Mail 5.4.7.2
 
Wherever possible, the official process for prosecution is to be followed. However, in some situations, it may 
become necessary to go beyond standard procedures although respecting client service standards. 
Examiners are expected to use their judgement, taking into account, the complexity of the case and the 
level of understanding of the applicant of patent law and administration of the Act in any dealings with 
private inventors. 
 
When necessary, the examiner should request the assistance of a Senior Examiner or Section Head to help 
clarify more complex issues raised by a private inventor over the phone, and subsequently follow up with 
the proper information. The examiner must keep in mind that while information or guidance relating to the 
prosecution process may be provided, avoid giving advice on how to handle the prosecution of the 
application itself should be put forward, in order to maintain objectivity. A record of the conversation that 
took place should be placed on the file.  An examiner may use the Patent Examination Interview Service 
process to record this information (process mapping to conduct an examiner initiated interview can be 
found here). 

http://wiki.ic.gc.ca/download/attachments/617513270/PB-4A-PS-62-EN%20-%20Conduct%20an%20Examiner-Initiated%20Interview.pdf?version=1&modificationDate=1495038782000&api=v2
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While examiners may communicate with private inventors by phone, they are not to communicate directly 
with inventors by fax or electronic mail.  The Patent Office does not have mechanisms in place to ensure 
that such communications are between authorized correspondents, sufficiently secure and sufficiently 
captured in LOB. (See EB: 2017-P10-D:  Modified Practice (National Practice) – Fax, email and telephone 
communication with agents or applicants) 
 

 Examiners Dealing with Private Inventors in Person 5.4.7.3
 
When dealing with private inventors in person, either face to face or by tele/video conference, an 
examiner should follow process mapping Conduct Applicant Initiated Interview. Examiners in training 
should always contact their Section Head when a request for a formal interview with an applicant is 
requested. If the meeting is with a private inventor then a Senior Examiner should also be present. Notes of 
the relevant conversation must be recorded and placed in the file.  In conversations with patent agents 
and the public, examiners should always be courteous. Anything that could be regarded as sarcasm or a 
reprimand must be avoided. 
 
Whenever an interview is to be conducted in other than the examiner’s working language, the presence of 
bilingual examiner and/or Section Head is required.  The bilingual examiner and/or Section Head acts as an 
intermediary for the prosecuting examiner, who is the application owner. 
 
Examiners are expected to arrange a time, date and location that are appropriate for all participants and 
are also expected to reserve a boardroom and/or conference call line as necessary, to conduct formal 
interviews with patent agents or private inventors on the subject of pending applications or on matters of a 
confidential nature. 
 
During interviews, examiners should endeavor to be helpful by providing any information to which an 
applicant may be legitimately entitled. Examiners must, however, refrain from making statements or 
offering opinions which they are not prepared to maintain in writing in a formal office action. 
 
For questions relating to commercialization of their invention, applicants should be advised to seek 
professional advice, such as from a patent agent. 
 
 

 Summary 5.4.8
 
A few basic guidelines for examining applications from private inventors are: 
 

• use any available documents to support any comments or defects identified; 
 

• keep a record of all private inventor applications for further reference, i.e. save all private 
inventor office action in an independent directory and retain a copy of the file folder and 
search results; 

 
• adapt to the level of knowledge of the inventor for better communication and 

understanding; and 
 

• realize that nothing can be fully predicted and planned. There is always room for a surprise or 
two, so remain calm, open-minded and, when in doubt, do not hesitate to consult a Senior 
Examiner or Section Head. 

 
As a helpful guide, templates and samples of office actions sent to private inventor be found on the 
WIKI here  
 
  

http://icweb.ic.gc.ca/eic/site/487.nsf/eng/ne04789.html
http://icweb.ic.gc.ca/eic/site/487.nsf/eng/ne04789.html
http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/PB-4A-PS-16-EN.pdf/$FILE/PB-4A-PS-16-EN.pdf
http://wiki.ic.gc.ca/display/cipopb/Examples+of+Private+Inventor+Reports?src=search
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Notes: 
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 An Overview of the United States and European Patent Offices 5.5
 

 Introduction 5.5.1
 
The current Canadian patent practice borrows many laws and procedures from those originating in the 
United States (US) and Europe. Arguably, the similarities among our practices outnumber the differences. 
However, awareness of these differences is important, as it enables Canadian examiners to correctly 
interpret foreign prosecution and patents. This chapter serves to present a brief overview of the US and 
European Offices and the differences between Canadian, American, and European practices. 
 
 

 United States Patent and Trademark Office (USPTO) 5.5.2
 
The USPTO is the largest patent office in the world. As of 2016, the USPTO had more than 10,000 employees, 
over 8,000 of those being patent examiners. The USPTO receives patent applications at the rate of more 
than 650,000 applications per year. 
 
The USPTO offers three types of patents: utility patents, design patents, and plant patents. The utility patent 
is the US equivalent to a Canadian patent, whereas the design patent is equivalent to a Canadian 
Industrial Design. The plant patent has no Canadian equivalent. 
 
 

 European Patent Office (EPO) 5.5.3
 
The EPO represents 38 countries ("contracting states"), including all European Union member states. The 
EPO examines and grants European patents, which are accorded the same status as national patents 
within the designated contracting states. 
 
At the end of 2016, the EPO had 7,000 employees, with roughly 4,000 examiners. The EPO receives patent 
applications at the rate of roughly 165,000 applications per year. 
 
 

 Patentable Subject-matter 5.5.4
 
In the United States, software, business methods, medical treatments, and higher life forms may be 
patented. 
 
In Europe, certain higher life forms may be patented. Medical methods are not patentable. Medical uses 
may be patentable, but only if worded in “Swiss type” claim: "Use of a substance or composition X for the 
manufacture of a medicament for therapeutic application Z”. Diagnostic methods practiced on the 
human or animal body, as well as inventions deemed contrary to morality or "ordre public" may not be 
patented. 
 
 

 First to File vs. First to Invent 5.5.5
 
In 2013, the U.S. patent system amended the patent law and converted “first to invent” system to a “first 
inventor to file” system.  U.S. patent application publications are treated as of their earliest effective U.S., 
foreign, or international filing date, which eliminated the requirement that a prior public use or sale in the 
country is the prior art activity. For example, if two or more inventors seek to patent the same invention, the 
one who invented first (as opposed to filed first) has the right to the patent. When determining the date of 
invention, the USPTO considers the act of inventing to include both the conception of the invention and 
putting it into practice. 
 
Where invention rights are challenged, a derivation proceeding takes place. A derivation proceeding is a 
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trial proceeding conducted at the Board to determine whether (i) an inventor named in an earlier 
application derived the claimed invention from an inventor named in the petitioner's application, and (ii) 
the earlier application claiming such invention was filed without authorization. 
 
The EPO, like Canada and most other countries, has adopted a first-to-file patent system. 
 
 

 Classification Systems 5.5.6
 
The USPTO classifies all US patent documents according to the United States Patent Classification (USPC) 
system. Equivalent International Patent Classifications (IPC) are also assigned, but these are determined by 
an USPC-to-IPC concordance table, and may therefore be somewhat unreliable. The USPC system may be 
accessed via the USPTO Web Site:  http://www.uspto.gov/web/patents/classification/ 
 
The EPO employs the European Classification (ECLA) system to classify all European patent documents. 
Equivalent IPC classifications are also assigned. The ECLA is very similar to the IPC, but has more detail at 
the subgroup level. The ECLA system may be accessed via Espacenet here.  
 
The WIPO system may be accessed via following link:  
 
 

 US Provisional Applications 5.5.7
 
Inventors may file a provisional application in the United States that will allow them to obtain an early filing 
date, with fewer formality requirements and at a lower cost than filing a regular application. A provisional 
application is not examined, and is automatically abandoned 12 months after filing. Provisional application 
also allows the designation "Patent Pending" to be applied in connection with the description of the 
invention. 
 
The inventor may file a regular application before the provisional application expires and claim priority 
thereon. The claims of the subsequently filed regular application must find support in the provisional 
application, or they are given the later claim date of the regular application. The patent term starts from 
the filing date of the subsequently filed regular application, and not the filing date of the provisional 
application; therefore, by filing a provisional application, the inventor may effectively extend the patent 
term by one year. 
 
 

 US Continuation and Continuation-in-Part (CIP) Applications 5.5.8
 
Continuation application: 

- claims priority of an earlier filed (co-pending) US regular application 
- has identical subject-matter to that of the earlier application 
- used mostly because of procedural matters  

 
Continuation-in-Part (CIP) application: 

- claims priority of an earlier filed (co-pending) US regular application 
- introduces new subject-matter over that of the earlier application 

 
Examiners should take note when a Canadian application corresponds to a US patent issued from a CIP 
application, as it is possible that amendments thereto may introduce new matter. Unless that new matter 
was included in the originally filed Canadian application, or can be reasonably inferred therefrom, it is not 
permissible to add the matter into the Canadian application. An indication that the application is a 
continuation-in-part or a divisional of a foreign patent document, for example, is not correct in the context 
of the Canadian Patent Act and must be removed. 
 
Statements in the description of the Canadian application, claiming priority based on a United States 

http://www.uspto.gov/web/patents/classification/
http://www.cooperativepatentclassification.org/search.html?queryString=&submit=Search
http://web2.wipo.int/classifications/ipc/ipcpub?notion=scheme&version=20170101&symbol=none&menulang=en&lang=en&viewmode=f&fipcpc=no&showdeleted=yes&indexes=no&headings=yes&notes=yes&direction=o2n&initial=A&cwid=none&tree=no&searchmode=smart
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provisional or continuation-in-part application should not be identified as defects if the US provisional or 
continuation-in-part application identified is the Canadian application's priority document. In these cases 
the claim of priority to a provisional or continuation-in-part application is correct and is not a reference to 
foreign practices or law. 
 
 

 Grace Period 5.5.9
 
In the US, there is a one year grace period, but it extends to include a disclosure by anyone, not only the 
inventor or persons connected to the inventor. If it is the inventor that discloses, it does not affect the 
prosecution. If it is a third party, then the inventor must provide an oath establishing that they believe they 
are the first inventor. Thus, it may be that a patent document listed as a reference on the cover page of a 
US patent may not have been citable against the application, whereas in Canada that same reference 
would be citable. 
 
In Europe, for the application of a novelty defect, a disclosure of the invention is not considered if it 
occurred within the 6 months preceding the filing date of the European patent application and it was due 
to: 

- an evident abuse in relation to the applicant or his legal predecessor, or 
- the invention was displayed, by the applicant or his legal predecessor, at an officially recognized 

international exhibition. 
 
 

 Means Statement 5.5.10
 
In Canada, a “means” statement within a claim defines the means by which a result is achieved, rather 
than specific things that would yield the result. Means statements are not objectionable per se, provided 
the claim meets all the requirements of the Patent Act and Patent Rules.  
 
In order for a means statement to be properly supported, the description must describe what types of 
means are contemplated by the inventor unless this would be obvious to the person skilled in the art in view 
of their common general knowledge. Where it would not be obvious to the person skilled in the art which 
means fall within the scope of a defined means statement, the claim may be defective for lack of proper 
support or for indefiniteness. A means statement may refer to hardware or to software, and it should be 
clear in the context of the claim what the means statement refers to. 
 
In the computer arts, the term “means” is often used in reference to a computer running software. Unless 
the context of the claim precludes this interpretation, a means statement that encompasses software may 
be understood to refer to software stored on a physical memory and being executed by a processor. 
 
In the US, a means statement is construed such that it is limited to the corresponding structure, material or 
acts described in the specification, and obvious equivalents. Thus, given identically worded claims, where 
a means statement is included in a US and a Canadian application, the scope of the US claim is narrower 
than that of the Canadian claim. 
 
 

 Number of Independent Claims 5.5.11
 
In European practice, a patent application may only contain more than one independent claim of the 
same category (product, process, apparatus or use) if the subject-matter of the application involves: 

- a plurality of interrelated products; 
- different uses of a product or apparatus; or 
- alternative solutions to a particular problem, where not appropriate to cover these alternatives by a 

single claim. 
 
These requirements often lead to only a single independent claim in any given category. 
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 European Style Claims 5.5.12
 
European practice encourages inventors to structure claims in the form of the European style of claim 
construction. In this claim style, the preamble addresses all subject-matter known from the prior art, and the 
body of the claim states all new subject-matter; the preamble and body are separated by the transition 
phrase "characterized by" or "characterized in that". 
 
 

 Incorporation by Reference 5.5.13
 
US practice enables inventors to include references to other documents, such that the teachings of these 
other documents effectively form part of the description. Such an “incorporation by reference” is not 
allowed in Canadian practice. 
 
 

 Foreign Prosecution 5.5.14
 
Prior art documents cited in the International application or in foreign countries may be relevant document 
in Canadian prosecution.  
 
In both the US and Europe offices, the prosecution records and file wrappers may be accessed online 
through following links: 
 
USPTO: http://portal.uspto.gov/external/portal/pair 
 
EPO: https://register.epo.org/espacenet/regviewer 
 
 

 

  

http://portal.uspto.gov/external/portal/pair
https://register.epo.org/espacenet/regviewer
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 Preparing a Folder 5.6
 

 Introduction 5.6.1
 
The focus of this chapter is on how to create a working folder which will be used to document the 
examiner’s actions, from collecting the necessary documents for analysis, to writing a first report or 
approving for allowance a patent application. At the end of the chapter, the examiner will also find a few 
helpful tips on how to manage the workload and ensure that yearly production goals are met. Two 
sample checklists have been provided at the end of the chapter, and the originals can be found on the 
wiki at: http://wiki.ic.gc.ca/x/ngwRGw. 
 
 

 Creating a Paper and/or Electronic Folder 5.6.2
 

 Purpose 5.6.2.1
 
It is common practice for examiners to gather all the necessary information concerning a patent 
application into a folder in paper and/or electronic format. Trainees are expected to provide paper folders 
to their trainers for the duration of their training. 
 
When preparing a folder the examiner should note the following: 
 

• The application number (X,XXX,XXX); 
 

• The application’s bibliographic information such as the inventor, assignee, and title; 
 

• The IPC Classification (e.g., H04L-12/16); 
 

• The status of the maintenance fees (Fees Menu); 
 

• The status of the patent application (good standing or suspended); 
 

• The application’s dates such as the filing date, the request for examination date, the laid 
open date, the priority date(s), and if applicable the national entry date and divisional date 
(Relevant dates topic is covered in more details in chapter 4.09.) 

 
Once the status of an application has been determined, the examiner will be required to collect relevant 
documents, which will be used in the logical and comprehensive examination of the patent application. 
These will include: 
 

a) LOB TABS:  ABS-IP, DIS-IP, CLM-IP, DRW-IP, PRO, CAP, PCT;  
b) foreign corresponding patent documents; and  
c) references cited in corresponding patent applications/patents.  

 
 LOB Tabs 5.6.2.2

 
The following five elements form the essence of a patent application. Examiners will be required to print or 
save an electronic version of the following: 
 

a) Cover page (COV-IP) 
b) Abstract (ABS-IP) 
c) Description (DIS-IP) 
d) Claims (CLM-IP) 
e) Drawings (DRW-IP) 

 
Some additional documentation relevant to examination usually accompanies a patent application, and 

http://wiki.ic.gc.ca/x/ngwRGw
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can include: 
 

• Prosecution letters (PRO) 
• Voluntary Amendment Letters (PRO) 
• Submission of Prior Art Letters (PRO) 
• The submitted Prior Art (PRO or CAP) 
• A request form for participation in the global patent prosecution highway (PPH) pilot program 

 
If the patent application was filed via the Patent Cooperation Treaty (PCT), a PCT tab will exist and may 
include the following: 
 

• PCT documentation (PCT) 
• PCT Checklist (ASSIGN) 
• International Search Report - ISR (PCT) 
• Notification of Election (PCT) 
• Notification of Change (PCT) 
• International Preliminary Report on Patentability - IPRP (PCT) 
• International Preliminary Examination Report - IPER (PCT) 
• Cancelled or Modified Pages (PCT) 
• IPER or IPRP in a Foreign Language (PCT) 

 
 Corresponding Documents (Family Members) 5.6.2.3

 
In chapter “3.05 - Tasks and Priorities”,  new examiner have seen that patent applications filed in Canada 
often have corresponding family members filed in other countries, which may be helpful when examining 
Canadian applications. 
 
While there may be dozens of corresponding patent documents from as many countries, examiners are 
usually only interested in 3 or 4 corresponding documents: 
 

• The corresponding United States Patent(s) and Application(s); 
• The corresponding European Patent(s) and Application(s); and 
• The corresponding PCT Application. 

 
These family members are useful for two purposes: comparing the scope of granted claims with the 
pending claims in the Canadian application, and identifying prior art documents that were cited by 
foreign patent offices. 
 
Many online patent databases can be used to retrieve the family of a patent or an application. Patent 
documents are published at predetermined stages from filing to grant. The standard notation for 
publication numbers is a two letter country code (e.g. US, CA, EP) followed by a number and a kind code 
(type of publication). Kind codes allow the user to determine the content of the publication. A TABLE OF KIND 
CODES is provided at the end of this chapter for the main foreign patent offices. 
 

 Corresponding United States Patents and Applications 5.6.2.4
 
The publication number of a US Patent is different than the number of US Application from which patent is 
issued, if the application was previously published. US Patents may have a B1, B2, or no kind code 
depending on when they were filed/published. When looking at a US Patent, examiners are interested in 
looking at the cover page and at the claims. The cover page contains pertinent information about the 
corresponding document (inventor(s), filing date, priority date(s), etc.), an abstract, a representative 
drawing, and a list of the prior art considered during the prosecution of the patent application. 
 
US Applications are usually published with kind code A1. Applications do not provide as much information 
as patents but may provide an indication of what could be granted in the future. Also, file wrappers of the 
prosecution of an application are sometimes available on the USPTO website. 
 

https://portal.uspto.gov/pair/PublicPair
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Document samples and the website image are given at the end of this chapter for: 
• FIGURE 4: US PATENT APPLICATION 
• FIGURE 5: US PATENT, and  
• FIGURE 6: US PATENT PROSECUTION RETRIEVAL 

 
 Corresponding European Patents and Applications 5.6.2.5

 
There are different types of EP publications. The EP-A1 is the application accompanied by a search report. 
The EP-A2 is the application without a search report. The EP-A3 comprises a cover page and search report 
only. The examiner may also encounter an EP-A4 document, which is an additional search report. 
 
The issued EP Patent is published as EP-B1. Examiners will generally be interested in the cover page and 
claims. EP claims are published in three languages: English, French, and German - not always in that order. 
As with US applications and patents, the scope of granted EP claims can be compared to pending 
Canadian claims. 
 
Prosecution of EP Patent Application can be retrieved at EP Register.  
 
Samples of EP documents and web pages are shown at the end of this section under: 

• FIGURE 7: EP PATENT APPLICATION, and 
• FIGURE 8: EP PATENT 
• FIGURE 9: EP REGISTER - SMART SEARCH 

 
 Corresponding PCT Application 5.6.2.6

 
The application is published with the International Search Report (ISR). The International search report is 
useful for examiners and often present in LOB in the PCT tabs. Examiners will also be interested in the IPRP, if 
it is available, as it covers the relevance of prior art documents in more details. The application can also be 
used to ascertain whether new matter has been added by national phase amendments. 
 
Both ISR and IPRP could be retrieved at a WIPO web page.  
 

 Identifying and retrieving the Corresponding Documents 5.6.2.7
 
There are many tools to identify and retrieve corresponding documents for an application. They include: 
 
  

• Techsource (LOB TABS: PRO TABS - information submitted by the applicant); 
• Custom in-house tools (Search Recording Tool, File Prep);  
•  Orbit from Questel (https://www.questel.com/); and 
• Online Foreign Prosecution Websites for retrieving foreign prosecution. 

 
US and EP prosecution documents may be found as described in chapters 5.6.2.4 and 5.6.2.5 above. 
Some of prosecution references that may be useful are: 
 
WOISA: https://patentscope.wipo.int/search/en/structuredSearch.jsf 
 
Australia: http://pericles.ipaustralia.gov.au/ols/auspat/quickSearch.do 
 
Japan: https://aipn.j-platpat.inpit.go.jp/AI2/cgi-bin/AIPNSEARCH 
 
Germany: https://register.dpma.de/DPMAregister/pat/einsteiger?lang=en 
 

 Cited Prior Art 5.6.2.8
 
Prior art documents cited by foreign offices can be obtained all at once or individually with available 
search tools (in house or external). Note that not all of the cited documents may be relevant: the scope of 
claims granted by a foreign office may not be the same as the scope of pending Canadian claims. 

https://register.epo.org/
https://patentscope.wipo.int/search/
https://www.questel.com/
https://patentscope.wipo.int/search/en/structuredSearch.jsf
http://pericles.ipaustralia.gov.au/ols/auspat/quickSearch.do
https://aipn.j-platpat.inpit.go.jp/AI2/cgi-bin/AIPNSEARCH
https://register.dpma.de/DPMAregister/pat/einsteiger?lang=en
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Additionally references may represent the technical background or state of the art, and some references 
cited by a foreign office may not be citable in Canada. 
 

 Unscannable item in LOB 5.6.2.9

Certain items or documents submitted with an application cannot satisfactorily be scanned as an image. 
These include pictures, objects, complex graphs, voluminous documents such as priority documents, etc. 
When such a situation arises, the corresponding pages in LOB (usually in the DRW tab) are replaced with an 
“unscannable item” memo.  

Examiners must send an email to PSSD Outgoing Correspondence Unit to request unscannable items. If the 
previously deemed "unscannable item" is determined to be scannable by the PSSD Outgoing 
Correspondence Unit using present means, the PSSD Outgoing Correspondence Unit will scan the item and 
send it to the examiner by email. Examiners must verify in an email reply that the image is suitable for entry 
into LOB. 

After reviewing any unscannable item, examiners must now include a notation in LOB indicating that the 
unscannable item has been reviewed. 

 In Summary 5.6.2.10
 
A folder for an application should contain the following: 
 

• Parts of the application (-IP tabs); 
• Family information and a copy of important family members (US, EP, etc...); 
• Relevant cited documents (D1, D2, D3…); 
• Other information: 

o amendments, submitted prior art; 
o maintenance fee due date; 
o particulars of the case: divisional, special order, related Canadian applications. 

 
 

 Paperless Examination  5.6.3
 
With technology evolving and environmentally friendly trend, the office has provided training to examiners 
on how to work independently of paper. There are tools provided and software options available if 
examiners opt to work that way such as Adobe, CM8, File Prep and bLOB. The document of this training 
can be found on the intranet here.  The appendix of which discusses workstation set-up. 
 
  

http://icweb.ic.gc.ca/eic/site/487.nsf/vwapj/2017_Paperless_Examination_Training_EN.docx/$file/2017_Paperless_Examination_Training_EN.docx
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 Appendix 5.6.4
 

The following checklists are provided as examples only. The originals are available on the wiki 
at http://wiki.ic.gc.ca/x/ngwRGw. The first checklist was provided by Mechanical division examiner Jeff 
Butler 

 
 

 
Figure 1: 1st Checklist 
  

http://wiki.ic.gc.ca/x/ngwRGw
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Figure 2: 2nd Checklist 
 

Return to: INTRODUCTION 
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Country of 
Prosecution 

Country 
Code 

Kind 
Code 

 
Definition of Code 

Canada CA 

A1 Patent 

A2 Patent (Divisional) 

AA Laid-open Application 

B Reissue patent 

C Canadian Patent 

EPO (European 
Patent 
Organization) 

EP 

A1 European Patent Application with search report 

A2 European Patent Application without search report 

A3 European Patent Application search report for A2 

A4 European supplementary search report 

B1 European Patent 

B2 European Revised Patent 

United States US 

A Granted US Patent (issued prior to Jan. 2, 2001) 

A1 US Patent Application (issued on or after Jan. 2, 2001) 

A2 Republished US Patent Application (issued on or after 
Jan. 2, 2001) 

B1, B2, B3 Reexamination Certificate (1st, 2nd, 3rd issue, issued 
prior to Jan. 2, 2001) 

B1 Granted Patent (no pre-grant publication; issued on or 
after Jan. 2, 2001) 

B2 Granted Patent (with pre-grant publication; issued on 
or after Jan. 2, 2001) 

PCT 
Applications WO 

A1 PCT International Application with search report 

A2 PCT International Application without search report 

A3 PCT International Application search report for A2 

A4 PCT supplementary search report 

Figure 3: A table of kind codes - Kind Codes for the main foreign patent offices 
 

Return to: CORRESPONDING DOCUMENTS (FAMILY MEMBERS) 
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Figure 4: US Patent Application 
 
Return to: CORRESPONDING UNITED STATES PATENTS AND APPLICATIONS 
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Figure 5: US Patent 
 
Return to: CORRESPONDING UNITED STATES PATENTS AND APPLICATIONS 
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Figure 6: US Patent Prosecution Retrieval 
 
Return to: CORRESPONDING UNITED STATES PATENTS AND APPLICATIONS 
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Figure 7: EP Patent Application 
 
Return to: CORRESPONDING EUROPEAN PATENTS AND APPLICATIONS 
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Figure 8: EP Patent 
 
Return to: CORRESPONDING EUROPEAN PATENTS AND APPLICATIONS
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Figure 9: EP Register - Smart Search 
 
RETURN TO: CORRESPONDING EUROPEAN PATENTS AND APPLICATIONS 
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Figure 10: Launch File Prep button in Search Record Tool 
 
 

 
Figure 11: File Prep Button - at Desktop 
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Notes: 
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 Expectations 6.1
 

 Trainee Tasks - Patent Application Examination 6.1.1
 
In examining a patent application, the trainee may adapt the following guidelines: 
 

1) For each new application, the trainee shall: 
 

I. verify the first IPC symbol (International Patent Classification)of the application; and 
 

II. shall start a new application folder by: 
 

I. verifying the current standing of the patent application; 
 

II. ascertaining the status of the maintenance fee; 
 

III. ascertaining the application’s dates; and 
 

IV. creating a folder, which will hold a collection of relevant documents that will be 
used in a logical and comprehensive examination of the patent application. 

 
2) For each new application, the trainee shall perform a family search, verify the legal status, and 

obtain the corresponding patents and cited references. 
 
3) For each new application, the trainee shall populate the application folder with parts of the 

specification and associated drawings, the PCT, PRO and CAP TABS, if any, and family search 
results. 

 
4) For each new application, the trainee shall read the title, the abstract and the specification (with 

the drawings, sequence listing or photographs when furnished) to ascertain compliance with the 
Patent Act and Rules. While reviewing the application, the trainee shall list items, which require 
either correction or clarification: 

 
a. Précis of Disclosure: Where the nature of the case permits, the trainee shall make a brief 

summary of the disclosure, and a summary of the apparent salient features of the disclosure; 
and 

 
b. Subject-Matter Claimed: The trainee shall read the claims to ascertain the scope of the 

subject-matter which the applicant mentions as being the desired foundation  of his or her 
patent. 

 
5) The trainee shall report his or her findings to the Senior Examiner. Questions raised relative to the 

specification should be answered by the Senior Examiner. These may include what to do if: 
 

a. the subject-matter is not statutory per se; 
 
b. there is no utility; 
 
c. there appears to be more than one invention; and/or 
 
d. the claim language is such that it is difficult to determine the scope of protection being 

sought. 
 
6) The trainee shall devise a search strategy to discuss with the Senior Examiner, and shall 

subsequently perform searches as directed by the Senior Examiner. 
 
7) After the search is completed, the trainee shall analyze the pertinent references found (making 

notes if necessary), and list the references which are deemed to be the most relevant. 
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8) The trainee shall report the results of the search to the Senior Examiner in the form of a written 

argument, which could become the basis of an examiner’s report. If a further search is necessary, 
it is conducted accordingly. 

 
9) Under the guidance of the Senior Examiner, the trainee shall analyse each claim of the 

application thoroughly, and tabulate what is claimed. This tabulation may be in the form of 
symbols, sketches, or listings of elements or steps in the claim. Using this analysis, the pertinency of 
the references found is determined with reference to what the applicant is claiming. (Note: after 
examining several applications with the senior examiner’s guidance, the trainee will start to make 
this analysis by him/herself at stage (d)) 

 
10) The trainee shall read each claim carefully, giving the claim its broadest reasonable 

interpretation to determine whether the claim expresses any variation or distinguishing feature 
over the prior art, i.e. whether a reference which apparently is the best (or for that matter, any 
other reference found in the search) reads directly on, or anticipates the claim. A "variation" may 
be an element, ingredient, or step or a characteristic thereof. 

 
a. No Variation Claimed: Where a claim is completely anticipated by any one of several 

references, the trainee selects the reference which meets the invention as purposively 
construed and claimed rather than a reference which meets only the bare literal terms of the 
claim. (The trainee is instructed that the latter reference is a proper reference in many cases). 
The trainee notes such references and indicates which claims are completely anticipated. 

 
b. Variation Claimed and Noted: If the claims do express a variation over the closest reference, 

the trainee notes what that variation is, no matter how apparently unimportant that variation 
may seem to be. 

 
I. Study of Significance of Variation: The trainee studies the variation to determine the 

significance of the variation with respect to the reference. The trainee then 
determines the comparative result, function or effect due to the variation in 
comparison to the reference. 

 
II. Disclosure of Variation in Other References: The trainee must determine whether the 

variation is disclosed in another (secondary) reference, and study the function and 
relationship of the variation in the secondary reference. 

 
III. Common Knowledge: If the variation cannot be shown in a secondary reference, it 

may nevertheless be common knowledge, or a mere workshop improvement, to a 
person skilled in the art. 

 
IV. Broad Consideration of Patentability: At this stage, consider the question "Is the 

variation sufficient to warrant the grant of a patent on this claim, or would it have 
been obvious to one skilled in the art to which the subject-matter applies?" 

 
11) Having studied the references and claims in the manner outlined above, the trainee shall report 

to the Senior Examiner, who will review the situation carefully: 
 

a. Check of True Scope of Claims: The Senior Examiner, in checking the trainee’s analysis of the 
claims, reads the claims carefully and points out to the trainee the true scope of the claims, 
which may vary from the trainee's analysis in view of the inclusion of factors which were not 
construed as positive limitations. The Senior Examiner shall instruct the trainee to visualize the 
true scope of a claim, and stress the importance of carefully reading the claims before taking 
action on them. The Senior Examiner must show the trainee how and when the disclosure is 
used to measure the scope of the claims and when it has no effect on the scope of the 
claims. 

 
b. Check of Formalities in Claims: The Senior Examiner shall point out any basic formalities in the 
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claims. Caution should be exercised so that the trainee is not misled into believing that such 
matters are paramount considerations in examination. The trainee should not lose sight of the 
fact that the most fundamental problem in examination is that of patentability with respect to 
the prior art. When the claims fail to point out the invention clearly and explicitly, the 
fundamental principles governing the requirements for claims should be fully explained to the 
trainee. 

 
c. Check of Formalities in Other Parts of the Application: The Senior Examiner shall point out any 

basic formalities in the other parts of the application (title, abstract, description, drawings, 
sequence listing, and photographs). 

 
d. After reviewing the documents and claims as per described above, the trainee reports to the 

Senior Examiner. 
 
e. Outline of Proposed Action: The Senior Examiner shall check the references as analysed by the 

trainee, and shall outline the proposed action. In allowing or rejecting the claims, the Senior 
Examiner thoroughly explains the fundamental principles involved in reaching the conclusion 
relative to patentability over the prior art, ie. novelty and inventive step. This stage is important 
because eventually the trainee will have to learn how to do this without assistance. 

 
f. Rationalization of Cited References: In writing the proposed action, the trainee shall also 

rationalize the use of the references cited. 
 
12) The trainee shall write reports on the application along the lines discussed with the Senior 

Examiner. Although the initial reports of a trainee usually require considerable revision, the 
technique of fully explaining the manner in which certain features of a report can be improved is 
an important part of the learning process for the trainee. 

 
13) The Senior Examiner shall review the trainee’s work for conformance with accepted practices, 

explaining the principles involved. The Senior Examiner shall also explain the points that the 
trainee missed, or what additional points should be considered. At this stage, the importance of 
preparing a complete report covering all items to be considered should be stressed. 

 
 

 Trainee Tasks – Patent Application Classification 6.1.2
 
 
1. The trainee reads the application (abstract, summary of invention, claims and drawings) to determine 

the subject-matter. While doing so: 
 

a. Synopsis of the description: the trainee becomes familiar with the field of invention and quickly 
go over the prior art; 

 
b. Claimed subject-matter: the trainee analyzes the claims to identify the independent claims 

and determine the type of claims (product, method, apparatus) to be classified. 
 
2. In order to classify the application, the trainee comes up with a strategy to search the IPC and its 

related tools which allows them to identify the symbols relevant to the claimed subject-matter and 
then to classify the application, taking care to:  

a. Link each symbol to an independent or dependent claim; 
b. Establish which of the symbols is the most representative of the invention as claimed, and 

assign it as a first symbol (if necessary, take into account the internal classification rules); 
c. Add an explanatory note, unless the IPC title is self-explanatory, for the selection of a symbol 

(e.g. this symbol is added to cover claims 2-5) 
d. Assess whether it is necessary to send the application to another discipline in order to ensure 

that all inventive matter of the specification have been appropriately assigned a symbol of 
the IPC. 
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3. The trainee reports to the Senior examiner what he/she has found. The Senior examiner answers the 

questions and discusses the issues raised by the trainee. 
 

4. As required, the trainee searches for new symbols, makes the necessary changes and re-submits 
his/her classification results to the Senior examiner before closing the file. 

  



Chapter 6 – page 6 
 

 
Notes: 
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  Patents: An Historical Overview 7.1
 

 Early Development 7.1.1
 
In order to trace the origin of patents we must appreciate that a Patent for an invention is a monopoly, 
and we must accordingly look for the earliest signs of recognized monopolies. 
 
The early Greeks originated the term "monopoly". It is derived from two words meaning "alone" and "to sell" 
and was first used by Aristotle about 347 B.C. Within this section, we will consider that a monopoly means a 
privilege consisting of the exclusive right to carry on a particular business or trade, manufacture a particular 
article, or control the sale of an entire supply of a particular commodity. 
 
There are many instances of rulers or governments giving an inventor or discoverer a reward for providing a 
new and useful item for the good of the state or the ruler. One of the earliest forms of a monopoly was 
granted on the Greek colony of Sybaris, where if any cook invented or developed a new dish, he had the 
monopoly for the dish for a year and no one else was allowed to make it. There was however, no 
systematic method for rewarding invention or discovery or, indeed, encouraging new knowledge. 
 
The archaeological record has shown us that early civilizations had inventors. Electroplating of metals was 
known and practised by the Romans, for example. How did they carry out the procedure without a source 
of electricity? That was a mystery until what appeared to be dry cell batteries were found in what is now 
Syria. There are no known contemporary records of either the art of electroplating or of batteries. More 
than likely the procedure and equipment was only known to a few artisans who held the techniques secret. 
When they died out, the secret died with them. 
 
The Romans were not particularly fond of monopolies but, in the year of 337, the Emperor Constantine 
decreed that certain trades would be exempted from all civic duties, especially if they used their leisure 
time in improving themselves and instructing their sons in their trades. Some of the exempted trades were 
architects, physicians, locksmiths, chariot-makers, engineers, etc. 
These groups were probably the source of most of the inventors in the Roman Empire, and the Emperor saw 
an advantage to the Empire by encouraging them. Unfortunately, the Emperor Zeno, in 483 asserted that 
there was no monopoly of any kind over food and clothing and the system faltered. 
 
In 1236 Henry III of England confirmed a grant by the mayor of Bordeaux to Bonafusus de Sancta Columba 
for the sole making of cloths of many colours for a term of fifteen years after the fashions of the Flemish, 
French and English. After the expiry of the term, the techniques would be in the public domain. Monopolies 
were not always for inventions, and not all inventions resulted in monopolies. 
 
 

 Venice/Florence/France 7.1.2
 
The first known piece of legislation to resemble a patent act was passed in the city-state of Venice. The 
Major Council passed a decree on May 21, 1297 which regulated the fabrication and sale of medicine, 
limiting their sale to state supervised shops. Other provisions allowed that “if a physician makes a medicine 
based on his own secret, he too must make it only of the best materials; it all must be kept within the gild; 
and all gild-members must swear not to pry into it.” 
 
The first mention of definite term came in 1421 when the city state of Florence granted a patent to 
Brunelleschi, a very famous engineer and architect, for a type of boat for transporting heavy loads on the 
Armo and other rivers for a term of three years. Infringers were to have their infringing boats burned. 
 
Back in Venice, John of Speyer, a German, was granted a patent for the art of printing in 1469. Soon after 
this, in 1474, a new patent ordinance was passed for the systematic granting of patents with the 
recognition that the inventor was entitled to an exclusive right for a term of ten years. Some of the 
language found in that ordinance resonates today. The aim of the ordinance was to “encourage persons 
to discover new devices and to build them for the utility and benefit of the country”, which is very similar to 
the purpose of modern patent laws. In connection with the printing patent, in 1502 a Venetian printer, 
Aldus Manutius was given a patent for a new type of slanted print we know as “italic”. 
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Galileo received, in 1594, while living in Padua, a part of the Republic of Venice, a patent for a machine for 
raising water for use in an irrigating system in Venice. The term of the patent was for twenty years and the 
punishment for infringers was either a fine or loss of their machines. 
 
Turning to France. The Government in 1536, with the consent of the King of France, granted to an Italian a 
privilege for the production of silk in Lyon, and the right to collect royalties from other silk producers in that 
city. Further, silk workers from Genoa and other countries were granted safe passage to Lyon. This was, 
however, not an exclusive monopoly on silk making. 
 
In 1551 the first monopoly patent was given in France, again to an Italian, for the art of making Venician 
glass. The term of the patent was granted for ten years but was only registered for five. A French inventor 
was granted a patent in the same year for the invention of a range finder. At this time the French king, 
Henry II, decided that an inventor must fully disclose his invention so that the public might benefit when the 
patent expired. The inventor, Foullon by name, was required to prepare what became the first patent 
specification (description and claims) in order to receive his ten year term. The specification was printed in 
1555. It is interesting that the patent was issued in 1551 and published in 1555. It appears someone held 
back the publication in order to reduce the chance of piracy. It is also interesting that the patent was 
annotated in pen in 1561. 
 
On average, over the last fifty years of the sixteenth century, two monopoly patents a year were granted in 
France. Although the English and the French patent laws developed at the same time, the English were 
more successful in industrializing their society. Part of the reason was the basic difference in the two 
monarchies; the French king had less power than his English cousin, but he was more active in industry and 
therefore was naturally more reluctant to grant patents to private individuals. France did not systematically 
start granting patents as the English were until the end of the sixteenth century, possibly in imitation of the 
English. 
 
 

 England 7.1.3
 
The development of the patent system in England is tied in with the trading and craft guild. During the 
Middle Ages the Hanseatic League, the great trading guild of northern Europe, controlled import and 
export trade in England. In order to control trade, the League had a charter from the king. This meant that 
the League had an exclusive right to import and export trade through England. Within the guild, 
competition was allowed, a guild member was allowed to compete with a guild member, but outsiders 
were prevented from trading. The monopoly was for the group, not individuals. Using this charter, the 
Hanseatic League controlled trade in England for two centuries. Craft guilds used the same tactics; a guild 
in a city would obtain a charter and control the trade in that craft within a town or a city. Working 
conditions, wages, prices and entry into the guild were all controlled but, again, this was a group 
monopoly. 
 
Up until the sixteenth century most industry in England comprised of farming and mining. The kings wished 
to set up skilled artisans from abroad to start manufacturing industries. Letters of Protection were offered, 
and some Flemish wool merchants were the first to start a textile industry in England. The trade was so 
successful that even today the Lord Chancellor of Great Britain still sits of the Woolsack in the House of Lords 
as a symbol of prosperity.  The royal grant of 1331 lead to the advanced state of the English woolen industry 
in the sixteenth and seventeenth centuries. 
 
The right of the Crown to grant privileges for new trade was recognized and, as long as they were 
considered for the common good they were not despised. In fact, often if the grant covered a new article 
or trade it was not considered to be a monopoly1. It was “recognized under common law and is the basic 
principle on which the law of patents has been established.”2 The courts did get into the act, and in 1367, a 
case was decided which stated that the arts and sciences were for the public good and were greatly 
favoured in law. This, however, did not prevent Parliament from revoking those royal grants which were not 
in the public good. 
 
The first English monopoly patent was granted to John of Utynam, a glass maker, for the manufacture of 
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coloured glass, which had never been made in England. Because he intended to instruct local workers in 
many arts besides glass making, he was granted a term of twenty years. Others had promised to instruct 
others of their invention, but they had not been given a sole monopoly. This grant also, did not stop the 
practice of royal grants to foreigners in return for their introducing new arts and discoveries into the Realm. 
 
During the reign of Elizabeth I, grants for inventions became common, but these grants were royal 
prerogative, not stemming from a patent law in the modern sense. Their form was as a “letters patent” from 
the Latin letterae patentes or the French lettres patentes which means “open letters”, where the 
parchment was open to be read and the Great Seal pendant at the bottom of the letter. Letterae clausae 
are “letters closed” meaning that the letter was private, or only to a few people and the parchment was 
folded and sealed on the outside. 
 
Elizabeth I granted a long list of monopolies during her reign, some of which seem fantastic today. One was 
for the production of salt by one or two individuals. She still gave monopolies for discoveries or arts brought 
in from outside the Realm. At that time the word “invention” also meant discovery and the words were 
used indiscriminately in the patent rolls. The monopolies that she granted can be classified in four broad 
categories, as follows: 

• Industrial monopolies which were perfectly acceptable under common law; 
• Special licences to get around certain licences and statutes which prohibited import, export 

or transport of certain commodities; 
• Powers of supervision over trade and industry; these were very unpopular; and 
• Grants to an individual or group for the sole right to engaged in an already established trade; 

this caused Englishmen to suffer and created a great deal of antagonism. 
 
However, there are points of similarity between an Elizabethan patent and a modern patent: 
 

• One of the purposes of the patent was to teach others how to make and use the invention; 
• The new invention must be fully disclosed; and 
• The invention must be worked within a specified time. 

 
The resentment reached it is peak when Elizabeth I granted a monopoly to Edward Darcy for the 
manufacturing and importation of playing cards. This resentment against monopolies lead to the court 
case Darcy v Allin (also known as the Case of Monopolies) in 1602. The common law courts made the first 
full judicial pronouncement on the common law concerning monopolies. In this case it was held that the 
grant of a monopoly was against common law and against various Acts of Parliament in that a license for 
the sole importation and merchandising was utterly against the law. 
 
James I, as a result of this case, reviewed the situation and after a careful study and, in an attempt to set 
some bounds to prerogatives and set limits to suitors, set out a declaration in 1610 known as the Book of 
Bounty. The book set out a catalogue of those grants which he was prepared to make and those to which 
he was opposed. He also stated that monopolies were against the laws of the realm and no one should 
apply for them. The king also set out what he held himself to be moved by, one of which was, “Projects of 
new invention, so they be not contrary to the law, nor mischievous to the state, by raising prices of 
commodities at home, or hurt of trade or otherwise inconvenient”3 
 
Statute of Monopolies 
 
The Book of Bounty was a statement of what the king would accept as acceptable subjects for granting a 
monopoly. However, there were still many monopolies that were abuses causing increasing public 
resentment. Parliament eventually took the matter in hand and passed the Statute of Monopolies which 
came into force on May 25, 1624. The Act was not, per se, a patent law, but it did set down a clear 
statement of what common law was in regard to patents. The Act, declared by common law, that all 
monopolies and letters of patent were null and void except as provided for in Section 6 of the Act. The 
term was set at fourteen years for the sole working or making for a new manufacture within the kingdom. 
Fourteen years was considered to be enough time to train two apprentices and one journeyman. Local 
working was the means by which the transfer of technology was effected. Once the journeyman and two 
apprentices were established, they would serve as a seed that would continue to grow and spread 
throughout the land. 
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Although the Statute of Monopolies did not set up a patent system, it did set a standard and bounds to 
royal prerogative. Grants of patent still remained very much a royal prerogative, and abuses still occurred. 
But improvements also came. Jacobus Acontius, an Italian, was the first to try to convince the Crown that 
he had a property right in his grant for a grinding machine. He received his grant in 1656. The system 
worked well enough to last until 1852, when the first Patent Act was passed. The system was still a royal 
grant until 1883, when the Patent Office was set up and patents were sealed with the Patent Office seal 
rather than the Great Seal. 
 
 

 United States 7.1.4
 
After the Revolutionary War, the former colonies set up a republic and one of the organizations of 
government was a Patent Office. Patents were not unknown in the colonies. Some of them were granted 
based on a Royal grant from the English king. The legal system in the colonies was of necessity based on 
English law. In 1646 a grant was made in Massachusetts which set forth the reasons for granting an 
exclusive right to inventors. These reasons were given as the encouragement of devising new things and 
the public benefit in making new things. The other colonies did the same and continued to do so until the 
Constitutional Convention in 1787, when all the states unanimously voted that the granting of patents 
should be a federal responsibility, rather than a state responsibility. 
 
The American Constitution provides in Article 1, Section 8 that Congress shall have the power “To promote 
the progress of science and useful arts, by securing for limited times to authors and inventors the exclusive 
right to their respective writings and discoveries”4. In 1790 the United States set up a Patent Act, which was 
considered the first complete patent law. Authority was vested in granting patents to a three man board, 
made up of the Secretary of State, the Secretary of War and the Attorney General. Within three years the 
system was changed to allow for grant without examination, a registration system. This was again changed 
in 1836 when another Act was passed which introduced, for the first time, an administrative office having 
examiners whose duty it was to examine applications and who had the power to refuse a patent when 
they found that the invention was not novel or otherwise did not comply with the Act. The “first-to-invent” 
system formed the nucleus of the present United States Patent Act and the first Canadian Patent Act. 
 
 

 Canada 7.1.5
 
The history of patents in Canada started in 1767 when Canada became a British colony, as British Patents 
would be applied in Canada. Since the granting of a patent was a Royal prerogative, through application 
to the Lord Chancellor, patents could and often did have validity beyond England. One granted by 
Queen Victoria to all of England and that part of the United Kingdom of great Britain and Ireland called 
England, the Dominion of Wales and Town of Berwick-upon-Tweed, Guernsey, Alderney, Sark and Mann, 
and also all Her said Majesty’s Colonies and Plantations Abroad... (English Patent 10,870) 
 
The reference to Berwick-upon-Tweed signifies the position of the city in the various border wars between 
England and Scotland and its position as a border city. 
 
The first Canadian Patents were granted by the Governor and Council of Quebec in 1791. This was shortly 
before the British Constitutional Act of 1791 which split Canada into Upper and Lower Canada. Two patents 
were issued, one to Samuel Hopkins and the second to Angus Macdonnell and others, for two new 
methods of making Pot and Pearl Ashes. It is interesting to note that the Hopkins process was also the first 
United States patent and was issued on July 31, 1790 over the signatures of George Washington and 
Thomas Jefferson after the passage of the first United States Patent Act. 
 
Prior to Confederation, Lower Canada passed a first Patent Act (1824), under the authority of the 
Constructional Act of 1791. The language in that Act is reflected in the modern Patent Act : 
 
For the encouragement of Genius and of Arts in this Province by securing an exclusive right to the Inventor 
of any new and useful Art, Machine, Manufacture or Composition of Matter 
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The requirements for the specification are, for the most part, the same today as they were then. Applicants 
were required to present a petition with a description and drawings to the Governor who would submit 
them to the Solicitor General for examination as to conformity to the Law. The examination had a time limit 
of fifteen days whereupon the application would be forwarded to the Provincial Secretary who would 
record the patent and issue it. The term was for fourteen years. Improvements could be patented, with 
regard to the rights of the original patentee. The Act also provided for assignment of title, infringement 
actions and conflict proceedings. (Conflict was removed from the Act in 1989 when our system changed 
from a first-to-invent to a first-to-file system.) 
 
The first patent was granted to Noah Cushing of Quebec for a washing and fulling machine. Two years 
later, Upper Canada passed a Patent Act which was very similar to that of Lower Canada. The one main 
difference was a requirement that each applicant swears (or affirms) that he was the first inventor. 
 
The first patent in Upper Canada was issued on July 14, 1831 at York to Nicol Hugh Biard of Nepean for a 
“Method of Construction Bridges on Combined Principles5, called the Suspension Wooden Bridge” 
 
Although there was extension of British patent into the colonies, this was ended once the colonies started 
to pass their own Patent Acts. One such case held that a British patent was no longer valid in Lower 
Canada since the passing of the provincial Patent Act in 18246. 
 
Each province passed their own acts in the following years: 
 

Nova Scotia  1833 
New Brunswick  1834 
Prince Edward Island 1837 
Newfoundland  1851 

 
After the Rebellions in both Upper and Lower Canada, the Act of Union was passed, as a result of the Lord 
Durham’s report, creating the new province of Canada with a common legislature. Upper Canada was 
now known as Canada West and Lower Canada as Canada East. The capital moved between Kingston 
and Montreal until it was finally located in Ottawa in 1857 by Queen Victoria. 
 
During these wanderings the Legislative Assembly passed a new Patent Act in 1849 which was similar to the 
two former provincial Acts, but added reissue and disclaimer. The term could be extended from fourteen 
to twenty one years if the applicant failed to make a sufficient return from his patent. If others made use of 
the invention before the patent application was filed they could continue to do so. Finally, there was a 
requirement to mark a patent and penalties for false marking were included. 
 
The next major change to the patent system in Canada came in 1869 when the new Parliament of 
Canada passed a Patent Act, which was modelled on the Patent Act of the Province of Canada, but 
greatly expanded, for example, bringing in the concept of first-to-invent from the United States Patent Act. 
The Patent Office was placed under the Department of Agriculture and the Minister of Agriculture was the 
Commissioner of Patents. There was provision for a deputy Commissioner and a Patent Office staff. The 
Governor in Council was authorized to make rules and regulations. Patent terms were for five years, but 
could be renewed for two further five-year terms. Patents were examined by the Minister of Justice. 
 
Patentees could be impeached for non-working of their patents. The patent had to be made available at 
a reasonable price and importation was forbidden. 
 
In the years between 1867 and 1869 the former colonies assigned control of patents to the new Federal 
Parliament with some transitional arrangements. 
 
Over the next eighty years, new provinces from time to time entered Confederation and each time the 
transition from colony to province was made through an Order-in-Council made under the authority of the 
British North America Act or through a new Patent Act with transitional provisions. The first of these Acts 
came into force in 1871 on the entry of British Columbia into Confederation.  One difference about this Act 
was the provision that British Columbian patents remained in force only in British Colombia; all four of them! 
One other change to the 1871 version of the Act was to allow non-residents to obtain patents. It was 
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decided that restriction hampered the growth of industrial development. 
 
When Prince Edward Island joined in 1875, the same arrangement was made for the Island’s patents as 
had been made for British Columbia; however, Canadian patents granted after Confederation were valid 
on the Island. 
 
The next major revisions came in 1892; the first of which was a change in term to allow for a six year term 
and two six year renewals. Section 8 of this Act provided for a thorough and reliable examination of patent 
applications be made by competent examiners. Prior to this, the examination had been carried out by the 
Minister of Justice, the Deputy Commissioner and clerks working under their direction. The 1869 Act had 
allowed the Commissioner to refuse applications on the grounds of: prior patenting, prior publication, and 
prior public use. Interference, or conflict had been in the Act since 1869 so some form of examination was 
carried on, if only for ensuring there was no interference. 
 
It is interesting to note that the United States Patent Office started with the examination carried out by the 
Solicitor General until the provision of examiners in 1836. The Patent Office of Great Britain did not employ 
examiners of this sort until 1902. 
 
Between 1893 and 1921 several minor amendments were made. Chief among them were: 
 

• 1903 - pending applications were made secret and were no long available to the public; 
 

• 1905 - the new provinces of Alberta and Saskatchewan were created and the Patent Act 
was extended to them, under the terms of the British North America Act; 
 

• 1913 - the Exchequer Court was given jurisdiction to hear appeals from the Commissioner of 
Patents, previously they had gone to the Governor in Council; 

 
• 1918 the Patent Office was transferred from the Department of Agriculture to the Department 

of Trade and Commerce; and 
 

• 1921 the term was changed to a straight eighteen year term. 
 
 
The 1872 Act, which was really the amended 1869 Act, was by 1921 due for a major overhaul and in 1923 
the government amended the Act. A completely new Act was unveiled and, for the first time, the Act was 
brought into conformity with the international convention. On September 1, 1923 Canada acceded to the 
International Convention for the Protection of Industrial Property (Treaty of Paris). There was a great influx of 
inventors from other Convention countries, who filed patent applications, creating a backlog of 
applications which we still struggle with today. 
 
The influx was so bad that several examiners had to be taken off examination to vet applications. 
American firms were couriering applications in batches. One question the couriers kept asking, mystified 
the Patent Office staff at first. They all wanted to go to Hull, Quebec, across the Ottawa river. The mystery 
was soon solved when someone realized that both Ontario and the United States were in the depths of 
Prohibition and very dry. 
 
Other changes to the Act allowed for: compulsory licencing for food and medicine without having to 
prove abuse, provisions for inventions made by public servants where the patentee (a public servant) 
could not use the invention without permission of the Commissioner, although they retained all rights to 
foreign patents, the requirement for examination by the Minister of Justice was removed and the reissue 
provisions, first introduced in 1849, were expanded and could only be filed within four years of the issuance 
of the original patent. 
 
Between 1923 and 1935, several revisions were made the Patent Act. The highlights of these revisions were: 
 

• 1928 - the provisions allowing vessels to temporarily enter Canadian waters with patented 
devices was extended to land vehicles and airplanes; 
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• 1927 - the office was moved to the Department of Secretary of State from the Department of 

Trade and Commerce; and 
 

• 1932 - conflict procedure was changed from the three member arbitration board to a system 
involving the Commissioner. 

 
 
A brand new Patent Act was passed in 1935 which continued the gradual progression of the patent 
system. Several new concepts were introduced. Section 11 allowed a limited amount of information on an 
application to be divulged. Abandoned applications could be reinstated and, in the case of applications 
with multiple inventions, allowance was put in the Act for divisional applications. 
 
During the Second World War there were various Regulations made through Order-in-Council pertaining to 
the conduct of the war. One of these was to have the Custodian of Enemy Property assume control of 
enemy owned inventions (both applications and patents). Another was the Inventions Board, which 
considered inventions useful to national defence. 
 
After the war there was an extensive revision of the 1935 Act; applications held secret under atomic energy 
and national defence were added as Sections 20 to 22. A provision to protect the rights of inventors who 
were unable to meet time limits because of the war had all these limits extended until November 15, 1947 
to overcome any references7 which might have been published as early as September 3, 1937. Although a 
grace period was given, the effective filing date was calculated and the patents resulting expired twenty 
two years after the earliest filing date.  This allowed inventors to overcome references which would normally 
be bars to receiving a patent, but it cut the effective term of the patent considerably. 
 
Newfoundland joined Confederation in 1949. This necessitated another amendment to the Patent Act. 
Newfoundland patents were valid in Canada, and Canadian patents were valid in Newfoundland. In case 
of conflict between two patents, the Newfoundland patent would be valid only in Newfoundland. At 
Confederation there were about fifty patents being granted in Newfoundland a year. 
 
Until 1989, when the next major version of the Patent Act was to appear, one major amendment was 
made. Various government studies had shown that the consumer price of drugs was too high. Measures 
were brought in to ease the compulsory licencing provisions. The granting of compulsory licences for 
patented foods and drugs was eased considerably, to the point where a potential licencee merely had to 
make an application to the Commissioner to receive a licence, with the royalty fees being set by the 
Commissioner, usually at three percent. This led to a growing generic drug industry. 
 
On October 1, 1989 several major changes came into force. Canada joined the Patent Cooperation 
Treaty, effective January 1, 1990, changed its provisions on compulsory licencing of drugs, set up the 
Patented Medicine Review Board, introduced re-examination, changed from a first-to-invent system to a 
first-to-file system, introduced deferred examination of up to seven years from the filing date, at the 
applicant’s discretion, extended the patent term from seventeen years from issue to twenty years from 
filing and brought in maintenance fees. In short, the whole system changed. Some of these provisions, such 
as the first-to-file system, brought us closer to the rest of the world (the only countries presently using a first-
to-invent system are the United States and the Philippines). Changes such as the limiting of the compulsory 
licencing of drug and the setting up of the Patented Medicine Price Review Board took us in a different 
direction than Canada had followed since 1923. The major changes affecting examiners and applicants 
was the first-to-file system. It meant a change of thought process. Instead of looking for information to show 
that the applicant was the first inventor, or more accurately for proof that he was not the first inventor, one 
only had to show that the application was the first filed. Unless two applications were filed on the same 
day, priority was clear; if two were filed on the same day and both were allowable, they were both 
allowed to issue to patent. 
 
 

 Evolution of Patents - Worldwide 7.1.6
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1236 England Monopoly for multi-coloured cloth for a 15-year term 

1421 Florence Definite term to the monopoly (3 years) 

1474 Venice Institutionalized grant of monopolies for a fixed term of 10 years 

1449 England Utynam for stained glass, 20-year term, teach others 

1536 France Right to collect royalties 

1551 France Full disclosure, 10-year term 

159X England Monopolies granted for introduction of known technology, teach others, full 
disclosure, work it in a reasonable time. 

1594 Venice Term of 20 years, punishment for infringers 

1624 England Statute of Monopolies 14-year term 

1790 USA First Patent Act, grant done by a 3-man board 

1791 Canada First patent granted 

1793 USA Abolished discretion, registration system 

1824 Canada First Patent Act (Pre-Confederation), 14-year term, conflict 

1849 Canada New Patent Act, reissue and disclaimer, 21-year term 

1852 England First Patent Act 

1869 Canada First Patent Act (Post-Confederation), Department of Agriculture 

1872 Canada New Patent Act, non-residents to obtain patents in Canada 

1883 England Patent Office 

1883 Intern’l Treaty of Paris, priority system 

1892 Canada Term 6 years renewable twice for 6-year periods, examination 

1913 Canada Appeals to Exchequer Court 

1918 Canada Department of Trade and Commerce 

1921 Canada 18-year term 

1923 Canada New Patent Act, signed Treaty of Paris, special provisions relating to 

  foods and drugs 

1927 Canada Secretary of State 

1935 Canada New Patent Act, S 11, reinstatement, division 
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1970 Intern’l Patent Cooperation Treaty 

1978 Europe European Patent Office created 

1989 Canada New Patent Act, first to file, early publication, compulsory licencing 

1990 Canada Joined PCT 

1996 Canada New Patent Act, novelty will be assessed on a claim-by-claim basis, the 

  requirement for a claim to be non-obvious has now been included in the 
Patent Act 

 
 

 History of the Canadian Patent System 7.1.7
 
1791 First Canadian patent granted by ordnance of the Governor and Council of Quebec to Angus 
McDonnel of Canada (and Samuel Hopkins of U.S.A.) for a Method of Making Pot and Pearl Ashes. 
 
1824 First Patent Act in Lower Canada. 
 
1824 June: First patent granted in Lower Canada to Noah Cushing of Quebec for a Washing and Fulling 
Machine. 
 
1826 First Patent Act in upper Canada. 
 
1831 In July, first patent granted in Upper Canada to Nicol Hugh Baird of Nepean for Method of 
Constructing Bridges on Combined Principles, called the Suspension Wooden Bridge. 
 
1833 First Patent Act in Nova Scotia. 
 
1834 October: First patent granted in Nova Scotia to Levi Rice for Machine to Manufacture Shingles. 
 
1834 First Patent Act in New Brunswick. 
 
1835 April: First patent granted in New Brunswick to J.C. Clark for a Water Wheel.  
 
1837  First Patent Act in Prince Edward Island. 
 
1837 September: First patent granted in Prince Edward Island to Stephen Bovyer of Charlottetown fora 
system to initiate, especially for horse-activated thresher. 
 
1849 First Patent Act in the Province of Canada (Canada East and Canada West). 1850 (Apr) First 
patent granted in Newfoundland (by special act of Legislative Council) to Thomas Robson of Sackville, 
New Brunswick, for a Fog Bell. 
 
1851 First Patent Act in Newfoundland. 
 
1851 June: First patent granted in Newfoundland under the 1851 Act to Samuel George Archibald for an 
Iron Tank for Rendering Seal, Cod and Animal Oils. 
 
1864 Governor of British Columbia approved an ordinance authorizing the governor in Council to grant 
patents. 
 
1864  November: First patent granted in British Columbia under the Ordnance of 1864 to Mordicai Disney 
for a Rotary Pump Useful in Draining Mines at the Gold Fields. 
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1869 First Patent Act passed by the Dominion of Canada. 
 
1869 August: First patent granted after Confederation under the 1869 Act to W. Hamilton for Hamilton's 
Eureka Fluid Metre. 
 
1872 Second Canadian Patent Act. This Act allowed non-residents to obtain patents in Canada. 
 
1892 Amendments to the Second Patent Act which include provisions for the examination of patent 
applications by examiners and the removal of the requirement for a model. 
 
1918 Patent Office is transferred from the Department of Agriculture to the Department of Trade and 
Commerce. 
 
1921 The term of a Canadian patent is changed from three 6 year periods to one 18 year period. 
 
1923 Third Canadian Patent Act. This Act brought the Canadian Patent Law into conformity with the 
requirements of the International Convention for the Protection of Industrial Property and also introduced 
special provisions relating to foods and drugs, as in the present Section 39. 
 
1927 Patent Office is transferred to the Department of the Secretary of State.  
 
1932 Amendments to the third Canadian Patent Act. Conflict procedures and the concept whereby an 
inventor who keeps his/her invention secret cannot invalidate a patent to another. These two features 
relate to a first-to-invent system. 
 
1935 Fourth Canadian Patent Act. This Act introduced Section 11 searches and unity of invention 
(Section 36). 
 
 
Amendment to the Fourth Act. 
 
1947 Provisions for dealing with inventions useful for national defence and atomic energy. 
 
1947 Provisions to protect the rights of inventors unable to meet time limits due to war conditions. 
 
1949 Provisions to allow for the entry of Newfoundland into Confederation.  
 
1952 Several revisions. 
 
1954 Fees raised. 
 
Sections relating to inventions made by public servants were repealed and the Public Servants Inventions 
Act was passed. 
 
1966 Fees raised. 
 
1969 The fees schedule was removed from the Patent Act and a section was adopted to allow fees to 
be set by regulation. 
 
The section dealing with compulsory licencing of medicines was amended to allow for licences for the 
importation of patented medicines into Canada. 
 
1976 The Working Paper of Patent Law Revision was released for public comment. 1985 The fees 
structure was revised and the concept of "small entity" was introduced. 1986 (Nov) Bill C-22, An act to 
Amend the Patent Act and to provide for certain matters in relation thereto was tabled in the House of 
Commons. 
 
This Bill introduced the concepts of First-to-file, early publication, deferred examination, absolute novelty, re-
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examination and maintenance fees. 
 
1987 May: The House of Commons gives Bill C-22 third reading. 
 
1987 Summer: Bill C-22 is studied by the Senate, amended and returned to the House of Commons 
twice. 
 
1987 November: The Senate passes Bill C-22 and it is given Royal Assent. 1989 (Oct, 1) The general 
patent provisions of Bill C-22 are proclaimed. 
 
1989 October: Fifth Canadian Patent Act. Canada deposits its instruments of ratification of the Patent 
Cooperation Treaty (PCT) with the Director General of the World Intellectual Property Organization in 
Geneva. 
 
1990 January: Canada begins receiving patent applications filed under PCT. 
 
1996 Sixth Canadian Patent Act. Novelty was assessed on a claim-by-claim basis, the requirement for a 
claim to be non-obvious was included in the Patent Act. 
 
 
 
Other Significant Dates in the History of Patents 
 
500 B.C. Earliest form of monopoly occurred in Greek colony of Sybaris which was famous for luxurious living. 
 
337 A.D. Roman Emperor Constantine decreed that certain artisans be exempt from all civic duties. 
 
1105 Diploma granted to a Norman abbot to establish windmills in certain devastated areas. 
 
1416 First true patent granted to Franciscus - Greek Island of Rhodes. 
 
1474 First Patent Act enacted by the Republic of Venice. 
 
1624 Statute of Monopolies passed in England under the Reign of James I. Most patent systems are 
based on this statute. 
 
1790 First Patent Act in the United States under the Constitution of 1787. 
 
1836 Second American Patent Act. 
 
1852 First Patent Act in England. Note that it was 62 years after the first American Act. 
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 Methods of Medical Treatment 7.2
 
The following pages will lead you chronologically through the jurisprudence on the subject of the 
patentability of methods of medical treatment. 
 
 

 The Tennessee Eastman Decision 7.2.1
(Supreme Court of Canada, [1972] 8 C.P.R. (2d) 202) 
 
Applicants sought to obtain a patent for a method of surgically bonding body tissues using an ester of a 
cyanoacrylic acid. The substance itself was old and known and the alleged invention lay in its new and 
unobvious use in surgery. 
 
Claim 1: The method for surgical bonding of body tissues which comprises applying to at least one of the 
tissue surfaces to be bonded an adhesive composition comprising a monomeric ester of alpha-
cyanoacrylic acid of the formula... 
 
The examiner rejected the application on the grounds that the material itself would not be patentable per 
se under Section 41 of the Act and the method of its use in surgery did not constitute a patentable subject 
matter under Section 2 (d) of the Patent Act. 
 
At the time, Section 41(1) of the Act read: 
 
41(1) In the case of inventions relating to substances prepared or produced by chemical processes and 
intended for food or medicine, the specification shall not include claims for the substance itself, except 
when prepared or produced by the methods or processes of manufacture particularly described and 
claimed or by their obvious chemical equivalents. 
 
The applicant argued that the material was neither a food nor a medicine and therefore not subject to the 
provisions of s.41; the claims were directed to a method, not to the composition itself; the substance could 
not be considered a medicine since it had no pharmacological value but merely effected a mechanical 
joining of the tissues; and finally that the examiner’s position was based on the old British concept that a 
method to be patentable must produce a vendible product, though this concept was not included in s. 
2(d) of the Canadian Patent Act. 
 
The examiner replied that the claim was to an adhesive substitute for use in a known surgical process 
where the success of the process was dependent on the skill and knowledge of the physician, and 
therefore was strictly in the medical arts; since the substance was to be used to heal damaged tissues it 
could “fairly be deemed” a medicine and thus subject to s.41; and that even if the arguments presented 
by the applicant were accepted as proof of novelty, utility, and non-obviousness, the claims must fail for 
lack of subject matter (medical or surgical processes not being involved in commerce, trade, or industry 
and therefore outside the definition of invention). 
 
The Commissioner’s Decision upheld the examiner’s position; “...a method of medical or surgical treatment 
does not constitute patentable subject matter under Section 2 (d) of the Canadian Patent Act”. 
 
The decision was appealed to the Exchequer Court of Canada in 1970. The court dismissed the appeal 
relying in great part on the judicial interpretation of “invention” (section 2) in relation to methods of 
medical treatment in other countries (Britain, 1914, 1942, 1968; Australia, 1938, 1961; U.S., 1954, 1961). The 
judge gave the opinion that the method, when applied to the human body, did not produce a result that 
was essentially economic, and thus the method was not an art or process within the meaning of s.2(d) of 
the Patent Act. 
 
This judgement was then appealed to the Supreme Court; the sole question being whether a new use for 
surgical purposes of a known substance could be claimed as an invention. 
 
The Supreme Court did not appear to pay much attention to s. 2 (d) and by questioning the weight of 
authority of decisions by British courts it appeared to undermine the reasoning (based on British judicial 
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precedent) behind the Exchequer court’s decision. The Supreme Court’s decision was apparently based 
mainly on its interpretation of s. 41. Since the adhesive substance was old and known and therefore could 
not be claimed, the method of using it could not be claimed. 
 
“...the therapeutic use cannot be claimed by a process claim apart for the substance itself. Otherwise it 
would mean that while the substance could not be claimed except when prepared by the patented 
process, its use, however prepared could be claimed as a method of treatment”. 
 
However, Pigeon J, in delivering the judgement, also stated: 
 
“It is clear that a new substance that is useful in the medical or surgical treatment of humans or of animals is 
an “invention”. It is equally clear that a process for making such a substance also is an “invention”. In fact, 
the substance can be claimed as an invention only “when prepared or produced by” such a process. But 
what of the method of medical or surgical treatment using the new substance? Can it too be claimed as 
an invention? 
In order to establish the utility of the substance this has to be defined to a certain extent...may these 
therapeutic data be claimed in themselves as a separate invention consisting in a method of treatment 
embodying the use of the new drug? I do not think so and it appears to me that s.41 definitely indicates 
that it is not so... 
 
“Having come to the conclusion that methods of medical treatment are not contemplated in the 
definition of “invention” as a kind of “process”, the same must, on the same basis, be true of a method of 
surgical treatment”. 
 
Since the Tennessee-Eastman decision, claims worded as methods of medical treatment are rejected as 
non-patentable subject matter, citing this decision. 
 
 

 Burton Parsons Chemicals Inc. et al v. Hewlett-Packard (Canada) Ltd. et al [1972] 7 C.P.R. 7.2.2
(2d) 198-251, (FCTD) 

 
The patent related to an electrically conductive system for use in taking electrocardiograms. The invention 
related to a cream which reduces skin impedance and allows for a proper record on an 
electrocardiograph of the electrical activity generated in the body.   
 
The patent was attacked on a number of grounds, one of them being that the use of the cream 
constituted a medical treatment. 
 
Noel, A.C. J.: I must, I believe, conclude here that plaintiffs’ cream is a device, and not a medicine; it 
merely conducts current from the skin to the electrode in the same manner as the wire does with the 
electrocardiogram machine. Furthermore, I fail to see how the rubbing of gutty paste or cream on a 
patient can be considered as the administering of medicine. There is, as a matter of fact, no therapeutic 
treatment involved in this process nor anything that could, in any way, suggest that the function of the 
cream or paste is that of a medicine. 
 
 

 Commissioner Decision #893, October 1983, Issued 2 Nov 1982 as patent #1,134,748 7.2.3
 
Application entitled METHOD FOR ELIMINATING OR REDUCING THE DESIRE FOR SMOKING, filed 1976. 
 
Claim 1: A method for eliminating or reducing the desire for tobacco in a human which comprises, 
internally administering thereto a liquid composition produced by the process comprising oxidizing a liquid 
containing allylic unsaturation of the type -CH=CH=CH2-CH=CH- and/or -CH=CH-CH=CH- CH2- selected 
from fatty acids and fatty esters for a period of time sufficient to produce a peroxide titre substantially 
greater than that of the untreated compound, in an amount sufficient to eliminate or reduce the craving 
for tobacco. 
 
The applicant argued that the process was not a method of medical treatment because the composition 
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of the invention was not a medicine, nor was the method for effecting the prevention or cure of an ailment 
in humans. 
 
The examiner responded that the composition came under the definition of a drug provided by Parliament 
(1970), i.e. a compound which modified organic function in man or animal. Furthermore, as heavy smoking 
was known to cause lung cancer, a method of reducing or eliminating the desire for tobacco would 
prevent the ailment (lung cancer). 
 
The Appeal Board took the stand that any substance for use in modifying organic functions in man or 
animal was a medicine in the broad sense, and any method directed to a medical treatment fell under s. 2 
of the Act. 
 
The applicant cancelled or amended all of the method claims and the application was allowed. 
 
 

 Imperial Chemical Industries v. Commissioner of Patents [1986] 9 C.P.R. (3d) 289  Federal 7.2.4
Court of Appeal 

 
Claim 1: A method of cleaning dental plaque or stains...from human teeth by applying thereto an aqueous 
composition which consists of an unbound lanthanum cation in the form of a dissolved water-soluble salt in 
such a concentration that an individual dose contains...being designed for direct application to the teeth 
and being in a form for use in a non-sequential manner. 
 
Claim 2: A method as claimed in claim 1 in which the lanthanum cation is present in the form of the 
chloride salt. 
 
Claim 3: An oral hygiene composition having the ability to clean dental plaque or stains...from teeth, which 
is an aqueous composition... 
 
Claims 1 and 2 were rejected by the examiner as being directed to a method of medical treatment, which 
constituted unpatentable subject matter. The Patent Appeal Board concurred, since the purpose of the 
process was to “clean teeth by removing plaque and stains...and by so removing the plaque remove the 
potential breeding spot for bacteria...We are led by the Tennessee Eastman decision to the view that 
applicant’s method is not related to, nor does it produce, “...a result that is essentially economic” within the 
meaning of which is acceptable in patent law...what individuals do to their own teeth as they stand before 
a mirror in their bathrooms is not a process in the economic sense which the Patent Act was created to 
protect”. 
 
Oral hygiene compositions per se (claims 3 to 5) were considered allowable. 
 
The applicant argued that (1) the methods were not methods of medical treatment and 
(2) methods of medical treatment per se were not unpatentable unless they involved the use of 
compositions governed by s. 41. 
 
Before the Court of Appeal the applicant further argued that the method claimed could be practised by 
anyone, that its practise was clearly not restricted to doctors, and that it was not, in its main and primary 
function a medical method, any more than the simple act of brushing one’s teeth is a medical method. 
 
The court determined that the disclosure of the application emphasized two main benefits of the invention; 
(i) the cosmetic value and (ii) the reduction in the incidence of caries and/or periodontal disease. The 
court held that given the widespread incidence of caries in the population, the Commissioner of Patents 
was entitled to conclude that a leading function of the invention was medical. The court further stated that 
it was possible to have more than one main purpose in a product and that the Commissioner did not err by 
characterizing the invention as having a medical function simply because it also had a cosmetic function. 
Finally, in upholding the Commissioner’s decision and rejecting the claims, the court held that the sentence 
in the Supreme Court’s decision re Tennessee Eastman [”having come to the conclusion that methods of 
medical treatment are not contemplated in the definition of “invention” as a kind of “process”, the same 
must, on the same basis, be true of a method of surgical treatment”] was a clear and unequivocal 
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statement that methods of medical treatment are not contemplated in the definition of invention as a kind 
of process. 
 
Accordingly, the court held that the force of that pronouncement could not be restricted merely to factual 
situations where subsection 41(1) of the Act applied. 
 
 

 Commissioner Decision #1085  August 1986, Issued on 25 August 1987 as patent 7.2.5
#1,226,001 

 
Application entitled CYCLOPROPANE CARBOXYLIC ACID ESTERS...AND THEIR APPLICATION AS A MEDICINE 
FOR VETERINARY USE, filed in 1979. 
 
The examiner rejected several claims under section 41 which required that compounds intended as food or 
medicine be claimed only by process. The examiner stressed that the disclosure stated that the 
compounds might be used as veterinary medicine. The applicant agreed that the compounds could be so 
used but argued that they had other uses as well (e.g. use as pesticides) and thus should not be subject to 
section 41. 
 
The Appeal Board noted first that compounds could not be excluded from section 41 simply because they 
had uses in addition to use as medicines or foods. Furthermore, the Board stated “we hold that a 
compound whose role is to eliminate animal parasites, including harmful and potentially fatal parasites, is 
effectively covered by the definition of the term “medicine” within the meaning of section 41, whether it be 
an anti-infective medicine or a pesticide”. 
 
While section 41 no longer exists, this decision may be interpreted as equating medicines for non-human 
animals with medicines for humans. Therefore the same rules apply whether the patient to be treated is 
human or non-human. 
 
 

 Commissioner Decision #1108, August 1987, Issued 10 January 1989 as patent #1,248,435 7.2.6
 
Application entitled PROCESS AND DEVICE FOR THE DETECTION OF PATHOGENS, filed 1979. 
 
The application was directed to a process and apparatus; a continuous small amount of blood from an 
individual flowed through an exterior absorbent device and returned to the individual. Biocompatible 
material in the device attracted the pathogens; after removal of the device its contents were to be tested 
in vitro. 
 
Claim 1: A process for the detection of pathogens in blood in the presence of an anticoagulant agent, 
wherein the pathogen is separated from the blood in an extracorporeal circulation of the blood with a 
biocompatible material effective to selectively bind the pathogen, where after the pathogen is detected 
in vitro. 
 
The examiner argued that since the diagnostic procedure incorporated the extracorporeal circulation of 
the blood flow from the human body, the body therefore played an integral part in the process, and the 
method claims were therefore unacceptable. 
 
The applicant pointed out that the essential steps of the invention occurred external to the body and that 
there was no recitation of the body in the method claims. 
 
The Board was persuaded that the step of externally adsorbing elements did not amount to a treatment of 
a person’s blood, nor to the treatment of a human body, since no steps of treating the blood were 
introduced and the blood was merely returned to the body. The claims were therefore deemed to be 
directed to a diagnostic rather than to a therapeutic method and the examiner’s objections were 
overruled. 
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 Commissioner Decision #1114, April 1988, published in CPOR December 1988 7.2.7
 
Application entitled SKIN CELL RENEWAL REGIME, filed in 1983 
 
Claim 1: A cosmetic method, whereby the rate of skin cell turnover is increased without causing skin 
irritation, which method comprises applying to the skin in a regime; 
 

a) a cleanser formulation which comprises, in percent by weight:... 
b) a cream formulation which comprises,... 
c) a lotion formulation which comprises,... 
d) a tonic formulation which comprises,... 

 
The examiner rejected the method claims as being directed to a method of medical treatment, which was 
judicially declared unpatentable in Tennessee Eastman v. Commissioner of Patents. 
 
The applicant argued that the methods were directed to a cosmetic treatment, not a medical treatment; 
no disease was to be treated. 
 
The examiner rejected this argument because “the method claimed has for its objective an increase of skin 
cell turnover. As such this method modifies the physical condition of the human body and affects its 
metabolism. It treats an integral part of the human body, the skin, and is equivalent to a method of 
medical treatment which may be applied by persons not in the field of medicine”. 
 
The Appeal Board stated; “We are persuaded that the applicant’s method is for improving the capacity of 
the body to renew skin cells at an increased rate so that they may surface sooner...In our opinion, the 
applicant’s method purports to deal with living tissue and is designed to improve the capacity of the body 
by treating it to produce new cells at an improved rate. We believe that the method is directed to more 
than performing a cosmetic treatment...We regard the applicant’s method to be in same category of 
subject matter as that in the ICI case, in that there is an intent for the method to improve the function or 
health of   a particular living part of the body, not merely to add cosmetic improvement even though that 
condition may be present. From the ICI case therefore, we learn that if a medical treatment and a 
cosmetic treatment occur together as a result of the substance used, no patent        may issue for either 
treatment”. 
 
The examiner’s rejection of the claims was upheld. 
 
 

 Commissioner Decision #1119, 1988, 22 C.P.R. (3d) 159 7.2.8
Re. Application for Patent of Goldenberg (“the Goldenberg decision”) 
 
Application entitled TUMOUR LOCALIZATION AND THERAPY WITH LABELLED ANTIBODIES AND ANTIBODY 
FRAGMENTS SPECIFIC TO TUMOUR-ASSOCIATED MARKERS, filed in 1981. 
 
Claim 1: A non-medical method for detecting and localizing a tumour, which produces or is associated with 
a cytoplasmic, intracellular, or cell-surface marker substance, without medically treating said tumour, 
which method comprises one of the following procedures: 
 

(a) injecting a subject parenterally with an antibody... 
 
The examiner argued that since the method involved the step of injecting immunological reagents into a 
subject, the metabolism of the body would be changed and the body thus would be treated in some 
manner; hence the method was one of medical treatment. 
 
The applicant responded that the claims were directed to a diagnostic, not a therapeutic, method and 
that the examiner’s position (that injecting anything into a body irrespective of its therapeutic effect 
constituted medical treatment) was unsupported by case law. 
 
The Appeal Board concluded that the use of radiolabelled antibodies as tumour markers would not have 
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any therapeutic effect and therefore the claims were not directed to a method of medical treatment in 
the strict sense. 
 
The claims were therefore allowed. 
 
 

 Commissioner Decision #1122, [1989] 22 C.P.R. (3d) 407 7.2.9
 
Re. Application for Patent of Wayne State University 
 
Application for claims directed to method of treating tumour cell metastasis and growth. 
 
Claim 1: A pharmaceutical composition in dosage unit form suitable for oral or parenteral administration for 
reducing metastasis and neoplastic growth in a mammal, which comprises an active ingredient...in an 
amount effective to reduce metastasis and neoplastic growth in a mammal, in admixture with a suitable 
pharmaceutically acceptable diluent or carrier. 
 
The examiner rejected this claim because the composition was old and known even though the use was 
new. The Board overturned this rejection based on the Shell Oil decision in the Supreme Court; an old 
compound/composition could be patented for a new use. 
 
Claims 7 to 9 were directed to the use of the compound. The applicant argued that the use of the active 
ingredient should be construed as extending to cover activities which could be regarded as “industrial” in 
character but not extending to the actual treatment of disease by administration of the active ingredient. 
 
The examiner argued that the use described neither the process nor the product (composition) and 
therefore the claim did not comply with Section 2 of the Act. 
 
The Appeal Board decided that in view of Shell Oil, where Wilson J had stated “this is a case where the 
inventive ingenuity is in the discovery of the new use and no further inventive step is required in the 
application of the compounds to that use”, the applicant was entitled to claim the new use. “While it is true 
that the rejected claims [7 to 9] do not describe a process or    a product this does not in this case make 
them fall outside of the definition of invention set forth in s. 2 of the Patent Act....We believe that since the 
applicant has a new use for an old composition he should be entitled to claim that use. The fact that the 
claims do not describe a process or a product does not by itself constitute a valid basis for rejection of 
these claims”. 
 
Note that in this decision there was no mention of methods of medical treatment, or medicines. 
 
Since this decision issued, the Patent Office has accepted claims directed to the use of compounds, 
apparatus, etc for a medical treatment, provided that the claims do not contain a step directed to a 
method of treatment. 
 
 

 Commissioner Decision #1125, 1988, 28 C.P.R. (3d) 281, Neuro Med Inc. 7.2.10
 
Applicant applied for a patent on an invention relating to an electronic tissue stimulators system having 
implanted electrodes and a method of treatment of a patient’s body by surgically implanting electrodes 
and stimulating them in order to control nerve or muscle tissue. 
 
The examiner objected to this as a method of medical treatment. 
 
The applicant removed the three objectionable claims and substituted a claim 
 
“A method of setting and resetting an electronic tissue stimulators system, comprising at least three 
electrodes, which has been surgically implanted in a patient, comprising: 
 

• transmitting first programming data...to said receiving means to produce a response; 
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• transmitting second programming data...to said receiving means to produce a response. 
 
The surgical implantation step itself was no longer part of the claimed subject matter.  As the new claim 
recited only a method of setting the electronic stimulators system, it no longer contained steps objected to 
in the examiner’s final action and in the Board’s view complied with the requirements of s.2 of the Act. 
 
 

 Regents of the University of Minnesota, 1988, 29 C.P.R. (3d) 42 7.2.11
 
Claim 1: A method for forming a stable, square planar Pt(II) complex from the components comprising (a) a 
Pt(II compound, and (b) a dithiocarbamic compound, wherein said method is carried out in the presence 
of agents which can inactivate dithiocarbamic compounds... 
 
...said method comprising displacing the platinum-complexing ligand from said complex by means of a 
dithiocarbamic in the form of an anionic species... 
 
The description taught that the method comprised two major steps; first, the administration of a Pt(II) 
complex to attack cancerous cells, and second, administering a DTC compound within a certain time 
period thereafter to prevent the nausea resulting from the first step. 
The first step, a method of treating cancer, was held to be clearly a method of medical treatment. The 
second step did not make the method any less a medical treatment. 
 
The inventor argued that the claims should be assessed as representing only chemical reactions, which are 
statutory, patentable subject matter; regardless of where the chemical reaction occurs, such reactions 
remain the same whether they be performed inside or outside the body of a living mammal. Furthermore, 
as s.41 had been repealed, the underpinning for the Tennessee Eastman case had disappeared and there 
was no longer any basis for rejecting claims directed to the use of a pharmaceutical composition. 
 
The Board agreed that chemical reactions were statutory but did not agree that only a chemical reaction 
was occurring within the mammal’s body. They believed that “more than that occurs when the purpose of 
the method is to administer to a mammal’s body particular substances for treating the body”. The Board 
also referred to the [then recent] decision of the Federal Court in ICI with respect to the Tennessee Eastman 
case and concluded that the basis of the Tennessee Eastman decision was s. 2, not s.41. 
 
The refusal of the method claims was upheld. 
 
 

 Commissioner Decision #1160, August 1990, Issued 28 January 1992 as patent # 1,294,879 7.2.12
 
Application entitled ENCAPSULATED MOUSE CELLS TRANSFORMED WITH AVIAN RETROVIRUS-BOVINE 
GROWTH HORMONE DNA AND A METHOD FOR ADMINISTERING BGH IN VIVO, filed 1985. 
 
The claims were originally directed to “a method of increasing milk production in cows by in vivo 
implantation in said cows of an effective amount of an encapsulated cell line...” and “the method of 
increasing animal growth by implantation in vivo in said animals an effective amount of an encapsulated 
cell line”. 
 
The examiner argued that these constituted methods of medical treatment. In Commissioner’s decisions 
rendered in 1977 and 1978, it was held that a product used to promote weight increase in animals was a 
“medicine” within s. 41 of the Act. 
 
The applicant argued that the repeal of s.41 rendered these interpretations void, and that therefore there 
was no longer any reason why the term “medicine” should continue to be interpreted any product given 
orally or parenterally to an animal for purposes other than medical treatment. 
 
Furthermore, the methods claimed led to a vendible product, i.e. a cow which would provide more milk or 
a steer which would be heavier when slaughtered. 
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Subsequent to this argument, the applicant replaced the method claims under contention with use claims; 
 
Claim 1: The use of an encapsulated cell line selected from the group consisting of...for increasing milk in 
cows by in vivo implantation of said encapsulated cell line in said cows. 
 
Claim 2: The use of an encapsulated cell line selected from the group consisting of...for increasing animal 
growth by implantation in vivo of said encapsulated cell line in said animal. 
 
Claim 3: The use of an encapsulated cell line according to claim 1 or 2, wherein said encapsulated cell line 
is implanted subcutaneously. 
 
The Board decided that the amended claims were clear of the objections made by the examiner and 
directed to patentable subject matter in view of the Shell Oil decision. 
 
Note that the acceptance of the method step in claim 3 was not discussed; it is therefore unclear whether 
this step was considered allowable per se as part of a “use” claim or because it was directed to a vendible 
product. 
 
 

 Commissioner Decision #1172  February 1992, 53 C.P.R. (3d) 7.2.13
 
Re Application of Kevin McIntyre, Application entitled EVALUATING HEART MECHANICAL PERFORMANCE, 
filed in 1986. 
 
Claim 1 was directed to an apparatus, claim 9 to a method; 
 
Claim 9: A method of evaluating the mechanical condition of a heart, which method includes the steps of : 
 

- non-invasively providing a pulse signal representative of arterial pulsation by placing pressure 
sensitive transducing means for providing an electrical signal representative of pressure, in 
contact with the skin of a patient while applying pressure ... 

 
- subjecting said patient whose blood pressure is characterized by said pulse signal to a heart 

straining manoeuver... 
 
Referring to the Goldenberg decision, the Appeal Board decided that the method was directed to a 
diagnostic method, and was therefore not a method of medical treatment in the strict sense. The claims 
were therefore allowed. 
 
 

 Commissioner Decision #1191, December 1993, Issued 11 October 1994 as patent 7.2.14
#1,332,440 

 
Application entitled METHOD AND APPARATUS FOR TREATING MALIGNANT CELLS, filed 1987. 
 
Claim 1:  A method for treating malignant cells in living tissue comprising: 
- externally applying a sinusoidal magnetic field having a field strength of between 50 and 550 gauss 
throughout the malignant cells to inhibit mitosis of said malignant cells. 
 
Claim 13: Apparatus for treating malignant cells in living tissue comprising means for producing a sinusoidal 
magnetic field and means for causing restriction of field strength of said field to between 50 and 550 gauss 
at a location throughout said malignant cells. 
 
Claim 16: A method of operating apparatus as defined in claim 13 or 14 comprising bringing said 
apparatus near said malignant cells for substantially at least 5 minutes per day for a plurality of days and 
producing said field while said apparatus is adjacent said malignant cells. 
 
The examiner refused claims 1 to 12 for being directed to a method of medical treatment. Claims 13 to 16 
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were rejected for anticipation (of the apparatus) and for being “disguised process claims”. 
 
The applicant acknowledged that methods of medical treatment were not statutory in Canada and 
replaced claims 1 to 16 with claims 1 to 5; claim 1 read; 
 
“Apparatus for treating malignant cells in living tissue, comprising: 
 
a toroidal shaped air core demagnetizing coil connected to a low frequency sinusoidal energizing source 
to generate substantially spheroid shaped alternating magnetic field patterns,...” 
 
The new claims were accepted by the Appeal Board. 
 
 

 Commissioner Decision #1209, October 1996 7.2.15
Re General Hospital Corp. 74 C.P.R. (3d) 544-550 
 
Application filed in 1987 entitled CONTINUOUS DELIVERY OF LUTEINIZING HORMONE RELEASING HORMONE 
COMPOSITIONS IN COMBINATION WITH SEX STEROID DELIVERY FOR USE AS A CONTRACEPTIVE 
 
Claim 8: A method for preventing pregnancy in a female mammal comprising 
 

(b) administering via a delivery system an effective amount of a luteinizing hormone releasing 
hormone (LHRH) composition and an effective amount of an estrogenic steroid to said female 
during the follicular phase of the menstrual cycle, beginning at the onset of normal menses in 
said female; and 

 
(c) replacing said first delivery system at the end of said follicular phase with a ... 

 
The methods require the administration of chemical substances to a human female under medical 
supervision, which substances alter the functioning of the body by preventing pregnancy. 
 
The applicant pointed out that pregnancy is“a natural condition not a disease so that a method of 
preventing pregnancy should not be considered as a method of medical treatment since no pathological 
condition is cured. 
 
The examiner asserted that since the prevention of pregnancy could have beneficial effects to a female if 
it prevents a pregnancy which could have damaging effects on the female, it should nevertheless be 
considered a method of medical treatment. 
 
The Appeal Board accepted the applicant’s argument that it is the main or primary use of the invention 
which should be considered in determining invention’s patentability. 
 
The Board therefore concluded that methods of preventing pregnancy are not methods of medical 
treatment in the strict sense as determined in the Tennessee Eastman case and therefore should be 
allowable. 
 
 

 Commissioner Decision #1213, June 1997 7.2.16
 
Re Senenteck plc 77 C.P.R. (3d) 321-327 
 
Application filed in 1988 entitled METHOD AND COMPOSITION FOR AMELIORATING THE ADVERSE EFFECTS OF 
AGING 
 
Claim 1: A method for ameliorating the adverse effects of ageing on mammalian cells, comprising 
contacting mammalian cells with a cosmetic composition that contains an effective concentration of a 6-
(substituted amine) purine cytokinin, wherein 
 



Chapter 7 – page 22 
 

- the cells are on the surface of a living animal, and the concentration is sufficient to ameliorate the 
adverse effects of ageing of said cells, whereby the rate of development of characteristics of said cells 
that are associated with cellular ageing is reversed or slowed, and the growth rate and total proliferative 
capacity of the cells subsequent to said contacting is substantially the same as prior to said coupling. 
 
Among the preferred applications of the invention are the preservation of the health of mammalian cells in 
culture and, by application to human skin of kenetin-containing lotions, ointments, or creams, the health 
and youthful appearance of the skin. 
 
The Appeal Board considered that there were certain aspects to the method claims which could lead 
them to be considered as methods of medical treatment. It was stated in the application that applying the 
purines to skin causes changes in the metabolism of the skin cells which retard the ageing process of the 
cells. 
 
The applicant pointed out that ageing is a natural condition of the human body, not a disease, and that in 
humans “this process will eventually result in wrinkling of the skin. Such wrinkles are not a disease or disorder. 
Accordingly, a method of ameliorating the adverse effects of ageing, a method which reduces the 
wrinkling of the skin, is a method directed to the treatment of a normal human condition and not a method 
directed to the treatment of a disease or disorder”. 
 
The Board accepted the argument that as ageing is a natural condition of the human body, not a disease, 
so that the method should not be considered as a method of medical treatment since no pathological 
condition is cured. Thus the claims are not methods of medical treatment in the strict sense and should be 
considered allowable. 
 
                                                           
1 The Canadian Law and Practice Relating to Letters Patent for Inventions: Fox, Harold G., 4th Ed. 1968: The 
Carswell Company Limited, Toronto Canada, pp. 1 
 
2 Ibid, pp. 2 
 
3 Ibid pp 3-4 
 
4 The Constitution of the United States of America: 
http://www.law.cornell.edu/constitution/constitution.articlei.html#section8 
 
5 Patent 130, Combined Canadian Patents 
 
6 Adam v Peel, 1850. 1 Lower Canada Reports 
 
7 In this version of the Act there was a grace period of two years from description of the invention to filing. 
Canada declared war on September 3, 1939, hence the date of September 3, 1937. 

http://www.law.cornell.edu/constitution/constitution.articlei.html#section8
http://www.law.cornell.edu/constitution/constitution.articlei.html#section8
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