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Chapter 8 Non-routine Examination

Foreword to Chapter 8
Up to this point, your training has stressed the importance of the following concepts: understanding
the fundamental principles of patent practice; performing thorough prior art searches; learning the
complexities of the technology in your assigned art; and striving for examination that is of as high a
quality as time and resources permit.
Undoubtedly, most of you will have encountered a problem or two concerning a subject that was not
covered during the basic portion of the formal training course. In such cases, it is the function of the
on-the-job trainer to guide you towards the source of information required to deal with the particular
problem. However, allowing for these few exceptions, your work over the past months can be aptly
be described as routine examination.
The study of non-routine examination will be the subject of the first part of the advanced formal
training course: PO 408 (or Chapter 8). This chapter covers such topics as amendments-afterallowance, protests, Final Action, and reissue. These are aspects of patent practice that arise only
occasionally; however, when such situations do arise, it is essential that you have a thorough
understanding of the principles involved, so that you are able to handle these cases in a proper and
effective manner.
Finally, this chapter includes discussions of patent practice in the United States and Europe, with
particular emphasis on the effects those practices can have on the prosecution of applications in
Canada.
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Summary of Protest and Filing of Prior Art
Protest
8.01

Filing of Prior Art
8.02

Authority within
the
Patent Act and
Rules

Section 10 Patent Rules

Section 34.1 Patent Act

Reference
within MOPOP

Chapter 18 (Rev. Dec. 2003)

Chapter 18 (Rev. Dec. 2003)

Flowcharts and
Work
instructions

PB-4A-PS-15
PB-4A-WI-12

PB-4A-PS-15
PB-4A-WI-12

Definition

- a written objection to the grant of a patent for
some specified subject matter or to a particular
applicant

- a particular type of protest comprising prior art
documents with an explanation of how such
documents are relevant to the patentability of
one or claims in suit in an applicant

Origin and
purposes

- usually submitted by a private individual, e.g.
competitor in business, who opposes the granting
of a patent to the applicant or who concedes that
the applicant is entitled to a narrower scope of
protection than is sought in the application

- usually drafted and submitted by a patent agent

Format

- usually informal

- more formal
- includes copies of the prior art document(s)
along with an explanation

Chapter

- e.g. simple letter objecting to the grant of a
patent; letter making general reference to a
publication, sales pamphlet; sworn affidavit
either from the protestor or someone else
indicating the invention has been known or
invented; images such as pictures, photographs of
devices.
rime-line

- must be received prior to the grant of a patent

- must be received prior to the grant of a patent

Requirements

-can include any ground for invalidating a patent,
and need not be restricted to the patentability of
claims. If the grounds are directed to the
patentability of claims, they need not be
restricted to those solely relating to prior art

- the only grounds permitted are those
concerning the patentability of one or more
relevant claims in view of prior art, i.e.
anticipation, obviousness, double patenting
- the application number and relevant clams
must be identified

- the application need not be identified
- copies of prior art and an explanation of the
pertinence of the prior art need not be provided,
even if the grounds for protest s are related to
prior art

- copies of the prior art must be submitted,
wherein such prior art shall comprise only i)
patents, ii) laid-open patent applications, or iii)
printed applications.
- an explanation of the pertinence of the prior
art to the relevant claims must also be provided

Fees

- no fee

-no fee
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8.01 - Protests and Filings of Prior Art
[This subject is also covered in chapter 18 of MOPOP]
This subject is also described in detail in the following flowcharts and work instructions:
PB-4A-PS-15 (Review a Submission of Protest or Prior Art)
PB-4A-WI-1 1 (Review a Submission of Protest or Prior Art)

General Overview of Protests
WHAT is a protest ?
A protest is a written objection to the grant of a patent for some specified subject matter or to a
particular applicant.
A filing of prior art is a specific type of protest, comprising prior art documents and an explanation of
how the documents are relevant to the question of patentability of one or more claims in a patent
application.
WHO may file a protest ?
Any interested person may file a protest.
WHY might someone wish to file a protest ?
Generally, the protestor is a competitor in business to the applicant who considers that the applicant
is not entitled to receive patent protection or is only entitled to protection of a more narrow scope
than is being sought.
The use of information contained in a protest by a patent examiner during prosecution of a patent
application, which information may not otherwise have been known to the examiner, increases the
thoroughness of examination and thus benefits the public and the applicant.
The process benefits the protestor by providing an inexpensive alternative to either a court action or
re-examination proceedings to invalidate one or more claims of an issued patent.
HOW must a protest be filed ?
The protest must be filed in the Patent Office, and addressed to the Commissioner of Patents.
WHEN should a protest be filed ?
In order to be of any use during prosecution of a patent application, a protest must be received prior
to the grant of a patent.
WHAT is the cost of filing a protest ?
There are no fees associated with filing a protest or prior art against an application.
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How a Protest May Arise
A protest :
a) may be the result of public inspection of laid-open applications,
b) may stem from a search request under section 11 of the Patent Act by means of which the
protestor has discovered that there is a pending application that corresponds to a foreign patent,
c) may be information that was brought to the attention of a business competitor to an applicant
through regular business dealings.
A protest is usually based on prior art or, in the case of an old Act application, it draws the attention
of the Office to a "conflict" situation.

The Value of a Protest
The primary purpose of allowing third parties to file protests is to facilitate the making available of
any pertinent information to the examiner during the prosecution of a patent application, thereby
producing better quality patents.

Authorities in the Patent Act and Rules
Rule 10 of the Patent Ru/es provides :
10. Communications addressed to the Commissioner pursuant to section 34.1 of the Act and
communications addressed to the Commissioner with the stated or apparent intention of
protesting against the granting of a patent shall be acknowledged, but, subject to section 10
of the Act or of the Act as it read immediately before October 1, 1989, no information shall
be given as to the action taken.
From the above we can see the following:
a.

this section of the Rules is concerned with two situations in which communications are directed
to the Commissioner, namely:

(1) communications pursuant to s. 34.1 of the Patent Act, and
(2) communications with the stated or apparent intention of protesting against the granting of a
patent;
b,

these communications shall be acknowledged by the Patent Office; and

c.

no information shall be given directly to the protestor as to the action taken by the examiner
(acting on behalf of the Commissioner); however, the protestor, like anyone else, may
independently gather information by coming to the Patent Office and reviewing relevant parts of
the case file of an application that is open to public inspection under s. 10 of the Patent Act, i.e.,
examiner reports and applicant responses. In this way, a protestor may determine whether
information contained in a protest was used by the examiner during prosecution.
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Filings of Prior Art - Requirements
We will commence with the first of the two types of communications covered by rule 10 of the Patent
Rules— communications pursuant to s. 34.1 of the Patent Act.

Section 34.1 reads as follows:

34.1(1) Any person may file with the Commissioner prior art, consisting of patents,
applications for patents open to public inspection and printed publications, that the
person believes has a bearing on the patentability of any claim in an application for a
patent.
(2) A person who files prior art with the Commissioner under subsection (1) shall explain
the pertinency of the prior art
Communications filed under section 34.1 are known as filings of prior art (FPA). These
communications are a form of protest, but they comprise a very particular type of protest and they
have a number of formal requirements. The requirements of an FPA are listed below:
a. The only grounds permitted for this type of protest are those concerning the patentability of one
or more claims in a patent application;
b.

It follows from the above that the patent application and relevant claims must be identified;

c.

The grounds for calling the patentability of the claim(s) into question are limited to those with
respect to prior art, i.e,, anticipation, obviousness, double patenting;

d. Copies of the prior art must be submitted;
e.

The prior art shall comprise only
1. patents,

f.

2.

laid open patent applications, and

3.

printed publications; and

An explanation of the pertinency of the prior art to the relevant claim(s) must be provided.

FPA Not Conforming to Section 34.1 Requirements
A filing of prior art that does not conform to the requirements of s. 34.1 is not refused. In fact, it
may still be quite useful. However, when there is no prior art listed or when there is no explanation
of why the art is pertinent, in a "filing of prior art" letter, this letter is then treated and considered as
a regular, or general, protest.
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General Protests - Considerations
The second of the two types of communications covered by rule 10 of the Patent Rules are of a more
general nature, and concern the stated or apparent intention of protesting against the granting of a
patent.
Unlike an FPA, which is generally drafted by a patent agent and is more formal in nature, a protest is
usually submitted by a private individual and can take almost any form of written communication
objecting to the grant of a patent while still falling within the requirements of rule 10. A comparison
to the previous list of FPA requirements shows:
a.

The grounds for a general protest can include any ground for invalidating a patent, and need not
be restricted to those concerning the patentability of claims in a patent application.

e.g., insufficiency, inutility, ambiguity, new matter, invention was previously known or
invented by the protestor or another.
b.

The patent application need not be identified.
The procedure for dealing with protests related to unidentified patent applications will be
covered later in this chapter.

c.

If the grounds are with respect to the patentability of claims, they need not be restricted to those
relating to prior art only, but may include any ground for invalidating a claim.

d-f Copies of the prior art and an explanation of the pertinency of the prior art need not be provided,
even if the grounds for protest relate to prior art.

Content of a Protest
From the above, we have seen what is required for an FPA and, by contrast, what is not required for
an informal protest. Next we will view what type of information might be included in a protest.
Since the requirements of what constitutes a protest are so broad and an explanation of pertinency
of any material is not required, a protest may be vague. It will usually include a statement of
objection and may take any of the following forms, for example:
a.

a simple letter objecting to the grant of a patent to someone (named or unnamed) for some
particular device, etc.;

b.

a letter making general reference to a publication, textbook, or article;

c.

a letter making reference to sales pamphlets or brochures, or what was seen at an exhibition;

d.

a sworn affidavit either from the protestor or someone else stating that the invention was
known/invented by themselves first; or

e.

other material such as pictures and photographs of prior art devices.
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Receiving Protests and FPAs
When application can be ascertained
Each time a protest is received, the Patent Office carries out a search to identify or to confirm the
application(s) to which the protest applies. If the application number is not identified, a search is
performed based on the applicant's name and the inventor's name, if provided, and the record of
section 11 searches is checked. If the application(s) is/are found, the protest is made part of the file
of the application and therefore when the file is opened any action taken on the protest is also
available.
In TechSource, the protest is stored in a PRO tab by Examination Support, and a notation is created
to alert the examiner as to the existence of a protest. The clerk may also inform the examiner by a
1167 if it appears that prosecution on the application has already commenced, and by an e-mail if
the application has been allowed.
When application can not be ascertained
When the specific application cannot be located, e.g., in situations where the application has not yet
been filed at the Patent Office or there is not enough information in the protest to identify the
application, the following steps are taken:
a.

the protest is sent to classification to be classified in the relevant art, including secondary
classifications and cross-references, as required;

b.

a file folder is made up and the protest is sent to the examiner responsible for examining that
class;

c.

the examiner verifies the classification;

d.

the examiner searches all pending files, including those allowed but not yet issued, for a relevant
application the examiner searches for the application in all classes related to the subject matter, not only
those listed by the classifier. This should be a thorough search to ensure that a patent does
not issue that should not have been issued in view of information provided to the Office by
another party; and

e.

if the application is found, the protest is made part of the application file by storing it in a PRO
tab. Otherwise, the file material is kept by the examiner for future reference in case a relevant
application should be found. The examiner generally retains the protest for two years,
periodically reviewing the relevant classes in an effort to locate the application. The examiner
searches new transferred cases as well as reinstated applications against the protest or prior art.
after the usual period for maintaining a protest, any useful prior art may be kept by the
examiner. Otherwise it stays on the protest or prior art file in storage.

Protest or FPA against PCT applications in the international phase
In the case of a protest or FPA against an application filed through the PCT, which has not yet
entered national phase, the Patent Office must wait for the expiry of the time limit for national entry
— up to 42 months from the international filing date with the payment of a late entry fee, plus
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internal processing time, which could be several more months — in order to match the protest or FPA
to the application.
Acknowledgment to protestor of receipt of protest or FPA
Regardless of whether or not the application was found, a letter of acknowledgment is sent by
Examination Support to the protestor, as stipulated in rule 10 of the Patent Rules. This letter merely
advises the protestor of the receipt of the protest in the Patent Office. If the application against
which the protest is filed is not yet open for public inspection, the application number will not be
disclosed to the protestor. A copy of the acknowledgment letter is placed on file, stored in a PRO tab.
Notification to applicant of receipt of protest or FPA
A notification letter indicating that a protest has been received in the Patent Office will also be sent
by Examination Support to the applicant of any application on whose application the protest was
received. This letter is not a requirement of the Patent Act and Rules, but it is Patent Office practice
to notify the applicant as a courtesy. A copy of this notification letter is placed on file, stored in a
PRO tab.
After receiving a notification letter, the applicant may come to the Office to inspect the protest
material on file in the application in order to prepare to argue against it. Also, If the applicant has
filed, or plans to file, a corresponding application in a jurisdiction that requires the applicant to
furnish particulars of any relevant prior art of which they are aware, e.g., the USPTO, the applicant
will do so, if necessary.

Further Protests
As mentioned earlier, a protestor may visit the Patent Office to inspect the file of a laid open
application, in order to determine whether information contained in a protest was applied by the
examiner. The protestor may also review the response by the applicant to the examiner's report. If
the protestor wishes to submit further details or another protest, he (or — I say once, and for all
such instances — she) is welcome to do so, but each time the protestor will receive only a letter of
acknowledgment.

Protests Containing Information Not Available to the Public
If a protest is to be effective, the Office must be able to reveal information in it to the applicant.
Information not available to the public, such as in respect of a non-laid open co-pending patent
application, submitted with a protest is not used against an application until either the information
becomes available to the public or the protestor authorizes the Office to send a copy of the
document to the applicant and to place the information on file with the application.

Return of Protests in which Protestor Requests Confidentiality
The information contained in a protest is made part of the application file and, as a result, it will
become available to the public when the application is laid open, if it is not already laid open. Since
all applications and their complete contents must be laid open, in accordance with section 10 of the
Patent Act, any protests relying on non-public information, such as that noted above, for which the
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protestor requests confidentiality will be returned to the protestor. Information supplied in such a
confidential document will not be considered by the patent examiner.

Accepted Protests May Not Be Withdrawn
A protest may not be withdrawn once it has been accepted by the Patent Office. The protest remains
on file with the application.

Use of Protest or FPA Information by Examiner
Information contained in a protest or FPA is only considered by the examiner when the application is
next examined, after a request for examination has been received. Information in a protest or a filing
of prior art is taken into account by the examiner, and if it provides sufficient grounds for objection, it
will be cited.
Prosecution will not be delayed merely because a party intends to file a protest, or because a party
requests a delay in order to present sufficient grounds to warrant action against an application. Any
such request to delay prosecution of an application is acknowledged by Examination Support, but
prosecution of the application will not be held up for that reason alone.
Likewise, prosecution will not generally be advanced on an application against which a protest has
been filed, unless there is a special order, or it is deemed to be in the public interest to do so. After a
protest is filed, the normal prosecution, including allowance of applications, continues despite the
submission of a filing of prior art, unless sufficient grounds are presented to warrant action based on
this filing of prior art. If the material in a protest is not adequate, the protest is not used and merely
stays on the application file.
The basic guideline on the use of protest material is that it must clearly establish both the content
and substance of the protest subject matter, as well as the date of disclosure to the public if the
protestor is relying on prior art. A simple letter of objection does not meet these requirements and is
not usable. Publications, textbook or newspaper article references may be used as they usually
contain publication dates. The content of the reference must be carefully scrutinized to establish
whether it gives the same level of detail or information as the application. It is important to establish
the source of the reference information; it could stem from the applicant, in which case the grace
period for disclosure would have to be considered. Sales brochures or pamphlets, while very colourful
and descriptive, often do not carry publication dates as the company may not want the brochure to
appear 'dated'. As a result, you may have a picture-perfect reference, but no verifiable date of
disclosure through publication. Similarly, photographs, even if they are of the day/date variety,
cannot establish the date of disclosure.
An Office Action on the protested application must not mention the protest. Although the material
contained in a protest may be cited in the report, the protest per se is not to be cited against the
application, and no reference is to be made to the source of the information in a report.
Affidavits
Affidavits can be the most troublesome form of protest material. As a rule, an affidavit in which the
affiant swears that he made, used, disclosed, sold, etc., a certain inventive device/process on a
certain date is not usable as neither the date nor the information is verifiable. Although the protestor
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"swore" that the information was correct, the applicant has no means by which to cross-examine the
affiant to verify or refute the sworn testimony.
To illustrate this point, an Office memorandum to Examiners, dated November 29, 1995, is
reproduced below:
" Citing Affidavits in Examiner's Reports
Examiners are reminded never to mention in a report that a rejection is based on a protest.
A third-party affidavit provided in a protest, and merely containing hearsay evidence of prior

disclosure of invention, must not be cited to refuse an application.
It; however, the affidavit contains concrete evidence to support the prior disclosure of invention by a
person who did not receive the information directly or indirectly from the inventor, such evidence
may be cited. Before citing any material taken from an affidavit, examiners are advised to discuss the
matter with their Division Chiefs. This precautionary note arises from Commissioner's Decision No.
1205 dated October 20, 1995, regarding a Final Action in which the examiner refused an application
on the basis of an affidavit provided in a protest. The applicant argued that since the Patent Act does
not give an applicant the right to cross-examine an affiant, the acceptance of an affidavit as a valid
reference would oppose the principle of fairness. Further, the applicant contended that the affiant
had obtained information about the invention from the inventor himself, and the time frame was
such as not to prevent the inventor from obtaining the patent by virtue of section 27(1)(d).
The Commissioner withdrew the Final Action, ruling that the affidavit cited by the examiner did not
contain sufficient information to establish that there was prior disclosure of the invention by a person
who did not obtain the information directly or indirectly from the inventor.
Although affidavits containing allegations that are unsupported by dated documentation will usually
not provide sufficient reason for the Commissioner to refuse to grant a patent, the affidavits may
contain information that could raise serious reasons as to why a patent should not be granted, or
may lead to documentation that could be very pertinent. For this reason affidavits should not be
dismissed out of hand, but should be reviewed carefully to see if there is an alternate source of
information that could be pursued."

Protests Against Allowed Applications
In the event that the application has previously been allowed by the examiner but has not yet been
issued, the pertinence of the protest or of the filing of prior art will determine whether the notice of
allowance will be withdrawn. In this case the examiner must be certain that the material is citable
against the claims, as an application is not withdrawn unless action has to be taken against it. (See
chapter 5.03 for more information on notice of allowance and withdrawal thereof.)

Communications Between Examiner and Protestor
The examiner shall not discuss the prosecution of the application(s) with the protestor. The
prosecution of a patent application is an ex parte proceeding conducted by the applicant before the
examiner, on behalf of the Commissioner, who must consider the merits of the applicant's case while
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also acting on behalf of the unrepresented public interest. It is essential not only that the examiner
remain impartial, but that he also appears to do so. The prosecution must not be allowed to take on
the appearance of an inter partes proceeding between the applicant and the protestor.
Therefore, any communications between the examiner and a protestor must be very limited. The
filing of a protest does not entitle the protestor to any standing before the Patent Office with regards
to the prosecution of an application against which the protest was filed, and this fact must be
respected.
However, if it appears that further details are needed or would be useful and there is a likelihood that
the information is available to the protestor, the protestor may be contacted by the examiner in order
to request that information. For example, the protestor may be asked to identify fully a reference
that has been inadequately identified, or to supply additional information that the protest stated
would be available if requested. This should remain a simple request and must not turn into a
prosecution of the application by the protestor. If the examiner obtains sufficient useful information,
it will be applied when the application is next examined. Otherwise, prosecution of the application
continues without the information.
Finally, the examiner should attempt to ensure that the protestor responds to any request for
additional information through the normal channels of communication, ie., by a letter addressed to
the Commissioner of Patents. In order to maintain fairness in the process, one copy of all
correspondence received from the protestor must be put on the application file, and one copy is sent
to the applicant; this can be achieved in the most practical manner by limiting communications from
the protestor to letters. Therefore, the use of other forms of communication by the protestor, such as
telephone and e-mail messages, should be discouraged.
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Review Questions
1. In simple terms, what is a protest?
2.

Who is entitled to file a protest or FPA?

3.

What are the requirements of an FPA?

4.

What might comprise the content of a protest that does not meet the requirements of an FPA?

S.

What are the steps taken by Patent Exam Support upon receiving a protest (identified) or FPA?

6.

What are the steps taken by Patent Office personnel in handling protests against unidentified
applications?

7.

How does the Patent Office deal with protests containing information that is not available to the
public?

8.

How does the Patent Office deal with protests for which the protestor requests confidentiality?

9.

What are the guidelines for an examiner's use of protest or FPA material as prior art against
claims in a patent application?

10. What are the guidelines for an examiner in considering affidavit containing allegations not backed
by dated documents?
11. What are the steps that may be taken by an examiner in dealing with a protest or FPA against an
application which has been approved for allowance?
12. What are the guidelines regarding communications between an examiner and a protestor?
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Supplementary reading:
Appendix A: Example of an affidavit

AFFIDAVIT
I, Michael Rutherford, of the town of Whereitis, in the Province of Quebec in Canada, AFFIRM:
I am currently the Vice-President of Research and Development of BigPipe Limited.
My experience in the design, manufacture and marketing of gas pipe and gas pipe couplings, and
related industry, dates back to 1974. Attached as Exhibit A to this affidavit is a copy of my resume.
As is evident from my resume, I possess extensive experience in the designing, development and
manufacturing of gas pipe and gas pipe couplings. For example, attached as Exhibit B is a schematic
for a special coupling I designed in 1995 for use with a Rheem gas furnace.
Heavypipe Ltd. (through its subsidiaries Heavypipe Manufacturing Ltd., Heavypipe Equipment Ltd. or
Heavypipe Industries Ltd.) was one of the largest manufacturers of gas pipe couplings as early as
1939. Attached as Exhibit C are copies of registrations from the Canadian Trade-marks Office
attesting to the use by Heavypipe or its subsidiaries of several trade-marks in association with gas
pipe coupling products.
Attached as Exhibit D are select pages from a 1980 catalogue of Heavypipe Manufacturing Ltd.
depicting some of the product offered. [Note that the "CAT. No. 80" on the first page, and the "80"
on the bottom left corner of all the subsequent pages designates the year of publication (ie. 1980).]
BigPipe Ltd. of Montreal, Quebec acquired Heavypipe Ltd. in 1996. Since this acquisition, BigPipe Ltd.
is the largest manufacturer of gas pipe couplings in Canada. (Attached as Exhibit E are copies of
registrations from the Canadian Trade-marks Office in the name of BigPipe Ltd. in association with
gas pipe couplings and other related gas equipment. Attached as exhibit F are sample product
advertisement sheets of BigPipe Ltd.)
In addition to my responsibilities at BigPipe Ltd., I am and have been in the past, active on numerous
industrial associations and governmental committees both in Canada and the US concerned with the
development of standards for the use in the gas pipe industry.
As both a member of these aforementioned industrial associations/governmental committees and a
Vice-President of BigPipe Ltd., my duties and responsibilities have involved extensive travel and
liaison in Canada and the United States with various end-users of gas pipe coupling products at the
municipal, state, provincial and federal levels. This has been an effort to remain current and
knowledgeable as to industry needs with respect to the development of new products or
im rovements to pre-existing ones, and/or to the development of industry-wide standards therefor.
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Appendix B: Examples of paragraphs of acknowledgment sent by Examination Support

a) In response to a Filing of Prior Art against a laid open application

Your File - Votre Reference : ABC - 0123
Our File - Notre Reference : 1234-5-678
Dear Sir/Madam:
This will acknowledge your letter received January 1, 1998 protesting against Canadian Patent
Application serial no. 2,134,567, entitled "Bourn Badabang", and submitting prior art under section
34.1 of the Patent Act.
The request for Examination and prescribed fee have been made of record.
Your letter has been referred to the examiner in charge of the class of the invention involved.
Your protest and submission will become part of the opened application file.
Yours truly,

b) In response to a Protest against a laid open application

Your File - Votre Reference :
Our File - Notre Reference : 1234-5-679
Dear Sir/Madam:
This will acknowledge your letter received January 1, 1998 protesting against Canadian Patent
Application serial no. 2,134,567, entitled "Bourn Badabang" .
Your letter has been referred to the examiner in charge of the class of the invention involved.
Your protest will become part of the opened application file.
Yours truly
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c) In response to a Filing of Prior Art against a non laid open application

Your File - Votre Reference : ABC - 0124
Our File - Notre Reference : 1234-5-680
Dear Sir/Madam:
This will acknowledge your communication of January 1, 1998 submitting prior art under section 34.1
of the Patent Act.
The submission has been attached to the file of the application and has been brought to the
attention of the examiner.
Yours truly,

d) In response to a Filing of Prior Art against a laid open application for which there is no
request for examination

Your File - Votre Reference : ABC - 0125
Our File - Notre Reference : 1234-5-681
Dear Sir/Madam:
Reference is made to your letter dated January 1, 1998 submitting prior art under section 34.1 of the
Patent Act.
The submission has been attached to the file of application 2,134,568. Since, to date, no request for
examination has been received from the applicant or a third party on this application, no regard can
be given to your submission at this time. Should a request for examination be received within 5
years of the filing date of this patent application, the examiner will consider the submitted prior art
during the course of the examination process.
Your protest will become part of the opened application file.
Yours truly,
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Appendix C: Examples of Protests and Filings of Prior Art
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Application
Number

Protest /
Prior Art filed

IPC and subject-matter

Special notes

General Protest:
section 10 of Patent
Rules

2249920

2000-06-27

B23P-19/00
Truss Assembly Apparatus
with Independent Roller
Drive

- the protester submitted US3925870, US 4295269, US4437234 and
US5933958
- the Examiner cited US 4295269 and US4437234 in the first report for
lack of novelty but did not cite the other 2 documents

General Protest:
section 10 of Patent
Rules

2215422

2000-07-03

E21B-33/138
Process and Seal for
Minimizing Interzonal
Migration in Boreholes

- the protester submitted one of his own patents, US3901316
- the Examiner withdrew the application from allowance after
determining that the US prior art were pertinent and should be cited
against the claims of the application
- the US prior art was cited in the subsequent report to the applicant for
obviousness

Filing of Prior Art:
subsection 34(1) of
Patent Act

2246244

2000-05-12

AO1H-5/00
Oilseed Brassica
Containing an Improved
Fertility Restorer Gene for
Ogura Cytoplasmic Male
Sterility

- the protester submitted CA2198125 and explained its pertinency against
the patentability of claims 1-24
- the protester also submitted original affidavits accompanying the prior
art
- the Examiner withdrew the application from allowance after
determining that the CA prior art were pertinent and should be cited
against the claims of the application
- the CA prior art was cited in subsequent report to the applicant for lack
of novelty

2249036

20-06-07

A61B-5/05
Body Fat Determining
Device

- the protester submitted US 4929727 and JP63-12975 and explained the
pertinency of each of the prior art against claims 1-3 and 5-6 of the
application
- these prior art were cited as "references re-applied" in the subsequent
report to rebut the arguments of the applicant

2272478

2000-07-07

A61K-31/64
Sulfonylurasglitazone
Synergistic Combinations
for Diabetes

- the protester submitted EP-A-749751 and explained the pertinency of
the prior art against claims 1-3 and 5-7 of the PCT application before
national phase and a request of examination was filed
- the Examiner cited the prior art in the first report for lack of novelty
against the same claims

-after application
was allowed

Filing of Prior Art:
subsection 34(1) of
Patent Act
-during prosecution
Filing of Prior Art:
subsection 34(1) of
Patent Act
- before RE date
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8.02 - Amendments After Allowance
[This subject is also covered in chapter 19 of MOPOP]
This subject is also described in detail in the following flowcharts and work instructions:
PB-4A-PS-20 (TT54 - Examine an Amendment after Allowance)
PB-4A-WI-16 (TT54 - Examine Amendment after Allowance)
General Overview
After an application for a patent has been allowed, it sometimes becomes necessary, or advisable, for
the applicant to make relatively minor corrections to the description or claims.
While such minor corrections to a patent application are permitted to be made under the provision of
rule 32 of the Patent Rules, they must be carefully distinguished from the necessity for the correction
of an issued patent, which must be undertaken under s. 8 (correction of clerical errors), s. 47
(reissue), s. 48 (disclaimer), or s. 48.1 to 48.5 (re-examination) of the Patent Act.
Aside from the requirements for any regular amendment to a patent application, there are a number
of further requirements which must be met before an amendment after allowance (AAA) may be
accepted, and it is the duty of the examiner, acting for the Commissioner, to determine whether
these requirements are met.

Authority in the Patent Rules
Rule 33 of the Patent Ru/es reads as follows:
33. Except as otherwise provided by the Act or these Rules, no amendment may be made to
an application after payment of the final fee referred to in subsection 30(1) or (5).
This rule deals with the time frame during which an amendment after allowance may be made. As
the term suggests, and considering the language of rule 33, an amendment after allowance is an
amendment made during that period between when the notice of allowance is sent to the applicant
and when the final fee is paid.
Rule 30(1) of the Patent Rules specifies that the payment of the Final Fee must be paid within the
six month period after the date of the notice of allowance.
Rule 32 of the Patent Ru/es states:
32. (1) Except as otherwise provided by the Act or these Rules, after the applicant is sent a
notice pursuant to subsection 30(1) or (5), no amendment, other than an
amendment to correct a clerical error that is obvious on the face of the application,
may be made to the application unless the fee set out in item 5 of Schedule II is
paid.
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(2) Except as otherwise provided by the Act or these Rules, after the applicant is sent a
notice pursuant to subsection 30(1) or (5), no amendment may be made to the
application that would necessitate a further search by the examiner in respect of the
application or that would make the application not comply with the Act or these
Rules.

Rule 32.(1) provides that an amendment after allowance requires the payment of a prescribed fee,
unless the amendment is solely for the purpose of correcting an obvious clerical error.
Rule 32.(2) states that an amendment after allowance is unacceptable if it would:
a.

necessitate a further search by the examiner; or

b. cause the application to contravene the Patent Act or Rules.

The Intent of Rule 32
It is clear from the wording of rule 32 that an applicant does not have an inherent right to amend an
application after receiving a notice of allowance of that application, and that the permission to allow
such an amendment after allowance lies strictly within the discretionary powers of the Commissioner.
Therefore, if an applicant, having received a notice of allowance, discovers that perhaps he should
have included subject matter other than that contained in the application, he must satisfy the
Commissioner that such subject matter is of a nature that may be correctly added to an application
after allowance.
If, for any reason considered by him to be a good and proper reason, the Commissioner refuses to
permit the allowed application to be amended, the applicant has no recourse, as there appears to be
no appeal procedure in the Patent Act and Rules against a discretionary action by the Commissioner
refusing an amendment after allowance.
However, there are other means by which an applicant may amend, or correct, after allowance, and
some mention of these means will be made later in this chapter.
It is also clear from the language of rule 32 that its purpose is to deal with allowed applications, not
to re-open prosecution of the application or delay the issue of a patent. Because any amendment
after allowance must leave the application in an allowable condition, it is obvious that an amendment
after allowance is meant to be a relatively minor thing, a tidying-up of the application to make it
more clearly define the invention already passed to allowance and not to enlarge on it at all.
Amendments filed after payment of final fee
According to rule 33, amendments to an application that are received after payment of the final fee
are unacceptable. However, clerical errors in the issued patent may be corrected as provided by
section 8 of the Patent Act. The Patent Office will notify the applicant in the situation where an
application is about to issue and therefore cannot be amended.
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Summary of the AAA examination
When examining an MA, the first step is to determine if a fee is required i.e. if the MA is correcting
a clerical error. If not, a fee is required.
If the required fee is not paid nor offered through a GAS (from the TT54 DESC. field), the AAA must
be rejected. The examiner must draft a letter and create a TT63. If the fee is paid or offered through
a GAS, then the examination reviews the AM.

Explanation
The examiner first determines whether or not a fee is required.
When the AAA is not simply the correction of an obvious clerical error, a fee is required. There are
three scenarios:
A) the fee was paid with the request for the amendment (for example "Withdraw the fee from
account XYZ"),
B) the fee is offered if needed in a General Authorization Statement (GAS) in the letter
accompanying the amendment (for example: "If a fee is required, please take the money from
the account VBG3425"), or
C) the fee was not paid nor offered.
In the first two situations, the examiner will proceed with examination of the AAA for compliance, but
in situation B he or she will have to notify Examination Support to apply the fee (by modifying the
DESC field of the TT55). In situation C), the examiner must refuse the AM without examining it
further. The examiner will create a TT63 after having created the refusal letter. The examiner will
use a standard letter template available on the intranet to indicate that the MA has not been
entered because the required fee has not been paid. The examiner does not need to provide further
explanation. The applicant cannot argue this decision, but, if there is time remaining before the final
fee deadline, the applicant can submit a new MA request with the required fee. The applicant can
also ignore the final fee deadline and let the application go abandoned. If reinstated, the application
will return to regular examination (pre-allowance).
To help the examiner determine if a fee was paid or offered, the Examination Support analyst who
creates the TT54 AMENDMENT AFTER ALLOWANCE will modify the description line to indicate if a fee
has been paid or GAS included. The TT54 VERIFY AAA will also indicate "A) FEE PAID / TAXE
PAYEE", "B) GAS INCLUDED / IAG INCLUSE", ou "C) NO FEE NOR GAS / PAS DE TAXE NI D'IAG".
If the required fee has been paid or offered, or is not required, the examiner proceeds with
examination of the content of the AAA, to make sure it does not introduce new matter, does not
require a further search and does not make the application not compliant with the Patent Act and
Rules. If the MA is acceptable, the examiner creates a TT55 and completes the TT54. Otherwise,
the examiner must create a letter (not a report) and a TT63. The template is available on the
intranet, and the examiner must add the reasons for which the AAA has not been entered. The
applicant cannot argue this decision, but, if there is time remaining before the final fee deadline, the
applicant can submit a new AAA request.
When a fee is required, the DESC. field of the TT55 will be modified according to the DESC. field of
the TT54 received by the examiner.
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A) If the TT54 indicates FEE PAID, then the TT55 will indicate the default message.
B) If the 1754 indicates GAS INCLUDED, the TT55 must indicate APPLY GAS.
C) If the TT54 indicates NO FEE NOR GAS, then a TT55 can only be created for correction of
clerical errors, using the default message.
Note: If the applicant paid the fee, but it was not required, they cannot request a refund of the fee.
Note: the examiner must review the AAA even if the task is "suspended".
Examiners must consult the work instructions for the instructions to create the letters.

What is a clerical error obvious on the face of the application?
To be considered a "clerical error that is obvious on the face of the application" the following must be
clear, when considering the application as a whole, including replaced pages and the history of
amendments: 1) that there was indeed an error in the subject matter to be corrected, and 2) what is
the right correction.
Examples of AAAs which are correcting obvious clerical errors and which do not require a fee:
• Correcting a recognized typo within a word (obvious from a dictionary).
• Inserting a word or group of words which are missing from a sentence, when they are
present in other occurrences of this sentence (obvious when considering the whole application).
Examples of AAAs which are not correcting obvious clerical errors and require a fee:
• Inserting the wording of the broadest independent claim into the description.
• Reintroducing elements that were removed previously in response to a report (not obvious
that it was an error, since there appeared to be a good reason to remove it in the first place).
• Modifications which must be inferred from the application through some effort (thus nonobvious).
• Adding claims of narrower scope, deleting claims or parts of claims.
• Introducing new description headings.
• Borderline cases: if the examiner is in doubt if the error is obvious or not, a fee should be
required (to be obvious, there should not be any doubt about either the error or the correction).
Examples of unacceptable AAAs which require rejection of the amendment for content:
• Amendments which necessitate a further search
▪ Amendments which broaden the scope of, or shift, the point of invention
• Amendments which cause the application to contravene the Patent Act or Rules
• Inserting the granted US and/or EP claims (usually redundant with the allowed claims)
• Inserting a page or paragraph that has never been on file, even if the absence occurred by
mistake (new matter that cannot be inferred from the application)
• Introducing any other Act or Rules defect
TechSource Procedures for Amendments After Allowance
The process flowchart and work instructions must be consulted for the TechSource procedures.
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Quality Control by the Section Head

The Section Head only review the AAAs that are refused by the examiner (thus only when a refusal
letter is created). As per the process, when the examiner determines an MA is acceptable, it is not
reviewed by the Section Head. This was also the case in the previous version of the process.

Recourse Available to Applicant When an AAA Is Refused

When an amendment after allowance has been refused by the examiner, the applicant may do one of
the following:
a.

Pay the final fee to proceed to issuance with the application in its version prior to the
amendment after allowance;

b.

Re-submit a new amendment after allowance (if there is sufficient time remaining);

c.

Do not pay the final fee, thereby allowing the application to become abandoned under paragraph
73(1)(f) of the Patent Act. When the application is subsequently reinstated, subsection 73(4) of
the Patent Act provides that it is subject to amendment and further examination without the
restrictions on amendments imposed by rules 32 and 33;
Should the applicant wish to amend the application at this stage, the amendment request must
be made together with the request for reinstatement, payment of the final fee and reinstatement
fee. The amendment will be considered with respect to acceptability upon receipt.

d.

If the amendment was refused because the final fee had already been paid, it may be possible,
time permitting, for the applicant to request the reimbursement of the final fee before the start
of technical preparation for issue (rule 4(10)(b) of the Patent Rules), and then re-file the
amendment when the application is back in regular examination. Of course, this procedure will
only be permitted in circumstances where there is sufficient time.

Further Exception to Rule 32 and 33 Restriction on Amendments

There is another circumstance where an applicant may, after the notice of allowance is sent, be
permitted to amend an application in such a way as would not be acceptable under rules 32 and 33
pertaining to amendments after allowance but, in this case, the process is not initiated by the
applicant.
According to rule 30(7) of the Patent Rules, if the Commissioner has reasonable grounds to believe
that an allowed application contravenes the Act or the Rules, he may withdraw the application from
allowance and return it to the examiner for further examination. This situation may arise, for
example, as a result of information contained in a protest filed by a third party. The Office notifies
the applicant and refunds the final fee if it has been paid. In this situation, under rule 30(8) of the
Patent Rules, the applicant may amend the application without the constraints of rule 32 and 33 of
the Patent Rules.
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Related Topic — Submission by Applicant of Pertinent Art
Sometimes an applicant will submit copies of prior art documents that may be relevant to the subject
matter of an application. Often, this prior art was found by the applicant or an examiner during the
prosecution of a corresponding application in a foreign patent office, e.g., the USPTO or the EPO.
What is important for the Examiner to realize is that a submission of relevant art by the applicant is
not an amendment to the application, as it does not change the specification and drawings.
Accordingly, a submission of art after the notice of allowance has been sent is not considered to be
an amendment after allowance, even if the applicant identifies it as such. This is an important
distinction as, you will recall, rule 32(2) provides that an amendment after allowance is unacceptable
if it would necessitate a further search by the examiner, whereas there is no similar provision with
respect to submissions of art.
As a result, the Examiner must carefully consider all prior art submitted by the applicant in view of
the claims of the application, regardless of the time at which it was submitted. As noted in chapter
5.03 - Considerations of Allowance, in actions involving patents, the Courts will presume that any art
on record was duly considered by the Examiner, and accordingly this art must be carefully reviewed.
By allowing the applicant to place on record any additional relevant prior art for consideration by the
Examiner, better quality patents result; the presumption of validity of the patent that ultimately
issues is strengthened, as the claims are subjected to further consideration. Also, it provides an
element of fairness to the process, as an applicant is thereby afforded the same opportunity to
submit pertinent prior art as is provided to a third party protestor, regardless of whether the art was
submitted before or after the notice of allowance is sent.
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Review Questions
1.

What is the last date an amendment after allowance may be entered?

2.

Would you permit an amendment after allowance that

(a) restricts the description?
(b) broadens the description?
(c) What would you look for?
3.

Would you permit an amendment after allowance that

(a) restricts the claims?
(b) broadens the claims?
Why?
4.

Would you permit new claims in an amendment after allowance?

5.

What type of amendment may an applicant insist be entered in an amendment after allowance?

6.

If you thought one part of an amendment after allowance was acceptable, another part not,
what would you do?

7.

You are asked to decide if an amendment after allowance fee is necessary. Is this your
responsibility? What would you do?

8.

How may an applicant attempt to introduce matter into the application after an examiner
determines that it is unacceptable to do so in an amendment after allowance?

9.

Under what other circumstances may an applicant, after the notice of allowance is sent, be
permitted to amend an application in such a way as would not be acceptable under rules 32 and
33 pertaining to amendments after allowance?
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Appendix Dl: Template for refusal of AAA because no fee has been paid

[BEGIN THIS LETTER USING THE USUAL HEADERS FOR AN EXAMINER'S REPORT]
[CUT AND PASTE THE CONTENT BELOW INTO THE BODY OF THE LETTER]
[FILL IN THE NECESSARY DATA AND SAVE THE LETTER AS IF IT WERE A REPORT]
*****************************

THIS LETTER IS NOT A REQUISITION. NO RESPONSE IS REQUIRED.
The Office is in receipt of your letter dated [INSERT DATE] enclosing an amendment after
allowance. The proposed amendment is not "an amendment to correct a clerical error that is
obvious on the face of the application" and, in accordance with subsection 32(1) of the
Patent Rules, could not be made since the fee set out in item 5 of Schedule II of the Patent
Rules has not been paid.
Time permitting, it may be possible to submit a similar amendment after allowance with the
required fee. In accordance with subsection 33(1) of the Patent Rules, any further
amendment after allowance on this application must be received before the payment of the
final fee. Please note that the content of the submitted amendment after allowance has
NOT been reviewed for requirements of subsection 32(2) of the Patent Rules, and, if
submitted with the fee, could still be refused because of non-compliance with subsection
32(2) of the Patent Rules.
Yours sincerely,

[Examiner's name and Section Head's information]
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Appendix D2: Template for refusal of AAA because subject-matter is not reasonably
inferred from the originally-filed description

[BEGIN THIS LETTER USING THE USUAL HEADERS FOR AN EXAMINER'S REPORT]
[CUT AND PASTE THE CONTENT BELOW INTO THE BODY OF THE LETTER]
[FILL IN THE NECESSARY DATA AND SAVE THE LETTER AS IF IT WERE A REPORT]
*****************************

THIS LETTER IS NOT A REQUISITION. NO RESPONSE IS REQUIRED.
The Office is in receipt of your letter dated [INSERT DATE] enclosing an amendment after
allowance. This amendment cannot be made because, pursuant to subsection 32(2) of the
Patent Rules, it would necessitate a further search and/or make the application not comply
with the Patent Act or Rules.
[Include one or more of the following paragraphs, as appropriate]
The amendment submitted include subject-matter not reasonably to be inferred from the
specification and drawings as originally filed (see subsections 38.2(2) and (3) of the Patent
Act).
[EXPLANATION REQUIRED]
The amendment submitted would require a new search or further consideration of the prior
art by the examiner (see MOPOP 19.03.06).
[EXPLANATION REQUIRED]
The amendment submitted would make the application not comply with the Patent Act or
Rules. [EXPLANATION REQUIRED. INCLUDE THE SPECIFIC ARTICLE(S), SUCH AS A
PERM PARAGRAPH, FOR EACH IRREGULARITY]
[Include this closing paragraph]
Time permitting, it may be possible to submit a new amendment after allowance. In
accordance with subsection 33(1) of the Patent Rules, any further amendment after
allowance on this application must be received before the payment of the final fee.
Yours sincerely,
[Examiner's name and Section Head's information]
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Notes:
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8.03 - Final Action Practice
[This subject is also covered in chapter 21 of MOPOP]
This is also described in detail in the following processes:
TT56 — Examine Previously Reported Application (PB-4A-PS-11 and PB-4A-WI-07)
TT56 — Review Response to a Final Action (PB-4A-PS-24 and PB-4A-WI-20)
Introduction
In their role of promoting the fair and efficient operation of the marketplace in Canada by not
allowing unjust monopolies while at the same time encouraging the disclosure and diffusion of
technological information by allowing valid patents to issue, patent examiners sometimes reach an
impasse.
The impasse generally arises when the examiner demands an amendment and the applicant argues
that it is not required. Endless reports and amendment or argument letters could ensue, resulting in
an extended and inconclusive argument that wastes valuable Office resources, as well as those of the
applicant. Recognition of such a stalemate is a prerequisite for a "Final Action". At other times, a
Final Action arises when the examiner points out a defect that can not be corrected.
Launching a Final Action, in addition to being a decisive move which will expedite the prosecution of
an application, often leads to byproducts relating to jurisprudence and changes in Office Policy. In
writing the Final Action, the examiner may be preparing the grounds for a principle or policy which
will guide the Office or the entire patent profession in the future.
The grounds set forth in some Final Actions, prepared by examiners, have led to changes in the
Patent Act via acts of Parliament.
In declaring a "Final Action", the examiner is setting a course for prosecution which may embrace
court actions. The course may result in appeals to the Commissioner of Patents, the Federal Courts —
the Federal (Trial) Court and the Federal Court of Appeal — or even the Supreme Court.
Therefore, the Final Action must be prepared and executed with professional excellence.

Authority in the Patent Act for Refusing an Application
Section 40 of the Patent Act provides the conditions under which the Commissioner of Patents is
empowered to refuse an application for patent.
40. Whenever the Commissioner is satisfied that an applicant is not by law entitled to be
granted a patent, he shall refuse the application and, by registered letter addressed to the
applicant or his registered agent, notify the applicant of the refusal and of the ground or
reason therefor.
"Refusal" of an application
It is important to understand that the examiner does not have the authority to refuse an application.
Only the Commissioner of Patents may "refuse" an application under section 40 of the Patent Act.
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"Rejection" of an application
However, it is the examiner who initiates the process which may lead to a refusal of the application
by the Commissioner, by "rejecting" an application in a Final Action report.
The grounds upon which the Commissioner may refuse an application for a patent must be very
good. The most pertinent jurisprudence on this point is Monsanto v. Commissioner of Patents (1979)
42 C.P.R. (2d) 161, where the Supreme Court held that, under section 40 of the Act, the
Commissioner shall refuse the application only if "satisfied" that the applicant is not "by law" entitled
to be granted a patent; this is not a matter of discretion. Any refusal must be justified. In that case,
the Court felt that the Board's decision, which was simply adopted, did not clearly state the reasons
for the Commissioner not being satisfied. It is very important then that the examiner clearly
establishes the grounds for rejection and the reasons therefor in any Final Action report.
As stated in the Monsanto decision, if the Commissioner does not justify a refusal, the right of appeal
conferred by section 41 of the Act would become illusory.

Overview
In this chapter, we will cover the procedures surrounding Final Action practice, including:
a. the steps leading up to the Final Action;
b. the pre-Final Action;
c. the Final Action report itself;
d. the Patent Office review process;
e. the Commissioner's Decision;
f. the available appeals by an applicant to the courts against the Commissioner's Decision; and
g. the final disposition of an application as a result of any such appeals.

Authorities in the PatentRu/es for Final Action
Rule 30(2) of the Patent Ru/es provides the authority for an examiner to require the applicant to
amend the application so that it complies with the Patent Act and Rules. This rule provides for the
writing of regular Office Actions, or examiner reports.
30 (2) Where an examiner examining an application in accordance with section 35 of the
Act or the Act as it read immediately before October 1, 1989 has reasonable grounds
to believe that an application does not comply with the Act or these Rules, the
examiner shall inform the applicant of the application's defects and shall requisition
the applicant to amend the application in order to comply or to provide arguments as
to why the application does comply, within the six-month period after the requisition
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is made or, except in respect of Part V, within any shorter period established by the
Commissioner in accordance with paragraph 73(1)(a) of the Act.
Rule 30(3) of the Patent Ru/es gives the authority for an examiner to reject an application where,
after the applicant has replied to an examiner's requisition, the examiner still believes that the
application does not comply with the Patent Act and Rules.

30 (3) Where an applicant has replied in good faith to a requisition referred to in subsection
(2) within the time provided but the examiner has reasonable grounds to believe that
the application still does not comply with the Act or these Rules in respect of one or
more of the defects referred to in the requisition and that the applicant will not
amend the application to comply with the Act and these Rules, the examiner may
reject the application.
It is apparent from the wording of rule 30(3) that the examiner may reject an application as early
as the second Office Action. However, the usual Office practice is not to reject an application until the
third or subsequent action, for reasons that will later be discussed.
Rule 30(3) also makes clear that a rejection must be in respect of one or more defects referred to in
the examiner's earlier requisition. Further, since this rule provides, as a condition of rejecting an
application, that the examiner must have reasonable grounds to believe that the applicant will not
amend the application to comply with the Act and Rules, it is clear that a new objection can not be
raised at the Final Action stage, even if the new objection is in addition to the earlier made
objections. Obviously, an examiner can not have reasonable grounds to believe that an applicant will
not amend the application in view of an objection that the applicant has not even seen up to this
point in the prosecution. Thus, MPOP 21.02 provides that if, in addition to the earlier objections, new
objections on fresh grounds are being made, the action is not made final.
Rule 30(4) of the Patent Ru/es provides for a Final Action by an examiner to reject an application as
authorised by rule 30(3).
30 (4) Where an examiner rejects an application, the notice shall bear the notation "Final
Action" or "Decision finale", shall indicate the outstanding defects and shall
requisition the applicant to amend the application in order to comply with the Act
and these Rules or to provide arguments as to why the application does comply,
within the six-month period after the requisition is made or, except in respect of Part
V, within any shorter period established by the Commissioner in accordance with
paragraph 73(1)(a) of the Act.

Final Action : Definition

Before proceeding any further on the subject of Final Action, perhaps it would be helpful to provide a
working definition for the term.
Final Action

an examiner's report rejecting a patent application because it lacks patentable
subject matter or because it fails to conform with the requirements of the Patent Act
and Patent Rules.
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Grounds in a Final Action
In principle, the grounds in a Final Action may consist of any objection to an application which fails to
comply with any of the requirements of the Actor Rules, including lack of patentable subject matter.
However, because examination of patent applications is concerned with practical considerations
rather than trivial matters, in practice an examiner will not write a Final Action merely for objections
against informalities of a minor nature that would not invalidate an issued patent or cause confusion
to those attempting to determine the scope of protection afforded by the patent.
As mentioned in chapter 5.03 - Considerations of Allowance, it should be kept in mind that an
efficient examination focuses on serious objections rather than an academic consideration of minor
defects. A serious objection is one which identifies a defect that could possibly affect the validity of a
patent, if granted, or which obscures the meaning of the specification -- even though a meaning
could be given to the specification by the courts, in construing the specification after a detailed and
painstaking analysis, and reliance on expert testimony.
Therefore, a Final Action report should be confined to objections that are clearly sustainable and of a
serious nature.
For further support of the idea that the grounds upon which the Commissioner may refuse an
application for a patent must be very good, reference is made to Monsanto v. Commissioner of
Patents (1979), 42 C.P.R. (2d) 161 (S.C.C.), where the Supreme Court held that, under section 40 of
the Act, the Commissioner shall refuse the application only if satisfied that the applicant is not by law
entitled to be granted a patent. This is not a matter of discretion; any refusal must be justified — with
evidence and a sound line of reasoning. It is very important, therefore, that the examiner clearly
establishes the grounds for rejection and the reasons therefor in any Final Action report. As stated in
the Monsanto decision, if the Commissioner does not justify a refusal, the right of appeal conferred
by section 41 of the Act would become illusory.

Effect of a Final Action
A Final Action has the effect of terminating the prosecution of an application before the examiner
unless the applicant amends his (or — I say once, and for all such instances — her) application in
accordance with the requirements of the Final Action, or argues successfully against the examiner's
rejection.
Once a Final Action has been written, it is highly probable that no more substantive work will be done
on the application by the examiner and, therefore, it is incumbent upon the examiner to draft a Final
Action in such clear, explicit and complete terms, setting forth all the reasons for such an action, that
the applicant, the Patent Appeal Board, the Commissioner, possibly the courts, and any other
interested parties may clearly understand all the points at issue and thus be in a position to correctly
evaluate the arguments of the examiner.
In a 1965 talk to staff of the Patent Office, entitled "Patent Litigation Before the Canadian Courts",
Gordon Henderson made the following comment, which is relevant to the above point (emphasis
added):
I wish to say that in the case of Farbwerke Hoechst v. The Commissioner of Patents, (1964)
41 C.P.R. 9, which I had the privilege of dealing with in Court, the Patent Office Examiner
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who wrote the action deserves to be commended for the clarity of expression of the office
action and for having the courage of his convictions in pursuing the matter.

Timing and Situations under which a Final Action should and should not be written
A Final Action is written when it becomes apparent that no useful purpose would be served by
issuing a further report, thus unnecessarily delaying prosecution, or a report would not in any
manner advance the prosecution. A stalemate is reached between examiner and applicant that can
only be resolved by an independent Board.
A Final Action is appropriate in situations where the examiner has reasonable grounds to believe that
the applicant will not, or can not, amend the application to comply with the Act and the Rules, and it
is clear to the examiner that further action will not advance the prosecution. If the applicant has
insignificantly amended the claim(s) in response to the previous action, there may be grounds to
believe that the prosecution cannot advanced in the normal fashion. If the applicant argues the
requisition and does not amend in view of it, there probably are adequate grounds for believing that
the applicant will not amend the application to comply with the Act and Rules.
Examiners should not take final action until they are certain that all arguments have been fully
developed and all issues clearly defined and understood by both parties, the applicant and the
examiner.
1) Regular examination involving an applicant represented by a patent agent
It is usual Office practice to write at least two actions on the same grounds before writing a Final
Action, and thus not to reject an application until the third or subsequent action.
The reasons for this are:
- i) to ensure that all aspects of the issues are debated properly, and thoroughly considered both by
the applicant and the examiner, and
- ii) to give an applicant a reasonable opportunity to conform to the requisitions of the examiner
before the stringent proceedings of a Final Action are invoked. The term "stringent" is emphasized,
as it will later be seen that there are only four ways in which an applicant can amend an application
after a Final Action has been sent.

2) Private inventors .
It is very important for the examiner to ensure that, as far as practicable, a Final Action is not
written until the application is in a condition that would allow for a proper assessment of the
outstanding issues by the examiner, the PAB and perhaps the courts, and until the inventor properly
understands the grounds for rejection.
Bear in mind that if the PAB rules in favour of the applicant, the process provides for acceptance of
the application by the Examiner — either with or without an amendment requisitioned by the Board —
and not a continuation of the prosecution before the Examiner.
So, other than the defects noted in the Final Action, the application must be in acceptable form in all
other respects, such that any amendments which may be required by the Board can be simply
addressed by the applicant.
As noted in chapter 5.04, applications from private inventors typically require more effort from the
Examiner.
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3) Exceptional situations where a second action may be made Final
For the reasons listed below, a second action may be made Final where the normal prosecution of
the examiner should clearly be shortened:
a.

the applicant requests that a final action be taken;

b.

it is obvious that the prosecution of the application would not be advanced by repeating the
objection in a second ordinary report;

c.

office policy is clearly defined, e.g., statutory bars or non-statutory subject matter;

d.

the same objections in other cases involving the same applicant have gone to final action.

Whenever a second action is made Final, prior consultation with the Section Head is required.
However, it is stressed that the normal Office policy of writing at least two actions on the
same grounds before writing a Final Action would be followed except in exceptional
circumstances.

4) New objections cannot be raised in a Final Action
As previously mentioned, rule 30(3) and MPOP 21.02 provide that a new objection can not be raised
in a Final Action report. Only that matter which has been fully laid out in the earlier actions may be
included. Therefore, if by amendment the applicant adds matter that will form the basis of a new
objection by the examiner, even if the objection is secondary to the principal objection(s), a Final
Action can not be written.

5) Amendments submitted by applicant
A Final Action shall not be written if the applicant has significantly amended the claim(s) in response
to the previous action, and there are grounds to believe that the prosecution can be advanced in the
normal fashion.
Further, if the response to the previous action has shifted the emphasis by amendment, or by
argument, to an extent requiring a redefinition of the contested issues, the next action shall not be
made final.

Preparing for Final Action
Thorough preparation and examination is essential before a sound Final Action can be written. This
preparation and examination starts long before the Final Action is drafted, from the first time that an
application is opened by the examiner.
Anything which could conceivably form the basis of a Final Action should be included in a first report
and, in most cases, it should only be necessary to include such matter for the first time in a
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subsequent report if the offending matter is received for the first time in an amendment. There are
exceptions, of course, such as when a prior art search is limited or deferred on a first action, in
circumstances such as those discussed in chapter 5.01 - The First Report.

Importance of the Pre-Final Action
While it is seen that careful and thorough examination is required at every report stage that may lead
to the drafting of a Final Action, particular attention should be paid to the importance of the pre-Final
Action as a key action, as such will:
a.

clarify the issue(s) at hand to make certain what is being rejected, for which reason, and upon
what authority;

b.

assist in the determination of whether to proceed to Final Action; and

possibly convince the applicant, thereby avoiding Final Action by amendment or abandonment of
the application.
Once the examiner realizes that an impasse will be imminent he should prepare his reports in a
manner that will enable a Final Action in the next report. All pertinent art fields should be searched,
and any newly discovered art should be cited and applied correctly.
c.

The pre-Final Action should be written as if it is the Final Action, except that it is written under the
authority of rule 30(2), not rule 30(4), and, unlike a Final Action, the pre-Final Action does not
contain a special heading. However, it is good practice to use the same format in the body of the
pre-Final as in the Final Action.

Elements of the Pre-Final Action
The following elements are important in writing a pre-Final Action.
a.

Completeness
Establish all grounds on which certain claims, all claims, the description or the entire application
is objectionable. If there is more than one ground, it is good practice to summarize at the
beginning of the report each ground, and which claims (or entire application) are objectionable;
subsequently deal with each ground and objection in detail. Remember, a new objection can not
be raised at the Final Action stage, so it is important that all grounds are covered at least in the
pre-Final, and preferably earlier. The reason for citing all possible grounds is simply in the
interest of complete examination. If one ground of rejection is later over-ruled, or the rejection
loses favour within the Patent Office, in the courts, or the Act is amended, another of the
grounds may take on added significance. Also, as will be seen, the ultimate resolution of the
review and appeals process initiated by a Final Action does not contemplate continued
prosecution of the application by the examiner in order to deal with defects missed earlier, so it
is important that all possible objections are on record.

b.

Evidence
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Sufficient evidence is essential to establish proper grounds for the objection, e.g., the application
itself, prior art documents, jurisprudence. Otherwise, the report is open to attack by the applicant
on the ground that it is highly subjective and based on purely personal opinion. For example, an
argument that a person skilled in the art would be unable to soundly predict utility over a certain
claimed range must be supported by objective evidence.
Of course, a good argument is also required, but in law, an argument unsupported by evidence is
not likely to succeed.
c.

Thoroughness

The pre-Final Action should be as detailed and specific as possible, with frequent reference to the
evidence. For example, in objections based of obviousness, reference should be made to
drawings, particular paragraphs in the disclosure, reference characters, etc., of the cited
references. Where the grounds are insufficiency of disclosure, reference should be made to the
applicant's disclosure.
d.

Clear and logical arguments

Present your arguments in a logical manner so that they will make the strongest possible case.
The report should be written clearly, and preferably simply, in a style free from the use of idioms
and million-dollar words. Sometimes it may be advisable to state the same thing in a different
way, in order to ensure that the proper meaning is conveyed; however, this should only be done
to make the point clear and not to lengthen the Action. A good Action is not determined by the
length of the report, but by its completeness, detail and how clearly the examiner's position is
stated.
As an example, a clear and logical argument with respect to obviousness would start with the
identification of a primary prior art reference, representing the closest prior art, which discloses
the basic subject matter of the claims in question. Next, an identification of claimed features
lacking in the primary reference, or "the gap" between the claimed invention and the primary
reference, would be made. Following this, secondary references would be described in order to
show that the person skilled in the art would have — not could have — modified the invention
disclosed by the primary reference in the manner shown by the secondary references in order to
overcome the problem suggested by the gap. In contrast, a shotgun citing of several references
against a claim, without a clear statement as to what each shows, how they are combined, and
why it is reasonable to so combine them, would be unacceptable.
e.

Answer or comment on argument

The pre-Final Action should take note of applicant's arguments and discuss their merit. A long,
direct re-statement of applicant's arguments is not necessary; the examiner may simply
summarize or paraphrase the applicant's arguments in order to keep the report as concise and to
the point as possible.
In discussing the merit of the applicant's arguments, the examiner must justify continued
objection by stating the reasons why the examiner disagrees with the applicant's arguments. A
mere statement by the examiner to the effect that the applicant's arguments have been
considered, but that they do not overcome the objection, without providing further support for
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this position, is unsupportable, and will not meet the legitimate expectations of the person who
provided the arguments.
It is essential that the examiner deals with all of the applicant's arguments and evidence, not
only those which the examiner considers the most relevant. If an applicant's argument is left
uncontradicted, the presumption which any person or body reviewing the case would be
expected to make is that the examiner agreed with the applicant on that particular point and, in
such instances, a reviewing body will generally find in favour of the applicant on that issue.
Finally, the pre-Final Action should warn the applicant that the next action on the same grounds may
be made Final.

General Comments on the Final Action Report
If the pre-Final Action has been properly written, then at the next stage the examiner needs only to
upgrade it to a Final Action, ensuring that it is written in clear, explicit and complete terms, setting
forth all the reasons for such an action and all the pertinent arguments.
If the rejection is based on prior art, every effort must be made to ensure the most pertinent art has
been found.
It is normal for the examiner in second and subsequent objections to expand his arguments, to
further clarify his position, and to discuss any significant issues raised by the applicant in his
responses that are truly pertinent to the rejection, but not to waste time delving into side issues
raised by the applicant, or in fruitless debate on what certain court decisions may or may not imply.
The examiner's actions are expected to be concise and to the point, leaving lengthy legal debate to
its proper place in the law courts.
Although rule 30(3) precludes writing a Final Action report when a new objection is to be made, this
does not prevent an examiner from raising in his final rejection additional reasons supporting the
same grounds of rejection. For example, if the rejection is for lack of invention, or for anticipation, or
for claims that are not supported adequately by the disclosure, then the examiner may, in the final
rejection, show further reasons why the application lacks invention, or how a reference previously
cited anticipates, or why the claims must be supported by the disclosure. Fresh anticipatory art is
not raised in a final rejection unless ancillary to the main anticipatory art previously cited, and it is
cited then merely as further evidence of anticipatory art.

Form of the Final Action Report
The report is headed "FINAL ACTION", and includes a preamble indicating that the report is a final
action written under the authority of subsection 30(4) of the Patent Rules, and specifying a time limit
of 6 months for response.
The body of the report in which the rejection is discussed should follow next. The following points
should be covered in the body of the report:
a.

an accurate statement of the grounds of the rejection, identifying the appropriate sections of the
Patent Act and Rules;
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b.

a brief summary of applicant's disclosed and claimed invention;

c.

if rejection is based on prior art, an identification of the cited references;

d.

an analysis of the cited references as applied to applicants claims;

e.

a reference to any pertinent precedents in court decisions or published Commissioner's Decisions,
if applicable;

f.

a brief summary of the applicant's arguments as set forth in previous responses;

g.

a comprehensive rebuttal of applicant's arguments;

h.

a brief summary or restatement of grounds of rejection; and

i.

the identification of allowable claims, if any.

The report should end with the appropriate closing paragraph, depending on whether it is possible to
overcome the rejection by amendment. In circumstances where objections are raised against all of
the claims and the examiner deems that the disclosure could not support any possible claim that
would be considered allowable, it would not be possible for the applicant to overcome the rejection
by amendment, and the closing paragraph of the report should so indicate.

Final Action Review Process
All final actions must be reviewed by the examiner's Section Head, Division Chief, as well as the
Assistant Commissioner of Patents. This process is explained in detail in EXAMMEMO PN2010-01.
During the review process, a routing slip accompanies the Final Action in order to record the
reviewer's signature at each stage. The examiner must sign and initialize the first sections of the
routing slip.
Review by Section Head
If it is decided that the examiner's position is improper, no final rejection is permitted. If it is decided
that all possible grounds of rejection have not been raised, that further examination may be fruitful,
that the issues have not been clearly and properly defined, or that the applicant has not properly
understood the reasons for rejection, then further prosecution is required.
All subsequent acts or decisions by the examiner in regard to an application under Final Action, such
as decisions regarding adequacy of response, resumption of prosecution, etc., are in every instance
subject to approval by the Section Head.
The Section Head maintains a record of Final Actions for the section.
Review by Division Chief
If the Division Chief disagrees with the examiner's position, the examiner will be instructed on how to
proceed. This stage of the review allows control over the quality of Final Actions in the division and
also ensures that rejected applications are not forwarded to the Board prematurely, i.e., before the
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application is in a condition that would allow for a proper assessment of the outstanding issues by
the PAB.
Review by Assistant Commissioner of Patents
The Assistant Commissioner of Patents reviews the Final Action to ensure it meets the Office's
expectations as to clarity, that it allows the reader to understand the issue at hand, the examiner's
reasons for objecting (believing the application to be defective), and any relevant
statutory/regulatory interpretations that bear, and that it consequently will be valuable to its endusers.
This stage of the review process ensures consistency in Final Actions across the Office.
The Final Action is not sent to the applicant (1745) until the signed routing slip is returned to the
examiner by their Division Chief, duly signed by the Assistant Commissioner of Patents.

Action by Examination Support Unit
The Final Action report is sent to the applicant by registered mail. A sheet containing a copy of rule
30 and information on the Patent Appeal Board (from MPOP chapter 21) is enclosed with the Final
Action.

Satisfactory Response to Final Action
Rule 30(5) provides that:
30 (5) Where in accordance with subsection 30(4) the applicant amends the application or
provides arguments and the examiner has reasonable grounds to believe that the
application complies with the Act and these Rules, the Commissioner shall notify the
applicant that the rejection is withdrawn and that the application has been found
allowable and shall requisition the payment of the applicable final fee set out in
paragraph 6(a) or (b) of Schedule II within the six-month period after the date of the
notice.
The response to a Final Action may overcome the rejection by amendment to clear the examiner's
objections or by persuasive argument that the objections are not justified. If the examiner decides
that the response overcomes the rejection and does not introduce any new defects, and the Section
Head approves, the Division Chief is advised and the applicant is informed by a Commissioner's letter
under rule 30(5) that the Final Action rejection is withdrawn and the application is allowed. This must
be approved by the Section Head. Any further amendment of the application by the applicant must
take the form of an amendment after allowance.
In these circumstances, there is neither a review by the Patent Appeal Board (PAB) nor a hearing,
even though the applicant may have played it safe by requesting a hearing in the event the examiner
did not accept the amendment or argument.

No Response to Final Action
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Under the provisions of section 73 of the Patent Act, an abandoned application may be reinstated
within twelve months. Since section 73 makes no further provision than that of abandonment in the
event that the applicant fails to respond in good faith to any requisition made by an examiner in
connection with an examination, a Final Action is classified as a requisition by an examiner [although
the requisition is made under rule 30(4) rather than rule 30(2)] and falls under the provisions of
section 73.
Therefore, if no response to the Final Action is submitted, the application becomes abandoned. The
applicant may reinstate the application within the 12 month period following abandonment by
requesting reinstatement, submitting a response to the Final Action and paying a reinstatement fee.
The same procedure applies if the application becomes abandoned for the applicant's failure to pay
the maintenance fee for the application.

Unsatisfactory Response to Final Action
Rule 30(6) provides that:
30 (6)

Where the rejection is not withdrawn pursuant to subsection (5), the rejection shall
be reviewed by the Commissioner and the applicant shall be given an opportunity to
be heard.

If the examiner and Section Head consider that the response to a Final Action fails to overcome
completely the objections of the Final Action, the rejection is not withdrawn.
If there is sufficient time, i.e., the six month time for response has not yet expired and it is practical
to do so, the applicant should be advised by telephone that the response does not overcome the
rejection, and that the application will be forwarded to the Patent Appeal Board for review upon the
expiry of the original time limit to respond to the Final Action. This may allow the applicant to submit
another amendment, which may be acceptable to the examiner, thus obviating the need for a Patent
Appeal Board hearing and Commissioner's Decision.
Summary of Reasons
Only after the six month time limit for responding to the Final Action has passed, the examiner
writes a memorandum, known as a "Summary of Reasons" (formerly called an "Examiner's Brief" or a
"Brief to the PAB"), which contains the following information:
a.

an identification of allowable claims;

b.

a list of the objections made in the Final Action that have not, in the examiner's opinion, been
overcome by the applicant's response, and a brief explanation of the reasons why the examiner
considers that they have not (if the examiner's reasons are the same as those indicated in the
Final Action, a brief statement only is required);

c.

any new objections based on matter introduced by the applicant's amendment, if any;
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However, MPOP 21.02 provides that the appeal process is restricted to the particular issues
discussed in the Final Action and there is no further opportunity for the examiner to make
objections which may have been missed in the Final Action.
d.

if the examiner considers that the outstanding objections could be resolved by the applicant
submitting a particular amendment, an indication or suggestion for such an amendment; and

e.

any other information that may be pertinent to the case, e.g., conflict, new prior art submitted
after Final Action by a protestor, etc., if any.

The Summary of Reasons is generally only a page or so in length; its purpose is not to summarize
the entire prosecution of the application, but rather to define the unresolved issues. Occasionally, the
memorandum may be more lengthy where, for example, the applicant's response has shifted the
focus of the objection, and the examiner must expand on the arguments presented in the Final
Action report. Another reason for a more extensive memorandum might be that the applicant's
response to a Final Action introduces matter that causes new objections to be raised.
The Summary of Reasons is subject to approval by the Section Head. The Summary of Reasons is
next reviewed by the Division Chief and, if found to be acceptable, it is forwarded by the Section
Head to Exam Support, where it is scanned into a PRO tab in TechSource.
The examiner is responsible to create a task 69 for the Patent Appeal Board, before completing his
task 67. The task 69 must be created as soon as the summary of reasons is approved. The PAB
conducts an independent review of the outstanding issues.
All objections in Final Action overcome, but new defects introduced
Once this time limit for responding to the Final Action has elapsed, there are only four ways that an
applicant may amend an application, as provided in rule 31:
31. An application that has been rejected by an examiner shall not be amended after the
expiry of the time for responding to the examiner's requisition, made pursuant to
subsection 30(4), except
a.

where the rejection is withdrawn in accordance with subsection 30(5);

b. where the Commissioner is satisfied after review that the rejection is not justified and the
applicant has been so informed;
c.

where the Commissioner has informed the applicant that the amendment is necessary
for compliance with the Act and these Rules; or

d.

by order of the Federal Court or the Supreme Court of Canada.

Part (a) refers to the situation in which the examiner withdraws the rejection in accordance with rule
30(5), as described above. Note that rule 30(5) provides for withdrawal of the rejection where the
application has been found allowable. So, in a situation where all of the objections contained in the
Final Action have been overcome by amendment, but the amendment further introduces a defect
such that the examiner does not consider the application to be allowable, it would appear that the
rules do not provide for the examiner's withdrawal of the rejection and continuance of regular
prosecution. In such a case, if the 6 month time limit to respond has not expired, the examiner will
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advise the applicant of the need for further amendment. If there is no time remaining for the
applicant to further amend, the application will be forwarded to the Patent Appeal Board for review.
The Summary of Reasons attached to the file should state that the examiner considers the original
objections to be overcome, and set forth the new objections caused by amendment.
Parts (b), (c) and (d) of rule 31 will be covered in the following pages.

Final Action Review - the Patent Appeal Board
In 1970, the Commissioner of Patents established the Patent Appeal Board, replacing the Final
Rejection Board. One of the principal functions of the Board is to review Final Actions where the
applicant's response to the Action does not, in the examiner's opinion, place the application in
condition for allowance, after the time limit for responding to the Final Action has expired. In order
to make an impartial determination, members of the Board must not have participated in the
prosecution of the application, nor have previously advised in respect thereto.
The function of the Patent Appeal Board is to carry out an independent review, advise the
Commissioner of its findings, and make recommendations to him for disposal of the applications. It
should be emphasized that the Patent Appeal Board acts as advisor to the Commissioner. The Board
cannot refuse to grant a patent. This can be done only by the Commissioner under section 40 of the
Act.

Hearing requested
Whenever a response has been forwarded to the PAB as unsatisfactory, and a hearing has been
requested by the applicant as provided in rule 30(6), the Board performs a preliminary study of the
case, reviewing the file, the written reasons by the applicant and the Summary of Reasons by the
examiner. The examiner may be called before the PAB during its preliminary studies to explain any
technical details.
Following the preliminary review, if the Board feels that the rejection is completely without merit, a
Decision will be written to that effect without a hearing, even though the applicant had requested
one.
On the other hand, if the Board determines that the examiner has made a strong enough case that
he might be right, and a hearing has been requested by the applicant, the PAB holds a hearing to
permit the applicant or the agent to develop by verbal argument a full statement of his reasons for
contending that the application is not open to objection on the grounds stated by the examiner in the
Final Action.
As a courtesy, and in an effort to ensure that the applicant has every opportunity to prepare an
argument, a copy of the Summary of Reasons, outlining the examiner's views on the applicant's
response to the Final Action, is forwarded to the applicant or agent. A copy is also made a part of the
application file (PRO tab) in TechSource.
Generally there are three Board members present at the hearing. Hearings are normally conducted in
person at the Patent Office, but they may also be conducted by teleconference.
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The PAB allows the applicant to bring to the hearing anyone it feels will help its case, such as
technical experts, principal agents from the United States, and the inventors.
The presence at the hearing of the examiner responsible for the Final Action is mandatory. The
examiner may be required to clarify, for the Board, any technical points that come up. At the
discretion of the Chairman of the PAB, the examiner's Section Head and/or Division Chief may be
required to attend.
The hearing is somewhat informal by design, so that an applicant will always be given a chance to be
heard, to expand on an argument, to demonstrate a working model, etc., without being turned down
on purely technical grounds. The hearing takes the form of an oral presentation by the applicant or
the agent. The examiner, of course, listens to the arguments presented by the applicant and is given
the opportunity, by the Chairman, to comment on the arguments. However, cross-examination
between the applicant and the examiner is not permitted.
Other matters concerning the hearing are at the discretion of the Board.
As noted earlier, the appeal process does not provide a further opportunity for the examiner to make
objections which may have been missed in the Final Action (MPOP 21.02). Similarly, at this stage, the
applicant is not entitled to submit further amendments to the application, and must restrict any
arguments to the issues raised in the Final Action and any amendments submitted in response
thereto (MPOP 21.06).
The approach taken by the Board in the appeal process, as noted in the preceding paragraph, has
evolved somewhat over time. In the early years of the Patent Appeal Board, the Board at times
played an active role in finding suitable claims, in a few cases taking note of prior art that was not
cited by the examiner during prosecution of the application. While the intention was to be helpful,
the result of this approach was sometimes detrimental to the applicant.
In Mills v. Canada (Commissioner of Patents) (1988), 22 C.P.R. (3d) 421 (F.C.A.), the Court of
Appeal, in overturning a Commissioner's Decision, held that in dealing with the question of
obviousness in the Commissioner's Decision on a basis which had not previously been raised by the
examiner, the Patent Appeal Board and the Commissioner of Patents failed to provide the applicant
notice of their view, and that if this had been done, it was likely that the applicant would have
produced evidence of the sort that he was only able to introduce by appealing the decision in court.
In this case, the applicant eventually received a patent, but at a cost in money, effort and time,
owing to the litigation.
Thus, it is in the interest of fairness that the mandate of the Board in the appeal process is to provide
an independent and impartial review of the Final Action and response; the Board will not further
examine the application with respect to defects that may have been missed by the examiner during
prosecution.
New arguments presented at the hearing
The applicant or agent may be permitted to present evidence, statements and documents relating to
new legal or technical arguments that were not dealt with in the applicant's response to the Final
Action, provided the Chairman of the PAB is satisfied that such evidence could not have been
submitted earlier in the prosecution. Recall that the Final Action review process is intended to bring
resolution after full consideration. If the applicant was in a position to provide the information earlier

8.03 ♦ Page 28

(A-2016-01148) - Page: 75

Final Action Practice
in the prosecution but did not, with the result that the examiner was not given an opportunity to fully
consider that information, the Board may refuse the applicant permission to introduce the material at
the hearing. A summary of such new evidence and arguments should be deposited in writing at the
hearing so that, if accepted, they can be included in the prosecution file of the application.
No hearing conducted
Although the review by PAB is automatic, as provided in rule 30(6), a hearing is only held when:
(1) the applicant has requested a hearing; and
(2) the Board feels that the examiner's case is strong enough that he may be right.
If either of these criteria is not met, the Board writes a Decision without holding a hearing.

Review following the hearing, and the Commissioner's Decision
Following the hearing, if one is held, the Board members will study the application, reviewing the
Final Action in light of all the arguments, both written and oral, statements, evidence, etc., and will
submit a recommendation, in the form of a complete decision, to the Commissioner for approval and
signing. Usually, the Commissioner will follow the Board's recommendation and sign the
Commissioner's Decision.
The PAB's job is to set out a convincing argument to justify its recommendation. If—as has occurred
on rare occasions—the Commissioner is not convinced, the Board must refine its reasons.
Instructions regarding entering amendments
As the PAB may have before it amendments submitted with the response to the Final Action, as well
as amendments proposed during the hearing, the PAB will indicate in the proposed Commissioner's
Decision which of the amendments is being considered in its decision, and will give instructions for
entering or not entering the amendments, and the reasons thereof.
Approval and signing by Commissioner
The Patent Appeal Board sends the typed proposed Commissioner's Decision to the Commissioner for
approval. Once it has been signed by the Commissioner and returned to the PAB, copies are
prepared.
Distribution of copies
One copy is sent by registered mail to the applicant, one copy is entered on the application file, and
one copy is filed numerically with the other Commissioner's Decisions. The Section Head is notified of
the Decision. The Section Head notifies the examiner.
Commissioner's Decisions for applications that have been made available to the public (all new Act
applications and, for applications filed under the old Act, issued patents, decisions appealed to the
courts, and decisions which the applicant has consented to be published in the Canadian Patent
Office Record) are added to the Commissioner's Decisions electronic database on the CIPO website.
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Paper copies of non-public Decisions are maintained at the Patent Appeal Board for review by Office
personnel only. There are plans to make these non-laid open decisions electronically available to
examiners on the secure CIPO intranet site.

Action Following Commissioner's Decision
The action that follows a Commissioner's Decision depends upon the result of the Decision, as
discussed below:
Commissioner's Decision reverses all of the examiner's rejections
If the Commissioner's Decision completely reverses the rejections of the examiner's Final Action,
then, as provided in rule 31(b), the application is returned to the examiner, and normal prosecution
is resumed. As all issues should have been dealt with in the Final Action, the examiner will usually
approve the application for allowance at this point, but further amendment of the application is still
possible under rule 31(b).
Commissioner's Decision refuses the application or all claims
If the Commissioner's Decision refuses the application, or all of the claims, the applicant has no
alternative but to appeal to the Federal Court if continuance of the prosecution of the application is
desired. Section 41 of the Patent Act provides an appeal to the Federal Court against any refusal by
the Commissioner of Patents to grant a patent.
41. Every person who has failed to obtain a patent by reason of a refusal of the
Commissioner to grant it may, at any time within six months after notice as provided for
in section 40 has been mailed, appeal from the decision of the Commissioner to the
Federal Court and that Court has exclusive jurisdiction to hear and determine the appeal.
There is nothing in section 41 of the Patent Act which would allow either the Commissioner or the
applicant to vary the time within which an appeal from a decision of the Commissioner under section
40 to the Federal Court must be made. The applicant has six months in which to lodge an appeal in
the Federal Court. The Commissioner has no authority to vary that time and cannot require the
applicant to lodge an appeal within a shorter time. On the other hand, if an appeal has not been
lodged within six months, the applicant may not, thereafter, attempt to do so.
This is because there is no provision for the reinstatement of an application refused under section 40,
and the sole recourse of an applicant whose application has been so refused is to lodge an appeal in
the Federal Court within six months under the provisions of section 41. Contrast this situation with
the similar situation under section 73, in which failure to answer an Examiner's report results in
abandonment, with the possibility of reinstatement within twelve months of the abandonment.
If the applicant fails to file an appeal within the six-month appeal period (as evidenced by the filing
of a Notice of Appeal), the proceedings on the application are terminated and the application is
deemed to be permanently abandoned, with no possibility of reinstatement.
When the proceedings on the application have been terminated, the Section Head updates the record
of Final Actions for the section. Further, if the application is of particular interest as relating to a point
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of practice that is not well defined or is encountered infrequently, the Section Head makes a copy of
the application and updates the list of abandoned applications of interest for that section.
Commissioner's Decision requires amendment of application
In some Commissioner's Decisions, only parts of an application are found to contravene the Patent
Act and Rules. In such cases, the applicant is given an opportunity, under rule 31(D), to
remove/amend the objectionable subject matter. The decision indicates that failure to remove or
amend the objectionable material within three months from the date of the decision (rule 25 time
limit for responding to a Commissioner's letter) will result in the application being considered as
refused.
If the applicant amends the application as required by the Commissioner's Decision, prosecution is
resumed. Otherwise, the application is considered refused as of the expiry of the three month
amendment period. The applicant then has six months to appeal the decision to the Federal Court. If
the applicant does not appeal the decision within the appeal period, then, similar to the procedure
described above, the proceedings on the application are terminated and the application is deemed to
be permanently abandoned, with no possibility of reinstatement.
Amendments submitted during the amendment period
During the three-month period provided to the applicant to amend the application, entry of any
amendment received must be approved by the PAB. The examiner forwards a memo indicating
whether or not the amendment satisfies the requirements of the Commissioner's Decision through
the Section Head to the PAB. If the PAB is satisfied that the amendment should be entered under
Rule 31c), its approval will be conveyed to the examiner, and the examiner allows the application.
Delays with the examiner and the Section Head should be minimized so that any decision to refuse
entry of the amendment can be communicated to the applicant before the appeal period expires,
thereby giving the applicant time to submit a further amendment.

Appeals of Commissioner's Decisions
Appeal to Federal Court
Under section 41 of the Patent Act, an applicant may appeal a Commissioner's Decision any time
within six months after the date of the Decision. The court with statutory jurisdiction is the Federal
Court. If the applicant appeals the Decision, a "Notice of Motion by Way of Appeal" must be served
on the Commissioner any time within six months of the date of the Commissioner's Decision. A copy
of the Notice is forwarded to the examiner. The examiner must delay action on the application until
the final judgment of the court is received or until a Notice of Discontinuance (a memorandum
stating that there has been no appeal) is received.
In court proceedings resulting from an appeal of a Commissioner's Decision, the standard of review is
"correctness" for pure questions of law (e.g., whether certain subject matter falls within a patentable
category of invention) and "reasonableness" for mixed questions of law and fact (e.g., objections
based on prior art). The Commissioner is represented by legal counsel from the Department of
Justice.
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When the Notice of Appeal is received in the Office two copies are made, one for the Patent Appeal
Board and one for the Justice Department. The original Notice is sent to the examiner through the
Director, the Division Chief, and the Section Head.
Whenever the final judgment of the Federal Court or the Notice of Discontinuance is received, a copy
is forwarded to the examiner by the same route. It should be noted that it is the judgment (generally
one or two pages) and not the Reasons for Judgment (which may be several pages in length) that is
forwarded to the examiner to be attached to the application file. As the Federal Court judgment may
be ultimately appealed to the Supreme Court by either party, the examiner must delay action until
the time for appeal has expired. There is no requirement in the Patent Act or Rules for the applicant
of the application involved in the appeal to file a copy of the final court judgment. The Commissioner
is a party to any appeal and thus is notified of any judgment or discontinuance.
It is also possible to find out whether a Commissioner's Decision has been appealed by using the
Federal Court of Canada website.

Further appeals to Federal Appeal Court, Supreme Court
A judgment in the Federal Court may be appealed by either party, applicant or Commissioner, to the
Federal Appeal Court within thirty days of the judgment, not counting July and August.
Either party may seek leave to appeal a judgment from the Federal Appeal Court to the Supreme
Court within sixty days of the judgment, not counting July and August.
If an appeal is taken to the Supreme Court by either the Commissioner or the applicant, copies of the
Notice of Appeal (or a memorandum stating that there has been an appeal) and of the final
judgment of the Supreme Court, are forwarded to the examiner.
As previously noted, the examiner must delay action on the case until it has been verified that the
appeal process has been terminated. A check is made by the PAB with the Clerk of Process for the
Supreme Court after ninety days has elapsed from the date of a Federal Appeal Court judgment. As
far as the examiner is concerned, no action may be taken until a copy of the Supreme Court
judgment, or the Federal Appeal Court or Federal Court judgment along with a memo saying that
there is no appeal, or simply a memo saying that there is no appeal, is put on file.
Entering of court documents
Each of the documents forwarded to the examiner — Notice of Appeal to the Federal Court, Notice
of Appeal to the Federal Appeal Court, Notice of Appeal to the Supreme Court, Notice of
Discontinuance and final judgments — is to be entered on the application file by Exam Support in the
same manner as an amendment.
Amendments submitted after the appeal period
If the applicant has made a satisfactory amendment in response to the Commissioner's Decision, and
then after the appeal period submits a further amendment which is open to the same objection as
was made in the Commissioner's Decision, such amendment is to be handled as a non-bona fide
attempt to advance the prosecution of the application.
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Prosecution Following Conclusion of Court Proceedings
After the court proceedings have been concluded, the examiner takes whatever action is appropriate
in view of the final court judgment. If the applicant is ultimately successful in any appeal and there
are no other outstanding issues (such as conflict, in the case of old Actapplications) to be
considered, the application is allowed. If the applicant has been unsuccessful in any appeal or
appeals, all claims or subject matter found to be unpatentable or objectionable by the last court are
rejected by the examiner in a report written under rule 31(d), with a three month (rule 25) time limit.
At this time, the applicant may amend the application according to the examiner's report, as provided
in rule 31(d). When a Commissioner's Decision or court judgment reverses an examiner's rejection
made in a Final Action, the same grounds cannot be re-applied by the examiner in subsequent
prosecution regarding the same matter.
If subsequently all claims are cancelled and no new claims submitted, the application should be
rejected for failing to comply with subsection 27(4), as there must be at least one claim in the
specification. If no reply is received from the applicant, the application is deemed abandoned and
may not be reinstated.
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Importance of Commissioner's Decisions to Examiners
The importance of Commissioner's Decisions as a tool for the examiner must be emphasized. The
Commissioner's Decisions and any subsequent court cases that might arise from Commissioner's
Decisions are important in the development of patent law. Points of contention that arise between
the examiner and the applicant may relate to the interpretation of a section of the Act or a rule
under the Act or it may relate to some technical point that arises during prosecution.
In any event, once a decision is made final, either by the Commissioner or by the Courts, it becomes
office practice, which is to be followed by examiners. As each point is decided, precedents build up
an interpretation of law. An Office practice has thus been established over the years and many of the
decided points have been incorporated into MPOP.
Familiarity with the Commissioner's Decisions is of utmost importance. For a working level examiner,
it provides a knowledge of current office practice and, more important, the thinking behind current
office practice. The manner in which the Commissioner's Decisions are now written is very conducive
to this. A file of Commissioner's Decisions, indexed under the "main grounds for the decision", is
available for examiners to use. Examiners are encouraged to keep their own notes regarding
Decisions pertinent to their field(s) of expertise.
The Commissioner's Decisions, which are to be followed by examiners when the same set of
circumstances arises in a later case, are also considered as guiding when similar situations arise in
future applications. Whether or not the decision is followed by the Examiner in a later case will
depend on whether the set of facts in the later case can be "distinguished" from those of the earlier
case upon which the Decision was based. This concept will be discussed further in chapter 9.04.
Commissioner's Decisions relating to new Act applications are laid open for public inspection.
Decisions relating to old Act applications are only made available to the public upon (a) issuance of
the patent; (b) appeal of the Decision by the applicant to the Federal Court; or c) the applicant
granting permission to the Patent Office to publish the Decision.
Publicly available Commissioner's Decisions are contained on the CPD website. Non-public Decisions
are available in paper format at the PAB. While examiner's may not cite a non-public Decision in an
Examiner's Report, they may rely on the rationale provided by any such Decisions.
Thus, Commissioner's Decisions are a useful tool, not only for examiners and agents, but also for
inventors, entrepreneurs and the general public.
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CDs are grouped according to the grounds of objection in the Final Action:
Index of topics for Commissioner's Decisions
TOPIC
A
B
C
D
E
F
G
H
J
K
L
M
0

SUBJECT
Application for Patent
Claims
Disclosure
Division
Conflict
Novelty
Utility
Aggregation or Combination
Subject Matter of Applications (Part I)
Subject Matter of Applications (Part II)
Reissue
Miscellaneous
Lack of Invention (Obviousness)

Other Sources of Information
Final Rejections
Prior to the introduction of Commissioner's Decisions in 1970, recommendations to the Commissioner
following appeals from the actions of examiners were contained in volumes of recorded "Final
Rejections". Commissioner's Decision #1 corresponds to Final Rejection #182. Thus, Final Rejections
1 to 181 complement the collection of Commissioner's decisions in providing a valuable store of
decided precedent on various grounds for refusing to grant a patent. Paper copies of reported Final
Rejections are maintained by the PAB. Since all Final Rejections were in relation to old Act
applications, they are not considered as available to the public unless the application ultimately
issued to patent or the rejection was appealed to the court. As is the case with respect to
Commissioner's Decisions, Final Rejections relating to non-laid open applications can not be cited in
an examiner's report; however, the examiner can rely on the rationale provided in these Rejections.
Abandoned cases of interest
Where an examiner is unable to find any guidance with respect to a particular point of practice after
searching patent case law, Commissioner's Decisions and Final Rejections, there is another possible
source of information: abandoned cases of interest. These are applications that have become
abandoned for failure to respond to a Final Action requiring amendment of the application. Although
the rationale in a Final Action for an application that is later abandoned does not carry the same
weight as that of a Commissioner's Decision, the line of reasoning contained in the Final Action may
provide guidance to an examiner in a later case involving a similar set of circumstances. As noted
above, abandoned old Act applications are not available to the public. Also as previously mentioned,
a list of such abandoned cases of interest in each examination section should be maintained by the
Section Head for future reference.
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Review Questions
1.

What is a "Final Action"? Who writes it?

2.

Under what conditions would a Final Action be written?

3.

What is the effect of a Final Action?

4.

What should appear at the top of a final action? What other items may be included in a Final
Action report?

5.

Why must a Final Action include objections on all possible grounds of objection?

6.

Who must approve a Final Action before it is sent to the applicant?

7.

What happens:
(a) if there is no response to a Final Action?
(b) if the response to a Final Action satisfies the examiner?
(c) if the response to a Final Action does not satisfy the examiner?

8.

What is a Summary of Reasons? When is it written?

9.

What items may appear in a Summary of Reasons?

10. What body reviews a Final Action, and under what circumstances?
11. Must the applicant request such a review?
12. When is a hearing not held?
13. If there is to be a hearing, what is the examiner's role?
14. What is the name of the decision that the Patent Appeal Board produce?
15. Who has the authority to refuse an application for patent?
16. Who may appeal this refusal, when, and where?
17. Who may appeal further, when and where?
18. When does the examiner resume examination
(a) if there is no appeal of the Commissioner's Decision?
(b) if applicant appeals Commissioner's Decision?
19. What happens to the written Commissioner's Decision?
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20. Are Commissioner's Decisions of any value after the final disposition of the application?
21. When are Commissioner's Decisions related to Old Act applications published?
22. In what ways are Commissioner's Decisions of value to i) examiners, and ii) inventors and the
general public?
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Appendix E: Sample Final Action Report

GOWLING LAFLEUR HENDERSON LLP
2600 - 160 Elgin Street
OTTAWA Ontario
K1P 1C3

Application No.:
Owner :
Title :
Classification :
Your File No. :
Examiner :

2,043,577
Carrier Corporation
METHOD AND APPARATUS OF CONTROLLING FUEL-TO-AIR RATIO OF THE
COMBUSTIBLE GAS SUPPLY OF A RADIANT BURNER
F23N-5/02
08-858192CA
Stephen MacNeil
FINAL ACTION

IN ACCORDANCE WITH SUBSECTION 30(4) OF THE PATENT RULES, YOU ARE HEREBY NOTIFIED OF
A REQUISITION BY THE EXAMINER. IN ORDER TO AVOID ABANDONMENT UNDER PARAGRAPH
73(1)(A) OF THE PATENT ACT, A WRITTEN REPLY MUST BE RECEIVED WITHIN 6 MONTHS AFTER
THE ABOVE DATE.
The number of claims in this application is 7.
Applicant's letter of February 1, 2001 has been received and the application has been examined
having regard to applicant's arguments. However, the examiner considers that the application still
does not comply with the Patent Act or Rules.
The application is hereby rejected because claims on file do not comply with Section 28.3 of the
Patent Act.
Reference Re-Applied:
United States Patents
4,830,601
May 16, 1989

CI. 431/12

Dahlander et al.

Dahlander et al. disclose a method for controlling the ratio of air to fuel in a burner, in which the
supply of fuel and/or air is varied in response to a measurement of the light intensity of the burner
flame. During combustion, the flame is continuously optically monitored and the light from the flame
is sensed by a photoelectric cell through a fibre optic light conductor to determine the instantaneous
value of the air factor. The supply of fuel and/or combustion air is then controlled in dependance of
the instantaneous air factor value. The measured air factor is compared with a reference value, in
conjunction with which any difference between the actual value and the reference value can be used
to generate a control signal for the control of the supply of fuel and/or air, so that the desired air
factor is achieved.
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The claims on file do not comply with Section 28.3 of the Patent Act. The subject matter of these
claims would have been obvious on the claim date to a person skilled in the art or science to which
they pertain having regard to Dahlander et al.
Summary of Present Invention
The present application discloses a method and apparatus for setting the ratio of gaseous fuel to air
supplied to a radiant burner to a desired value. The gas flow rate is held constant and intensity of
radiation sensed. A control parameter is then derived by comparing the measured intensity with a
reference intensity, which control parameter is then used to regulate the air flow rate such that the
burner emits radiation equal to the reference intensity.
Lack of Inventive Step in view of Dahlander et al.
Regarding claim 1 Dahlander et al. discloses a method of controlling a burner, which control is
achieved by the burner being monitored optically by intercepting the light from the flame (col. 3,
lines 22-25). In this method gaseous fuel and air are supplied to the burner and combusted. A fibre
optic light conductor is disposed near the flame to sense the light intensity which is then passed
through a filter and eventually to a photodetector which transmits a signal to a signal processing unit
27.
The signal processing unit calculates the actual air factor, which is representative of that intensity,
and transmits a value signal to a comparator which compares the signal to a reference value signal,
which again is representative of a reference light intensity. Any difference causes the comparator to
output an output control signal to a speed controller for the fan motor or fan(col. 5, lines 15-28). As
is clear, the light intensity is sensed by the photodetector and a control parameter is derived by the
comparator based on a reference value. That control parameter, or "output control signal 31", is
used to control the flow rate of combustion air by controlling the fan speed in order to achieve
operation which coincides with the reference value (col. 5, lines 28-39).
Claim 1 differs from Dahlander et al. in that specific reference is made to the application of the
method to a radiant burner. However, there is no reason to believe that such a method as generally
taught in Dahlander et al. could not be used in a radiant burner system. The skilled person could
easily recognize that just as flame intensity is sensed in the burner of Dahlander et al., so could it be
sensed in a radiant burner system in a similar manner, as the flame of the burner would still be
optically monitored and adjusted in accordance with a reference value. A radiant burner is simply
one possible application of the teachings of Dahlander et al. and such an application does not
involve the exercise of any inventive skill.
In regard to claim 3, this claim simply claims the method of claim 1 in terms of means-plus-function
statements of a control system. Given that the method is not considered patentable in view of
Dahlander et al., commonly known means for accomplishing the known steps cannot be considered
patentable as well.
In regard to claims 2 and 4, as applicant has stated in the background material of the application, "It
is widely known that radiant burners, when in operation emit radiation in the upper ultraviolet,
visible, and near infrared spectrum". Therefore this is what would be sensed by the sensor.
Regarding claim 5, as discussed previously, Dahlander et al. disclose a sensor which responds to the
radiation with an output that varies with the intensity of radiation (col. 5, lines 15-28). Also,
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comparison means are provided, as also previously discussed. The presence of a microprocessor to
perform all of these operations, although not explicitly referred to in the Dahlander et al. reference,
is obvious, as indicated by the presence of the signal processing unit 27 and comparator 29. In
addition, Dahlander et al. disclose a speed controller for the fan motor, which motor is therefore of
variable speed. The presence of an induction fan is not significant, as this is one of several types of
possible fan configurations of which the skilled person would be aware, to supply air to the burner.
In regard to claim 6, Dahlander et al. disclose a fibre optic light conductor which constitutes a "path"
between the burner and the sensor.
Regarding claim 7, as stated in the previous office action, including a means for calibrating this
sensor cannot be considered novel , as all sensors, from time to time, will require calibration.
Whether this is done by a system inherent to the monitoring system or by a separate arrangement, is
up to the designer. The method of calibration, as disclosed, is also an obvious one since the sensor
senses light intensity, and therefore providing a light source of a known reference intensity would be
a logical requirement for calibration.
Applicant's Presented Arguments
Regarding applicant's statements in the letter of February 1, 2001, the arguments presented were
not significant as they simply recited what was present in the amended claims and were therefore
not persuasive.
Conclusions
In view of the above discussion , the claims on file do not comply with Section 28.3 of the Patent Act
and are held to be obvious to a person skilled in the art or science to which they pertain in view of
Dahlander et al.
THIS APPLICATION IS REJECTED PURSUANT TO SUBSECTION 30(3) OF THE PATENT RULES. THE
APPLICANT IS REQUISITIONED PURSUANT TO SUBSECTION 30(4) OF THE PATENT RULES TO
AMEND THE APPLICATION IN ORDER TO COMPLY WITH THE PATENT ACT AND THE PATENT RULES
OR TO PROVIDE ARGUMENTS AS TO WHY THE APPLICATION DOES COMPLY.
Stephen MacNeil
Examiner
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Appendix F: Sample Summary of Reasons

Summary of Reasons
Application:
Inventor:
Title:
Examiner;

2,200,800
Campbell et al.
Unvented Heating Appliance having System for Reducing Undesirable Combustion
Products
Stephen MacNeil

The application has 23 claims, all relating to an apparatus, with three independent claims of varying
scope.
Grounds of rejection:
Anticipation of claims 1-4, 8, and 15-19 in view of Fleming
Obviousness of claims 7, 11-14, 22, and 23 in view of Fleming
Obviousness of claims 5, 6, 9, 10, 20, and 21 in view of Fleming with further regard to
Nishizawa et al.
In the response of March 2, 2004 applicant attempts to highlight the fact that the products of
combustion and the air in the device do not mix. However this is not the case in the original claims or
description. Applicant's arguments focus on the idea that "substantially out of fluid communication"
means that the gases are not mixed within the fireplace. However, to allocate such a meaning to this
phrase would be in conflict with applicant's own description, as at page 3, lines 9-17, as stated in the
final action.
In the letter of March 2, 2004 applicant makes reference to various structural features which prevent
the gases from mixing before they are exhausted into the space in which the heater is located, but no
such features are to be found in the claims.
Applicant argues that the lack of mixing conflicts with the teachings of the Fleming reference.
However Fleming does not, in the British reference make any such limitations that the gases must mix.
In fact in the Exhibit B submitted by the applicant, this feature is presented in a dependent claim as a
preferred embodiment and not as the broadest embodiment of the invention (See Exhibit B, pg. 5,
second paragraph)
The discussion of the Fleming reference in the response relates to the prosecution of the
corresponding US applications. The British published application has no such explicit limitations in the
description or claims. The applicability of the US prosecution history in the prosecution of the present
case does not seem to be justified in any case. In the British publication cited it is clear that sufficient
information is disclosed to show the features of the claims and that they encompass the subject matter
of Fleming or Fleming in view of Nishizawa et al. What final scope of protection Fleming may have
received in the
cont'd
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United States has no bearing on the present case which relates to the information disclosed by
Fleming.
As the phrases "substantially out of fluid communication with each other within said appliance" (claims
1 and 15) and "said first and second flow path being different flow paths" (claim 8), are so broad as to
encompass the device of Fleming, having regard to applicant's disclosure, the present claims do not
present patentable subject matter.
There does appear to be sufficient structural features present in the application to distinguish from the
Fleming reference, some of which are mentioned in the response of March 2, 2004. However such
features have not been recited in the claims.
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Notes:
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8.04 - The Patent Appeal Board
Introduction
In 1970, the Patent Appeal Board was established by the Commissioner of Patents. The primary role of
the Board was to be that of an advisory body, assisting the Commissioner of Patents in his review of Final
Actions, holding hearings for him, and making recommendations to him for disposal of applications.
In the years since the establishment of the Board, this body has been charged with additional functions
and duties performed on behalf of the Commissioner. In this chapter, we will review these roles.

Duties and Responsibilities of the Board
In performing his duties under the Patent Act the Commissioner of Patents performs acts that are quasijudicial in nature. Generally speaking, the Patent Appeal Board is responsible for advising and providing
recommendations in performing such duties as follow:
a.

review examiner's rejections of patent applications;

b.

review examiner's rejections of industrial design applications;

c.

determine the first inventor in conflict situations (old Act applications);

d.

chair re-examination boards and administer the process;

e.

administer procedures in cases of alleged abuse of patents;

f.

recommend action for complaints against Agents;

g.

settle terms and conditions for Government use of patents;

h.

administer the Patent Agents' and Trade-mark Agents' examinations;

i.

advise Government departments with respect to intellectual property matters, including the Public
Servants Inventions Act;

J.

monitor litigation before the Courts involving CIPO;

k.

providing advice and information to senior management;

I.

administer procedures related to compulsory licensing of patented medicines for export to
developing nations facing public health crises (Canada Access to Medicines Regime - CAMR);

In the following sections, each of these roles will be described.
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Reviewing Examiner's Rejections of Patent Applications

This role of the Board was covered in the previous chapter 8.03 - Final Action Practice.
Patent applications
Briefly, the Patent Appeal Board provides an appeal process when a patent application is rejected by an
examiner during the prosecution before the Patent Office. The Board will conduct a hearing (if
requested), review the prosecution and competing arguments and issue a proposed decision for the
Commissioner of Patents.
The Board receives about 15 to 20 such examiner's rejections for review per year.
Reissue applications
The Board also reviews the Reissue Board's memos of reasons for refusing an application for reissue, as
well as examiners' memos of reasons why an amended specification (in a reissue application) does not
comply with the Patent Act and Rules.
This process for handling reissue applications will be covered in chapter 8.06 - Reissue Practice. As will be
seen, a reissue application is not considered as an application for patent as defined by rule 2.

Reviewing Examiner's Rejections of Industrial Design Applications

The Board performs a similar function in the case of a rejection by an examiner in the Industrial Design
Branch. Authority to refuse an Industrial Design application rests in the Minister who has delegated this
authority to the Commissioner who in turn relies on the Board to review the prosecution, conduct a
hearing and issue a proposed decision for the Commissioner, to either accept or refuse to register an
industrial design. Any decision of the Commissioner may be appealed to the Governor in Council (the
Governor General acting on the advice of the federal cabinet).
The Board receives about 10 to 15 such industrial design examiner's rejections for review per year.

Determining the First Inventor in Conflict Situations (Old Act Applications)

For applications filed before October 1, 1989, where two applicants for a patent claim the same invention
the patent is granted to the inventor who is considered to have been first to make the invention, as
opposed to the first to file a patent application. Section 43 of the old Act applies in such cases. The
Patent Appeal Board examines the affidavits and supporting evidence submitted by the conflicting
applicants and issues a proposed decision for the Commissioner of Patents as to which applicant is
deemed to be the first inventor. There is no provision for an appeal of the Commissioner's ruling;
however, a losing party can initiate a trial de novo in the Federal Court.
Section 78.3 of the current Patent Act provides that section 43 of the old Act also applies in certain
instances where one application was filed before October 1, 1989, and another was filed after that date:
78.3(1) Where a conflict, as defined in section 43 as it read immediately before October 1, 1989,
exists between an application for a patent in Canada filed before October 1, 1989 (the
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"earlier application") and an application for a patent in Canada filed on or after that date
(the "later application") and
(a) the later application is filed by a person who is entitled to protection under the terms of any
treaty or convention relating to patents to which Canada is a party and who has previously
regularly filed in or for any other country that by treaty, convention or law affords similar
protection to citizens of Canada an application for a patent describing the same invention,
(b) the later application is filed within twelve months after the filing of the previously regularly
filed application,

(c) the applicant in the later application has made a request for priority in respect of that
application on the basis of the previously regularly filed application, and
(d) the earlier application is filed after the filing of the previously regularly filed application, the
applicant having the earlier date of invention shall be entitled to a patent and the applications
shall be dealt with and disposed of in accordance with section 43, as it read immediately
before October 1, 1989.
(2) Subsection (1) does not apply if
(a) the earlier application is filed by a person who is entitled to protection under the terms of any
treaty or convention relating to patents to which Canada is a party and who has previously
regularly filed in or for any other country that by treaty, convention or law affords similar
protection to citizens of Canada an application for a patent describing the same invention;
(b) the earlier application is filed within twelve months after the filing of the previously regularly
filed application mentioned in paragraph (a);
(c) the applicant in the earlier application has made a request for priority in respect of that
application on the basis of the previously regularly filed application mentioned in paragraph
(a); and
(d) the previously regularly filed application mentioned in paragraph (a) was filed before the
filing of the previously regularly filed application mentioned in subsection (1).
As of September 2010, there was a single conflict proceeding at the Board. There are other conflict cases
pending at the Patent Branch that may eventually reach the Board.

Chair re-examination boards and administer the process
Any patent granted after October 1, 1989 may be re-examined on the basis of prior art that raises a
substantial question of patentability not considered during the prosecution of the application. The
Commissioner is responsible for establishing a re-examination board, usually comprising one member of
the Patent Appeal Board and two senior examiners who were not involved in the prosecution of the
application. A re-examination board has the power to cancel, confirm or add new claim to a patent.
Sections 48.1 to 48.5 of the Patent Act and rule 45 provide the authorities for dealing with reexamination.
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The decision of the re-examination board, as set out in a certificate of re-examination, is subject to
appeal by the patentee to the Federal Court.
The Board receives 2 or 3 requests for re-examination per year.
This subject will be covered in more detail in chapter 8.05 - Re-examination Practice.

Administering Procedures in Cases of Alleged Abuse of Patents
When it is alleged that a patentee has abused its patent rights by not meeting the demand for the
patented article in Canada, or by refusing to grant licence on reasonable terms, an affected person may
seek redress from the Commissioner. The Patent Appeal Board has the responsibility for administering the
procedures leading to a hearing and rendering a decision whereby the Commissioner may grant a
compulsory licence in an appropriate case. In exceptional circumstances, the Commissioner can order that
a patent be revoked.
Sections 65, 66, and 68 to 71 of the Patent Act are the relevant authorities with respect to abuse of
patent rights. Any decision of the Commissioner is subject to appeal by the Federal Court.
This subject will be covered in more detail in chapter 9.02 - Use and Abuse of Patents.

Recommend action for complaints against Agents
According to section 16 of the Patent Act, the Commissioner can refuse to recognize an agent for gross
misconduct or any other sufficient cause. If a complaint regarding the conduct of an agent is alleged
before CIPO, it will be directed to the PAB, which will, if it is not already the case, request that the
complaint be filed in written form. The written complaint would then, assuming it outlines a potential
misconduct, be sent to the agent so that he or she has the opportunity to reply, the reply being sent by
the office to the complainant for comments. Based on those documents, the PAB would recommend a
course of action to the Commissioner.
The Office receives a very low number of such complaints per year.

Settling Terms and Conditions for Use of Patented Inventions by Government
The Government of Canada or the government of a province may apply to the Commissioner seeking
authority to use a patented invention. This would happen where the patentee and government have
failed to agree to reasonable commercial terms and conditions to use the invention. The Board
administers the procedures involved in setting the terms and amount payable to the patentee.
Sections 19, 19.1 and 19.2 are the relevant authorities in the Patent Act.
This is presently not an active area. Section 19 of the Patent Act was amended in 1993, leaving the
governments to negotiate directly with the patentee. The Commissioner will be involved only when an
agreement cannot be reached. Since the 1993 amendment, there have been no applications pursuant to
section 19.
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In situations involving the use of a patented invention by a government contractor in the performance of
a defence contract, section 22 of the Defence Production Act applies. Again, the Board will advise the
Commissioner in his role of settling the terms and conditions for use of a patented invention when the
patentee and the government cannot reach an agreement.
This subject will be covered in more detail in chapter 9.02 - Use and Abuse of Patents.

Administering the Patent Agents' Examination and the Trade-mark Agents' Examination
The Patent Act and Trade-marks Act establish a profession of patent agents and trade-mark agents,
respectively, comprised of people who are deemed qualified to prosecute patent or trade-mark
applications before the appropriate office. The Patent Appeal Board administers the annual examination,
success in which forms the basis for being placed on the register of patent agents or list of trade-mark
agents. Any decision of these examination boards is subject to judicial review by the courts.
There are yearly about 250 candidates at the patent agent examination.
Rules 12 to 14 are the relevant authorities in the Patent Rules.
Rule 12 provides the eligibility requirements of candidates for the qualifying examination.
12. (1) Subject to subsection 14(2), for the purpose of having their name entered on the register
of patent agents, a person is eligible to sit for the qualifying examination for patent
agents referred to in section 14 if, on March 31 of the year in which the person proposes
to sit for the examination
(a) the person resides in Canada and has been employed for a period of at least 12 months on
the examining staff of the Patent Office; or
(b) the person resides in Canada and has worked in Canada in the area of Canadian patent law
and practice, including the preparation and prosecution of applications, for a period of at
least 12 months.
(2) A person referred to in paragraph (1)(b) shall file with the Commissioner an affidavit or
statutory declaration setting out the person's experience and responsibilities in the area of
patent law and practice.
Rule 13 provides for the establishment of an Examining Board to administer the qualifying examination.
13. (1) An Examining Board is hereby established for the purpose of preparing, administering
and marking the qualifying examination for patent agents referred to in section 14.
(2) The members of the Examining Board shall be appointed by the Commissioner, and the
chairperson and at least three other members shall be employees of the Patent Office and at
least five members shall be patent agents nominated by the Patent and Trademark Institute
of Canada.
Rule 14 provides for the roles of the Commissioner and the Examining Board.
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14. (1) The Examining Board shall administer a qualifying examination for patent agents every
year in the month of April.
(2) The Commissioner shall give notice in the Canadian Patent Office Record of the date of the
qualifying examination and shall indicate in the notice that any person who proposes to sit for
the examination shall, within the time specified in the notice, notify the Commissioner in
writing and pay the fee set out in item 34 of Schedule II.
(3) The Commissioner shall designate the place or places where the qualifying examination is to
be held and shall notify by registered mail, at least two weeks before the date of the
examination, every person who has complied with the requirements set out in subsection (2).

Advising Government Departments With Respect to Intellectual Property Matters, Including
the Public Servants Inventions Act
The Board responds to questions from Government departments with respect to matters relating to
intellectual property, including inventions made by public servants.
The Public Servants Inventions Act will be covered in more detail in chapter 9.02.
In addition to providing information relating to intellectual property matters to government departments,
the Board also responds to enquiries regarding aspects of intellectual property from patent and trademark agents, lawyers, inventors, academia, professional organizations, and others.

Monitoring Litigation Involving CIPO which is Before the Courts
The Board monitors litigation involving CIPO, particularly involving the Registrar of Trade-marks and the
Commissioner of Patents. This usually involves providing advice to counsel (the Department of Justice)
defending attacks on the Commissioner or Registrar's procedural decisions or appeals from a decision of
the Commissioner refusing to grant a patent, such advice enabling counsel to present their case before
the court and to clarify issues while court is in session.
Annually, there are about a dozen challenges to a procedural decision made by the patent and trademarks offices and a handful of appeals from a decision of the Commissioner to refuse to grant a patent.
Provide Advice and Information to Senior Management
As mentioned in the introduction of this chapter, the primary role of the board is that of an advisory body
for the Commissioner. One of the ways it performs this role is by providing advice and information to the
Commissioner and to senior management on precedents established by court decisions that may affect
office policy and practice. This includes advising not only on decisions of Canadian courts, but also, for
issues not specifically dealt with in the Canadian patent law and court decisions, on decisions of the
courts of the major patenting countries such as the United States and the United Kingdom.
The board also contributes to the ongoing internal review of legislation, policies, practices, and
improvements in the intellectual property area.
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Administering Procedures Related to Compulsory Licensing of Patented Medicines Under the
Jean Chretien Pledge to Africa Act
The Jean Chretien Pledge to Africa Act (JCPA), which came into force as of May 14, 2005, is an
amendment to the Patent Act and the Food and Drug Act that allows the compulsory licensing of
patented medicines in order to facilitate the provision of pharmaceutical products to developing nations
facing public health crises such as AIDS, malaria and tuberculosis.
The relevant authorities in the Patent Act are sections 21.01 to 21.2, which set forth the conditions under
which an authorization is given to allow a manufacturer to use another manufacturer's patented
inventions in order to make and export a drug or device under Canada's program to implement the WTO's
General Council Decision supporting the Doha Declaration. This Decision waived some of the structures of
the TRIPS Agreement in order to help many developing and least-developed countries deal with public
health problems by authorizing the production of low-cost generic versions of patented medicines in
developed WTO member countries for export to developing countries unable to produce their own.
The Patent Appeal Board is responsible for administering the procedures under section 21 of the Act on
behalf of the Commissioner.

Review Question
1.

List and briefly describe twelve (12) responsibilities of the Patent Appeal Board.
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Notes:
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Summary of Re-examination, Re-issue, Disclaimer, and Correction of Clerical Error

Chapter

Re-examination

Re-issue

Disclaimer

Correction of Clerical
Error

8.05

8.06

8.07

8.08

Subsections 47(1) and 47(2) Patent Act
Section 43 Patent Rules

Subsection 48(1) Patent Act

Section 8 Patent Act

Authority within Subsections 48.1(1)the Patent Act
48.1(4) Patent Act
and Rules
Reference
within MOPOP

Chapter 23.02 (rev. March
2004)

Chapter 23.03 (rev. March 2004)

Chapter 23.01 (rev. March
2004)

Chapter 23.04 (rev.
March 2004)

Flowcharts and
Work
instructions

Re-Examine a Patent:
PB-4A-PS-23
PB-4A-WI-19

Tasks for Reissue Board:
a) TT65-Review Reissue
Correspondence
PB-4A-PS-30 and PB-4A-WI-26
b) TT41-Examine Application for
Reissue
PB-4A-PS-27 and PB-4A-WI-23
c) TT42-Reissue Awaiting Response
PB-4A-PS-29 and PB-4A-WI-25
Task for Examiner:
TT44-Examine Reissue
PB-4A-PS-28 and PB-4A-WI-24

Not yet available

Not yet available

Definition

- aims to resolve
substantial and new
questions of patentability
directed to any claim(s) of
an issued patent

- aims to fix a patent which is
defective or inoperative, wherein the
defect must be due to inadvertence,
accident or mistake

-allows a patentee to claim less
than which was allowed in the
original patent, and was
included in the patent by
mistake, accident or
- there may be separate re-issue patents inadvertence
for separate parts of an invention
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-cannot be used to broaden the
scope of the claims
Origin

- introduced in the new
Patent Act dated 1989

- included in the first Patent Act dated
1869

- included in the first Patent Act
dated 1869

- included in the first
Patent Act dated 1869

Fees

Yes

Yes

Yes

Yes (unless the error
originates from the
Office)

Time-line

-may be filed at any time
during the life of a patent

- patentee may submit request within 4
years from date of issue

-maybe filed at any time during
the life of a patent

-maybe filed at any time
during the life of a patent
- for amending a priority
date: prior to the laidopen date of application
- for adding a priority
date: prior to the laidopen of an application and
no later than 6 months
after filing

- request must be submitted
in writing, and in duplicate
if the requester is not
patentee

- patentee makes a request and then
surrenders defective patent

- task not done by examiners,
but reviewed by Patent
Administrative Policy Division
within the Patent Branch

- must be on the basis of
prior art comprising
patents, applications open
for publications or printed
publications

- allows a patentee to a) claim less than - the intent of the patentee is
what was claimed and allowed in the
most critical in considering the
original patent, or to
validity of disclaimer
b) claim more than the original,
provided that i) the new claims must
- disclaimer is directed to

-Section 8 applies to
issued patents, and thus
does not apply to patent
applications still in
prosecution.
(see 38.2(1) Patent Act
for applications)

- within 3 months, the
Board determines whether
there is sufficient grounds
to proceed with reexamination
- the task is completed
within 12 months from the
beginning of proceedings
Requirements
and
Special notes

- must not add new subject matter
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be directed to the same invention, and
ii) the claims must be supported in the
- must also set forth the
pertinency of the prior art original specification
to the relevant claim(s)
that are to be re-examined
- most critical questions to be
considered are:
- Chairman of the Patent
a) was there a bona fida mistake,
resulting in a failure to obtain
Appeal Board inspects the
incoming requests to ensure protection for invention actually made
they meet all the necessary by the inventor?
requirements listed under
b) was there a complete failure to
Section 48.1 Patent Act and describe that invention in the original
specification?
section 45 Patent Rules

specification, i.e. entire claims
or part of claims

process of writing or
transcribing, e.g.
typographical errors,
b) need not be obvious,
and c) which may have
trivial or grave
consequences (see Bayer
below)

- see also "Form r' under "Our Wook
Tools" on the intranet, and also special
headings under PERM.
Output after
completion of
task
Relevant court
decisions

- a certificate of Reexamination is issued

- a new patent is issued

- a marked cover page is issued,
along with the modified pages

- a certificate of
Correction is issued

1) Genencor International
Inc. v Canada
(Commissioner of Patents)
2008 FC 608
-reexamination of patent
2093422 regarding
cellulase enzyme used in
detergent
-review of re-examination
decision does not meet the
same standard as an
invalidation attack

1) Northern Electric Co. v Photo
Sound Corp, [1936] S.C.R. 649
- a mere statement that the patentee
intended to seek protection will not be
sufficient grounds to warrant
acceptance.
- not enough that an invention might
be claimed, but that what is covered by
the reissue was intended to have been
covered and secured by the original
patent
-reissue was improper; the original

1) Monsanto Co. v
Commissioner of Patents
(1976) 28 C.P.R. (2d) 118
(F.C.A), reversing (1975) 18
C.P.R. (2d) 170 (F.C.T.D.):
- disclaimers of partial claims
are allowed
- the Commissioner is to record
a disclaimer
-the Commissioner does not
have the discretion to refuse to
record a proper disclaimer

1) Bayer AG v
Commissioner of Patents
(1980) 53 C.P.R. (2d) 70
(F.C.T.D.)
- defmition of clerical
error

8.05 ♦ Page 54

2) Novopharm Ltd v
Upjohn Co (1983) 74
C.P.R. (2d) 228
(F.C.T.D.)
- clerical errors to mean

(A-2016-01148) - Page: 102

Re-Examination Practice
-appeal dismissed
-Novozyme requested reexamination, but according
to Rule 338(1)(a), the
requester does not have any
more rights to participate
further in the reexamination process
2) Prenbec Equipment Inc.
and Quadco Equipment
Inc v Timberlade Inc.
2010 FC 23
- since there was already a
legal action initiated
between the 2 parties, the
Court stayed the reexamination process on the
basis that
i) continuation of the
action will cause prejudice
or injustice and ii) the stay
will not work an injustice to
the other party.

patent cannot be deemed defective if it
fulfills the intent of inventor and that
the protection sought is described
sufficiently in the description
2) Curl-Master v Atlas Brush (1965),
48 C.P.R. 67(Ex. Ct, rev'd (1967), 52
C.P.R. 51 (S.C.C.)
-the actual broom invented by the
broom manufacturer being sold in the
market as objective evidence showing
the intent of the inventor prior to his
filling of the application
-original patent failed to sufficiently
describe the broom
3) Mobil Oil Corp v Hercules Canada
Inc (1994) 57 C.P.R. (3d) 488
(F.C.T.D.) rev'd (1995), 63 C.P.R.
(3d) 473 (F.C.A.))
- subjective evidence alone, e.g.
affidavit from the patentee, is not
sufficient to support an application for
reissue
4) Fuso Electric v Canadian General
Electric [1940] 2 D.L.R. 1 (S.C.C.)
- reissue patent is not a grant of new
patent but an amended patent
5) Bergeon v DeKermor Electric
Heating Co.
[1927] Ex. C.R. 111
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regardless of delay by the
patentee in filing
2) Richards Packaging Inc. v
Canada (Attorney General),
2007 FC 11-59 C.P.R. (4th) 84
(2007), affd 2008 FCA -66
C.P.R. (4th) (2008)
- the Commissioner does not
have the discretion to refuse to
accept an application of a
disclaimer as long as the
conditions required by the
Patent Act have been met
- Neither the examiners nor
authors of disclaimers can judge
the effects of a disclaimer
3) Shmuel Hershkovitz v Tyco
Safety Products
2009 FC 256
- disclaimer was ruled invalid
because the patentee failed to
indicate the defect was due to
"mistake, accident or
inadvertency".

errors caused by a clerk or
stenographer, e.g.
typographical errors
3) Scannex Technologies
LLC v Canada (Attorney
General)
2009 FC 1068
-substitution of drawings
are not clerical errors, but
are inherent duties and
responsibilities of an
agent involved in the
prosecution of
applications
4) Bristol-Meyers Squibb
Co. v Commissioner of
Patents (1998) 82 C.P.R.
(3d) 192 (F.C.A.)
- applicant attempted to
add an additional priority
claim date more than 6
months after filing of
application
-corrections which extend
beyond the instrument of
record, or have an effect
retroactive to the
instrument of record, are
not allowed
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-a reissued patent must be for the same
invention which the inventor attempted
to describe and claim in the original
patent
- the disclosure was unchanged except
for enumeration of uses, and the
addition of 5 new claims extremely
broad in scope
-re-issue was refused
6) Farbwerke Hoechst v
Commissioner of Patents (1966) 50
C.P.R. 222 (Ex.Ct.) afrd (1966), 50
C.P.R. 220 (S.C.C.)
-reissue application refused; patentee's
reasons improper
-patentee made 5 additional claims
-reissue must be based on true
inadvertence, accident or mistake
7) Paul Moore Co. Ltd. v
Commissioner of Patents (1979) 46
C.P.R. (2d) 5, rev'd 47 C.P.R. (2d) 262
-the patentee's failure to claim all that
he had the right to was deliberate and
intentional
8) Re Leurdijk's Reissue Application
2200422 (2009)
Commissioner's Decision 1289 "same invention" requirements
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8.05 - Re-Examination Practice
[This subject is also covered in chapter 23 of MOPOP]
This subject is also described in detail in the following flowcharts and work instructions:
ia) PB-4A-PS-23 (Re-examine a Patent)
ib) PB-4A-WI-19 (Re-examine Patent)

Introduction
Under the Patent Act, there are four ways in which an imperfect, issued patent may be amended, as
follows:
re-examination;
reissue;
disclaimer;
correction of clerical errors (section 8)

(ch. 8.05)
(ch. 8.06)
(ch. 8.07)
(ch. 8.08)

This chapter will deal with re-examination of patents, which was introduced into the new Patent Act of
1989 (provisions for reissues, disclaimers and correction of clerical errors were included in the first Patent
Act of 1869).

Authorities in the Patent Act and Ru/es
As noted in chapter 8.04, one of the duties of the Chairman of the Patent Appeal Board (PAB) is to
prepare or cause to be prepared all correspondence relating to requests for re-examination, and for
maintaining any files relating to the administration of the re-examination sections of the Patent Act and
Rules, namely sections 48.1 to 48.5 and rule 45.
Perhaps the simplest way to cover the re-examination process is by referring directly to the relevant
sections of the Act.

Request for Re-Examination
Subsection 48.1(1) of the Patent Act provides that any person may request a re-examination of any claim
or claims of a patent.
48.1(1) Any person may request a re-examination of any claim of a patent by filing with the
Commissioner prior art, consisting of patents, applications for patents open to public
inspection and printed publications, and by paying a prescribed fee.
A request for re-examination may be filed at any time during the life of a patent. The request must be in
writing, and it must be on the basis of prior art only. All such requests for re-examination are
automatically assigned to the PAB in TechSource.
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The requirement for the types of prior art relied upon in a request for re-examination of an issued patent,
namely "patents, applications for patents open to public inspection and printed publications", is the same
as is required for a Filing of Prior Art against an application, which was covered in chapter 8.01.
When filing a request, the requester must pay a re-examination fee. The current re-examination fee is
$1000 for a small entity and $2000 for other than a small entity.

Patent must have issued after October 1, 1989

Under the amended or "new" Act, any person may request re-examination of one or more claims of any
Canadian patent which is issued after October 1, 1989, that is, the date on which the new Act was
proclaimed. Insofar as re-examination is concerned, no distinction is made between patents which were
applied for under the "old" Act and those applied for under the "new" Act. It is the issue date that is
pertinent.

Request Must Meet Requirements

Subsection 48.1(2) provides:
48.1(2) A request for re-examination under subsection (1) shall set forth the pertinency of the
prior art and the manner of applying the prior art to the claim for which re-examination is
requested.
Once again, note the similarity between this aspect of a re-examination request and that of a
Filing of Prior Art.
Rule 45 provides that, except in the case of a patentee making the request, the request and all prior art
submitted with the request must be submitted in duplicate.
45. Except when made by the patentee, a request pursuant to section 48.1 of the Act for a reexamination of any claim of a patent, and the prior art, shall be filed in duplicate.
From rule 45, we can also see that "any person" referred to in subsection 48.1(1) may include the
patentee. In certain cases, the patentee may wish to amend the patent but finds that the other forms of
amendment (reissue, disclaimer and correction clerical error), are either not available under the
circumstances, or if they are available, the type of amendments which they afford might not meet the
patentee's needs.
However, in practice the usual requester is a third party, a competitor in business to the patentee, who
may choose to request re-examination as a less expensive alternative to a court challenge of the validity
of a patent.
Office practice: the Commissioner does not request re-examination
One other point about "any person" specified in section 48.1; the Office interpretation of this term is that
it does not include the Commissioner of Patents. (In contrast, re-examination in the USPTO may be
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initiated by the Commissioner of Patents — on a very limited basis, such as where a general public policy
question is at issue and there is no interest by any other person.)
If the requester is not the patentee, one of the two copies provided is for a re-examination board and the
other is for the patentee.
The Chairman of the PAB scrutinizes the request for re-examination to ensure that it meets all of the
requirements set forth in section 48.1 and rule 45.
Unacceptable Requests
If the request does not meet all of these requirements, the Chairman will draft a letter to the requester
for the Commissioner's signature detailing the reasons why the request is not acceptable. An example of
an unacceptable request is one which does not detail the pertinency of the prior art against the claim or
claims that are to be re-examined.
Generally, an unacceptable request may be re-submitted in acceptable form without the payment of a
further fee.
Completed Requests
If all of the requirements are met, the Commissioner will notify the requester of the acceptance of the
request.

Notice Sent to Patentee

Subsection 48.1(3) provides:
48.1(3) Forthwith after receipt of a request for re-examination under subsection (1), the
Commissioner shall send a copy of the request to the patentee of the patent in respect of
which the request is made, unless the patentee is the person who made the request.
If the requester is not the patentee, the patentee is then sent a package which includes a copy of the
request including the prior art and is informed of the composition of the re-examination board. If the
requester is the patentee, only the composition of the re-examination board will be communicated.
The Chairman of the PAB will cause a re-examination file to be prepared including;
a.

the CPO copy of the patent specification and prosecution correspondence (i.e., the examination file);

b. a copy of the acceptable request;
c.

copies of the prior art being relied upon in the request; and

d.

the reasons supporting the request for re-examination.

This file will be laid open for public inspection from the outset.
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Establishment of a Re-Examination Board
Subsection 48.2(1) provides the composition of the re-examination board.
48.2(1) Forthwith after receipt of a request for re-examination under subsection 48.1(1), the
Commissioner shall establish a re-examination board consisting of not fewer than three
persons, at least two of whom shall be employees of the Patent Office, to which the
request shall be referred for determination.
When the Office receives a complete request for re-examination, the Commissioner will establish a reexamination board.
The Commissioner of Patents appoints the re-examination board following recommendations of the
Chairman of the PAB. The board is usually selected from senior officials of the Patent Office. The board is
composed of no less than three persons, at least two of whom are from the Patent Office.
The usual practice in this regard is to appoint one or two experienced examiners to a re-examination
board, the other member(s) coming from the Patent Appeal Board. In order to make an impartial
determination, members of a re-examination board should not have participated in the prosecution of the
application for the patent under consideration, nor have previously advised in respect thereto.
Note that it is the re-examination board members — and not the Commissioner of Patents — who have the
authority under the Patent Act to make any and all determinations with respect to re-examination.

Initial Determination to be Made by Board Re: Substantial New Question of Patentability
Subsection 48.2(2) provides:
48.2(2) A re-examination board shall, within three months following its establishment, determine
whether a substantial new question of patentability affecting any claim of the patent
concerned is raised by the request for re-examination.
The initial task of the re-examination board is to decide, within three months of its establishment,
whether the requester has provided sufficient grounds to proceed with re-examination.
Question of patentability must be both "substantial" and "new"
In order to make such a determination, the Board is to scrutinize the request to determine if a substantial
new question concerning the patentability of the claim or claims of the patent has been raised in view of
the prior art. Each member of the Board makes this assessment independently. The board members then
meet to discuss their individual findings and come to a decision as to whether the prior art raises a
substantial new question about the patentability of the claims.
Prior art need not be newly discovered art
It is anticipated that prior art submitted by the requester would, in most instances, be newly discovered
art. However, there is nothing in the Actthat requires this. The submitted prior art could also be art
which was previously known to the examiner but not cited, or art which was cited by the examiner. In
any case, to be acceptable it must be apparent from the record that the examiner either failed to consider
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certain art or failed to look at previously cited art from a certain standpoint, so that the art raises a
substantive new question as to the patentability of a claim or claim.

Refusal to Proceed With Re-Examination
Subsection 48.2(3) provides:
48.2(3) Where a re-examination board has determined that a request for re-examination does
not raise a substantial new question affecting the patentability of a claim of the patent
concerned, the board shall so notify the person who filed the request and the decision of
the board is final for all purposes and is not subject to appeal or to review by any court.
No appeal possible of refusal to proceed with re-examination
If the board decides that the prior art submitted by the requester does not raise a substantial new
question affecting the patentability of the claims in the patent, the requester and the patentee, if other
than the requester, are notified of this finding in a letter signed by the members of the board. The
board's decision to refuse to proceed with re-examination is final and there is no appeal to the
Commissioner nor to the Courts.

Determination to Proceed With Re-Examination
Subsection 48.2(4) provides:
48.2(4) Where a re-examination board has determined that a request for re-examination raises a
substantial new question affecting the patentability of a claim of the patent concerned,
the board shall notify the patentee of the determination and the reasons therefor.
When the board determines that the prior art submitted by the requester raises a substantial new
question affecting the patentability of the claims in the patent, and that re-examination of the patent will
proceed, the board notifies the patentee under subsection 48.2(4) of this finding and the reasons therefor
in a letter signed by the members of the board.

Filing of Reply by Patentee
Subsection 48.2(5) provides:
48.2(5) A patentee who receives notice under subsection (4) may, within three months of the
date of the notice, submit to the re-examination board a reply to the notice setting out
submissions on the question of the patentability of the claim of the patent in respect of
which the notice was given.
Any patentee who receives the notification from the board that re-examination will proceed may submit a
reply to the board within three months of the date of the notice. This reply sets forth the patentee's views
and comments on the patentability of the claim or claims in view of the prior art that has been provided
by the requester.
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Commencement of Re-Examination
Subsection 48.3(1) provides:
48.3(1) On receipt of a reply under subsection 48.2(5) or in the absence of any reply within three
months after notice is given under subsection 48.2(4), a re-examination board shall
forthwith cause a re-examination to be made of the claim of the patent in respect of
which the request for re-examination was submitted.
Start of re-examination period
When a reply to the notification under subsection 48.2(4) is received or, if no reply is received, three
months after the date of this notification, the patentee is notified that the re-examination process will
commence in due course. This notification signals the start of the re-examination period.
During the re-examination period the board members individually examine the claim or claims specified
by the requester to determine if the claims are patentable in view of the prior art submitted by the
requester.

Time Limit to Complete Re-Examination
Subsection 48.3(3) provides the time limit to complete the re-examination proceeding.
48.3(3) A re-examination proceeding in respect of a claim of a patent shall be completed within
twelve months of the commencement of the proceedings under subsection (1).
The board must complete its deliberations within twelve months of the date on which re-examination is
started. There is no lower limit on the time limit to complete the re-examination. Theoretically, at least, it
could be completed in a day; however, in view of the fact that the patentee may propose amendments
during the re-examination, as will be discussed in the following section, a longer time is generally taken
by the board.

Patentee May Submit Amendments
Subsection 48.3(2) of the Patent Act provides:
48.3(2) In any re-examination proceeding under subsection (1), the patentee may propose any
amendment to the patent or any new claims in relation thereto but no proposed
amendment or new claim enlarging the scope of a claim of the patent shall be permitted.
Proposed claims shall not be broader than issued claims
During the period of re-examination, the patentee may propose any amendment to the patent — including
the claims and the description — or any new claims that should be considered in view of the prior art.
However, any such proposed amendment or any proposed new claim may not enlarge the scope of the
issued claims. The patentee may also provide further arguments as to why the prior art is not relevant to
the claims under re-examination, or possibly agree to the cancellation of claims. The patentee may wish
to retain all claims as issued, but further include additional claims of varying scope, such that, should the
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board decide that the original claims are not valid, the amended claims might still be acceptable, and thus
afford some protection of their invention.
Any amended or new claims proposed by the patentee will be considered during the re-examination
conducted by the board members.
The patentee is not limited to one amendment. While a patent is being re-examined, the patentee may
make any number of proposals to amend the claims, as long as the proposals do not serve to broaden
the scope of the claims. All proposed amendments received during the re-examination proceeding will be
considered by the board.
Patent re-examination should not be compared to prosecution of a patent application. Although the Office
will acknowledge receipt of correspondence from the patentee during the re-examination period, the
board will not generally reply to, nor comment on, any proposals contained in the correspondence to the
extent that such actions occur during the regular prosecution of an application. It is essential not only
that the board remains impartial, but also that it appears impartial; it cannot appear to be providing
assistance to the patentee by providing intermediate opinions, thus allowing the patentee to negotiate
claims that are just narrow enough to avoid the prior art. To a requester, who may be facing an
infringement action, such a level of assistance provided to the patentee would undoubtedly seem unfair.
Conferring with the patentee during the re-examination process is not, however, prohibited by the
pertinent sections of the Act The procedures to be followed are not explicit on this matter, and the reexamination board may confer with the patentee to some extent when necessary, on questions other
than the ultimate question with which the board has been charged, (i.e., the patentability of certain
claims in view of specific prior art references). Such a situation could arise when an amendment is
unacceptable for the inclusion of an indefinite claim, or for some other informality. In such a case, the
patentee is given a 3 month period (rule 25) during which they may provide an amendment or
amendments to the board. If the patentee does not respond to any of the board's correspondence, the
process proceeds without their input.
The board will provide no information to the requester concerning the re-examination proceedings, unless
the requester happens to be the patentee. This is the same approach as is taken with protestors against
patent applications. However, as is the case with a protestor, a requester of re-examination may come to
the Patent Office and review the case file since it is open to public inspection.
There is nothing in the re-examination provisions to prevent a requester from filing anything at any time
following the filing of the request for re-examination. However, there is similarly nothing in the Act to
force the board to read any subsequent submissions.
The board will re-examine only the claims specified in the request for re-examination, and any new or
amended claims submitted by the patentee's amendment(s), in view of the art supplied by the requester.
The board will also consider the manner in which such art should be applied against the claims.

Certificate of Re-Examination
Subsection 48.4(1) provides:
48.4(1) On conclusion of a re-examination proceeding in respect of a claim of a patent, the reexamination board shall issue a certificate
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(a)

cancelling any claim of the patent determined to be unpatentable;

(b)

confirming any claim of the patent determined to be patentable; or

incorporating in the patent any proposed amended or new claim determined to be patentable.
(c)
After the board members have concluded their re-examination and reached a decision on the claim(s)
under review, the board issues a certificate of re-examination, which may cancel claims, confirm claims or
incorporate new or amended claims proposed by the patentee.
A certificate under section 48.4 of the Patent Act will be issued by the board when the re-examination is
completed. The issuance of the re-examination certificate can not be delayed beyond the twelve month
period to complete the re-examination for any reason, including any outstanding correspondence from
the patentee.
As mentioned earlier, only the claims noted in the request will be re-examined; however, the re-examined
claims may have an effect on other claims — dependent claims or referencing claims — not mentioned in
the request. In such cases, the certificate will indicate which claims have effectively been altered by reexamination on the requested claims.
Subsection 48.4(2) provides:
48.4(2) A certificate issued in respect of a patent under subsection (1) shall be attached to the
patent and made part thereof by reference, and a copy of the certificate shall be sent by
registered mail to the patentee.
The re-examination board will also send a copy of the certificate to the requester if the requester is not
the patentee.
A copy of the final re-examination board report on the results of the re-examination will also be sent to
the patentee, or to both the patentee and the requester if they are not the same party.
A summary of the Certificate will be published in the Canadian Patent Office Record (C.P.O.R.).
It is interesting to note that the Patent Act authorizes a re-examination board to cancel claims
determined to be unpatentable. Prior to 1989, only the patentee (by disclaimer) and the Federal and
Supreme Courts (in an impeachment action) were empowered to cancel claims once a patent had issued.
When re-examination is concluded, the contents of the re-examination file will be sent to the patent
storage files. A copy of the re-examined patent will be added to the patent file in TechSource.

Effect of Certificate
Subsection 48.4(3) provides:
48.4(3) For the purposes of this Act, where a certificate issued in respect of a patent under
subsection(1)
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(a)

(a)

cancels any claim but not all claims of the patent, the patent shall be deemed to have been issued,
from the date of grant, in the corrected form;
cancels all claims of the patent, the patent shall be deemed never to have been issued;
or

(a)

amends any claim of the patent or incorporates a new claim in the patent, the amended claim or new
claim shall be effective, from the date of the certificate, for the unexpired term of the patent.

Subject to the payment of maintenance fees, a re-examined patent continues to be effective for the
unexpired term of the original patent.

Effective Date of Certificate
Subsection 48.4(4) provides:
48.4(4) Subsection (3) does not apply until the time for taking an appeal has expired under
subsection 48.5(2) and, if an appeal is taken, subsection (3) applies only to the extent
provided in the final judgment on the appeal.

Appeal of Re-Examination Board's Decision as Set Out in Certificate
Subsection 48.5(1) provides:
48.5(1) Any decision of a re-examination board set out in a certificate issued under subsection
48.4(1) is subject to appeal by the patentee to the Federal Court.
Note that only the patentee has the right to appeal the re-examination board's decision as set out in the
certificate. If the requester is not satisfied with the re-examination board's decision, no appeal is
possible. This may partially explain why re-examination is not commonly requested. If a requester does
not agree with the board's decision, in most cases the only option remaining to limit patent protection
would be to try to impeach the patent, or parts thereof, in the Federal Court. Of course, there is nothing
in the Patent Act to prevent a requester from filing a second separate request for re-examination against
a patent, based on different art. However, a re-examination board would likely consider any subsequent
requests very carefully, as multiple requests for re-examination could be construed as a form of
harassment of the patentee.
Subsection 48.5(2) provides the time limit for the patentee to file an appeal:
48.5(2) No appeal may be taken under subsection (1) after three months from the date a copy of
the certificate is sent by registered mail to the patentee.

A re-examination goes before the courts
A re-examination file came before the courts for the first time in 2008. Re-examination request RX-33
concerned Genencor's patent 2 093 422. This patent claimed detergent compositions with added fungal
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cellulases, enzymes that improve softness, colour retention and other properties of cotton during
washing. The cellulases in the patent were characterized by the presence of endoglucanases and by less
than five percent by weight of the component CBH, an impurity that has adverse effects on the properties
of cellulases.
The party requesting the re-examination, Novozyme, argued among other things that one of the
documents submitted also describes detergent compositions containing endoglucanases, and that these
endoglucanases were produced by genetic engineering rather than by purification of a fungal product.
Hence, the endoglucanases are pure and cannot contain any CBH components. According to Novozyme,
the previous document therefore describes the claimed subject matter.
The re-examination board agreed with the requester and wrote a report to the patentee. Rather than
submitting new claims, the patentee argued that a difference existed between the two documents. The
board was not satisfied with this response and reiterated its arguments in a second report. Once again,
the applicant submitted only arguments and no changes. Ultimately, the board maintained its position,
and all the patent claims were rejected; the patent was then deemed never to have been issued.
The patentee filed an appeal of this decision with the Federal Court. The requester, Novozyme,
attempted to be added as a party, but was unsuccessful.
The judge ruled that a review of a re-examination decision did not meet the same standard as an
invalidation attack: the members of the re-examination board are presumed competent in the area, and
the court therefore gives weight to their reasoning. Rather than repeating the analysis of the file from
the beginning, the court instead asked itself whether the board had committed a "palpable and overriding
error." The judge therefore did not question the construction of the claims or the test used by the board,
two points that had been raised by the patentee.
Consequently, because of the standards that it imposed upon itself, the court could not address the
merits of the case. It could only find that the board had followed the correct procedure and that no
palpable and overriding error had been committed. The appeal was dismissed.

Influence of re-examination on pending litigation
In the Prenbec Equipment Inc. and Quadco Equipment Inc. v. Timberblade et al. decision, 2010 FC 23,
the Federal Court stayed a re-examination process pending the outcome of the parallel infringement
action. Prenbec and Quadco have brought an action for infringement against Timberblade. However,
before serving its defence, Timberblade filed a re-examination request against the patent in question,
alleging its own disclosures. The Re-examination Board determined that a substantial question had been
raised and proceeded with the re-examination. However, Prenbec and Quadco brought a motion to stay
the re-examination process.
To grant a stay, the Court must determine that 1) continuation of the action will cause prejudice or
injustice (not merely inconvenience) and that 2) the stay will not work an injustice to the other party. The
Court considers these two criteria to have been met in this case. If the re-examination were to proceed,
the process could retroactively invalidate the patent and render nugatory the infringement action. In
addition, the Court looked at the credibility of the evidence. The disclosure filed by Timerberblade was its
own and could be the result of a copy of the Prenbec and Quadco product. The Re-examination Board
would not assess the credibility of the documentary source, and that could cause an injustice. The fact
that the Timberblade information comes directly or indirectly from the patent applicant changes the
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paragraph that applies for assessing novelty and obviousness ((a) instead of (b)). The Re-examination
Board cannot make that determination; it may not call witnesses; it may refer only to documents. With
regard to the second element, although an appeal from the conclusion of the re-examination process is
possible, the Court would also risk not examining the issue of the credibility of the disclosure (see the
Genencor decision discussed above). Thus, the Court stayed the re-examination process.

Review Questions
1.

Who is entitled to make a request for re-examination?

2.

What requirements must the request for re-examination meet?

3.

Who is responsible for establishing a re-examination board?

4.

What is the initial determination that must be made by the re-examination board?

5.

What recourse is available to a requester if the re-examination board refuses to proceed with reexamination?

6.

If the re-examination board decides to proceed with re-examination, what is the patentee entitled to
do?

7.

Which event triggers the start of the re-examination period? What is the maximum time limit to
complete re-examination?

8.

During the re-examination process, briefly describe the level of interaction between the reexamination board and:
(a) the requester
(b) the patentee.

9.

What three (3) things can a Certificate of Re-examination do?

10. After the certificate is issued, what recourse is available to:
(a) the requester?
(b) the patentee?
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Annendix G: Examales of Re-examination cases

Reexamination
request
refused

Patent
Number

Re-examination
requested filed

Re-examination
request
concluded

IPC and
subject-matter

Special notes

2489738

2008-05-02
directed to
claims 1-12

2009-04-28

B6513-31/02
Modified
Atmosphere
Packaging for
seafood

-Re-examination Board noted that the prior art submitted by the
requester regarding anticipation and obviousness had already been
cited and considered by examiner during prosecution leading to
allowance, thereby concluding there is a lack of a substantial new
question on patentability
-Re-examination Board also noted deficiencies in the requester's
citation

Reexamination
request
refused

2107134

2009-10-14
directed to
claims 1-6

2010-03-10

GO1L-9/00
Pressure
Measurement
System for
Refrigeration
System

-Re-examination Board utilized the approach to obviousness stated
in

Reexamination
request
refused

2359812

2007-10-30
directed to
claims 1-8

2008-02-15

A61K-9/48
-Re-examination Board concluded that the original claims are novel,
Pharmaceutical
and that the prior art submitted did not disclose all the features of the
dosage form with claims in suit
multiple coatings
for Reduced
-Re-examination Board also applied the approach to obviousness
Impact of
stated in
Coating
Sanofi-Synthelabo Canada v Apotex Inc. 2008 SCC 61 (2008) 69
Fractures
C.P.R. (4th) 251 to conclude that the original claims are inventive
over the prior art submitted by the protester

Reexamination
request
accepted

2188746

2008-11-27 and
2009-11-06
directed to
claims 1-14

2010-11-05

C22C-38/02
Spring steel with
excellent
resistance to
hydrogen

Sanoli-Svnthelabo Canada v Apotex Inc. 2008 SCC 61 (2008) 69

C.P.R. (4th) 251 to conclude that the request had not provide
sufficient evidence to support the original claims were obvious

-Re-examination Board utilized the approach to obviousness stated
in Sanofi-Synthelabo Canada v Apotex Inc. 2008 SCC 61 (2008) 69
C.P.R. (4th) 251 to conclude that the original claims 1-14 would
have been obvious at the relevant date in view of prior art and are
unpatentable. The original claims 1-14 were cancelled in the issued
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embrittlement
and fatigue

patent.
-Registration certificate 0555426664 corresponds to re-examination
certificate

Reexamination
request
suspended

2084013

Reexamination
request
accepted

2425162

2009-05-21 and
2009-07-08
directed to
claims 1-8

2010-03-05

2009-08-06
directed to
various claims

2009-10-01

B23D-61/04
Saw Tooth for
Circular Saw

- Went to Court: Prenbec Equipment Inc. and Quadco Equipment
Inc v Timberlade Inc 2010 FC 23
- Re-examination in the Office suspended

A47C-17!64
Air Bed with
elevated and
self-expanding
support structure

-Re-examination Board determined that the request had raised a
substantial new question of patentability with regards to
Obviousness
-In view of the US prior art submitted, the original claims 1,4, 7-10,
13, 14, 27-28, 33-36 was found to be obvious and cancelled from the
issued patent
- Re-examination certificate 2425162 indicates that new claims were
sent and incorporated

Reexamination
request
accepted

2187474

2005-01 to
2005-09 various
dates directed to
claims 1-13

2005-11-09and
2005-11-16

ClOM-135/18
Lubricating
composition

-Re-examination Board determined that the request had raised a
substantial new question of patentability on Obviousness with
regards to claims 8 and 11-13
-registration certificate 5346132 corresponds to re-examination
certificate

Reexamination
request
accepted

2300818

2006-05-01 to
2006-08-03
directed to
various claims

2009-06-05

AOID-47100
Rotary Mower
conditioner
having Improved
Cut Crop Flow

- Re-examination Board determined that the request had raised a
substantial new question of patentability :
a) of Novelty regarding claims 1, 6-8, 10-13, 18-20, 22-26 and 30-34
b) of Obviousness regarding claims 2, 3, 9, 14, 15, 21, 27
- registration certificate 5389599 corresponds to re-examination
certificate
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8.06 - Reissue Practice
[This subject is also covered in chapter 23 of MOPOP]
This subject is also described in detail in the following flowcharts and work instructions:
Tasks for Reissue Board:
TT65 - Review Reissue Correspondence: PB-4A-PS-30 and PB-4A-WI-26
TT41 - Examine Application for Reissue: PB-4A-PS-27 and PB-4A-WI-23
TT42 — Reissue Awaiting Response: PB-4A-PS-29 and PB-4A-WI-25
Tasks for Examiner:
TT44 — Examine Reissue: PB-4A-PS-28 and PB-4A-WI-24

Introduction
As previously noted, under the Patent Actthere are four ways in which an imperfect, issued patent may
be amended, as follows:
re-examination;
reissue;
disclaimer; and
correction of clerical errors (section 8)

(ch. 8.05)
(ch. 8.06)
(ch. 8.07)
(ch. 8.08)

This chapter will deal with reissue of patents.

Historical Authority for Reissue
Prior to 1835, in Great Britain patents were enrolled in the Court of Chancery. The Master of the Rolls had
power to correct clerical errors in the specifications so enrolled. However, he had no authority to permit
or to order an erroneous claim to be expunged or amended. The patentee might have claimed too much,
and thereby made his patent bad, or he might have omitted to claim something to which he was justly
entitled. On such grounds, the Master of the Rolls, as keeper of the Records, could not interfere on the
patentee's behalf, or at his instance.
In order to give wider scope to the power of amendment, the Acts of 1835 and 1844 permitted the
patentee to file a disclaimer or memorandum of alteration so long as it did not widen the scope of his
monopoly. The provisions as to amendment of patents will now be found in the British Patents Act of
1977.
In Canada, amendment of the specification by way of disclaimer and reissue was first introduced by the
Act of the Province of Canada of 1849. It appears that this provision was taken from the U.S. Patent Act
of 1836. By this provision a patent might be reissued if error had arisen through inadvertence, accident or
mistake and without fraudulent or deceptive intention.
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Authorities in the Patent Act and Rules
Reissue is a form of relief that is available only within the limits of the statutory provisions therefor. It is
necessary then to consider section 47, which is the section of the Patent Act governing reissue, and also
the pertinent Patent Rules-, rule 2 (definition of "application"), rule 43 (form and instructions), and rule
67(2)(b).
Subsection 47(1) provides the conditions that must exist for reissue.
Criteria required for reissue
47. (1) Whenever any patent is deemed defective or inoperative by reason of insufficient
description and specification, or by reason of the patentee's claiming more or less than
he had a right to claim as new, but at the same time it appears that the error arose from
inadvertence, accident or mistake, without any fraudulent or deceptive intention, the
Commissioner may, on the surrender of the patent within four years from its date and
the payment of a further prescribed fee, cause a new patent, in accordance with an
amended description and specification made by the patentee, to be issued to him for the
same invention for the then unexpired term for which the original patent was granted.
Subsection 47(2) specifies the effect of a reissued patent.
Effect of a reissued patent
47. (2) The surrender referred to in subsection (1) takes effect only on the issue of the new
patent, and the new patent and the amended description and specification have the
same effect in law, on the trial of any action thereafter commenced for any cause
subsequently accruing, as if the amended description and specification had been
originally filed in their corrected form before the issue of the original patent, but, in so far
as the claims of the original and reissued patents are identical, the surrender does not
affect any action pending at the time of reissue or abate any cause of action then
existing, and the reissued patent to the extent that its claims are identical with the
original patent constitutes a continuation thereof and has effect continuously from the
date of the original patent.
The surrender of the patent only becomes effective when the "amended" patent issues in order to
provide continuous protection to the patentee. Anyone could otherwise use the invention between the
time of surrender and reissue. The surrender of the patent does not affect any pending action or cause of
action then existing insofar as identical claims between the original patent and the reissue patent are
concerned. As far as any new or amended claims that might be obtained in the reissue, they can be used
in any subsequent action that arises after the reissue is granted. One other point: a judgment for
infringement involving claims which are later changed by a reissue patent can no longer be enforced after
the patent is surrendered.
Subsection 47(3) provides that there may be separate reissue patents for separate parts of the invention.
47. (3) The Commissioner may entertain separate applications and cause patents to be issued
for distinct and separate parts of the invention patented, on payment of the fee for a
reissue for each of the reissued patents.
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Although a reissue must be directed to the same invention as the original patent, this subsection allows
the patentee to claim further aspects of the invention.
Rule 43 specifies the formal requirements of an application for reissue.
43. An application for reissue pursuant to section 47 of the Act shall follow the form and the
instructions for its completion set out in Form 1 of Schedule I to the extent that the
provisions of the form and the instructions are applicable.
Form 1: Application for Reissue (previously known as the petition for reissue under the previous act) is
reproduced below:

FORM 1
(Section 47 of the Patent Act)
Application for Reissue
for an invention entitled
, granted on
The patentee of Patent No.
requests that a new patent be issued, in accordance with the accompanying amended specification,
for the unexpired term for which the original patent was granted and agrees to surrender the original
patent effective on the issue of a new patent.
2

The name and complete address of the patentee is

3

The respects in which the patent is deemed defective or inoperative are

4. The error arose from inadvertence, accident or mistake, without any fraudulent or deceptive
intention, in the following manner:
The knowledge of the new facts giving rise to the application were obtained by the patentee on or
about
in the following manner:
. The patentee appoints
, whose complete address in Canada is
representative in Canada pursuant to section 29 of the Patent Act.
. The patentee appoints

, whose complete address is

, as the patentee's

, as the patentee's patent agent.

Instructions
In sections 2, 6 and 7, names and addresses must be presented in the following order with a clearly
visible separation between the various elements: family name (in capital letters), given name(s), initials,
or firm name, street name and number, city, province or state, postal code, telephone number, fax
number and country.
Rules 67(2)(b), 132(2)(b) and 167(2)(b) provide that "a reissued patent is considered to be issued on the
basis of the original application."
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Discretion of the Commissioner
Note that subsection 47(1) provides that "the Commissioner may. .. cause a new patent . . . to be
issued", and that subsection 47(3) states, "[t]he Commissioner may entertain separate applications and
cause patents to be issued for distinct and separate parts of the invention patented . . .". The term,
"may" is permissive; it is not directory nor mandatory. Therefore, unlike the case of a regular application
for patent, which the Commissioner may not refuse unless he is "satisfied that an applicant is not by law
entitled to be granted a patent", it is clear that the Commissioner has the discretion to refuse or permit
reissue.
In the case of an application for reissue, the onus is clearly on the patentee to show sufficient grounds to
warrant reissue of the original patent and, in the absence of such a showing by the patentee, the
Commissioner may use his discretionary power to refuse to reissue.

Initial Formalities for Reissue Applications
When a reissue is requested on a patent, the patentee must submit:
a.

a completed Form 1 "Application for Reissue" as per section 43 of the Patent Rules-,

b.

an amended specification (description, claims), abstract and drawings, if appropriate;

c.

the prescribed fee for filing a reissue application ($1600); and

d.

apply for reissue within four years of the grant of the patent.

Note that while subsection 47(1) refers to "the surrender of the patent" within four years from its date,
this has been interpreted by the courts to mean that the patentee must apply for reissue within four
years of the grant of the patent. Part (1) of Form 1 stipulates that the patentee agrees to surrender the
original patent effective on the issue of a new patent. If the actual surrender of the patent was required
within four years of the issue of the patent, a patentee could be unfairly prejudiced by a delay in
reissuing a patent which was caused by the Patent Office.
One other important point to note is that a patent used as a basis for reissue must be in good standing.
A patent that has been invalidated, lapsed or previously surrendered, cannot be used as a basis for a
reissue application, since it is no longer a "patent" within the meaning of subsection 47(1) of the Patent
Act.
If the patent issued from an application filed after October 1, 1989 (new Act), the reissue application will
be attached to the original application file and become part of the same file, having the same serial
number as the original application.
If the patent issued from an application filed before October 1, 1989 (old Act), the reissue application will
form a separate application bearing its own unique serial number.
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Historical View of Office Practice Concerning Reissue

For many years in the Patent Office, the practice with respect to reissue was that an examiner would
write a regular office action, including a time limit for the patentee to respond and, if an impasse was
reached between the examiner and patentee, a Final Action could be written. If the patentee's response
to the Final Action was found to be unacceptable to the examiner, the PAB would review the Final Action,
and propose a Decision for the Commissioner's approval and signature. All examiner actions related to
reissue were subject to review by the Section Head and Division Chief.
This recognition of an application for reissue as falling within the meaning of an "application" as specified
elsewhere in the Act and Rules was formally incorporated into the Patent Rules in 1948. Section 2 of
the Patent Rules provided, in part:
. . . "application" includes an application for a patent and an application for a reissue of a patent;
This state of affairs continued for the following fifty years, as the definition of "application" was left
unchanged during numerous amendments to the Patent Rules.
The courts, as well, noted that a reissue application fell within the meaning of the term "application" used
elsewhere in the Patent Act, and that the legislative intention was that the procedure to be followed by
the Commissioner in granting or refusing applications for reissue should be the same as the procedure
with respect to regular applications (see Farbwerke Hoechst Aktiengesellschaft Vormals Meister Lucius &
Bruning v. Commissioner of Patents (1966), 50 C.P.R. 220).
However, in the Ru/es of 1998, the reference to an application for a reissue was inadvertently omitted
from the French language definition of "application"; the English version remaining unchanged. The
discrepancy between the English and French versions was quickly seized upon by an enterprising patent
agent, who argued that an application for reissue could not be considered to be abandoned despite a
failure by an applicant to respond to an office action within 6 months since, at least according to the
French language version of section 2, the reissue application was not an "application"; thus, it was
arguably not subject to the abandonment provisions of subsection 73(1) of the Patent Act.
Whether this interpretation would have held up under a formal review is open to speculation, as the case
in question was not appealed. Nevertheless, it was clear that it would be necessary to address this
discrepancy between the English and French definitions of "application", which was introduced by the
1998 amendment, by making a corrective amendment to section 2. This amendment was made in 2003;
however, instead of amending the French version to agree with the English, and the original definition,
the opposite was done, with the result that an application for reissue was no longer to be considered as
an "application" as otherwise provided for in the Act and Rules.
Section 2 — as amended in 2003 — now provides, in part:
2. "application" means, except as otherwise provided by these Rules, an application for a
patent, but does not include an application for the reissue of a patent;
This fundamental change to section 2 necessitated a change in Office practice with respect to reissue, as
the previous examination and appeal process was no longer appropriate. At the same time, there was a
perceived need to improve the efficiency and consistency of reissue examination across all examination
divisions, and a new process was also required for these reasons.
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The new process was introduced in the Fall of 2004. This will be described in detail in the following
sections, but the major differences between the new and old reissue examination process are
summarized as follows:
a.

the first stage of examination — determining whether to accept or reject the application for reissue
after examining Form 1 — is now carried out by a reissue board rather than by the examiner, as was
the case under old Office practice (the second stage — examining the amended specification — is still
performed by the examiner);

b. Office letters stating why the reissue application is unacceptable (first stage) or noting defects in the
specification (second stage) are now written under the authority of subsection 47(1) of the Patent
Act, and carry a 3 month time limit for response;
c.

the patentee is now generally allowed one response to an Office letter stating that the reissue
application is unacceptable, after which, if the reissue board deems that the application is still
unacceptable, the application is forwarded to the Patent Appeal Board for review and a
recommendation to the Commissioner as to its disposal; and

d.

the patentee is now generally allowed one response to an Office letter noting defects in the
specification, after which, if the examiner deems that the specification is still unacceptable, the
application is forwarded to the Patent Appeal Board for review and a recommendation to the
Commissioner as to its disposal.

Examination of Reissue Applications
The examination of a reissue application is performed in two stages, as follows:
a.

First stage - the information contained in the application for reissue (Form 1) is examined for
compliance with section 47 of the Patent Act, i.e., to determine whether the reasons advanced by the
applicant for reissue are adequate in view of section 47, after which the request for reissue is either
accepted or rejected; and

b. Second stage - the amended specification is examined for compliance with the remainder of the
Patent Act and Rules.
The first stage is by far the most important, as it must be determined whether or not reissue is justified.
It is important to remember that reissue is not only for the purpose of restricting the scope of protection
of an issued patent; it is also available for broadening the issued claims or adding to the specification. In
these circumstances, a reissued patent will have the effect of extending the coverage in favour of the
patentee and taking away from the public something which, according to the original patent, it had
acquired the right to do. Care must be taken to ensure that the restriction does not introduce new matter.
If left unchecked, such an action could allow a patentee to unfairly rely on a reissued claim based on new
matter in an infringement proceeding against a competitor. Therefore, a reissue must be confined to that
invention which was completely conceived and formulated by the inventor at the time the application for
the original patent was filed. Therefore, the Patent Office has a duty of great care to ensure that patents
are reissued only when they are legally permissible.
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First Stage of Examination of an Application for Reissue
Under the new practice, a reissue board comprising at least three senior examiners is responsible for the
first stage of reissue examination, i.e., an examination of Form 1 to determine whether an adequate and
full explanation of the reasons for reissue was provided, and a decision to either accept or reject the
application for reissue. Occasionally, the reissue board will solicit input from the examiner charged with
the art in which the patent is classified. This may occur, for example, when there is some question as to
whether the reissue application is directed to the same invention. The examiner, being more familiar with
the art field, is often in a better position to make a determination with respect to whether or not new
subject matter is being disclosed.
The reissue application (Form 1) must be examined to ascertain the factual accuracy of the material
contained therein and its compliance with reissue criteria.

Factual Accuracy and Compliance with reissue criteria
Parts (3) to (5) of the Form 1 are scrutinized to determine if the facts set forth therein actually satisfy the
reissue criteria of subsection 47(1) of the Patent Act, which can be paraphrased as follows:
Part (3) specifies the respects in which the patentee considers the patent to be defective or inoperative
and it must be evident that the defect was due to an error which arose from inadvertence,
accident or mistake, without any fraudulent or deceptive intention;
Part (4) describes the manner in which the error arose from inadvertence, accident or mistake without
intent to deceive or defraud, meaning that the patentee must have always intended to claim the
subject matter that they are currently attempting to capture via the reissue procedure and this
intent must be derived from the original prosecution of the patent; and
Part (5) states the time and manner in which the patentee gained knowledge of the new facts leading to
the filing of the application for reissue as the patentee must apply for reissue within 4 years of
the date of issue of the original patent.

Original Patent Must Be Defective or Inoperative
Defective means that the patent does not fulfill its purpose; that is, it does not fulfill the original intention
of the patentee. In addition, a patentee can only be "defective or inoperative" in one of the following
three ways and still satisfy section 47:
(a) by reason of insufficient description or specification
This requirement is the broadest of the three possibilities. Anything missing from, accidentally
included in, or included incorrectly in the abstract, claims, description or drawings could potentially
constitute a defect by reason of insufficient description or specification.
(b) by reason of the patentee claiming more than he had a right to claim
If the defect affected a single claim or a few claims, the patentee could fix their patent using a
cheaper and easier process via a disclaimer. In a reissue application, a patentee is usually permitted
to restrict the scope of claims provided that the reasons and explanations for the reissue are
acceptable, and the restriction does not introduce new matter.
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(c) by reason of the patentee claiming less than he had a right to claim
Reissue may also be employed to broaden the scope of existing claims or add broader claims
provided that all of the other requirements of section 47 are met. This includes the requirement for
the invention claimed in the reissue application to be disclosed in the original patent.
However, for all three types of defects there should be no new matter added which would have been
unacceptable, under subsection 38.2(2), during the prosecution of the original application. Any
amendment to the specification should be confined to that which can be reasonably inferred from the
originally filed specification and drawings - i.e., it must be directed to the "same invention" (see the
"same invention" section which follows).

Error Must Be Due to Inadvertence, Accident or Mistake

The defect must have been caused by an error which arose from inadvertence, accident or mistake, with
no fraudulent or deceptive intent. Section 47 does not contemplate a case in which an inventor has failed
to claim protection in respect of something he has invented but failed to describe or specify adequately
because he did not know or believe that what he had done constituted invention in the sense of the
patent law, and consequently had no intention of describing, specifying or claiming it in his original
patent. A person relying upon a mistake under section 47 would have to establish that the issued patent
did not accurately express the inventor's intention with respect to the description or specification of the
invention or with respect to the scope of the claims. The onus is on the patentee, not on the
Commissioner, to prove or adequately illustrate this.
A mere statement in the reissue application that the patentee intended to seek the protection for which
he is attempting to obtain by way of reissue will not be sufficient grounds to warrant acceptance of the
reissue application.
As stated by the Supreme Court in Northern Electric Co. v. Photo Sound Corp., [1936] S.C.R. 649 at p.
661 (emphasis added):
"It is not enough that an invention might have been claimed in the original patent because it was
suggested or indicated in the specification. It must appear from the face of the instrument that what
is covered by the reissue was intended to have been covered and secured by the original."
If the intent to claim in the original patent that which is sought by reissue is not obvious from the
application, additional evidence or supporting documents may be required, e.g., the original specification
and drawings, other related applications, the original prosecution, foreign prosecution, etc.

Objective evidence is required

Objective evidence would include, for example, any examiner reports and amendments in response th,
the prosecution of a corresponding foreign patent application, etc. In one case (Curl-Master v. At/as
Brush (1965), 48 C.P.R. 67 (Ex. Ct.), rev'd (1967), 52 C.P.R. 51 (S.C.C.), the court considered the actual
product being sold in the marketplace as objective evidence showing the intent of the inventor, since the
product was on the market prior to the inventor filing his application.
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Subjective evidence alone is insufficient
Subjective evidence alone, such as an affidavit from the patentee stating what his intention was prior to
the grant of the original patent, is insufficient to support an application for reissue (Mobil Oil Corp. v.
Hercules Canada Inc. (1994), 57 CPR. (3d) 488 (F.C.T.D.), rev'd (1995), 63 C.P.R. (3d) 473 (F.C.A.)).

Acceptable Reasons Justifying Reissue
Circumstances under which an error has been found to fall within the meaning of subsection 47(1) can be
found in chapter 23 of MOPOP, but some examples are:
a.

to amend a specification that is insufficient because the original patent does not accurately put into
words what had been the intention of the patentee to claim at time of issue, and his patent agent
failed to comprehend and claim the invention properly. There must, however, be clear evidence that
the patentee had intended to claim the invention and his agent had failed to do so because of a
misunderstanding on the part of the agent;

b.

to claim a sub-combination which was claimed in a combination in the original patent, provided that
the sub-combination cannot perform a substantially different function from any which it could
perform in its original environment. Again, there must be clear evidence that the patentee had
intended to claim the sub-combination as the invention;

c.

to narrow the scope of invention protected by amendment of the specification to delete matter the
patentee had no right to claim. For instance, the patentee may wish to narrow the scope of the
claims because of art discovered after the patent issued; and

d.

to add claims of narrower scope than those in the original patent while still retaining the broad claims
where the applicant can show he intended to claim the narrower claims.

Unacceptable Reasons Justifying Reissue
Circumstances under which errors are not considered to fall within the meaning of subsection 47(1) can
be found in chapter 23 of MOPOP, but some examples are:
a.

to add newly discovered matter;

b. to reassert claims deliberately cancelled during the prosecution of the original patent in the face of an
objection by the examiner, and with full knowledge of the relevant facts;
c.

to insert claims of the same scope as the original claims, and which provide no different protection
than the original claims;

d.

to reassert claims divided out because of a requirement for division made during the prosecution of
the original patent, where the patentee had full knowledge of the relevant facts;

e.

to merely correct misjoinder (an error in the naming of inventors); misjoinder per se is not a reason
to reissue a patent, but misjoinder may be corrected when reissuing a patent on other acceptable
grounds, irrespective of when the misjoinder was discovered;
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f.

to merely take advantage of court judgments or intervening legislation, e.g., amendments to the
Patent Act and Rules;

9. to change the claims because the patent is being circumvented by others, unless the patentee can
show that he intended to protect in the original patent what is claimed in the reissue, but failed to do
so by reason of error arising from inadvertence, accident or mistake; and
h.

to remedy poor judgment on the part of the patentee in deciding what to claim when he has
purposely decided not to claim something.

Reissue Must Be Directed to "Same Invention"

A reissued patent can replace a defective or inoperative patent with a valid patent by substituting a
sufficient description or specification for an insufficient description or specification or by adding or
omitting claims, but it cannot be for an invention other than the invention which was completely
conceived and formulated by the inventor at the time the application for the original patent was filed. The
reissue must not go beyond the scope of the invention as disclosed in the original patent. This would
preclude a patentee from doing such things as claiming a second invention in his reissue which he had
not claimed in the original patent (as opposed to claiming a second embodiment of the same invention,
which may be acceptable) or adding new ideas which were not completely formulated when the original
patent issued. It would also preclude a patentee from substantially broadening or narrowing his original
claims in such a way that he changes his original invention into a different invention. This point is clearly
established by Canadian jurisprudence.
Consider the following quote from Fuso Electric v. Canadian General Electric, [1940] 2 D.L.R. 1 (S.C.C.):
"A reissue patent is not a grant of a new patent but must be confined to the invention which the
inventor attempted to describe and claim in the original application."
In other words, a reissue is an amended patent, not a new patent and the inventor had to describe and
claim it.
However, "same invention" does not preclude that possibility that reissued claims may distinguish over
the prior art by different elements than those relied upon in the originally issued claims. A determination
of whether the new claims define the same invention as that which the patentee attempted to describe
and claim in the original application is made by considering the intent expressed by the original
specification, and by reviewing the prosecution of the original application, including the written arguments
presented therein.

The Amended Specification

The description, claims, drawings and abstract of a patent may be amended by way of reissue.
Any amendments must satisfy the following requirements:
a.

The amendment must be consistent with the facts set forth in Form 1. No amendments are
permitted which are not based on the facts set forth in the Form.

b. The amendment must satisfy the "same invention" clause of subsection 47(1) of the Patent Act.
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c.

Amendments to the description containing subject matter that is properly inferable from the original
specification and drawings and that could have been entered during prosecution of the original
application under subsection 38.2(2) are generally accepted. However, the "reasonably inferable"
standard is insufficient by itself to warrant the inclusion of new matter in the claims of a reissue
application.

If inadmissible new matter is found, the application should be rejected under subsection 47(1) of the
Patent Act as not being directed to the same invention as the original patent. Section 38.2 should not be
used to reject new matter in reissue applications. The "same invention" clause in subsection 47(1) is the
proper authority to reject new matter in a reissue application, i.e., section 38.2 is concerned only with
additions to the originally filed application, whereas a reissue application is concerned with additions to
the issued patent.

Amendments to Form 1
Once submitted, no new facts may be added to the application for reissue (Form 1). Parts (3), (4) and
(5) cannot be amended after the application for reissue is filed, other than to correct simple typographical
errors obvious from the document itself.
If additional evidence supporting the facts presented in Form 1 is submitted, it may be put on file, but not
added to Form 1 itself. If the facts presented in parts (3), (4) and (5) of the application subsequently
prove to be incorrect, the only way to correct them is to file a completely new application for reissue, if
still within the statutory four year limit, and to pay new filing fees.

Process for the First Stage of Reissue
A reissue board comprising senior examiners is responsible for the first stage of reissue examination, i.e.,
examination of the application for reissue (Parts 3 to 5 of Form 1) to determine whether an adequate and
full explanation of the reasons for reissue was provided, and a decision to either accept or reject the
application for reissue. The following situations can arise during the first stage of examination of a
reissue application:
Reissue board deems application acceptable after initial review
If, after an initial review of the information contained in Form 1, the reissue board finds that the reissue
application is acceptable, the board will prepare a memo of reasons why the application is acceptable,
and forward it to the Division Chief. Once the memo has been signed by the Division Chief, the reissue
application is forwarded to the examiner charged with the art in which the patent is classified, who will
then commence the second stage of reissue examination, i.e., an examination of the amended
specification for conformance with the Patent Act and Rules.
Reissue board deems application unacceptable after initial review
If, after its initial review, the reissue board finds that the reissue application is unacceptable, the reissue
board prepares an Office Letter, under the authority of subsection 47(1) of the Patent Act, carrying a 3
month time limit for response and signed by the Division Chief, advising the patentee of this fact. This
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procedure can be repeated until the application for reissue is accepted by the reissue board and is sent to
the examiner, or if no further progress can be made, it is forwarded to the Patent Appeal Board.

Process for the Second Stage of Reissue

The process for the second stage of reissue is similar to a regular examination task, although, involving
some reissue specific duties.
The amended specification and drawings of the application for reissue must comply with the Patent Act
and Rules prior to the reissuance of a patent. Any amendments outside of the identified defects in the
application for reissue are not permitted, despite the fact that the submitted specification may comply
with the Patent Act and Rules.
The following situations can arise during the second stage of examination of a reissue application:
Examiner deems amended specification acceptable after initial review
If the examiner determines that the amended specification complies with the Patent Act and Rules, after
a review of the case by the Section Head, the examiner creates a Task 43 to advise Exam Support which
IP tabs to employ for the reissued patent and completes the Task 44. Following creation of all new IP
tabs Exam Support will generate a second Task 44 for the examiner to verify that these are indeed the
correct IP tabs to employ for the reissued patent. Following verification of the IP tabs, the examiner will
create a Task 46 (Verify Classification) and complete the Task 44.
Examiner deems amended specification unacceptable after initial review
If the examiner determines that the amended specification does not comply with the Patent Act and
Rules, an Office Letter under subsection 47(1) of the Patent Act is prepared, and reviewed by the Section
Head. The letter carries a 3 month time limit for response. The examiner creates a Task 42 (a reminder
task for the examiner to review the reissue one month after the expiration of the time limit for response.
Note that the description line of the Task 42 should be changed to indicate the date that the examiner
should check for a response) and a Task 45 (for Exam Support), and completes the Task 44. Note that
the description line of the Task 45 is changed to state that this letter must be registered as an 063 office
letter with no due date (since the patent cannot go abandoned for failing to respond to this letter).
The patentee is generally given one opportunity to respond to the Office Letter, providing arguments and
making any appropriate amendments. A Task 65 will be created for the examiner when the response
arrives in the Office.
Patentee submits a response that satisfies the examiner
If the patentee responds to the examiner's Office Letter within the specified time limit, and the examiner
determines that the amended specification complies with the Patent Act and Rules, after review of the
case by the Section Head, the examiner creates a Task 43 to advise Exam Support which IP tabs to
employ for the reissued patent and completes the Task 65. Following creation of all new IP tabs, Exam
Support will generate a second Task 44 for the examiner to verify that these are indeed the correct IP
tabs to employ for the reissued patent. Following verification, the examiner will create a Task 46 (Verify
Classification) and complete the Task 44 and the Task 42.
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Patentee submits response that fails to satisfy the examiner
If the patentee responds to the examiner's Office Letter within the specified time limit, but the examiner
determines that the amended specification still does not comply with the Patent Act and Rules, two things
can be done. A subsequent Office Letter can be written with a three months time limit for response, as
above, (Tasks 42 and 45 are created and the Task 65 is completed). Alternatively, if no progress is being
made in the prosecution, a summary of reasons specifying why the amended specification does not
comply with the Patent Act and Ru/es is prepared, and reviewed by the Section Head and Division Chief.
The summary of reasons must be signed by the Division Chief. The examiner creates a Task 69 (for the
Patent Appeal Board) and completes the Task 42 and Task 65. The examiner should consult a member of
the Reissue Board for more advice on this.
Applicant fails to submit a response to the Office Letter
If the patentee does not respond to the examiner's Office Letter within the specified time limit, they may
request an extension of time under section 26 of the Patent Rules. It should be noted that issued patents
are not subject to all of the sections of the Patent Act and Rules which pertain to patent applications.
For example, a patent cannot go abandoned for failing to respond to an examiner's Office Letter, as is the
case for a patent application. In the case of reissue, even though there is a time limit for replying to the
Office Letter, there is no obligation for the patentee to respond within the specified time limit per se. In
the case of a non-response from the patentee, the examiner can phone the authorized correspondent and
ask if they intend to respond or not. If the patentee does not intend to respond to the Office Letter, the
examiner should ask them to send a letter of withdrawal of the reissue application to the Office in order
to properly close the case.

Reissue and Divisionals

Once a reissue application is under examination, it cannot be divided into divisional applications. The
Patent Office neither requests nor permits such division during the reissue process.
However, one original patent containing several distinct and separate parts of the invention may provide
the basis for several separate reissue applications, as provided in subsection 47(3) of the Patent Act. In
such instances, each such separate reissue application must:
a.

be filed within 4 years of the issue of the original patent;

b.

be filed before the original patent is surrendered, i.e., before the first reissue application issues to
patent;

c.

contain no contradictions between the facts set forth in Form 1 for each of the other reissue
applications;

d.

be directed to different parts of the same invention that the patentee intended to describe and claim
in the original patent; and

e.

contain no claims that were deliberately divided out of the original application.

As regards point (b), it must be remembered that once a patent has been surrendered, it cannot be used
as a basis for a further reissue application.
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With respect to points (d) and (e), it is important to note that during the prosecution of the original
application, the patentee has the opportunity to file one or more divisional applications for each different
invention contained in the original application; but having missed the deadline to do so, he may not do by
reissue what could have been done earlier by the act of filing divisional applications. A failure to file a
divisional for a different invention within the prescribed time limit is not the type of error that section 47
is intended to correct. However, if it is determined that the claims in the reissue application are not
directed to one or more different inventions, but rather different aspects of the same invention, e.g.,
different categories of claims (product, process, apparatus, use) having a common general inventive
concept, reissue may be permitted.

Reissue of a Reissue
A reissued patent may itself be the subject of a reissue application provided that the application for
reissue is filed within four years of the issue date of the original patent and provided that the invention is
that for which patent protection was sought in the original patent. Obviously, the reasons for the reissue
of a reissued patent must bear particular scrutiny because there is less likelihood of a reissued patent
issuing with an error due to inadvertence, accident or mistake.

Consolidation of Several Patents Into a Single Reissue Application
Claims from several patents could conceivably be consolidated into a single reissue application provided
that it can be shown that they are for the "same invention" as the respective patents under reissue, all
other reissue criteria are met, and no extension of the life of any of the original patents would result.

Reissue and Maintenance Fees
The original patent while being subject to reissue proceedings incurs all the same patent maintenance
fees which would have been applicable otherwise, i.e., in the absence of reissue proceedings.
A reissued patent incurs the same fees (if any) which the original patent would have incurred had it
remained in effect. If a reissue patent issues inside of a paid-up period of the original patent, no further
fee would be required for this period, i.e., there would be no overlapping of fees.
As noted earlier in the chapter, a lapsed patent cannot be used as a basis for a reissue application, since
it is no longer a "patent" within the meaning of subsection 47(1) of the Patent Act.
If a reissue application is based on a patent which lapses during reissue proceedings due to non-payment
of maintenance fees, the reissue application should be rejected for failing to comply with subsection 47(1)
of the Patent Act as the "original patent" stipulated in subsection 47(1) no longer exists, its term having
lapsed.
Examiners should therefore determine the due dates for maintenance fees in the case of each patent
subject to reissue proceedings, and check periodically to determine:
a.

whether the fees have been paid; and

b. whether the patent under reissue has lapsed,
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so as to avoid unnecessary prosecution of a reissue application in the event of a lapsed patent.

Summary of Examination of an Application for Reissue
In summary, it is again emphasized that the most important task for a reissue application is to ensure
that Form 1 is acceptable. The reissue board must apply good and well informed judgment to the
application before it to see that the application meets the formal requirements and deals with the material
facts in a complete and credible way. Basically, the board must judge:
a. whether there was a genuine mistake made such that the inventor did not receive the protection that
it was his intention to get.
b.

whether there is support in the original specification for the invention for which he is seeking reissue.
If there is a complete absence of disclosure of the "new invention" in the original patent, including
the specification and drawings, then it does not warrant reissuance. The material sought to be
reissued cannot come "out of the blue", as it were. When Form 1 is read there must be something
recognizable in the original patent.

In making the above determination, the board must carefully examine the specification with regard to:
1. the original specification;
2.

the original prosecution;

3.

points raised in Form 1; and

4.

particular emphasis on unaltered "intention" and "same invention", relying on objective evidence.

Once it is determined than a reissue application is acceptable, and that there are proper grounds for
reissue, further examination of the specification for compliance with the remainder of the Patent Act and
Rules by the examiner is usually fairly straightforward.

Reissue Jurisprudence
When considering an application for reissue, subsection 47(1) of the Patent Act is critical and should be
read with the following emphasis:
47(1)

Whenever any patent is deemed defective or inoperative by reason of insufficient
description and specification, or by reason of the patentee's claiming more or less than
he had a right to claim as new, but at the same time it appears that the error arose from
inadvertence, accident or mistake, without any fraudulent or deceptive intention, the
Commissioner may, on the surrender of the patent within four years from its date and
the payment of a further prescribed fee, cause a new patent, in accordance with an
amended description and specification made by the patentee, to be issued to him for the
same invention for the then unexpired term for which the original patent was granted.
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Thus the Patent Act provides a mechanism whereby a patentee may amend an issued patent. The Act
stipulates various requirements for a proper reissue which have been highlighted above. These
requirements are quite strict and are difficult to satisfy as will be seen in the following discussion.

Cases Considered
The following case summaries illustrate when a reissue may or may not be appropriate.
Bergeon v. DeKermor Electric Heating Co., [1927] Ex.C.R. 181
Northern Electric Co. v. Photo Sound Corp., [1936] Ex.C.R. 75, aff'd [1936] S.C.R. 649
Farbwerke Hoechst v. Commissioner of Patents (1966), 50 C.P.R. 222 (Ex.Ct.), affirmed (1966), 50 C.P.R.
220 (S.C.C.)
Curl-Master v. Atlas Brush (1965), 48 C.P.R. 67 (Ex.Ct.), reversed (1967), 52 C.P.R. 51 (S.C.C.)
Paul Moore Co. Ltd. v. Commissioner of Patents (1979) 46 C.P.R. (2d) 5, reversed 47 C.P.R. (2d) 262
Mobil Oil Corp. v. Hercules Canada Inc. (1994), 57 C.P.R. (3d) 488 (F.C.T.D.), reversed (1995), 63 C.P.R.
(3d) 473 (F.C,A.)
Re Leurdijk's Reissue Application 2 200 422 (2009), C.D. 1289 (PAB)
A reissued patent must be for the same invention as that of the original patent
A reissued patent must be for the same invention as that of the original patent, but not necessarily the
invention claimed. Reissue is not a mechanism by which a patentee is permitted to benefit from
subsequent analysis and experimentation and thereby recast old claims into new. Further, a reissue is
not a grant of a new patent, but must be confined to the invention which the inventor attempted to
describe and claim in the original patent.
This originates from the historical cases Bergeon v. DeKermor Electric Heating [1927] and Fuso Electric v.
Canadian General Electric, [1939] the latter not being discussed herein.
Bergeon v. DeKermor Electric Heating Co., [19271 Ex.C.R. 181
A comparison of the original patent (CA 141,290) and the reissue patent (CA 228,931) revealed that the
disclosure was unchanged except for the enumeration of uses in the reissue which had been referred to
in the original patent. In addition, five new claims were added to the originally issued claim. The five new
claims were extremely broad in scope and arguably encompassed prior art. Therefore, they appeared to
extend far beyond the invention originally claimed.
Under the provisions of the Patent Act as it then read, the "or less than" provision found in our present
section 47 did not exist nor did the four year time limit.
Audette J. applied the reissue requirements as follows ( at para. 37):
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1. The patentee had not claimed more than he should since he was adding five new claims, leaving the single original
claim unchanged. At that time there was no provision for reissue because of claiming "less than" as there is today.
2. The patentee could not have deemed the patent defective or inoperative by reason of insufficient description or
specification since the issued and new claims were nearly identical and there was no evidence in the reissue
application justifying the correction thereof.
3. The reissue could not be for the same invention since it claimed five different inventions.

To quote from Audette J. (at para. 18):
"This reissue issued without justification, is nothing but an afterthought and a mere pretense developed by the
defendant's solicitor and intended, by an expansion of claims, to sweep into one net all the appliances of the prior art
necessary to monopolize a profitable business, and is obnoxious to grave inadvertence in that it had escaped the
patentee or his assignee for 10 years. What was omitted in 1912 in the Kelso patent has been dedicated to the public
and forms now part of the prior art. A most unreasonable delay has since elapsed for a reissue."

Audette J. continued (at paras 39- 40):
"When a patent fully and clearly, without ambiguity, describes and claims a specific invention, complete in itself, so
that it cannot be said to be inoperative or invalid by reason of a defective or insufficient specification, a reissue
cannot be had for the purpose of expanding and generalizing the claims so as to make it embrace an invention other
than the one specified in the original.

Reissue must be directed to the same invention
A reissue cannot be attended with such injurious results as would follow from the enlargement of the
claims. The reissue must be for the same invention."
Ultimately the court concluded the following (at para 47):
"The reissue was not given for any of the reasons mentioned in sec. 24. It was given for a new invention, which,
even if coming within the ambit of the original patent, was not claimed, and thereby became dedicated to the public."

It was clear to the court that the inventions claimed in the reissue were different from those of the
original. Even if new and adequately described, which they clearly were not, they were undeniably distinct
from the invention claimed in the original patent. In failing to claim them, the patentee relinquished any
rights, if there ever was any, to them.

Dedication to the public
In another action, namely Leonard, Re (1913) 14 Ex. C.R. 351, it was contended that any non-claimed
devices that were part of the description were a dedication to the public. Therefore, even if the patentee
was originally entitled to claim certain subject matter, the fact that it was never claimed (or that there
was no intent to have ever claimed that subject matter) means that the patentee was not allowed to
protect it under reissue proceedings.

Commissioner's discretionary act
It was said during the trial that the decision of the Commissioner of Patents in granting a reissue is final
and conclusive. The precedent that was cited for this is Auer Incandescent Light Mfg. Co. v. O'Brien
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((1897) 5 Ex.C.R. 243). In this case a great deal was said about the word "deemed" as used in the
reissue section. It was indicated that the use of such a word gave the Commissioner a discretionary
jurisdiction which was final.
Audette J. handed down his opinion on this matter as follows (at para 38):
"The Commissioner of Patents was given jurisdiction to grant a reissue only in the cases provided for
by the statute, - the present case does not come within the ambit of the statute, - therefore the
Commissioner had no jurisdiction to grant a reissue under the circumstances of the present case. It
was the result of the patent solicitor's design and an acquiescence on the part of the Commissioner of
Patents. Indeed it would be outrageous to think that in such a case when the Commissioner is acting
beyond the provisions of the statute, that the court would be deprived of its jurisdiction to pass upon
the rights of a party aggrieved thereby and upon the validity of a patent, and allow an unlawful
patent to prevail against other meritorious patents which are good and valid."
Therefore the Commissioner of Patents was found to have exceeded his powers in granting the reissue
and it was determined to be a matter of good law to rectify the situation by declaring the reissue invalid
with respect to the newly added claims. The claim common to the original patent was held to be valid.
To sum up, a reissue patent cannot be granted for an invention substantially different from that
embodied in the original patent.
Further, the courts have the right to review the Commissioner's decision when the Commissioner has
overstepped his jurisdiction and granted an unlawful reissued patent.

The Intent of the Patentee
Northern Electric Co. v. Photo Sound Corp., [19361 Ex.C.R. 75, aff'd 1- 1.9361 S.C.R. 649
In this case, the patentee's original patent related to a device for limiting the amount of electrical power
delivered to a radio receiver. The device used a particular arrangement of vacuum tubes in order to
achieve the desired control. However, the patentee was successful in having the original patent reissued
in a form which further claimed ill-defined "receiving systems" and the patentee relied upon such claims
in an infringement action against the defendant.
The Exchequer Court dismissed the infringement action in part based on a finding that the reissue was
not proper.
The case was then heard before the Supreme Court which first reviewed the statutory provisions for
reissue and offered the following clarification of the law (emphasis added):
"First of all, the invention described in the amended description or specification and protected by the
new patent must be the same invention as that to which the original patent related.
Second, it is plain that the authority to issue a new patent in accordance with the amended
description or specification is an authority by the exercise of which it is intended that the original
patentee, or those claiming under him, shall have relief in respect of certain strictly specified things.
These things, for our present purpose, are insufficient description or insufficient specification ... of the
invention to which the original patent related.
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Thirdly, such insufficiency of description or specification in respect of which relief is authorized under
this section must have arisen from inadvertence, accident or mistake.
The statute does not contemplate a case in which an inventor has failed to claim protection in respect
of something he has invented but failed to describe or specify adequately because he did not know or
believe that what he had done constituted invention in the sense of the patent law and,
consequently, had no intention of describing or specifying or claiming it in his original patent."

Directed to the same invention
It is clear that a properly reissued patent is for the same invention. Beyond this, regardless of whether or
not the patentee may have made different or further inventions, it is the intent of the patentee which is
critical. Unless it is shown that the patentee intended to protect something beyond that which he already
has protection for, there cannot be a legitimate reissue.
It was argued by the patentee that the reissue was proper in view of the fact that everything claimed in
the reissue patent was found by implication in the specification or the original patent when read with the
drawings. On this the Court found that the specification was lacking in explicit reference to the invention
being a "receiving system":

No intent to claim the subject matter
"There is not a syllable in the application, there is nothing in its detail, there is nothing in its general
scope, there is nothing in the drawing, which can afford a foundation for the proposition that the
application relates to some actually existing physical "receiving system."
And further (emphasis added):
"[t]hat there was no defect in the original patent in the statutory sense, no reasonable ground for
apprehending that the patent was defective in failing sufficiently to describe the inventions in respect
of which [the inventor] was intending to claim invention; no mistake on [the inventor's] part in
respect of the description or the specification of the invention to which his application related.
Accident is not suggested nor is inadvertence in the pertinent sense; that is to say, no inadvertence in
respect of any insufficiency of description or specification of the invention that the applicant had in
mind."

If no intent to claim differently, there is no defect with the issued patent
Therefore, where it is clear that the patentee has obtained protection for the invention contemplated in
the original patent, then no error has been made within the meaning of subsection 47(1). The original
patent cannot be "deemed defective" in a case where it fulfills the patentee's intent and where the
protection obtained is sufficiently described in the original patent.
Further, on the issue of the intent of the inventor being derived from the patent as filed or issued, it was
stated (emphasis added):
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"Both these documents are signed by Arnold. There is, of course, a presumption, which is a
presumption of law, that Arnold, in signing these documents, knew the nature of their contents. This
presumption of law is fortified by a very powerful presumption of fact."
"We must proceed upon the view, in the absence of some evidence to the contrary, that Arnold
knew the contents of the documents I am now about to discuss and that he knew the effect of them
in accordance with their proper construction."
This shows that "some evidence" must be provided to refute the presumption that the issued patent, as
signed by the inventor, accords with the patentee's intent. This case dealt with an inventor who was quite
knowledgeable in the field of patents, and was presumed to be aware of the content of the documents as
filed, and the implications of that content.

Reissue Cannot Save an Invalid Patent
An application for reissue assumes that the patentee was entitled to a patent to begin with. Also true
inadvertence, accident or mistake must be present to justify a reissue as seen in Farbwerke Hoechst v.
Commissioner of Patents.
Farbwerke Hoechst v. Commissioner of Patents (1966), 50 C.P.R. 222 (Ex.Ct.), aff'd (1966),
50 C.P.R. 220 (S.C.C.)
A patent was issued in September 1959 to Farbwerke Hoechst for an invention entitled "Manufacture of
New Sulphonyl Ureas". The patent contained two process claims for the manufacture of a class of
substances, a claim for the whole class of substances made by such processes and a number of claims for
specific substances, amongst them tolbutamide (antidiabetic). The disclosure and process claims were
broad enough to cover an infinite number of substances. A statement in the disclosure that the
experiments demonstrated that the products of the invention substantially lower the blood sugar level
and were therapeutically useful was incorrect as the great bulk of conceivable substances covered by the
patent had not been produced or tested and nothing was known of their pharmaceutical effects or
usefulness. Accordingly, the original patent was held to be invalid in a separate action.
In August 1963 Farbwerke Hoechst applied for reissue on the ground that the original patent claimed
more or less than the appellant had a right to claim as new and that the error arose from inadvertence,
accident or mistake. By its amended specification the appellant made five further claims (one subgeneric
process claim, two subgeneric product claims and a specific process and product claim to tolbutamide).
There were two grounds for alleging that the original patent was defective.
1)

it did not exhaustively define certain substituents of substances of the class;

2)

it did not claim specific products when prepared by specific processes in accordance with subsection
41(1) of the Patent Act.

The reissue application further stated that the error resulted from legal advice shown to be wrong by a
decision of the Exchequer Court in 1962 that a specific product claim must be dependent upon a process
claim which defines specifically the production of that substance.
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However, the Commissioner refused the reissue on the grounds that the patentee's reasons were not
proper ones for the purposes of reissue and that there was no inadvertence, accident or mistake.
It was held by the Exchequer Court that the reissue application must be refused, thus affirming the
decision of the Commissioner.
The original patent was defective but not for the reasons put forward by the appellant i.e., failure to
define the substituents of the class more exhaustively. The original patent was defective because the
description of the invention in the patent was false.
To quote Thurlow J. (at p. 238, emphasis added):
"On the other hand if the description is false and what has been described as an invention is in fact
not an invention at all there is no basis whatever for an application for reissue since Section 50(1)
[now subsection 47(1)] assumes that the patent to be reissued is one for a de facto invention in
respect of which the patentee was entitled to obtain a patent."
The Court further held that the alleged error committed by the applicant was to over-claim and in so
doing they ran the risk of having their claims invalidated as was subsequently done. Reissue is not a
mechanism by which an invalid patent can be saved through amendment. Reissue presupposes that the
invention originally claimed was valid.
The Supreme Court dismissed the appeal, thus confirming the Commissioner's decision.

Error on the Part of the Patent Agent
Curl-Master v. Atlas Brush (1965), 48 C.P.R. 67 (Ex.Ct.),, rev'd (1967), 52 C.P.R. 51 (S.C.C.)

Fernand Marchessault developed a new type of curling broom with two distinctive features:
1) a short outer skirt of straws surrounding and providing support for the inner and longer sweeping
straws, and
2) a binding around the sweeping straws a substantial distance lower than the regular factory binding to
which it was attached by loose cords to prevent it from sliding off the broom and which provides
flexibility and support.
When introduced in 1955 this broom became very popular and, in March 1958, CA 554,826 was issued to
the inventor. The specification described the second of the above features as "a transversal binding
hidden by the outside fibres . . . attached by small strings to the top bindings in order that it cannot
move".
Mr. Marchessault applied for a U.S. patent with claims using the same general terms. His application was
rejected in 1957 on the ground of anticipation but in May 1961 a U.S. patent was granted following a
revised application. He then applied in Canada under section 50 [now section 47] for a reissue.
The application for reissue indicated that the patent was defective by reason of insufficient description or
specification of the lower binding and its use. The disclosure mentioned only by inference that the lower
binding surrounded and was loosely stitched through the fibres. The patent was also defective by way of
the applicant claiming more than he had a right to claim since claim 1 "read on" the prior art for stepped
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brooms. Also the patent was deemed inoperative in that claim 2, dependent on claim 1, was inoperative
by reason of the applicant claiming less than he had a right to claim as new since others could enjoy the
invention by slipping off the canvas sheath or outer bunch of short fibres.
The application further stated that the error arose by inadvertence, accident or mistake without
fraudulent or deceptive intent in that the inventor's agent had heart trouble at the time of claim drafting
which greatly impaired his efficiency and as a consequence he did not fully understand the lower binding.
The inventor himself was not familiar with the patent system and the Canadian examiner failed to cite all
of the prior art.
Curl-Master Mfg. Co. Ltd., the assignee of Mr. Marchessault, brought an action in the Exchequer Court
against Atlas Brush for infringing the original patent and the reissued patent. They further sought a
declaration that, as between the parties, the original patent was valid up to the date of the reissuance,
and that the reissue was a valid patent. Under section 61 [now section 59], Atlas Brush submitted a
counter claim that the patents were invalid on the grounds that essential elements of the loose lower cord
were neither expressed nor suggested in the original patent.
The action was dismissed by the trial judge and the declaration of invalidity was granted. The trial judge,
Jackett P., held that a reissue patent under section 50 [now section 47] can replace a defective or
inoperative patent with a valid patent by substituting a sufficient description or specification for an
insufficient description or specification or by adding or omitting claims but it cannot be for any invention
other than an invention disclosed by the original patent. The invention embodied in the brooms Mr.
Marchessault put on the market in 1955 and disclosed in the reissue patent was not disclosed in the
original patent and consequently the reissue patent was invalid.
The decision of the Exchequer Court was appealed to the Supreme Court by Curl-Master. The appeal was
allowed by the Supreme Court where it was held that the patent was defective by reason of insufficient
description and this resulted from a mistake i.e., a failure by the patent attorney fully to comprehend and
to describe the invention for which he had been instructed to seek a patent.
The Supreme Court decision is well founded in view of the drawings which illustrate the lower binding and
in view of various incidental references to it throughout the disclosure. Martland J. supported his decision
quoting an earlier decision from the United States to the effect that (at p. 71):

Directed to the same invention

"[t]he new patent must be for the same invention. This does not mean that the claim in the reissue
must be the same as the claim in the original. A patentee may, in the description and claim in his
original patent, erroneously set forth as his idea of his invention something far short of his real
invention, yet his real invention may be fully described and shown in the drawings and model. Such a
case is a proper one for a reissue."
In an earlier case, Northern Electric infra, the patentee argued that the drawings should also be
considered in order to determine the nature of the invention which the patentee allegedly intended to
claim in the original patent. However, the Supreme Court distinguished the facts in that decision from
those before it (at p. 69):
"The facts in the Northern Electric case are not comparable to those in the present one. In that case,
the inventor, Arnold, an accomplished physicist, a competent radio engineer and inventor,

8.06 ♦ Page 93

(A-2016-01148) - Page: 141

Reissue Practice
accustomed to framing specifications, had obtained a patent for an invention relating to receiving
systems for radio communication, particularly to devices for limiting the electrical power which might
be transmitted to a receiving instrument in such a system. He sought a reissue patent which would
have extended its scope so as to include additional claims for certain new and useful improvements in
radio communication . . .
It was held that there was no defect in the original patent, in that there was no reasonable ground
for apprehending that it was defective in failing sufficiently to describe the invention in respect of
which the applicant intended to claim invention.
In the present case, Marchessault did intend to protect the invention which he had actually made.
The patent which he obtained was defective in that it failed sufficiently to describe it. He was not an
engineer, and had no prior experience in relation to patents. He was a broom manufacturer, who had
made a useful invention, which he sought to protect through the services of a patent attorney."

The Qualities of the Inventor and Agent Must Be Considered
Accordingly, the Supreme Court did not feel compelled to follow that decision since there was evidence, in
this case, that a true mistake had been made; presumably due to a legitimate misunderstanding between
an unsophisticated inventor and a patent agent who had been in poor health. In contrast, the inventor in
the Northern Electric case, infra, decision was clearly a sophisticated individual very familiar with the
patent system.

Definition of the Term "Surrender"
Atlas Brush further contended that since the original patent was not surrendered within four years from
its date, subsection 50(1) [now subsection 47(1)] was not applicable. Martland J. defined the term
"surrender" in the following words (at p. 74):
"The surrender of the patent required under s-s. (1) refers to the step taken by the applicant for the
reissue patent when he makes his application. It is that step which must be taken within the
stipulated four-year period. [...] He cannot be charged with non-compliance with the provision
because of any subsequent delays which are beyond his control."
He reasoned that it would be unfair to penalize the applicant for "Office delays" which were beyond his
control.
In the end, The Supreme Court held that the reissue patent was valid.
To sum up, this case addresses the following issues related to reissue applications:
(i) the reissue must be for the same invention as the original patent, however, this does not mean that
the reissue claims must be the same as the original claims, as the latter may disclose the invention
but not claim it properly;
(ii) the drawings may be relied upon in order to comprehend what the invention was in the original
patent;
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(iii) the patentee must file his application for reissue within four years from the issue date of the patent.

Paul Moore Co. Ltd. v. Commissioner of Patents (1979) 46 C.P.R. (2d) 5, rev'd 47 C.P.R. (2d)
262
The patent related to cardboard blank used as the interior assembly of beer cartons. The blank comprises
two parts, a handle panel and a bottle-divider panel. The handle is normally recessed inside the carton,
but can be pulled out when one wished to carry the carton. In the original patent the claims are restricted
to an assembly in which the handle panel is attached to the divider panel by means of a pair of
connecting panels which can subsequently be detached from the handle panel. In the reissue application
the applicant wishes to broaden the coverage of the claims by changing what he previously termed
"connecting panels" to what is now referred to as "at least one connecting panel".
The patentee's failure to claim all that he had the right to claim was not due to "inadvertence, accident or
mistake", as required by s. 50(1) of the Patent Ad; now 47(1), since, in the Commissioner's view, that
failure was deliberate and intentional. The specification and the drawings annexed to the original patent
did not contain any indication of the possibility that the invention did not necessarily imply "a pair of
connecting panels". The inventor, the appellant and its patent agent were very well informed people who
were unlikely to be unaware of the effect of the numerous references to the "pair of connecting panels"
in the specification. Further, they were aware of the limitations of the original claims and had intended
those limitations to be present since they had relied on the existence of the pair of connecting panels as a
distinguishing feature of the invention.

Sufficient evidence of the error
"When an application is made for reissue of a patent under s. 50, the Commissioner may not grant
the application unless he is satisfied that there is a defect in the patent which "arose from
inadvertence, accident or mistake". If he is not satisfied of those facts, he must reject the application.
The mere allegation made by the patentee that his agent had made an error is not evidence of that
error or at least is not evidence from which the Commissioner or this Court could conclude that an
error had in fact been committed in the drafting of the claims."
From this it can be seen that, in the absence of evidence (beyond a mere allegation) that satisfies the
Commissioner that an error as contemplated by section 47 exists, the application for reissue must be
refused.

Discretion of the Commissioner
Note that subsection 47(1) provides that "the Commissioner may . . . cause a new patent . .. to be
issued", and that subsection 47(3) states, "[t]he Commissioner may entertain separate applications and
cause patents to be issued for distinct and separate parts of the invention patented . . ." The term, "may"
is permissive; it is not directory nor mandatory. Therefore, unlike the case of a regular application for
patent, which the Commissioner may not refuse unless he is "satisfied that an applicant is not by law
entitled to be granted a patent", it is clear that the Commissioner has the discretion to refuse or permit
reissue.
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In the case of an application for reissue, the onus is clearly on the patentee to show sufficient grounds to
warrant reissue of the original patent and, in the absence of such grounds, the Commissioner may use his
discretionary power to refuse to reissue the patent.
Original Intention Must Be Shown By Objective Evidence
Mobil Oil Corp. v. Hercules Canada Inc. (1994), 57 C.P.R. (3d) 488 (F.C.T.D.), rev'd (1995), 63

C.P.R. (3d) 473 (F.C.A.1
The case involved the reissue of a patent directed to snack food packaging film which was relied upon by
the plaintiff in order to sue for infringement. In its defence, Hercules Canada argued that the reissued
patent was invalid.
The invention addressed a problem in the food packaging industry, namely the problem of providing
inexpensive plastic wrapping that was resistant to moisture and gases while at the same time being
impermeable to light. It was generally known that plastic wrap could be rendered impermeable to light by
coating it with metal. However, metal adhered poorly to the plastic. The invention solved the coating
problem by providing a four layer film, whereby metal coating was applied to a core layer of plastic by an
electric discharge process followed by sandwiching the metal coated layer between two additional outer
layers of plastic. In developing their new film, the inventors discovered that the presence of a lubricant ,
or "slip agent", typically used to make plastic, interfered with the adhesion of the metal to the plastic.
Accordingly, the description of the patent originally specified that the core plastic layer should contain no
slip agent. The reissued patent contained amended claims that indicated that the core plastic layer could
contain some slip agent provided it did not adversely affect metal bonding.
Hercules Canada argued that the reissue was not valid, since there was no evidence of intent in the
original patent that Mobil Oil intended to claim an amount of slip agent that did not affect the process.
This was considered by both the trial judge and Federal Court of Appeal. The evidence of the patentee's
intent in this case was summarized thusly (at 499-500):
"The intention of the inventors must be derived from the objective evidence, such as the text of
the patents and not from the subjective evidence of the inventors themselves: AT&T, supra, at p.
257. The U.S. patent naming Messrs. All and Duncan as inventors was issued with claims 4 to 7
inclusive in the specification. This, in my opinion, properly represents the intention of the
inventors, namely, that these claims were intended to be included and, reading those claims
purposively, that some slip agent was allowed to be present in the film, so long as it did not
affect the adhesion of the film substrate to the metallized coating. Accordingly, the original
Canadian patent application was deficient in that claims corresponding to claims 4 to 7 inclusive
of the U.S. Patent were not included. Nor was any language included in the disclosure portion of
the specification which gave meaning to the phrase "which as will be described hereinafter"
within the context of the patent as a whole."
From this, it is clear that the intent of the patentee was determined by differences between the
prosecution of the two patents. Amendments were made to the US case, that were not made to the
Canadian case. There was never an intent to rely solely on the text of the Canadian description to
determine the intent of the patentee. This use of the U.S. Patent as evidence supporting the patentee's
intent to have claimed the subject matter was affirmed by the appeals judge, at 474:
"It made sense to look at the American patent in order to determine whether the inventors intended to
include the claims in issue."
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The need for evidence beyond the original patent specification (in this case, the text of the U.S. Patent)
was also reasserted, at 481:
'The trial judge was quite conscious of the limitations to which his inquiry into the intended scope of the
original patent was subject. He was sensitive to the fact that he needed objective evidence and
support in the text of the patent itself."
"How can it be said that the trial judge should have resolved this question using the original patent alone
since, obviously, the patent was missing these claims or the inventors would not have applied for reissue.
Given that the invention was first patented in the United States and that the American patent formed the
basis for what was to become the Canadian patent, it only makes sense that the American patent be
looked at in order to determine whether the inventors intended to include the claims in issue."
Clearly, support from the "original patent alone" was not considered to be sufficient evidence of intent to
claim the subject matter in question, but the equivalent US patent was considered acceptable evidence of
intent to claim the litigious subject matter.
Therefore, evidence of the inventor's intent of must be provided, and this evidence must be objective
(e.g. patent documents), as opposed to subjective (e.g. affidavit).
Re Leurdijk's Reissue Application 2 200 422 (2009), C.D. 1289 (PAB)

This Commissioner's decision provides a useful compilation of the legal rules related to reissue, and how
they may be applied. It also more precisely defines what is meant by the "same invention" requirement
of subsection 47(1), explicitly addresses the issue of "tag-along" amendments and touches on the
concept of "claim differentiation".
The patent is directed to a storage track system on which household articles can be stored. The system
includes a wall-mounted track element with two grooves, and a hanger bracket or similar element on
which articles can be suspended. The top and lower portions of the bracket fit into the grooves of the
track element, thus mounting the bracket and the hanger.
The patentee applied for reissue to add claims to the original patent. The proposed claims were narrower
than the existing claims, but were directed to specific embodiments that the patentee felt may not be
covered by the existing broad claims: specifically, bracket attachments that the patentee discovered (after
the patent issued) were being sold by a third party.
The patentee also proposed amendments to the claims and description unrelated to the above issue.
After a brief exchange with the patentee, the Reissue Board (RIB) found the reissue application not to
comply with s. 47(1) and forwarded the case to the Patent Appeal Board (PAB).
The PAB began their consideration of the case by reviewing the jurisprudence to find and enumerate the
relevant legal rules.
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Patentee's intention

Referring to Northern Electric and Farbwerke, the PAB pointed out that a patent can only be "defective or
inoperative" in the context of s. 47(1) in that it does not fulfil the original intention of the patentee upon
grant.
Inadvertence, accident or mistake

Furthermore, such a defect must have been the unintended result of "inadvertence, accident or mistake",
regardless of whatever form the mistake took, or of whomever made it.

Presumption that patent fulfils intention

Referring to Northern Electric, Curl-Master, Paul Moore and Mobil Oil, the PAB pointed out that there is a
legal presumption that, upon grant, a patent fulfils the intention of the patentee. Although the strength
of this presumption may be modified by, for example, the level of experience of the inventor with the
patent system, objective evidence is needed to overcome this presumption and establish that the
patentee originally intended what is now proposed in the reissue application.

Burden of proof

In fact, the burden of proof falls to the patentee that all of the requirements of s. 47(1) are met (based
on Creations 2000 v. Canpar Industrial Products Ltd. (1988), 22 C.P.R. (3d) 389 (F.C.T.D.) in addition to
the above cases).

Commissioner's discretion

Although the Commissioner must refuse any reissue application that does not satisfy s. 47(1), he or she
has the discretion whether or not to grant reissue applications that do satisfy s. 47(1) (based on Bergeon
and Farbwerke).

Same invention

Based on Northern Electric, Cur/-Masterand Mobil Oil, the PAB reasoned that the "same invention"
requirement of s. 47(1) simply means that the invention to be protected by the reissued patent must be
disclosed somewhere in the original patent — including the drawings.

An attempt to capture a potential infringer is non-determinative

Applying these rules to the case at hand, the PAB reasoned that the patentee's concern that the patent
may not catch a potential infringer does not automatically nullify the reissue application. In fact, it does
not affect the application either way — the issue is still, as always, whether or not the reissue application
complies with s. 47(1).
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Chief among the concerns is that there must have been some error in the prosecution of the original
patent to justify its reissue.

Evidence as a whole
The PAB observed that when determining whether such an error occurred, it is important to note that
although some evidence may point towards a certain intention, other evidence may point away; it is the
evidence as a whole that must be considered.
Since the evidence as a whole in this case did not indicate that the patentee originally intended to claim
the additional claims, the PAB concluded that the reissue application does not satisfy s. 47(1); the
Commissioner accordingly refused to reissue the patent.

Tag-along amendments
During the proceedings, the PAB briefly considered the issue of "tag-along" amendments, that is,
amendments submitted with a reissue application that do not appear related to any of the defects
identified by the patentee. Based on Northern Electric, the PAB concluded that such amendments are not
permitted during the reissue process — every amendment must be to remedy a defect in the context of s.
47(1).
In practice, this means that every amendment must either be to correct a defect identified in the Form 1
submitted with the reissue application, or to directly correct some non-compliance with the Patent Actor
Ru/es recognized by the RIB or examiner prosecuting the reissue application.
Claim differentiation
The concept of "claim differentiation" also came up during this case. Briefly put, this refers to the general
presumption that claims are not redundant; an upshot of this is that an independent claim should not
only be broad enough to encompass the embodiment of a dependent claim, but also some alternative to
that embodiment.
The patentee seemed concerned that without the additional dependent claims (and subsequent
application of the principle of claim differentiation), a court could possibly interpret the independent
claims as being limited to a particular embodiment.
Relying on Deere & Co. v. International Harvester, 658 F.2d 1137 (7th Cir. 1981) and Halford v. Seed
Hawk, 2004 FC 88, the PAB reasoned that the principle of claim differentiation applies not only to
independent claims as contrasted with their dependent claims, but to all claims. In any case, the PAB
concluded that this principle did not necessitate reissuing the patent or demonstrate that the patentee
intended to the original patent to include the additional claims.

Important Points regarding Reissue Jurisprudence
: The case law on reissue indicates that:
.
. (i) a properly reissued patent is directed to the same invention as that of the original patent;

8.06 • Page 99

(A-2016-01148) - Page: 147

Reissue Practice

(ii) the claims in the reissue may differ substantially in scope from the original patent;
(iii) the patentee's original intention must be shown by objective evidence;
(iv)

a patentee cannot deem his patent defective, in retrospect, where it is clear that the original
patent put into effect that which the patentee originally intended; and

(v) reissue is not a mechanism by which an invalid original patent can be saved.

Review Questions
1.

What is a reissue?

2.

What changes does reissue allow a patentee to make?

3.

Aside from Form 1, what else must be included with a reissue request?

4.

Give four (4) conditions that must be met, according to subsection 47(1) of the Act, in order that
reissue be granted

5.

Describe the following parts of a petition for reissue (Form 1):
(a) Part 3
(b) Part 4
(c) Part 5

6.

(a) What is the first stage in examining a reissue application?
(b) Who is responsible for this stage?

7.

(a) What is the second stage in examining a reissue application?
(b) Who is responsible for this stage?

8.

Would you examine the specification in a reissue application?

9.

How would an application for a reissue of a reissued patent be dealt with?

10. Would you apply section 36 (unity of invention) restrictions to a reissue application?
11. What type of amendments would be allowed to Form 1?
12. In what ways does examination of a reissue application differ from the examination of an ordinary
application?
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13. List five (5) reasons why reissue applications have been refused in past situations.
14. What did the court say in Northern Electric with respect to the intent of the patentee in a reissue
application?
15. In CurlMaster, how did the Supreme Court's distinguish the facts in the Northern Electric case with
those of the case before the court?
16. How can an applicant demonstrate his intent? Give an example.
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Notes:
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8.07 - Disclaimers in Patents
[This subject is also covered in chapter 23 of MOPOP]
[Flowchart and work instructions for this subject are not yet available]

Introduction
As mentioned in the two preceding chapters, there are four ways in which an imperfect, issued patent
may be amended, as follows:
(ch. 8.05)
(ch. 8.06)
(ch. 8.07)
(ch. 8.08)

re-examination;
reissue;
disclaimer
correction of clerical errors (section 8)

This chapter will deal with disclaimers. Briefly stated, a disclaimer is a renouncement of subject matter in
a patent for which the patentee had no lawful right to claim.
At the outset, it should be pointed out that examiners are not responsible for examining disclaimers.
Disclaimers of whole claims do not, of course, require review, and so these are handled by the
Examination Support unit, and automatically recorded. Disclaimers of parts of claims, however, must be
reviewed to ensure that which is purported to be a disclaimer is indeed a disclaimer (this will be discussed
later in the chapter). Because the number of partial claim disclaimers is quite low, and because it is
considered desirable to maintain consistency in approach, the current Office practice is that all such
disclaimers are reviewed by the Patent Administrative Policy Division within the Patent Branch rather than
by the examiner charged with the art in which the patent is classified.
Despite the fact that examiners will not be called upon to review disclaimers, the subject is covered for the
sake of completeness. Also, examiners may be consulted from time to time regarding the disposition of
alleged disclaimers of parts of claims of patents in their assigned art field, and therefore a basic
knowledge of disclaimers is required. However, the treatment is general in nature, and does not include
the TechSource procedures involving disclaimers.

Authorities in the Patent Actand Rules
The relevant statutory provisions for dealing with disclaimers are section 48 of the Patent Act and rule 44
of the Patent Rules, which will be discussed below.
Subsection 48.(1) of the Patent Act provides the general requirements for a disclaimer.
48.(1) Whenever, by any mistake, accident or inadvertence, and without any wilful intent to
defraud or mislead the public, a patentee has
(a)
made a specification too broad, claiming more than that of which the patentee or the
person through whom the patentee claims was the inventor, or
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(b)
in the specification, claimed that the patentee or the person through whom the patentee
claims was the inventor of any material or substantial part of the invention patented of which the patentee
was not the inventor, and to which the patentee had no lawful right, the patentee may, on payment of a
prescribed fee, make a disclaimer of such parts as the patentee does not claim to hold by virtue of the
patent or the assignment thereof.
Let us consider subsection 48(1) and see what it says — and also what it doesn't say — about disclaimers.
a.

The first word of subsection 48(1) is, "[w]henever". This means there is no time limit on disclaimers; a
disclaimer may be filed any time during the life of the patent.

b. The phrase, "any mistake, accident or inadvertence, and without any wilful intent to defraud or
mislead the public" means that the intent of the patentee is important. At the time the patent issued,
the applicant must have thought that there was full entitlement to what was claimed as the invention.
If the applicant is challenged (in the courts, not in the Patent Office) to establish the existence of "any
mistake . .", the onus of proof lies on the disclaimant. This requirement is similar to that of reissue.
c.

Subsection (1), parts (a) and (b) both refer to claims in the specification. The two parts read fairly
closely but the difference appears to be this:
Part (a), for example, would include the situation where the applicant claimed a genus on the
grounds of several species and later learned that all the species were not the same and there was
no genus, or elements were included that were thought to be equivalent and it turned out some
elements were different. The Patent Office receives very few disclaimers of this type, perhaps
because it might tend to demonstrate a lack of soundness of any prediction of utility underlying
the remaining claims of the patent.
Part (b), on the other hand, would include the situation where some part of the invention that the
inventor actually worked on ("any material or substantial part") was in fact previously known ("the
patentee was not the inventor") but the inventor did not know at the time that, in fact, another
person was the inventor.

d. The phrase, "by virtue of the patent or the assignment thereof' indicates that not only the patentee
but any subsequent owner may file a disclaimer.
e.

The expressions, "made a specification too broad", "claiming more" and "claimed . . . to which the
patentee had no lawful right", illustrate an important difference between a disclaimer and a reissue.
Whereas reissue is designed to meet the case of claims that are either too broad or too narrow, and
that claim more or less than that to which the patentee is entitled, disclaimer is designed to meet only
the case of claims that are too broad which might have the effect of invalidating at least part of the
patent as claiming more than that of which the patentee was the inventor.
In other words, a disclaimer is meant only to claim the defect of claiming too much, not too little or
the wrong thing. It is neither a correction nor a substitution; it is a subtraction only.

f.

As mentioned above, disclaimers are generally directed to claims, as it is the claims that define the
scope of protection afforded an invention. However, the phrase, "made a specification too broad"
means that not only the claims, but parts of the description as well, may be disclaimed, and this
practice has been affirmed by the courts.
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g.

And, of course, "on payment of the prescribed fee".

Prescribed Form of a Disclaimer
Subsection 48.(2) of the Patent Act sets out that the disclaimer must be filed in the prescribed form.
48.(2) A disclaimer shall be filed in the prescribed form and manner.
Rule 44 of the Patent Rules more specifically provides the prescribed form.
44. A disclaimer pursuant to section 48 of the Act or of the Act as it read immediately before
October 1, 1989 shall follow the form and the instructions for its completion set out in Form 2
of Schedule Ito the extent that the provisions of the form and the instructions are applicable.
Form 2 of Schedule 1 of the Patent Rules is set out below:
FORM 2
(Section 48 of the Patent Act or the Act as it read immediately before
October 1, 1989)
Disclaimer
for an invention entitled
1. The patentee of Patent No.
, granted on
, has, by mistake, accident or inadvertence, and without any wilful intent to defraud or
mislead the public,
(a) made the specification too broad, claiming more than that of which the patentee or the person
through whom the patentee claims was the (first) inventor; or
(b) in the specification, claimed that the patentee or the person through whom the patentee claims was
the (first) inventor of any material or substantial part of the invention patented of which the patentee
was not the (first) inventor, and to which the patentee had no lawful right.
2. The name and complete address of the patentee is
(1) The patentee disclaims the entirety of claim
(2) The patentee disclaims the entirety of claim

with the exception of the following:

Instructions
In section 1, the word "first" may be included only for patents issued on the basis of an application filed
before October 1, 1989.
In section 2, the name and address must be presented in the following order with a dearly visible
separation between the various elements: family name (in capital letters), given name(s), initials, street
name and number, city, province or state, postal code, telephone number, fax number and country.
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With respect to each claim covered by the disclaimer, the patentee shall include in the disclaimer either
subsection 3(1) or (2).

Note from section 3 that a disclaimer may comprise an entire claim or part of a claim.
Note also that, unlike a petition for reissue, the form for a disclaimer does not require an explanation of
how the error arose.
At this point, we will set aside an examination of the various subsections of section 48 in order to consider
briefly some general aspects of disclaimers.

The Usefulness of a Disclaimer
In disclaiming contentious or doubtful material, a patentee can cut down on the grounds for an attack on
his patent. The patentee can try to cure what may be judged faulty for lack of novelty or indefiniteness.
The patentee can also try to remove what may be judged to lack utility but, it would appear that in so
doing, he runs the risk that such an admission may undercut the soundness of any prediction relied upon
to support the breadth of claims in the patent.
A disclaimer may serve either of two purposes:
(1) to narrow or delete claims; or
(2) to remove altogether from the patent a material or substantial part of the disclosure of the invention.
The patent cannot be re-drafted, "tidied-up" or made broader in scope because the owner thinks he can
now support more than was issued. However, by deletion, ambiguities can be removed, or, for example, a
previously known species, the inclusion of which would make all of a claim or claims invalid, may be
deleted. Presumably matter that is difficult to interpret or construe could also be deleted.
Historical Aspects of Disclaimers
At one time, the Patent Office recorded disclaimers only where they were directed to whole claims, and
refused to record those which attempted to disclaim parts of claims. Some members of the patent
profession argued that disclaimers restricted to entire claims were completely unnecessary in view of
section 60 [now section 58] of the Patent Act , introduced in 1935, which provides that invalid claims do
not affect the right to enforce valid claims. Rather than paying a fee to disclaim one or more whole claims,
the patentee may simply await the determination by a court as to whether those claims are valid or
invalid, and then rely on the remaining claims in enforcing their patent. (However, prior to 1935, Canadian
courts could only hold patents valid pro tanto (in part) in infringement actions; in an impeachment action,
a bad claim would invalidate the entire patent.)
To understand the Office's viewpoint, it is helpful to consider the historical context of disclaimers. This
section, which appeared in the first Patent Act (1869), was borrowed from the U.S. statute and, in the
United States, only disclaimers of entire claims were (and are) permitted. For this reason, disclaimers are
recorded in the U.S.P.T.O. without being subject to scrutiny; this lack of examination being reflected in the
nominal fee associated with the recording of a disclaimer. It should also be noted that disclaimers of entire
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claims were extremely important in the United States at one time; until the Patent Act was amended in
1952, an invalid claim would cause the entire patent to be invalidated.
Disclaimers of entire claims were useful in another way; recording a disclaimer prior to court proceedings
could save the patentee time and costs in unnecessarily litigating claims the patentee knows to be invalid.
At any rate, the Office practice of refusing to record disclaimers of parts of claims was changed as a result
of the case of Monsanto Co. v. Commissioner of Patents, (1976) 28 C.P.R. (2d) 118 (F.C.A.), reversing
(1975) 18 C.P.R. (2d) 170 (F.C.T.D.).
The patentee, Monsanto, had attempted to file a disclaimer to remove parts of the disclosure and part of a
claim. The Commissioner refused to record the disclaimer, and Monsanto applied to the Trial Division of
the Federal Court for a writ of mandamus requiring the Commissioner to record the disclaimer. Although
the Trial Judge agreed that, under the circumstances, the requested disclaimer was proper, the action was
dismissed on technical grounds; the judge decided that the Commissioner's decision was one "required by
law to be made on a judicial or quasi-judicial basis", and thus Monsanto should have sought judicial review
of the Commissioner's decision from the Appeal Division of the Federal Court under s. 28 of the Federal
Courts Act rather than from the Trial Division under s. 18 of that act. Monsanto appealed the dismissal of
its action for a writ. The Appeal Division allowed the appeal, set aside the judgment of the Trial Division,
and issued a writ of mandamus requiring the Commissioner to record the disclaimer. The Appeal Court
stated:
Section 51 (now Section 48) does not empower the Commissioner to make any decision; nor does
it vest him with any discretion, it merely imposes on him the duty to record certain documents.
It would appear from this ruling that the Patent Office was given direction not to examine disclaimers, but
merely to record them. Apparently, the patentee would have to bear the responsibility for any resultant
changes in the validity or scope of the patent if the disclaimer is challenged in court. However, despite this
ruling of the Appeal Court, the Office continued to hold the position that, in certain circumstances relating
to the recording of disclaimers, the Commissioner did have to make a decision, relying, in support of this
view, on a quote from the Trial Court decision:
I think the Commissioner has a duty to consider and determine whether a document sought to be
recorded under Section 51 (now Section 48) is in fact a disclaimer within the meaning of the section but if
the document is such a disclaimer and the conditions for its recording are met there is, in my opinion, a
public statutory duty on the Commissioner to record it and he has no discretion not to do so.
It would seem that, in following this practice, the Commissioner may be acting against the Appeal Court's
expressed direction, and it was later rejected by the Courts in the case of Richards Packaging v. Canada.
We will return to this topic later in the chapter.
One final point regarding the Monsanto case; the Trial decision explicitly stated that disclaimers of partial
claims are permitted under section 48:
In my view a disclaimer under that section must be a disclaimer of something that is in the ambit
of the monopoly and the scope of the claim or claims in the patent but it does not necessarily, to be valid
and recordable, have to be a disclaimer of one or more of the complete claims. In my view the limitation
of disclaimers to complete claims cannot be properly implied from the ordinary grammatical sense of the
words in Section 51 (now Section 48) . . .
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We now return to a consideration of the remaining subsections of s. 48.

Pending Suits Not Affected
Subsection 48.(4) provides:
48.(4) No disclaimer affects any action pending at the time when it is made, unless there is
unreasonable neglect or delay in making it.
There has been difficulty in the past in construing the words, "unless there is unreasonable neglect or
delay in making it". In Canadian Celanese Ltd. v. B.VD., [1939] 56 R.P.C., the court (the Judicial
Committee of the Privy Council) was unable to attribute a meaning to these words.
However, the court was able to construe the first part of the subsection:
"Their Lordships, however, do feel able to attribute a meaning to the words 'no disclaimer shall
affect any action pending at the time it is made'. These words, they think, must at least have this effect,
namely, that the rights and liabilities of the parties to a pending action are to be ascertained and declared
on the footing that the person who disclaims attains no advantage in the action from his disclaimer."
In his paper entitled, "Disclaimers in Patents" (1975), Mr. Richard Parr made the following comments
regarding the court's inability to attribute a meaning to the words of exception:
The reason why the Judicial Committee did not understand the concluding words of subsection 3
may have been because this subsection was copied from the U.S. statute. Under U.S. law applicable at
that time, if any claim in a patent was invalid, the whole patent was invalid. Disclaimer permitted a
patentee to avoid this result, even if the disclaimer was made during an action, but not if the disclaimer
was unreasonably delayed.
Because invalidation of the whole patent where a claim was found to be invalid was never a provision of
Canadian law, the author argued that the concluding words of subsection 51(3) [now subsection 48(4)]
appeared to be meaningless in Canada.
If we return to the quotation from the B.V.D. case, it would appear that this provision ensures that if a
patentee sues an infringer, the patentee can not rely on a disclaimer filed after the suit is underway to
effectively force the alleged infringer to defend himself twice over. This is consistent with the principles of
Equity — to be covered in more detail in chapter 9.01 — under which a person seeking a remedy must
seek that remedy without delay and without gaining any unfair benefit from such a remedy, lest further
injustices occur.

Insofar as the obligation of the Patent Office to record the disclaimer is concerned, any delay by the
patentee in filing a disclaimer is irrelevant; if the document is determined to be a proper disclaimer, then
the Commissioner has no discretion to refuse to record the disclaimer. However, after the recording of a
disclaimer in the Patent Office, an undue delay may be looked upon dimly by a court in an action involving
the patent. For an example of this, we return to Mr. Parr's paper:

8.07 + Page 109

(A-2016-01148) - Page: 157

Correction of Clerical Errors Under Section 8
For a competitor who is a potential infringer, however, a patentee's delay in disclaiming could have a
serious effect. The competitor may design his product so that it avoids infringement of narrow claims
but infringes the broad claims, which are known to be invalid. A disclaimer could have the effect of
revising the broad claims to validate them yet still catch the competitor. Since the disclaimer has a
retroactive effect; it is deemed to be part of the original specification, this could result in liability for
many years of damages, subject to the applicable limitation periods.
In view of this, if it could be shown that a patentee knew that his claims were invalid but deliberately
refrained for a long period of time from filing a disclaimer, a Court in its discretion may consider him
to be guilty of sufficiently reprehensible conduct as to disentitle him to costs or an injunction.
To reiterate, the Commissioner does not have the discretion to refuse to record a proper disclaimer, no
matter the delay in filing the disclaimer. Any repercussions of an undue delay by the patentee are left to
the discretion of the courts.
Right to Disclaim Passes to Legal Representatives Upon Death of Patentee or Assignee
Subsection 48.(5) provides that the legal representatives of the patentee or assignee would obtain the
right to disclaim in the event of the death of the patentee or assignee:
48.(5) In case of the death of an original patentee or of his having assigned the patent, a like right to
disclaim vests in his legal representatives, any of whom may exercise it.

Effect of Disclaimer
Subsection 48.(6) provides that the part of the invention that is not disclaimed is deemed to be valid for
such material as is not disclaimed and the disclaimant (the owner) can exercise his patent rights on the
part not disclaimed.
48.(6) A patent shall, after disclaimer as provided in this section, be deemed to be valid for such
material and substantial part of the invention, definitely distinguished from other parts
thereof claimed without right, as is not disclaimed and is truly the invention of the
disclaimant, and the disclaimant is entitled to maintain an action or suit in respect of that
part accordingly.

Procedures for Handling Disclaimers
As noted previously, disclaimers are not "examined" by the Patent Office. Disclaimers of whole claims are
automatically recorded. Documents which purport to be disclaimers of parts of claims are reviewed by the
Patent Administrative Policy Division within the Patent Branch to ensure that they are, in fact, disclaimers
as contemplated by section 48 of the Patent Act. A document that is found not to be a disclaimer because,
for example, the scope of the claim is more than a mere subtraction from the previous scope. The
patentee is sent a letter specifying that the document in question is not a disclaimer, and therefore can
not be recorded as such.

8.07 ♦ Page 110

(A-2016-01148) - Page: 158

Correction of Clerical Errors Under Section 8
Petitions for disclaimers (Form 2) are received and processed by the Examination Support unit. If found to
be within the meaning of section 48, the disclaimer is recorded, TechSource records are updated, and a
notice of the disclaimer is published in the C.P.O.R.

Reviewing Disclaimers of Parts of Claims

Following the Monsanto case, the Office took the position that it could "examine" disclaimers for parts of
claims and refuse those that went beyond being simple disclaimers of the protected subject matter, for
example, by broadening the effective scope of the claims, changing the purpose of the invention or adding
elements to the information that were not part of the original claims. This practice was rejected, however,
by the Federal Court and the Court of Appeal in Richards Packaging Inc. v. Canada (Attorney General),
2007 FC 11 - 59 C.P.R. (4th) 84 (2007), aff'd 2008 FCA 4 - 66 C.P.R. (4th) (2008).
The Richards Packaging dispute is based on the applicant's appeal from the Commissioner of Patents'
refusal to record a disclaimer on its patent 2,207,045, "Kit and process for the manufacture of a set of
individual pill containers".
The disclaimer concerned claim 15, which defined a set of individual pill containers as comprising four
features: a), b), c) and d). The applicant submitted that it disclaimed part of the claim's scope by filing a
new claim 15 in which part c) is more precise. However, the applicant also amended part d) in the filed
claim. The expression"hole" had been replaced with "engaging means". The Office therefore refused the
disclaimer on the grounds that it broadened one part of the claim beyond the original scope.
The applicant appealed this decision, and the Federal Court found in his favour. The Court ruled that the
Commissioner of Patents does not have the discretion to refuse to accept an application for a disclaimer as
long as the conditions required by the Patent Act have been met.
[28]
There is no inherent discretion granted to the Commissioner or an examiner to refuse
to accept the filing or recordal of the applicant's disclaimer. As already indicated, their powers flow
exclusively from statute or valid regulations adopted by the Governor in Council. The
Commissioner and the examiners have simply no authority under the Act and the Rules to make a
decision on the validity of a disclaimer filed by a patentee (Monsanto Appeal, above, at para. 3).
This is a power that therefore belongs to the courts and that may be exercised by them in the
context of an action or proceeding under the Act respecting the patent in issue. In this regard, a
judicial review proceeding under sections 18 and 18.1 of the Federal Courts Act, R.S.C. 1985, c. F7, is not the proper vehicle to obtain a judicial declaration as to the validity or invalidity of a
disclaimer filed by a patentee with the Patent Office. For example, the impugned decision asserts
that by changing "at least one hole" to "engaging means" in a section of claim 15 of the
disclaimer, the patent has been broadened to include subject matter other than a hole. However,
this issue must be left to a trial judge to decide with the assistance of experts. A case in point is a
decision of the Supreme Court of Canada, submitted by the applicant, that purportedly found that
a recess and a hole fulfill exactly identical functions (see Lightning Fastener Co. v. Colonial
Fastener Co. [1933] S.C.R. 377 at 379). It is not the function of this Court in the present judicial
review proceeding to make any final determination on this contested issue.
Consequently, disclaimers should be a formality for the CIPO, similar to the automatic registration of
documents such as assignments. Neither the examiners nor the authors of disclaimers can judge the
effect of a disclaimer; this remains a matter for the courts.
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The Court of Appeal affirmed this decision:
[9] Indeed, not only is there no mention of such power in the provision, the Act, and more
specifically section 48, as well as the Rules, provide no administrative and procedural framework
to properly and effectively allow a substantive consideration of the contents of a disclaimer. This is
in contrast with numerous other situations where an administrative structure is provided and
authority is given to the Commissioner or delegate to act: see for example section 35 (request for
examination), Rule 30 (procedural guarantees), section 65 and ff. (abuse of rights under patents).
[10] We believe that it is in vain that the appellant has tried to distinguish the earlier ruling of this
Court in the Monsanto case. Thirty-two years have elapsed since that decision and Parliament has
not seen fit to amend section 48 to include the power that this Court denied then and that the
appellant now claims.

After Richards Packaging
Richards Packaging could have appeared to close the door to examination of disclaimer registration, but it
is actually not the case, as later decisions have indicated. Richards Packaging did specify that the office
has no choice but to register a disclaimer which is in good "form and manner", but this is not limited to
filling out the form correctly, it includes other requirements such as not introducing inventive matter in the
claims. For example, in Shmuel Hershkovitz v. Tyco Safety products 2009 FC 256, the patentee filed a
disclaimer to limit a broad claim. The disclaimer was of the negative type (all except the following...), and
the court find it was substantive. Even if the disclaimer limited the monopoly of the claim, it introduced
new inventive feature by the newly claimed combination.
[83] While the additional elements introduced by the disclaimers may have the ultimate effect of
limiting the monopoly sought by the patentee, they nevertheless introduce new inventive features
in the particular combination of elements originally claimed by the patentee as inventive. While
the Court considers that such an amendment may be permissible in the context of a reissue
application, in view of its substantive character, it is not the type of procedural amendment that
can summarily be allowed to the patentee, without any examination by the CIPO, by the simple
filing of a disclaimer
Further, the patentee was unable to indicate the "mistake, accident or inadvertence" which led him to
register the disclaimer. The Court was not convinved that it was intended to correct a bona fia mistake,
rather that it was a patenting strategy. Thus, the disclaimer was considered invalid.

Review by Federal Court
Within 30 days of receipt of the decision, the patentee may, under section 18.1 of the Federal Courts Act,
seek judicial review by the Federal Court of a decision by the Commissioner refusing to record a document
purporting to be a disclaimer. After a review, the Court may, by a writ of mandamus, force the
Commissioner to record a disclaimer.
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Review Questions
1. In simple terms, what is a disclaimer?
2.

Who is entitled to disclaim?

3.

What is the time limit for requesting a disclaimer?

4.

What "parts" of a patent can be disclaimed?

5.

What discretion does the Commissioner have in recording a disclaimer? Briefly explain.

6.

What is the current Office practice with respect to a document sought to be recorded as a disclaimer?

7.

Under what conditions is a document which purports to disclaim part of a claim acceptable?

8.

Between reissue and disclaimer, how are they

(a) similar?
(b) different?
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Notes:
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8.08 - Correction of Clerical Errors Under Section 8
[This subject is also covered in chapter 23 of MOPOP]
[Flowcharts and work instructions for this subject are not yet available]

Introduction
As mentioned in the preceding chapters, there are four ways in which an imperfect, issued patent may be
amended, as follows:
re-examination;
reissue;
disclaimer; and
correction of clerical errors (section 8)

(ch. 8.05)
(ch. 8.06)
(ch. 8.07)
(ch. 8.08)

This chapter will deal with correction of clerical errors in patents and related documents.

Authority in the Patent Act
The relevant statutory provisions for dealing with correction of clerical errors related to patents is section 8
of the Patent Act:
8.

Clerical errors in any instrument of record in the Patent Office do not invalidate the
instrument, but they may be corrected under the authority of the Commissioner.

Section 8 is not limited to patents only (including the specifications and drawings), but allows for the
correction of clerical errors in any "instrument of record" in the Patent Office, including assignments,
petitions, appointment of agents or representatives, etc.
Rule 35 finds its authority in section 8, and provides that clerical errors in any document relating to an
application other than a specification, a drawing or a document effecting a transfer or a change of name,
which are due to the fact that something other than what was obviously intended was written, may be
corrected by the applicant.
The documents excluded from rule 35, indicated by the phrase, "other than . . .", are, as
previously noted, covered elsewhere in the Act :
-specifications and drawings in an application are covered by subsection 38.2(1); and
-documents effecting a transfer or a change of name are covered by section 8.

Section 8 Does Not Apply to Specifications of Patent Applications
Section 8 is not considered to be the authority for correcting clerical errors appearing in the specification
and drawings of patent applications, as these are specifically provided for elsewhere in the Act [ss.
38.2(1)]:
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38.2(1) Subject to subsections (2) and (3) and the regulations, the specification and drawings
furnished as part of an application for a patent in Canada may be amended before the
patent is issued.
In other words, before an application has issued to patent, any corrections (clerical or otherwise) to the
application should be made through the regular amendment procedures.
The rules relating to amendments of patent applications, which have subsection 38.2(1) as their authority,
are rules 31 to 34, but only rules 32 and 33 are pertinent to the subject of correction of clerical errors.
Rule 32(1) provides that, after a notice of allowance has been sent, amendment to correct a clerical
error in an application, the error being obvious on the face of the application, is permissible.
Rule 33 provides that no amendments to an application are permitted after payment of the final fee.
This means that after the final fee has been paid, the applicant must wait until the patent
issues, and then request correction (under the provisions of section 8, if the correction is
for a clerical error).

Definition of Clerical Error

In Bayer AG v. Commissioner of Patents, (1980), 53 C.P.R. (2d) 70 (F.C.T.D.), Mahoney J. defined clerical
error as follows:
I accept that a clerical error is an error that arises in the mechanical process of writing or
transcribing, and that its characteristic does not depend at all on its relative obviousness or the
relative gravity or triviality of its consequences.
We see from the above that, as regards section 8, a clerical error:
(a) is an error that arises in the mechanical process of writing or transcribing; or
(b) need not be an obvious error (unlike Rules 32(1) and 35): or
(c) may have trivial or grave consequences.

In Novopharm Ltd. v. Upjohn Co. (1983), 74 C.P.R. (2d) 228 (F.C.T.D.), Muldoon J. made the following
statement regarding clerical errors:
Such errors are not defined in the Act or Rules. On the plain meaning of the term Parliament must
have intended this expression to mean errors caused by a clerk or stenographer.
The most common section 8 requests are related to typographical errors.
It would appear that an error resulting from something other than the mechanical
transcribing in the strict sense, such as from the translation of a document, or the
document which alters its style or presentation, would not be considered a clerical
meaning of section 8. (This view may change in the future if courts decide to take
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clerical errors in view of modern document processing technology, such as "cut & paste" and "speech to
text" features.) However, it is not inconceivable that a clerical error could be made during the process of
translating or re-drafting a document. Therefore, it is important that each case be considered on its own
merits.

Discretion of the Commissioner
In the Bayer case, the judge also made the following comment regarding the discretion of the
Commissioner in matters relating to section 8:
Section 8 provides that "clerical errors . . . may be corrected by certificate under the authority of
the Commissioner". "May" is permissive; it is not directory nor mandatory. There is nothing in the
circumstances contemplated by s. 8 that would lead me to conclude that the respondent is obliged
to issue a certificate of correction once he determines that what is sought to be corrected is a
clerical error. It is in his discretion to do so.
Therefore, even where an error is accepted as being clerical in nature, the Commissioner still has
discretion to refuse or make the correction. The reasons why the Commissioner may use his discretionary
power to refuse to make a correction of an error, even though the error is determined to be clerical in
nature, are illustrated in the following sections.

Errors relating to the inherent duties and responsibilities of an agent involved in the
prosecution of patent applications
Scannex Technologies, LLC v. Canada (Attorney General), 2009 FC 1068. The applicant attempted to
substitute new drawings into an application (2,373,253) under Section 8 of the Patent Act. The
Commissioner refused to make the substitution, taking the position that "the type of error envisaged by
section 8 clearly imparts a mistake by a clerk or subordinate in the mechanical process of typewriting or
transcribing a document but does not extend to the inherent duties and responsibilities of an agent
involved in the prosecution of patent applications." According to the Commissioner, the submission of
correct figures is one of the "inherent duties and responsibilities" of an applicant, and the Commissioner
has no power to rectify a submission of incorrect figures. The Court agreed and the application for judicial
review of the decision was dismissed.

Corrections Having an Effect Beyond the Instrument of Record Itself May Not Be Recorded
Bristol-Meyers Squibb Co. v. Commissioner of Patents (1998), 82 C.P.R. (3d) 192 (F.C.A.) concerned an
appeal from a decision of the Trial Division, which failed to review a decision of the Commissioner not to
allow a section 8 correction because, even though it was the result of a clerical error, the correction would
have had the result of giving an earlier priority date to the claims. The court refused to overrule the
Commissioner, stating:

What the first part of Section 8 of the Act implies is that an instrument of record, which is
otherwise valid, does not become invalid by reason of a clerical error. It is the instrument of
record itself, and not the claim made within it, that is not invalidated by the clerical error. It is the
clerical error within the instrument, and not the instrument of record itself, which may be
corrected by the Commissioner . . . It was not a change so as to have effect on the instrument
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itself, such as an obvious error in a name due to a typing error. The correction requested had an
effect retroactive to the instrument itself. The commissioner did not invalidate the instrument
itself. She declined to make a correction, which she found to be a clerical one, on the basis that it
went beyond the instrument itself.
The judgment affirmed previous rulings that, in order for courts to interfere with the discretion of the
Commissioner, it must be shown that the Commissioner's decision was primarily based upon irrelevant
considerations. Clerical corrections to any instrument of record itself are allowable, but corrections which
go beyond the instrument itself, or have an effect retroactive to the instrument, are not.

Office Practice Regarding Addition and Correction of Priority Claims
In the Bristol-Meyers case, the Commissioner had given the following grounds for refusing to issue the
certificate of correction:
"It is accepted that in the present case the error is clerical in nature. However, an error whose
correction at the present time would pre-date a priority request by some six months for an application
filed in 1993 cannot be accepted for the following reasons:
— according to the Rules applicable at the time of filing [New Rule 142], the request for priority
had to be submitted within 6 months of the filing date;
— the application has been opened to public inspection based on the date of the priority request
and the accuracy and reliability of the information of the opened document is an essential part of
that procedure;
— following the opening of the patent application to public inspection, third parties may have
relied on the information appearing in the application and could be prejudiced by the addition of a
part to the priority claim.
In reaching this decision I have kept in mind the basic purpose of the procedures for claiming priority
as well as the basic purposes for establishing the procedures to open applications to the inspection of
the public."
In this particular case, the applicant was attempting to add an additional priority claim more than six
months after the filing date of the application.
Moreover, it would appear that even if the section 8 request had related to amending, rather than adding,
a priority date in the petition, the Commissioner still would have refused to record the correction in this
case, since the request for correction was submitted after the application was laid open for public
inspection, and third parties who may have relied on the information contained in the laid open application
could be prejudiced by a change made to the priority date.
From the above, it is apparent that the Office will record a correction in order to amend a priority date
when a section 8 request is received prior to the laid open date of the patent application. Insofar as a
request to add a priority date, then a section 8 request, in order to be recorded, must not only be received
prior to the laid open date; it must also be received no later than six months after the filing date of the
application.
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Clerical Error Must Appear in a Patent-Related Document on Record in Patent Office

In order to be considered for correction under section 8, an error must appear in a patent or instrument of
record in the Patent Office. While a specification including a sentence which omits a word or two may be
considered to be a clerical error within the meaning of section 8, an error resulting in the failure to submit
one or more entire pages of a specification to the Patent Office would not be corrected under section 8
since this is not the type of error contemplated by the section, i.e., an error arising in the mechanical
process of writing or transcribing.
As a further example of this principle, in Ce//tech Ltd. v. Commissioner of Patents, (1993) 46 C.P.R. (3d)
424 (F.C.T.D.), aff'd (1994) 55 C.P.R. (3d) 59, the error that Celltech wished to have corrected was the
error of failing to designate Canada during the international phase of a PCT-filed application, which error
resulted in there being no patent application in the Patent Office. The trial court ruled that section 8
applies only to instruments of record in the Patent Office, and an erroneous international application
could not be considered as such. Since there was no valid application — and no instrument of record — filed
in the Patent Office, section 8 of the Patent Act could not be invoked.
Finally, in P.E. Fusion, LLC v. Commissioner of Patents, (2004) FC 645, the error that the patentee wished
to have corrected under section 8 was the error of failing to pay a maintenance fee, and further failing to
reinstate the patent within the prescribed period. The trial court held that the original error, which was a
mistaken charge to the account of the previous owner of the patent rather than the present owner, could
not be viewed as a clerical error in an instrument of record in the Patent Office.

Section 8 Corrections Resulting From Patent Office Error

There is a fee for requesting a section 8 correction, as provided in Schedule II of the Patent Rules. This
fee is not refundable if a section 8 correction is refused. However, no fee is required when the correction
is necessitated by an error made by the Patent Office.

Procedures For Verifying Requests for Corrections Under Section 8

At is the case with disclaimers, examiners are not responsible for examining requests for correction of
clerical errors under section 8. These requests are handled by the Head of the Formalities unit. In clear
cases where it is apparent that something other than what was intended was written, e.g., typographical
errors, the correction is recorded. When the requested correction relates to a change in the specification,
abstract or drawing of a patent and the Head of the Formalities unit can not technically determine
whether the correction is one which may be corrected under section 8, the request is reviewed by the
Head of Documentation and Procedures, Patent Branch, who makes the final decision as to whether or not
the correction may be implemented.
Procedures Following Review of Section 8 Request
Acceptable section 8 corrections

If the correction requested is determined to be a correction of a clerical error that is correctable under
section 8, the Head of Formalities unit prepares an Office letter to the patentee, acknowledging that the
section 8 correction has been filed and recorded against the patent. The patentee is also sent a copy of
the Certificate of Correction.
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The Certificate of Correction is published in the C.P.O.R.
The TechSource records will be corrected accordingly, and in the case of a patent or other document
which may be available through sources other than the CPO, those sources will be supplied with corrected
documents.
Unacceptable section 8 corrections
If the correction requested is determined not to be a correction of a clerical error that is correctable under
section 8, the Head of Formalities unit informs the patentee of this determination in a Commissioner's
letter.
Review by Federal Court

The patentee may, under section 18.1 of the Federal Courts Act, seek judicial review by the Federal Court
of a decision by the Commissioner refusing to record a section 8 correction. The patentee must apply for
judicial review within 30 days of receipt of the decision.
However, as noted in the Bayer decision, section 8 provides that clerical errors "may" be corrected; this
gives the Commissioner discretion as to whether he will correct a clerical error. Therefore, it would appear
that although the Federal Court may, after review, return the matter to the Commissioner for further
consideration, generally the Court can not interfere with this discretion by forcing the Commissioner to
correct a clerical error with a writ of mandamus.
Summary

There are two important considerations in determining whether or not to record a correction under section
8:
a.

whether the error is a clerical error, as defined by the courts, which appears in a patent-related
document on record in the Office; and

b.

whether the recording of the error would unfairly prejudice third party rights.

If the error is determined to be clerical in nature, and it is further considered that third party rights would
not be unfairly affected by recording the correction, then the section 8 correction will be recorded against
the patent.
Review Questions

1. According to the decision in Bayer AG v. Commissioner of Patents, what is a clerical error?
2.

Which documents may be amended as a clerical error correction under section 8 of the Patent Act?

3.

What discretion does the Commissioner have with respect to requests for corrections under section 8?

4.

According to the decision in Bristol-Meyers Squibb v Commissioner of Patents, what type of correction
may not be entered under section 8?

5.

Under what conditions may the priority date on record for an application be amended under section 8?
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Summary of Canadian, United States and European Patent Office Practices
CIPO
Patentable
and nonpatentable
subject
matter

USPTO

EPO

- scientific theories and
mathematical methods are
not patentable

- Software is patentable

- Software is not patentable

-methods of medical treatment are patentable

-multicellular organisms
are not patentable

- diagnostic methods are not always patentable

-multicellular organisms are patentable

- scientific theories, mathematical methods, aesthetic
creations, representation of information solely by the
content of the information are not patentable
- schemes, rules and methods for performing mental
acts, playing games or doing business, computer
programs are not patentable.

-methods of medical
treatment are not
patentable

- representation of information solely by the content
of the information is not patentable
- cloning human beings, plant or animal varieties are
not patentable

-diagnostic methods may
be patentable

- methods of medical treatment and surgery are not
patentable
- diagnostic methods are patentable
- matter contrary to "ordre public" or morality are not
patentable
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Types of
patents

One type only

3 types:

- One type only

a) Utility patents : within these, there are Provisional
applications, regular applications, PCT applications
designating US, continuation applications,
Continuation-in-part applications and Divisionals.
b) Design patents: equivalent to Canadian Industrial
design
c) Plant patents: for asexually reproducing, non-tuber
propagated plants
Filing
system

First-to-file

-Changed to First-to-file In 2011 under the America
Invents Act, from First-to-invent

First-to-file

- will take effect for patent applications filed on or
after March 16, 2013
Grace Period
length and
subject

- one year grace period for
prior art rejection

- one year grace period for novelty rejection

-disclosure by applicant

- disclosure by anyone, not just the applicant or
persons connected to the applicant; therefore a
document not citable in US could be citable in
Canada
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8.09 - European Patent Office Practice
Historical Notes
The foundations for all further unification of patent systems were laid when the Paris Convention for the
Protection of Industrial Property of March 20, 1883 that came in effect in 1884. The basis of this
Convention was "each Member States must apply to nationals of other Member States the same treatment
as it gives to its own nationals". The Paris Convention itself has introduced an element of flexibility by
providing for "special agreements" to be concluded by Unionist States amongst themselves.
The first plan of a European patent starts back as early as 1949 by the French Senator Longchambon. The
second serious attempt was the Reiner plan of 1953. Other variations of these plans were submitted
without success, but the Strasbourg Convention of November 27, 1963 proved that it was possible to
"harmonize" national patent systems together.
Another important event has been the set-up in The Hague (Netherlands) with the agreement of June 6,
1947 by the Institut International des Brevets (JIB) (which can be translated as the International Patent
Institute) existing between France and the Benelux countries (Belgium, Netherlands and Luxembourg).
The prime task of this institute was to draw up documentary search reports on the state of the art
regarding patents to be granted in these states. In the accomplishment of this task, considerable
documentation has been built up by the Netherlands' Octrooiraad (Patent Office) in The Hague. This
impressive collection explains the further choice of The Hague as the Search Division for EPO. This was
part of the integration of JIB into the EPO.
The PCT has introduced the idea of dividing out the search from granting procedure as a solution to
reduce the duplication of effort both for applicants and national patent offices. This solution has been
retained in the European Patent Convention.
In 1962 a first draft of the European Convention was proposed, but discussion really resumed when the
French Government made proposition to its partners in 1968. One of the main reasons was upcoming
PCT. There was, back then, an assumption that Patent Offices which were going to act as "International
Searching Authorities" would have a clear advantage for industrial information. We have to keep in mind
that worldwide searches were not easy in the 60s with no electronic databases. This caused a rush to
become an ISA, because by grouping in EPO, smaller countries would have this advantage. Two drafts
were proposed in 1971 and 1972. The Convention was signed in October 1973, and came in effect on
October 7, 1977. The EPO officially opened in Munich on June 1, 1978.

Choosing One of the Patent Systems to Obtain a European Patent
Basis for the choice
The approach that can be adopted in choosing one of the available patent systems in order to obtain a
patent in one or more countries in Europe is now very different from the approach which would have been
used prior to 1978, when only the national patent systems were available. Both the European Patent
Convention and the Patent Cooperation Treaty came into effect in 1978.
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The alternative choices available
The alternatives open to an applicant who wishes to obtain a national patent in one or more selected
countries which are EPC Contracting States are as follows:
a.

File a national application in each selected EPC contracting country.

b.

File a single national application in any country in the world which has acceded to the Paris
Convention, followed by a national application in each selected EPC contracting country, claiming
priority from the first national application.

c.

File a single application at the EPO designating all the selected EPC contracting countries.

d.

File a single national application in any country in the world which has acceded to the Paris
Convention, followed by an application at the EPO claiming priority from the national application and
designating the selected EPC contracting countries (or the other selected countries if the national
application is filed in one of the selected countries).

e.

File a PCT application designating all the selected EPC contracting countries (EPO can be designated
as a whole in PCT). This application will develop into a Euro-PCT application.

f.

File a single national application in any country in the world which has acceded to the Paris
Convention, followed by a PCT application claiming priority from the national application and
designating all the selected EPC contracting countries (EPO can be designated as a whole in PCT).
The PCT application will develop into a Euro-PCT application.

The European Patent Convention
Countries which have acceded to the European Patent Convention
The European Patent Convention is a treaty open only to European and neighbouring countries. It is open
to countries both inside and outside the ECC since it has been set up by the Council of Europe and not the
Council of the European Economic Community. Fourteen countries originally signed the convention, listed
at the end of the European Patent Convention. Since then, the other countries who joined the ECC signed
the Convention, along with other countries not part of the ECC, such as Switzerland, Norway and Turkey.
The list of member states can be viewed at: http://www.epo.orgiabout-us/epoimember-states.html

Important Provisions and Procedures of the European Patent Convention
Summary of stages
The European Patent Convention has provisions parallel to those of Chapter I of the Patent Cooperation
Treaty for the filing and search of an application effective for certain designated countries and for the
publication of the application and search report, normally 18 months after the earliest priority date
claimed. The European Patent Convention provides for the application to be examined substantively, and
for a European patent to be granted. Examination of the European application must be requested, with
payment of an examination fee, within 6 months of the publication of the search report.
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Provisional Protection
While examination proceeds and, until the patent is granted, a European application confers provisional
protection in each designated EPC Contracting State from the date of publication (subject to language
requirements) provided that the designation of that State is not withdrawn and that the patent is
ultimately granted and not revoked (articles 67(1), (4), 68 EPC). The provisional protection in each
designated State is no less than that attached to the compulsory publication of unexamined national
applications in that State, and, in any event, from the date of publication of his European application, the
applicant can claim compensation reasonable in the circumstances from any person who has used the
invention in circumstances that would amount to an infringement of the patent under national law (article
67(2) EPC), (article 34(1) CPC).
Any Contracting State in which the language of the proceedings is not an official language can prescribe
that provisional protection will not be effective until such time as a translation of the claims in one of its
official languages, at the option of the applicant or, where the State has prescribed the use of one specific
official language, in that language,
(a) has been made available to the public in the manner prescribed by national law, or
(b) has been communicated to the person using the invention in that State. All the Contracting States and
extension States require a translation of the claims as a condition of provisional protection. This
applies equally to the extension States.
Opposition and revocation
A patent granted by the EPO can be opposed before the EPO within 9 months of the date of grant on the
grounds of lack of patentability, insufficiency of description, or introduction of new matter during
examination.
A patent obtained through the EPO for any individual EPC Contracting State can be attacked in respect of
that State, on the grounds prescribed in the European Patent Convention, in the national court or patent
office and be revoked in respect of that State, or amended if the national law permits amendment, instead
of complete revocation.
Term and renewal
The term of a European patent is 20 years reckoned from the date of filing, not from the priority date, so
the effect of basing a European application on an earlier national application will be to prolong the life of
the patent as measured from the priority date. After the grant of a European patent, annual renewal fees
are payable to each of the national patent offices in those of the designated Contracting States in which it
is desired to keep the European patent in force.

Effect of a European Patent
The granted European patent has the effect of a national patent in each of the designated EPC
Contracting States (articles 2, 64(1) EPC). Claims are the same in all designated states except for
differences due to translation, since they are subject to national language requirements.
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Extension of the protection to other states
The European Patent Organisation has concluded agreements on cooperation in the field of patents and
on extending the protection conferred by European patents (Extension Agreements) with a number of
states which are not party to the EPC. European applications (direct or Euro-PCT) and patents can be
extended to these countries where they will have the same effects as national applications and patents
and will enjoy substantially the same protection as patents granted by the EPO for the member states of
the European Patent Organisation. At present, extension to Albania, Latvia, Lithuania, Romania and
Slovenia may be requested; extension to other countries will be possible at a later date.
The extension system largely corresponds to the EPC system operating in the EPC Contracting States,
except that is based not on direct application of the EPC but solely on national law modelled on the EPC. It
is therefore subject to the national extension rules of the country concerned.

EPO Practice in View of the National Tradition
The EPO has set out to establish a practice which is a compromise between various traditions and does
not follow any existing national tradition. Many of the initial fears and worries as to the way in which it
would operate have not, in practice, materialized. The officials in charge of the development of the
examination procedure have attempted to avoid the worst features of some of the existing national
system. The ratification of or the accession to the European Patent Convention by the EPC Contracting
States has also resulted in changes in the national patent laws of these countries.

The Function of the EPO
The function of the EPO is to grant European patents having the effect of bundles of national patents in
the designated countries. Ultimately, when the Community Patent Convention comes into effect it will
grant Community patents as well.

The Departments and Directorates of the EPO
The various departments of the EPO for implementing the procedures of the European Patent Convention
are as follows:
• filing offices, at Munich, The Hague and Berlin
• the Receiving Section, at The Hague and Berlin
• the Search and Examination Divisions, at The Hague, Berlin and Munich
• the Opposition Divisions, at Munich
• the Legal Division, at Munich
• the Boards of Appeal, at Munich
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• the Enlarged Board of Appeal, at Munich and
• the Patent Administration Division, at Munich
These are all specified in articles 15 and 75 EPC and the duties of the departments are detailed in articles
16 to 25 EPC.
The Vienna office is respnsible for information management, such as the databses. Further, a "liaison
office" was opened in Bruxelles in 2004.

Processing of a European Patent Application
The processing of a European patent application is carried out in a number of distinct steps which are
summarized as follows:
a.

the application, designating one or more EPC Contracting States, is filed with a competent national
authority or the EPO (EPO filing office or EPC state national office);

b.

the application is transmitted to a Receiving Section of the EPO (Applicant can file an EPC state
national language, he must provides a translation in English, French or German within one month of
filing);

c.

the Receiving Section examines the application to determine if a date of filing can be accorded to the
application;

d.

the Receiving Section completes the examination on filing by checking that the filing and search fees
and, where relevant, a translation of the application, have been filed within the appropriate time limits
(within 16 months of filing, the applicant must identify the specific states in which he wants
protection);

e.

the formal examination of the application is undertaken by the Receiving Section;

f.

in parallel with the formal examination the Search Division draws up a search report a copy of which is
forwarded to the applicant; The European search report is drawn up on the basis of the claims with
due regard to the description and any drawings. It mentions those documents available to the EPO at
the time of drawing up the report which may be taken into consideration in assessing novelty and
inventive step. The European search report does not contain reasons not expresses any opinion
whatsoever as to the patentability of the invention covered by the application. Upon receipt of the
search report, the applicant can withdraw the application if he considers that there is little point in
taking it further. If he decides to pursue the patent grant procedure, he may amend the application to
take account of the results of the search. The examiner may ask the applicant to clarify their invention
at this stage. The Applicant may also be required to comment the search report. If the Search
Division considers that the European patent application does not comply with the requirement as to
unity of invention, it will draw up a European search report on those parts of the application which
relate to the invention first mentioned in the claims. It informs the applicant that if the search report is
to cover the other inventions a further search fee must be paid for each invention concerned within
the specified period;
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g.

the application and the search report are published by the EPO; Provisional protection begins; A
European patent application is published as soon as possible after the expiry of a period of eighteen
months period from the date of filing or from the earliest date of priority It may however be published
earlier upon request by the applicant. If the applicant has amended the claims between the date on
which he receives the European search report and the termination of the technical preparations for
publication, the amended claims will be published in addition to the original claims. The said
preparations are deemed to have been completed seven weeks before expiry of the eighteenth month
period following the date of filing or, if priority is claimed, following the date of priority. The European
patent application will not be published if it has been finally refused or withdrawn or deemed to be
withdrawn before the termination of the technical preparations for publication;

h.

on reception of a request from the applicant (to be filed by the applicant up to the end of a period of
six months after the date on which the European Patent Bulletin mentions the publication of the
European search report) , or, if the request has been filed before the search report has been
transmitted to the applicant, on confirmation by the applicant that he desires to proceed further with
the European patent application, the application is subjected to a substantive and, if necessary, a
formal examination by the Examining Division;

i.

provided that the requirements of the European Patent Convention are met, a European patent is
granted for the EPC Contracting States designated (the applicant has 3 months to file translation of
allowed claims in the other two official language);
the specification of the European patent is published by the EPO, in the language of the process with
the claims translated in the two other official languages; Any Contracting State may prescribe that, if
the European patent is not granted in one of its official languages, patent protection is contingent
upon the applicant filing a translation of the European patent specification in one of the official
languages or in a specific official language of that State. The Contracting States can also prescribe
that the applicant must pay the publication costs of the translation in whole or in part. Most careful
attention should be paid to compliance with these requirements, and especially to the time limits for
filing translations, in order not to endanger the effect of the European patent in those designated
States which require a translation to be filed;

k.

any person may give notice of opposition to the European patent granted; after examining the
opposition, the Opposition Division decides whether to reject the opposition, maintain the patent as
amended, or revoke the patent; and

I.

if the European patent is amended, the EPO publishes a new specification of the European patent
amended accordingly.

Search and Documentation
Search
Searches are mainly performed by the examiners in The Hague, Munich and Berlin. Some national offices
(Spain, Austria and Sweden) conduct searches mainly in specialized areas under contract (Vienna and
Stockholm). The symbols accompanying the first publication indicate:
Al: Application published with the search report
A2: Application published without the search report
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A3: Search report published alone
A4: Supplementary search report
The EPO carries out searches for its own purpose and for numeral national offices, third parties and
international searches. These activities for others represent substantially half of the search activities of the
EPO.
An applicant wishing to obtain European protection may also sound out his chances of success by filing a
national initial application and asking the EPO to draw up a search report either in accordance with
national law or, if no such provision is contained therein, by direct application to the EPO (in the form of a
"standard" search). The search report is in this case normally drawn up before the priority year expires, in
accordance with the same principles and on the basis of the same documentation as the European search;
it therefore offers the applicant the information he needs in order to decide whether committing
expenditure to the European procedure during the priority year following the filing of the national
application is worthwhile.
Documentation
The Office's espcenet database contained over 60 million patent documents from various countries.
The EPO's in-house classification system (ECLA) is an expanded form of the International Patent
Classification (IPC) and features a total of 135000 subclasses (IPC: 70000). These supplementary symbols
allow greater scope for adapting the collection to the state of the art, thereby improving the efficiency of
the system.

Examination Procedures
Every application for patents which is examined by the EPO is examined by an Examination Division
comprising three examiners from different European countries. The Division is made up of a Chairman
and two examiners, one of whom is designated to be the Primary Examiner for any specific application.
The primary examiner does the bulk of the examination and provides a written opinion to the other
Division members.
The processing of the application prior to a final decision is normally entrusted entirely to one technical
examiner, who issues the necessary communications and keeps in touch with the applicant, normally in
writing, but also by telephone and in informal discussions. However, if the applicant requests oral
proceedings or if they are held (in exceptional cases) on the initiative of the Office, they will take place
before the Examining Division. The final decision on the grant of the patent will also be taken by the
Examining Division.
Opinion of the primary examiner
The opinion should contain all information enabling the other Examining Division members to come to a
conclusion rapidly, without having to duplicate the work of the primary examiner, on whether the essential
requirements for grant of a patent are fulfilled. The primary examiner must therefore ask himself what
information he would need, were he the second examiner or chairman, in order to reach a decision
without undue delay.
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The primary examiner should put his arguments in favour of grant in such a way that they can be easily
checked. Normally this will require an indication of
a.

the closest prior art,

b.

the main differences over the closest prior art, and

c.

the reasons from which it appears that modifying the closest prior art to give rise to the subjectmatter claimed would not have been obvious even when the other prior art is taken into account.

The Decision of the Division at the end of the Examination Procedure
The work to be carried out by the Chairman and the second member before giving their opinion will vary
according to the complexity of the case and other factors such as the experience and competence of the
primary examiner. Assuming that the primary examiner reports that the case is straightforward, i.e.,
involves no special problems, then the participation of the other two members could, in appropriate cases,
be limited to the following:
The second member should make a formal check as to the correctness of the "Druckexemplar", which
is the copy of the specification and drawings, as amended, that will form the basis of the publication
of the patent specification. (This, although a tedious job, has proved to be important and can solve a
lot of problems later on).
The Chairman should assume the correctness of the primary examiner's report (e.g., as to the closest
prior art) and should merely check that the independent claims are prima facie acceptable.
If they are not in favour of grant they should normally discuss the matter with the primary examiner.
Where, however, no such discussion takes place or disagreement persists they should set out their
reasons clearly in the opinion.
All members of an Examination Division must sign off an application at the allowance stage but any
member may indicate his reservations on the file.
If the Examining Division considers that a European patent cannot be granted, it will refuse the
application. The decision is issued by the Examining Division as a whole and must contain the reasons for
refusal. These reasons may only be based on grounds in respect of which the applicant has had an
opportunity to put forward comments. The Examining Division first informs the applicant of the text in
which it intends to grant the European patent, requesting him to indicate his approval within a specified
period (currently set at four months) which may be extended once by two months provided the applicant
so requests before it expires. No reasons need be given for this request. Only when the applicant has
approved the text communicated to him, or the Examining Division has agreed to allow further
amendments, does the Examining Division set the applicant a non-extendible period of (currently) three
months within which to pay the fees for grant and printing and any claims fees due and to file a
translation of the claims intended to serve as the basis for grant, in the two EPO official languages other
than the language of the proceedings. A patent delivered at this step will bear the symbol "Bl".
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Patentability
Article 52 - Patentable inventions
a.

European patents shall be granted for any inventions which are susceptible of industrial application,
which are new and which involve an inventive step.

b.

The following in particular shall not be regarded as inventions within the meaning of paragraph 1
(1) discoveries, scientific theories and mathematical methods;
(2) aesthetic creations;
(3) schemes, rules and methods for performing mental acts, playing games or doing business, and
programs for computers;
(4) presentations of information.

Methods for treatment of the human or animal body by surgery or therapy and diagnostic methods
practised on the human or animal body shall not be regarded as inventions which are susceptible of
industrial application within the meaning of paragraph 1. This provision shall not apply to products, in
particular substances or compositions, for use in any of these methods.
Article 53 - Exceptions to patentability
European patents shall not be granted in respect of:
(a) inventions, the publication or exploitation of which would be contrary to "ordre public' or morality,
provided that the exploitation shall not be deemed to be so contrary merely because it is prohibited by
law or regulation in some or all of the Contracting States;
(b) plant or animal varieties or essentially biological processes for the production of plants or animals; this
provision does not apply to microbiological processes or the products thereof.
Article 54 - Novelty
(a) An invention shall be considered to be new if it does not form part of the state of the art.
(b) The state of the art shall be held to comprise everything made available to the public by means of a
written or oral description, by use, or in any other way, before the date of filing of the European
patent application.
Additionally, the content of European patent applications as filed, of which the dates of filing are prior to
the date referred to in paragraph 2 and which were published on or after that date, shall be considered as
comprised in the state of the art. These are for copending applications.
Article 55 - Non-prejudicial disclosures
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(1) For the application of Article 54 a disclosure of the invention shall not be taken into consideration if it
occurred no earlier than six months preceding the filing of the European patent application and if it
was due to, or in consequence of:
(a) an evident abuse in relation to the applicant or his legal predecessor, or
(b) the fact that the applicant or his legal predecessor has displayed the invention at an official, or
officially recognised, international exhibition falling within the terms of the Convention on
international exhibitions signed at Paris on 22 Nov. 1928 and last revised on 30 Nov. 1972.
In the case of paragraph 1 (b), paragraph 1 shall apply only if the applicant states, when filing the
European patent application, that the invention has been so displayed and files a supporting certificate
within the period and under the conditions laid down in the Implementing Regulations.
An invention is considered to be new if it does not form part of the state of the art. The definition of the
the state of the art is held to comprise
state of the art in the EPC amounts to absolute novelty,
everything made available to the public by means of a written or oral description, by use, or in any other
way, before the date of filing or priority date.
A collision between two European applications generally has limited effects. This is because the content
of the earlier application as disclosed is referred to for assessing novelty but is not considered in deciding
whether there has been an inventive step in the later application. The claims in the later application can
therefore usually be drafted in such a way that the contents of the earlier application do not constitute
relevant prior art.
Article 56 - Inventive step
An invention shall be considered as involving an inventive step if, having regard to the state of the art, it is
not obvious to a person skilled in the art. Copending documents are not considered in deciding whether
there has been an inventive step.
The Office is seeking to make a realistic and balanced assessment of the inventive step criterion.
Determining whether or not the invention involves an inventive step depends on the specific details of
each patent application and in particular the subject-matter of each claim. According to the circumstances,
various factors are taken into account, such as the unforeseen technical effect produced by a new
combination of known elements, selection of particular operating conditions within a known range, the
degree of difficulty the person skilled in the art must overcome when combining several known
documents, and secondary considerations such as the fact that the invention solves a long-standing
technical problem which there have been many attempts to solve.
Article 57 - Industrial application
An invention shall be considered as susceptible of industrial application if it can be made or used in any
kind of industry, including agriculture.
Article 82 - Unity of invention
The European patent application shall relate to one invention only or to a group of inventions so linked as
to form a single general inventive concept.
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Opposition
Within nine months from the publication of the mention of the grant of the European patent any person
may give notice to the EPO of opposition to this grant. However, a European patent cannot be opposed by
its own proprietor. Opposition can only be filed on the grounds that:
a.

the subject-matter of the patent is not patentable within the terms of Article 52 to 57 (definition of
invention, novelty, inventive step)

b.

the European patent does not disclose the invention in a manner sufficiently clear and complete for it
to be carried out by a person skilled in the art

c.

the subject-matter of the European patent extends beyond the content of the application as filed

d.

the notice of opposition must be filed in a written reasoned statement within the time allowed.

The EPO examines the opposition in two phases. It is first examined for admissibility, mostly for
deficiencies in the notice of opposition and to supply the relevant documents. At the end of this period,
the proprietor of the patent is invited to file his observations and to file amendments, where appropriate,
within a usual period of four months. Then, the EPO proceeds with the substantive examination of the
opposition. This proceeding at the Opposition Division is quite similar to our Patent Appeal Board, where a
patent can be maintained, revoked or amended. During the proceedings, oral proceedings can be
requested by one of the party or of the EPO's own motion. If the decision of the Opposition Board has
become final, the proprietor of the patent is requested to pay (within three months), the fee for the
printing of a new specification of the European patent and to file a translation of any amended claims in
the two official languages other than the language of the proceeding. This type of procedure usually
affects over 5% of the Patent granted, and results of these oppositions are generally: a third of the
patents are revoked; a third of the oppositions are rejected; a third of the patents are maintained in
amended form, and will marked with the symbol "B2".
Appeals
An appeal shall lie from decisions of the Receiving Section, Examining Divisions, Opposition Divisions and
the Legal Division. It shall have suspensive effect. This means that decisions may not yet become final
and their effects are suspended.
The Boards of Appeal deals with appeals at the second and final instance. The members of the Boards are
independent. In their decisions they are not bound by any instructions and must comply only with the
provisions of the European Patent Convention. The procedure of the Boards of Appeal is regulated in their
Rules of Procedure.
The Technical Boards of Appeal are responsible for appeals from decisions concerning the refusal of a
European patent application or the grant of a European patent and from decisions of an Opposition
Division.
The Technical Boards of Appeal generally consist of three members (two technically qualified members
and one legally qualified member). The number of members is increased to five (three technically qualified
members and two legally qualified members) when the first instance has been supplemented by a legally
qualified member or when the Board considers that the nature of the appeal so requires. In other cases,
when technically qualified and legally qualified members are not expected to sit at the same time, the
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Board of Appeal consists of three legally qualified members. A Legal Board of Appeal deals with such
procedures.
The Enlarged Board of Appeal is referred to in its capacity as the body responsible for ensuring uniform
application of the law or if an important point of law arises. The Board of Appeal may, during proceedings
on a case and either of its own motion or following a request from a party to the appeal, refer any
question to the Enlarged Board of Appeal if it considers that a decision is required for the above purposes.
The decision of the Enlarged Board of Appeal is binding on the Board of Appeal in respect of the appeal in
question. The President of the European Patent Office may refer a point of law to the Enlarged Board of
Appeal where two Boards of Appeal have given different decisions on that question.
When the Board decides on the appeal, it may either exercise any power within the competence of the
department which was responsible for the decision appealed or remit the case to that department for
further prosecution. In the latter case, that department is bound by the ratio decidendi of the Board of
Appeal, insofar as the facts are the same.

The Patent Office's Relationship with the EPO
Until July 26, 2004, the EPO served as the Patent Cooperation Treaty (PCT) Search Authority and
Examination Authority for Canadian applicants since Canada joined the PCT in 1990. EPO was the only
International Authority offering French and English services.

Review Questions
1. What are the grounds on which a third party may oppose the grant of a European patent.
2.

What are the differences between European and Canadian practice with respect to non-patentable
subject matter (exceptions to patentability) ?

3.

What are the differences between European and Canadian practice with respect to the grace period
for disclosure of the invention stemming from the applicant?
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Appendix H: EPO documents standard codes

ST. 16
Code

Al

REFERENCES TO PATENT
LAW

PUBLICATION DETAILS

APPLICATION PUBLISHED WITH SEARCH REPORT
-Published in accordance
with the European Patent
Convention of October 5,
1973, Art. 93.

A2

-First level of publication
-Published in multiple copies
-Published from 1978
-Main numbering series
common to other kinds of
documents is used

-First level of publication
-Published in multiple copies
-Published from 1978
-Main numbering series
common to other kinds of
documents is used

Drawn up in accordance with
the European Patent
Convention of October 5,
1973, Art.157

-First level of publication
-Not published in multiple
copies but open to public
inspection and copies
available on request.

PATENT SPECIFICATION
-Published in accordance
with the European Patent
Convention of October 5,
1973, Art. 98

B2

-First level of publication
-Published in multiple copies
-Main numbering series
common to other kinds of
documents used.

SUPPLEMENTARY SEARCH REPORT
-

B1

-Used on printed
documents and in
machine-readable
records from 1978

SEARCH REPORT
-Separate publication of
search report (to the
application coded A9)

A4

-Used on printed
documents and in
machine-readable
records from 1978

APPLICATION PUBLISHED WITHOUT SEARCH REPORT
-Published in accordance
with the European Patent
Convention of October 5,
1973, Art. 93

A3

APPLICATION OF CODE

-Second level of publication
-Published in multiple copies
-Published from 1979
-Main numbering series
common to other kinds of
documents is used

-Used on printed
documents and in
machine-readable
records from 1978

-Third level of publication
-Published in multiple copies
-Published from 1981
-Main numbering series
common to other kinds of
documents is used.

-Used on printed
documents and in
machine-readable
records from 1978.

NEW PATENT SPECIFICATION
-Amended specification
-Published in accordance
with the European Patent
Convention of October 5,
1973, Art. 103

Note: The kind of document code "AO" may be encountered in computer databases, and is used to identify the
bibliographic details of patent applications filed, as announced in the Gazette published by this office.
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Notes:
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8.10 - United States Patent Practice
"The Congress shall have the power . . . to promote the progress of Science and useful arts, by securing
for limited terms to authors and inventors the exclusive right to their respective writings and discoveries."
U.S. Constitution, article I, section 8, clause 8

Introduction
The first Canadian Patent Act of 1869 was nearly an identical copy of the United States Patent Act of
1836. Later amendments, however, were more a reflection of British practice, and the tendency of the
Canadian courts in early patent cases to rely on British case law added further distinctiveness to Canadian
patent practice. Nevertheless, the United States and Canadian patent systems remained similar in many
respects until 1989, when the Canadian Patent Act was profoundly reformed, changing Canada's patent
system from a "first-to-invent" to a "first -to-file" system.
The first United States Patent Act came into force in 1790 as part of the original Constitution. This Act was
amended extensively in the latter half of the 19th century, particularly in 1861. The present Act had its last
significant amendment in 1952, although it appears that further fundamental changes may be imminent.
As will be discussed later in this chapter, a bill to amend the Patent Act was introduced into the House of
Representatives in June, 2005, but did not come into force. A similar but modified Patent Reform Act was
later proposed in 2007, and again in 2009, but is still under debate in 2010.
The United States Patent and Trademark Office (USPTO), is part of the "Trilateral" group of patent offices
— comprising the USPTO, the European Patent Office (EPO), and the Japan Patent Office (JPO) — which is
working towards the goal of harmonizing patent laws and granting procedures worldwide.
The purpose of this chapter is to present an overview of patent practice in the United States, to describe
some of the differences between United States and Canadian practice, and to consider how United States
practice with respect to a U.S. application or patent may have an impact on the prosecution of the
corresponding Canadian application.

The Definition of Invention
The definition of invention in the U.S. Patent Act is very similar to that of Canada, except that it sets forth
only four categories of invention: process; machine; manufacture and composition of matter. "Art" is not
explicitly recited as a patentable category. However, the term "process" is defined as process, art or
method, and includes a new use of a known process, machine, manufacture, composition of matter, or
materia►.
Further, "invention" is set out as meaning invention or discovery, stating explicitly what is provided in
Canada by the jurisprudence.

Types of U.S. Patents
In Canada, there is only one type of patent. In the United States, there are basically three types of
patents: utility patents, design patents, and plant patents.
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Utility Patents
What is called a patent in Canada is known as a utility patent in the United States. In its requirement of
utility, a utility patent is distinguished from a design patent, which relates to the aesthetic appeal of an
article of manufacture.
There are six types of applications for utility patents: provisional, regular, PCT designating the U.S.,
continuation, continuation-in-part, and divisional applications.
Provisional applications
As of June 8, 1995, inventors may file a provisional application that will allow them to obtain an early filing
date with fewer formalities requirements and at a lower cost than filing a regular application for a utility
patent. A provisional application may be filed where the inventor wishes to file as early as possible,
perhaps because of an impending public disclosure, but the inventor does not have the time or money to
prepare and file a regular application. The provisional application is not examined; it is simply retained in
confidence and is automatically abandoned 12 months after filing. Before the provisional application
expires, the applicant must file a regular application in order to obtain a patent.
The claims of a regular application that claim priority on a provisional application must find support in the
provisional application, i.e., new matter that can not be reasonably inferred from the provisional
application is given the later date of the regular application.
However, a provisional application need not be in the proper form of a regular application. It requires only
a written description of the invention, any drawings (which may be informal) needed to understand the
invention, a cover sheet specifying it is a provisional and containing bibliographic information such as the
inventor's name, and the filing fee. Neither claims nor formal drawings are necessary.
Another important feature of the provisional application is that the patent term does not start from the
filing date of the provisional application; it starts from the filing date of the subsequently filed regular
application. Therefore, by filing a provisional application, the inventor may effectively extend the patent
term by one year.
Finally, provisional applications can not claim priority on a previously filed U.S. or foreign application.
Regular applications
A regular application is a standard U.S. national application. The filing requirements for a regular
application will be covered later in this chapter.
PCT applications designating the U.S. ( "371 " application)
A PCT application entering into the national phase is considered equivalent to a U.S. national application.
Continuation applications
•

U.S. regular application claiming priority of an earlier filed (copending) U.S. application
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Has identical subject matter as earlier application.
Why file?

As a response to a final official action / to buy more time for responding to an office
action. For example, an applicant is given a 6 month period to respond to an office
action, and applicant can't make the deadline, he can file a continuation and abandon
the original.

Continuation-in-part (C-I-P) applications
Claims priority of an earlier filed (copending) U.S. regular app. Has new matter over earlier
application (the "parent" application).
Why file?

Applicant needs or wants the new matter.

Effect?

Claims fully supported by earlier application get earlier filing date, otherwise get C-I-P
filing date.

Canadian Equivalent: Internal priority, except that in Canada there is a one year time limit to file a
subsequent application that claims priority on an earlier filed Canadian application.
Divisional Applications

•

Contains less than all the matter of an earlier application but no new matter.

•

Why file?

To patent material restricted out of the earlier application.

Design Patents
Design patents are the U.S. equivalent of a Canadian Industrial Design, which provide exclusive rights to
the shape, configuration, pattern or ornament applied to an article of manufacture. A design patent
application has attributes of other patent applications in the U.S. In Canada, an Industrial Design is not
considered as a type of patent.

Plant Patents
A plant patent can be obtained for asexually reproducing, non-tuber propagated plants. The subject
matter of a plant patent includes roots, cuttings, budding, grafting, spores and mutations, but does not
include potatoes, which are tubers. The term of protection is 20 years.
There is no equivalent to the plant patent in Canada.
Sexually produced plant varieties are regulated by the Plant Variety Protection Act (PVPA), which is
administered by the U.S. Department of Agriculture. In order to be protected by the PVPA — with the
exclusive right to control production and marketing for 18 years — a variety must meet the criteria of
distinctness, uniformity and stability.
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This is similar to the protection offered by the Plant Breeders Protection Act, which is administered by the
Canadian Food Inspection Agency, except that in Canada, the protection applies to plant species, with no
distinction as to reproductive system.

Filing a Regular Patent Application
Applications must be filed in the name of the inventor
However, assignees may file an assignment during the pendency of the application and will gain
certain rights to control the prosecution of the application
Declaration/Power of Attorney
Inventor declares he is truly an inventor.
Has read and understood the contents of the application.
Claims foreign or U.S. priority.
Provides name, address, citizenship.
Acknowledges duty of disclosure.
Information Disclosure Statement (IDS)
Inventor and all other persons connected with the preparation and prosecution of the application are
under a duty to disclose to patent office all information, materials, prior art of which they are aware
which is material to the prosecution of the application. Information is material where there is a
substantial likelihood that an Examiner would have considered it important in deciding the
patentability of the application.
Where the applicant has with intent to deceive failed to disclose material information, the patent as a
whole will be held to be unenforceable. (A drastic remedy.)
NO obligation on anyone to do a search.
NO need to inform the examiner of anything which he is already aware or anything which is merely
cumulative of things the examiner already knows.
NO need to state why or whether applicant believes the information to be relevant.
If inventor fails to provide disclosure without intention to deceive, patent must be reexamined. If it is
done with intent to deceive, there is no remedy.

Publication of Applications: Recent Changes in the USPTO
In 2000, the U.S. Patent Act was amended to provide for publication of pending patent applications 18
months from the priority date.
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The provisions relating to publication of applications and provisional rights apply to applications filed on or
after May 29, 2000.
The changes provide for publication of all pending utility applications 18 months from the priority date,
unless the applicant:
a. requests that the application not be published; and
b. certifies that it has not been, and will not be, the subject of an application filed in another country.
An applicant may also request publication before 18 months.
This provides the applicant the opportunity to initiate provisional rights (when a U.S. patent issues, the
patentee will be entitled to reasonable royalty if others make, use, sell or import the invention during the
period between publication of the application and issuance of the patent) at the earliest moment.
This change also provides a prior art effect for published patent applications, i.e., the application may be
cited as a reference against another application.
It further provides that a new § 102(e) date is created upon the publication in English of an international
application designating the United States.

Foreign Prosecution
Examiners usually consult foreign prosecution of applications corresponding to the Canadian application
they are examining. One can easily determine if the corresponding United States application became a
patent, and compare the scope of the issued claims with those currently under revision in Canada. Even if
claims of same scope are often a good indication of patentability, they could be misleading because of
differences in practice.

PAIR
PAIR is the Patent Application Information Retrieval. Anyone can access the public PAIR and consult the
prosecution of most of recent USPTO patent applications. This is accessed under Image File Wrapper
(IFW)
When looking at IFW, Canadian examiners are often surprised by the frequency of final rejections. One
must be aware they are not the equivalent of Canadian Final Actions, more options are available to the
Applicant. Thus a final rejection by the USPTO examiner will not automatically means a Final Action in
Canada.
Information Disclosure Statement
Applicants are required to provide an Information Disclosure Statement (IDS) upon filing. This document
list the various prior art documents the applicant is aware of and could be useful to the examiner. The
number can vary from a few to hundreds, and from basic background textbook to citable prior art
document.
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Issued patent cover page
On the cover of United States patents, reference documents are listed. In most cases, some documents
are identified by a star (*), indicating "cited by the examiner". One must be aware that the list is created
based on the IDS submitted by the applicant, and the "cited documents" are the further documents found
by the examiner during his search. Therefore, some documents cited by the examiner might not be
relevant for anticipation and obviousness (equivalent to a "A" document in an International Search
Report), and some relevant prior art documents might not be identified by the star, if they were provided
by the Applicant with is IDS.

Important differences between USPTO and CIPO

Patentable Subject Matter
The patentable subject matter is generally the same, with a few notable exceptions, i.e.,
• Software is Patentable (Diamond, Gottchalk)
• Multicellular organisms are patentable (Chakabarty)
• Methods of medical treatment are patentable.

Claim Construction

Means statement
Whereas in Canada a means statement in a claim is construed using purposive construction to give the
term its broadest reasonable meaning, in the United States the courts construe such a means statement
occurring in a claim by limiting it to the corresponding structure, materials or acts described in the
specification, and obvious equivalents thereof.
Therefore, a means claim in a Canadian patent will very often provide broader protection in Canada than
the identically worded claim in a U.S. patent provides in the United States. Examiners must consider this
fact when an applicant amends a claim to correspond to the claims allowed in the United States, and the
claim contains means statements. It is very possible that prior art may be relevant to the claim as broadly
interpreted, even though the same prior art was not relevant to the identically worded claim in the U.S.
application.

File wrapper estoppel
In the United States, during patent litigation the courts may look to the prosecution history of an
application — known as the file wrapper — before the USPTO or any foreign patent office in order to
construe the claims of a patent. As a result, in amending applications some applicants prefer to write very
terse responses to an examiner's objections, in order to avoid a possible restriction of the scope of their
claims by a United States court.
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Further, if the Applicant indicate in a letter during the prosecution that a term has a specific meaning, he
is bound to this meaning for the life of the patent. This doctrine does not apply in Canada: even if the
agent indicate in a letter that a term has a specific meaning, for example to prevent novelty or
obviousness rejection, this limitation is of no value before the courts, the claims have the broadest scope
as would be determined by the person skilled in the art. Canadian examiners should always required that
such limitation argued by the applicant be clearly defined in their specification.

Unity of invention and double-patenting
The United States requirements are different than the Canadian. They are more strict in some instances,
requiring division of an application that is acceptable in Canada, while other times accepting the same
subject matter in different patent applications, e.g. continuation-in-part applications.
Disclaimer of terms
The USPTO requires that filing of continuation or continuation-in-part applications, which may claim the
same subject matter, do not extend the scope of the monopoly. Thus, when a later patent claims the
subject matter of an earlier, the applicant must use a disclaimer of terms, i.e. the validity of the later
patent is limited to the expiry date of the earlier one.

Novelty
The general requirement for novelty in the United States (referred to article 102), is that the invention was
not known or used by others in USA before date of invention, or described in printed publication before
date of invention. Note that if the claimed invention was known or used outside of the United States and
not disclosed in a printed document, it does not constitute evidence of anticipation.
Further, the description of the invention in a United States patent application filed prior to the application
is also novelty destroying. This is equivalent to Canadian articles 28.2(1)(c) and 28.2(1)(d).

Grace period
In the United States, there exist a one year grace period for novelty rejection, but it extends to include a
disclosure by anyone, not only the applicant or persons connected to the applicant. Thus, it may be that a
patent document listed as a reference on the cover page of a United States patent may not have been
citable against the application, whereas in Canada, that reference could be applicable.

Interference proceedings
Until the Patent Reform Act becomes under force, the United States systems will remain a first-to-invent
system rather than a first-to-file. Consequently, someone who filed an application later than is competitor
could still be awarded a patent if the interference proceedings, determination of the date of invention of
two co-pending applications, prove that he was the first to invent. The equivalent application would not
be allowable in Canada, because the prior document could be cited for anticipation under first-to-file. In
interference proceedings, the first party to conceive the invention and to reduce it to practice is deemed
to be "the first to invent".
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Conception - In traditional U.S. interference practice, an invention is "conceived" when the inventor has in
mind a complete idea of the invention. However, to be a legally sufficient conception, the idea must reflect
a complete and operative invention. The inventor must have in mind how to make or practice the
invention so that the only thing left to do is the physical making of the invention. To show conception, the
inventor need not have thought of all possible embodiments, Just one embodiment is sufficient to prove
conception.
Reduction To Practice - After conception, the inventor must have reduced the invention to practice. The
inventor may do this in two ways:
a.

by actually reducing the invention to practice by making the invention work, i.e., physically making a
working model, or

b.

by constructively reducing it to practice, i.e., by filing a patent application.

Asserting an early invention by first invention rather than first application is not used frequently. Firstly, it
is only necessary when there is the situation of two or more inventors seeking to patent the same
invention. Secondly, the interference procedure (including lawyer's fees) can be very expensive. Thirdly,
the earlier invention date must be established by objective evidence; those who want to establish an early
invention date must keep a good record of inventive activities (laboratory notebooks, internal memoranda,
correspondence, production and sales data, and other records).
The rationale for the current first-to-invent system is that it serves to protect the small individual inventor
who is unable to rush to the Patent Office to get a patent.
A common criticism of the present system, aside from the fact that it is not in line with the rest of the
world, is that interference proceedings are so expensive, and the documentation requirements for
substantiating the dates of conception and reduction to practice are so onerous, that it is the large
corporations, and not the private inventor, who are favoured.
On the other hand, supporters of the first-to-invent system argue that the rush to file early will negatively
impact the quality of specifications.

Obviousness
Canadian practice in this respect differs substantially from United States' practice in several aspects.
"Suggestion test"
Further, whereas in Canada secondary indicators of inventive ingenuity such as commercial success
generally come into play only in borderline cases, and examination in the Patent Office focuses on the
technical aspects of an alleged invention, the approach taken in the United States is different. Since the
decision in Simmons Fastener v. Illinois Tool Works, 739 F.2d 1573, 1576 (Fed. Cir. 1984), no distinction is
made between primary and secondary indicators of invention; that is, all factors — including technical
considerations, commercial success, long left want, etc. — are considered collectively. And the USPTO,
which must take its direction from the courts, has followed the same practice, despite the fact that the ex
parte nature of patent examination does not place the examiner in the best position to adequately assess
the non-technical, secondary indicators of invention. It has been suggested (see statement of Cecil D.
Quillen, Jr., March 19, 2002, from the FTC/DOJ Hearings on Competition and Intellectual Property Law in
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the Knowledge-Based Economy) that this approach has effectively lowered the standard for patentability
in the United States.
Further, all documents usable for determining novelty can be used to determine obviousness. Therefore,
co-pending US patent applications can be used by USPTO examiners to argue obviousness of an
application, whereas the Canadian examiner can only use these documents for anticipation purpose.

Continuation-In-Part Applications, priority claim and New Matter
In the United States, it is permissible for an applicant to file new matter in a continuation-in-part
application. To a limited degree, this is possible in Canada under the provisions of "Internal Priority",
where an applicant may file a first application, then later file a separate application within one year
containing the same matter plus additional matter. However, new matter may not be added by
amendment to an application unless that matter can be reasonably inferred from the originally-filed
specification and drawings.
Examiners should take notice when the Canadian application corresponds to a United States patent that
issued from a C-I-P application, as it is possible that new matter was introduced in the U.S. application.
Unless that new matter was included in the Canadian application on filing, or can be reasonably inferred
therefrom, it is not permissible to add the matter to the Canadian application.
The following is the text of an Office memo disseminated to examiners in February, 1999. Its purpose was
to instruct examiners on the ramifications of certain aspects of United States practice on the priority dates
of Canadian patent applications:
NOTES ON PRIORITY DATE
The object of this note is to clarify the basic concepts regarding claiming convention priority by looking at
four different scenarios, as follows:
i

Applicant A files a regular application in the U S. and two years later files a continuation of the
original. Twelve months later A files in Canada claiming convention priority based on the US
continuation application.
It is not possible to obtain a valid priority date in Canada in the above situation. The continuation
application, by definition, is identical to the first filed application, therefore, the Canadian
application was not filed within the twelve month period from the date of the earliest application.

ii

Applicant B files a regular application in the U S. and two years later files a continuation-in-part
based on the original. Twelve months later B files in Canada claiming convention priority based on
the U.S. c-i-p application.
It is possible to validly obtain convention priority and therefore a claim date on that material
which is in the c-i-p application and not found in the original U.S. application, i.e., the extra
material in the c-i-p. An Examiner would have to obtain certified copies of both the original and ci-p applications in order to verify what the extra material is if the situation arose during
examination.
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Applicant C files a provisional application in the U. S. and twelve months later files the regular U.S.
application based on the provisional. Twelve months later C files in Canada claiming convention
priority based on the regular US. application.
It is possible to validly obtain a claim date to that material that appears in the regular application
and is not present in the provisional application, i.e., any extra material not in the provisional.
Canada considers the provisional application to be equivalent to a "previously regularly filed"
application which could form the basis of a valid priority application. Therefore, no claim date
would flow from the material exclusively in the provisional since the Canadian application was not
filed within twelve months of the earliest filed application. This scenario is a combination of the
above two.

iv

Applicant 0 files a regular application in the US and in the ensuing twelve months the application
is withdrawn, abandoned or rejected. Within the twelve month period D files an application in
Canada claiming convention priority based on the U.S. application.
It is possible to obtain a valid priority date in Canada because priority flows from the U.S.
application regardless of the subsequent fate of this first filed application.
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Review Questions
1. What is a provisional application?
2.

What is the difference between a continuation application and a continuation-in-part application?

3. Are United States applications currently published 18 months after the priority date? Explain.
4.

What are the differences between United States and Canadian practice with respect to non-patentable
subject matter (exceptions to patentability)?

5.

What is the difference between United States and Canadian practice with respect to construction of
means statements in claims?

6.

What is the difference between United States and Canadian practice with respect to the grace period?

7. In examining an application, it is noted that the corresponding United States patent issued from a
continuation-in-part application. What must an examiner look for in this situation?
8.

What is file wrapper estoppel? How may this United States practice affect the way that an application
is prosecuted before the Patent Office in Canada?
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Notes:
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8.11 - Classification: advanced topics
Introduction
The first part of this chapter will be devoted to the patent classification systems that CIPO's patent
examiners and patent classification examiners (PCE) are likely to use, that is, patent classification systems
with well-documented classification rules, that provide access to Canadian patent documents, or that
provide access to a large collection of documents.
The classification systems that will be covered in this chapter are:
1) Cooperative Patent Classification (CPC)
2) European Classification (ECLA)
3) United-States Patent Classification (USPC)
4) Japanese FI and F-Term Classifications
5) Canadian Patent Classification (tCPC): note the addition of the symbol "t" to distinguish it from the
new Cooperative Patent Classification, abbreviated as CPC)
At the end of the chapter, you will find a brief description of several activities involving the PCE. These
special projects add some diversity to the daily classification work and are occasions to discover other
aspects of the classification (e.g. creation of new scheme, foreign practice and legislation, popularization,
learning new art). Such activities are:
1)
2)
3)
4)
5)

Participation in WIPO definition, revision and maintenance projects
Reclassification of expired IPC symbols
Reclassification of patent documents bearing only tCPC symbols
Economic activity survey through technology specific IPC
Classification service for clients of the public and for examiners

Relevance to examination
Since 2004, as a member of the Patent Cooperation Treaty (PCT), CIPO has become an International
Search Autority (ISA) and, a year later, an International Preliminary Examining Authority (IPEA). Most
international patent applications filed at CIPO are subjected to an international search. The objective of
the international search is to discover relevant prior art for the purpose of assessing novelty and inventive
step. The international standards are prescribed in the PCT for the minimum documentation to be
consulted (1). It means that patent examiners must have access to patent documents from many foreign
countries, such as Austria, Australia, Germany, Japan, USA, United Kingdom, Russia and many others.
Foreign-language patent documents are more straightforwardly retrieved by a classification search, the
most common system being the International Patent Classification (IPC; for more details, see Basic
Training Manual, chapter 3.04). Search engines, such as Epoque or TotalPatent, allow searches to be done
using IPC symbols, but often IPC is not the document's original classification. The IPC is often considered
insufficient by the major patent offices to meet their needs of more subdivisions, flexibility, fast
implementation and new technologies accommodations. There are many patent classification systems in
use around the world, with most of them conceived by patent offices in order to manage their own patent
collections, but some developed by commercial providers in view of the demand for value-added search
tools in relation with some topics.
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Many major patent offices, such as EPO, USPTO and JPO, long after the signing of the Strasbourg
Agreement, have kept their own patent classification system as their main system. Thus, under certain
circumstances or in a particular art, it may be useful for examiners to be able to search an invention using
the original classification symbols knowing that the concordance between two systems is not always
reliable and that detailed information provided by the original system may be lost when transferred to IPC.
This is similar to reading a book in a translated version or watching a dub movie, it may not be as
accurate and polished as the original version.
As opposed to other countries, CIPO has adopted the IPC as its only classification system. However, there
are still old Canadian patent documents bearing only the Canadian Patent Classification (tCPC) symbols.
Thus, it could be useful for examiners working with particular subject matter to understand the main
characteristics of the tCPC, as it is still searchable using the Intellect application.
For those reasons, it could be beneficial to do a classification search using other classification systems.
Furthermore, as part of the new Vancouver Group Office (VGO), CIPO will support ongoing examiner
interaction that enhances mutual understanding, seek to minimise variability and promote greater
confidence in each other's work. In particular, CIPO agrees that it would be useful for a periodic
independent quality review of each other's work by the VGOs (2). One particularly good way of
communicating a search stratgy is to list classification schemes, subgroups or subclasses searched.

References

1) Canadian Patent Office. MOPOP. Chapter 22 Patent Cooperation Treaty (PCT).
2) Document concerning the "Vancouver Group Office" available at
http://vvvvw.wipoint/export/sites/www/meetinqs/en/2009/sym ip auth/pdflphilipp noonan a.pdf
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Major patent classification systems
A summary of the usefulness of the main patent classification systems in performing prior art searches is
provided in Table 1.

Classification system

Canadian document search

Complete search

(when foreign prosecution
results are available)

(private inventor; file without foreign
prosecution results; International
Search Report)

International Patent
Classification (IPC)

Most important for any
Canadian document filed after
1989

Most generally used classification
system in the world

Cooperative Patent
Classification (CPC),

Needed for CIPO's examiners
granted access to EPOQUE

In usefulness, second only to IPC;
Best way to search on EPOQUE
(lauched January 1st, 2013)

European Classification
(ECLA)

Needed for CIPO's examiners
granted access to EPOQUE

In usefulness, second only to IPC;
Best way to search on EPOQUE (no
longer in force as of Dec. 315`, 2012)

United-States Patent
Classification (USPC)

Usually not needed

Best way to access US documents
(2'd largest collection in the world)
filed before January 1st, 2013
(scheduled to be mothballed in 2015)

FI or F-Term
Classification

Usually not needed

Infrequently used, but an efficient
way to access the Japanese patentdocument collection (the largest in
the world)

Canadian Patent
Classification (tCPC)

Most important for Canadian
documents filed before 1989

Only useful for Canadian documents
searched on Intellect or the
Canadian Patent Database

Table 1 - Summary of the relevance of patent classification systems for searches in CIPO.
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Some distinctive features of the main patent classification systems are provided in Table 2.

ElleiMiliillinkIMIEbbtion
plisifjcation (Men

Ifiils/
like)

11001,1441144/11tht#L
(e.g. i,Ilar IrmIzr, mi . )
Or
#L# LL# (e.g. 4C0
AA10)

ENV
entries

Illelludik*Ilthandipcs
(ailipPglaelbeortdwide
2041000)

L: single letter; #: number
Table 2 - Distinctive features of the studied patent classification systems

1) Cooperative Patent Classification (1)
Database searchability: Esp@cenet, USPTO website, Epoque, TotalPatent.
Newly launched (January 15t, 2013), the Cooperative Patent Classification (CPC) is a joint partnership
between the USPTO and the EPO. Both Offices have highly developed patent classification systems. The
purpose of the CPC is to harmonize the existing systems and bring the best practices from each Office
together by migrating towards a common classification scheme. The conversion from ECLA to CPC at the
EPO ensures IPC compliance and eliminate the need for the EPO to classify US patent documents. While,
at the USPTO, the conversion provides an up-to-date classification system that is internationally
compatible, as it is developed based in large part on the existing ECLA. The patent offices and user
community strive to achieve a global classification system capable to accommodate the needs of all; the
commitment of the USPTO to let go of its domestic classification system for an IPC-based system is one
important step into achieving that goal.
The CPC system has been designed to enable patent examiners and patent system users worldwide to
conduct more efficient prior art searches. It provides an increased number of breakdowns compared to
the current USPC allowing for targeted searches with more focused results. It is expected to lead to
enhanced efficiency through work sharing initiatives designed to reduce unnecessary duplication of work.
Once fully implemented, the Offices anticipate CPC will:
-

Enhance examination efficiency;
Improve access to more documents from patent offices around the world;
Improve navigation and understanding of a single classification system;
Facilitate worksharing on patent applications filed in multiple IP offices;
Improve consistency of classified search results across IP offices; and
Provide adaptive and actively maintained classification schemes.

Main Characteristics
The CPC scheme is an IPC-like scheme mostly based on ECLA. The CPC includes existing IPC and ECLA
groups: the IPC part remains visible (last digit kept) while the ECLA subdivisions (alphanumeric codes)
have been converted into CPC numeric codes using an algorithm respecting the rules set for the creation
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of new subdivisions in the IPC. In other words, the notation is the same except that the alphanumeric
symbols currently existing after the "I" in the ECLA scheme are converted into purely numeric symbols.
See examples below:
IPC

ECLA

CPC

H01121/027

HO1L21/027

H01L21/027

HO1L21/033

HO1L21/027B

HO1L21/02709

HO1L21/027B2

HO1L21/02718

HO1L21/027B6

HO1L21/02727

HO1L21/027B6B

HO1L21/02736

HO1L21/027B6B2

HO1L21/02745

HO1L21/027B6B4

HO1L21/02754

HO1L21/027B6C

HO1L21/02763

HO1L21/027B6D

HO1L21/02772

HO1L21/027B6E

HO1L21/02781

HO1L21/033

H01L21/033

The goal of this notation is to allow for the potential incorporation of the CPC symbols into the IPC at a
later stage, if desired.
As CPC will incorporate ICO (In Computer Only) indexing codes and some KW (Keyword) codes from
ECLA, the current 140 000 ECLA entries are expected to grow to some 200 000 entries. It will also
incorporate USPTO special areas, such as business methods, some digests and cross-reference art
collections, for an approximative total of 250 000 subdivisions (for the time being).
Similarly to the IPC, CPC definitions explaining clearly how the classification of documents is done in a
specific field will be made available to the public. It is also envisaged that it will be revised more quickly
than is the case with IPC. This initiative is also advantageous for both Offices as the maintenance of the
scheme will also be collaborative, which means that resources will be shared to classify documents, to
revise the scheme when necessary and to subsequently reclassify documents. The exact frequency of
revisions is not yet known, but it is most likely that there will be multiple revisions per year allowing for a
rapid response to filing trends and emerging technologies. Each version will have a version date.
Until now, the EPO has classified the vast majority of US documents into ECLA. These ECLA classification
symbols will be converted into CPC symbols. The Offices are making a coordinated effort to classify into
CPC the remaining US documents that had not been classified into ECLA. At the USPTO, there is a twoyear transitional period during which both the USPC and CPC systems will be running in parallel to allow
USPTO examiners sufficient opportunity to learn and transition to the CPC scheme.
Locating the relevant subgroups
A)

On-line resource
The CPC system can be found on EPO's Esp@cenet Web site:
http://vIespacenet.com/eclasrch?locale=en EP&classification=ecla
It is possible to highlight the CPC entries.
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The CPC website also provide PDF files of the scheme and concordance table between ECLA, CPC
and IPC.
http://www.cooperativepatentclassification.org/index.html
B)

Extrapolating from IPC
As the upper part of the CPC hierarchy is composed of the IPC, one can use the IPC symbols as a
starting point into CPC (see "On-line resource" above). All of the IPC symbols are included into
CPC, so that by selecting an IPC subgroup, one reaches roughly half-way into CPC. All that
remains to do is determine if there are CPC subgroups indented under the IPC symbol that
describe particularly well the subject matter.

References
(1) http://www.cooperativepatentclassification.org/index.html

2) European Classification
Database searchability: Esp@cenet, Epoque, TotalPatent.
The European Classification (ECLA) was first envisioned in 1949, when discussions of a European Patent
Office (EPO) were first initiated. The foundations of a classification system were developed, and these
foundations would eventually lead to the International Patent Classification (IPC). Hence, the ECLA system
is, both conceptually and practically, very similar to the IPC system. As opposed to the USPC, it is an IPCbased system.
The ECLA system was used (until December 31st, 2012) by the European Patent Office and all offices that
are party to the European Patent Convention. While not officially used by the Japanese Patent Office, its
use was spreading to JP documents. The Classification Harmony Project involving the Trilateral Offices
(USPTO, JPO, and EPO) may accentuate that trend, especially now that USPTO and EPO have converged
to a common IPC-based classification system.
Main Characteristics
The ECLA system can be summarised as the IPC system, supplemented by subgroups indented under the
IPC subgroups. While the IPC comprises about 70 000 subgroups, the ECLA counts over 135 000.
The format of an ECLA subgroup is the IPC subgroup complemented by an alphanumeric symbols: L## ,
where L = single letter and # = number.

Example* :
IPC subgroup HO4L 12/56
. . Packet switching systems
ECLA subgroup HO4L 12/56C
. . . Routing of packets
ECLA subgroup HO4L 12/56C13 . . . . Routing performance; Theoretical aspects
The IPC subgroup HO4L 12/56 is a 2-dot level subgroup (indented under the 1-dot
subgroup HO4L 12/ 54); the ECLA subgroups HO4L 12/56C and HO4L 12/56C13 are,
respectively, 3-dot level and 4-dot level subgroups, with subgroup HO4L 12/56C13 being
indented under HO4L 12/56C.
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Stored and forward switching systems [C9409]

HO4L1 2/54

LT Packet switching systems [C9409]

H04L12/56

[N: Transfer mode dependent, e.g. ATM] [N0310]

H04L12/56A

[N: using radio channels] [C9409]

H04L12/56B

H [N: Routing of packets] [C9409]

H04L12/56C

[N: Topology update or discovery] [N9604]

H04L12/56C1

[N: Interdomain routing, e .g. hierarchical routing] [N9604]
[N: Deflection routing, e.g. hot

1

H04L12/56C3

-potato routing] [N9604]

H04L12/56C5

[N: Learning -based routing, e.g. neural networks] [N9604]

H [N: Routing in connection -oriented networks, e.g. X.25. A
H [N: Shortest path evaluation] [N9604]

HO4L12/56C7
TM] [N9604]

L [N: Routing performance; Theoretical aspects] [N9604]

H04L12/56C9 I—
H04L12/56C11
H04L12/56C13

I—

* This example used IPC and ECLA subgroups that have been revised in [2013.011.
One major difference with the IPC is that there was only one searchable version of ECLA (now, only one
version of the CPC): Whenever subgroups were added or modified, the classification of the patent
documents was revised to bring them up-to-date with the revised classification. In theory, this difference
should have vanished with the IPC Reform but, in practice, the reclassification of patent documents relies
on resources availability of each patent office. Consequently, if one wants to retrieve patents documents
that have not yet been reclassified, searching with the IPC may require the use of the current IPC symbol
along with the corresponding IPC symbols from previous versions.
Another difference is in the classification philosophy: Whereas the IPC's philosophy is to classify the
invention as a whole, inasmuch as possible, the ECLA's philosophy was to classify individual aspects of the
description, if they were novel and non-trivial. In ECLA, there was no emphasis on claims. A consequence
of this philosophical choice was that there were quite a few instances where an EPO document's IPC
symbols differed markedly from the ECLA symbols truncated to the IPC level. Also as a consequence of
this philosophy, a patent document usually bore more ECLA symbols than IPC symbols. Again, a difference
that should theoretically disappear with the IPC Reform.
Locating the relevant subgroups

A)

On-line resource
The ECLA system with its alphanumeric nomenclature can no longer be found on the EPO's
Esp©cenet Web site as it has been converted to CPC nomenclature (numeral identifiers only); the
former ECLA entries have been kept but with a new nomenclature. The CPC/ECLA entries can be
easily distinguished from the IPC entries by selecting the Green button option to highlight the CPC
text in green:
http://v3.espacenet.com/eclasrch?locale=en EP&classification=ecla

B)

Extrapolating from IPC
As the upper part of the ECLA hierarchy is composed of the IPC, one can use the IPC symbols as a
starting point into ECLA (see "On-line resource" above). All of the IPC symbols are included into
ECLA, so that by selecting an IPC subgroup, one reaches roughly half-way into ECLA. All that
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remains to do is determine if there are ECLA subgroups indented under the IPC symbol that
describe particularly well the subject matter.
References
Cory Allender and Joe Terlizzi. ECLA Codes: the Great Gold Mine. (Questel-Orbit Training Workshop) PIUG
2001 Annual Conference (2001/04/29 to 2001/05/01).
Available in: S:\PATENT\DOCUMNTS\ENGLISH\FORMAL TRAINING\ECLA TRAINING\ECLA Codes
Questel PIUG 2004.ppt

3) United States Patent Classification
Database searchability: USPTO Web site, TotalPatent, Epoque.
While the United States, as part of its treaty obligations under the PCT and Strasbourg Agreement,
indicates IPC symbols on its patent documents, its main patent classification system was, until December
31st, 2012, the United States Patent Classification (USPC). The reasons of this recent change are explained
further under the Cooperative Patent Classification (CPC) section.
Originally (around the 1800s), the USPC was an application-oriented classification, but it has evolved into
a primarily function-oriented classification. Elaborated well before the IPC scheme, the USPC is a non-IPC
based scheme which was used as a model for the Canadian Patent Classification (tCPC) system. USPC
codes were assigned only to US patent documents, and transferring them to IPC symbols was difficult
because the two systems did not share the same backbone, nor the same orientation.
Main Characteristics
The USPC has a two-level hierarchy (compared to at least 4 levels for the IPC): class and subclass. There
are main subclasses and regular subclasses, and the regular subclasses make use of the dot notation. The
format of a USPC subclass is as follows: CCC/SSS.SS (with numeral identifier). The USPC, as of 2009,
comprised approximately 450 classes and approximately 150 000 subclasses.
The USPC, like the reformed IPC, relies on definitions (comprising notes, search notes, etc.) to indicate
precisely the boundaries and scope of a class or subclass.
While the IPC uses the common rule or either one of the priority rules, the USPC utilises a first-to-fit rule.
Therefore, subclasses are arranged in order of decreasing complexity. In particular, subcombination
classes appear near the bottom of a class, and any Miscellaneous class generally appears at the very end
of the class.
One other difference between the IPC and the USPC is that the subclass numeral identifiers are not
necessarily ordered: they are just place tags (1).
The USPC makes use of special subclasses. One may encounter subclasses comprising alphabetic
characters in the identifiers (or labels). These are called alpha subclasses (1), and are unofficial
subclasses. In due course, they may, through an official reclassification project, have become official
subclasses. For searching purposes, even though some alpha subclasses are searchable on the USPTO
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Web Site, in general, one cannot rely on them as search fields (a consequence of their being unofficial
subclasses).
The USPC also uses two further categories of subclasses that are used solely for cross-referencing
purposes: cross-reference art collections and digest. These are collections of related art, as determined by
the examiners.
Locating the proper subclasses
A)

On-line resources
The USPC classes and subclasses are available on USPTO's Web site which also provides the user
with a US-to-IPC concordance table:
http://www.uspto.gov/web/patents/classification/selectnumwithtitle.htm
A US-to-IPC reverse concordance table is available under the "international" tab at:
http://www.uspto.cov/web/patents/classification/international/ipc/ipc8/ipc concordance/ipcsel.htm
When you have found the corresponding symbols, it is always a good idea to check the other
USPC symbols nearby to see if any others are pertinent.

B)

Trial-and-error method
A pure keyword search run on the USPTO Web site will allow one to determine a set of classes
(e.g., 3 or 4).
One can then consult the Classification Schedule (see above, "On-line resources") for these
various classes to determine precisely which subclasses should be searched. The title of each class
should indicate to what extent it is relevant to the application searched. Once the most relevant
classes have been identified, browsing through the subclasses should indicate the most relevant
subclasses.
Step-by-step Process
A very systematic, although possibly tedious, method is proposed by Timothy Lee Wherry, in
Chapter 8 of the monograph below (2).

References
1) Louis Falasco. Bases of the United States Patent Classification. World Patent Information. 24 (2002)
pp. 31-33; United States patent classification: system organization. World Patent Information. 24 (2002)
pp. 111-117.
2)Timothy Lee Wherry. Intellectual Property in the Digital Age. American Library Association, Chicago,
2002, pp. 76-101.
General references:
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Fred K. Carr. Searching Patent Documents. Patent Information Inc., Chapel Hill (N.C.), 1982, pp. 85-136
(Chapter 6)
Marc De Vleeschauwer. USPC Self-learning module. CIPO:Patent Branch WIKI space
htto://wiki.ic.qc.ca/display/cipopb/Home+-+Accueil , under Patent Branch Training. Also available on the
Intranet at http://ciponet/pbtraining .

4) Japanese F-terms and File Index Classifications
Database searchability: IPDL (Industrial Property Digital Library accessible from the Japanese Patent
Office Web site).
Like the EPO, the Japanese Patent Office (JPO) has found that its volume of documents required a more
elaborate system than the IPC. The F-terms Classification and File Index Classification (FI Classification)
are two developments addressing this need.
Main Characteristics
The FI Classification is, like was ECLA, an extension of the IPC. The IPC is supplemented by additional
subgroups (for an overall total of about 170 000 subgroups). The approach is basically the same as for
ECLA, but the notation differs. Instead of grafting a letter followed by numerals to the IPC symbol, the FI
Classification assigns an "FI-subdivision symbol" to the IPC symbol and, optionally, a "file discrimination
symbol". A comma separates the IPC subgroup and the FI-subdivision symbol (including the file
discrimination symbol, if present).
Example :
IPC symbol is:
A61B 06/00 Apparatus for radiation diagnosis, e.g., combined with radiation therapy equipment
FI Classification symbol is:
FI Subdivision Symbol
FI Subdivision Symbol and File Discrimination Symbol:

A61B 06/00, 390 Auxiliary device
A61B 06/00, 390A Calibration device or

FI Subdivision Symbol and File discrimination Symbol:

A61B 06/00, 390E Radiodiagnosis room

reference substance

390. Auxiliary device
A Calibration device or reference substance
B Measurement of the body dimensions for radiodiagnosis
C Position measuring instrument for radiodiagnosis
D Radiogram observation device (schaukasten per se G 02 B 27/02)
E Radiodiagnosis room (roentgen room)
M Roentgen car
Z Others
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FI Subdivision Symbol 390 is a 1-dot subgroup, indented under IPC Main Group A616 6/00. The file
discrimination symbol uses the dot-notation, but independently from the IPC (that is, a new dot-notation
hierarchy is started with the file discrimination symbol).
By contrast, the F-term Classification has nothing in common with the IPC or its augmented systems (CPC,
ECLA and FI). Whereas all the classification systems described until now are linear classification systems
(that is, there is a single hierarchy to go through), the F-term system requires going through different sets
of criteria, it is like a multiple-viewpoint system.
An F-term symbol has the following format:
#L# LL#

# = number

where:

L = single letter

First term (#L#): the "theme" (the technological field);
Second term (LL): the viewpoint (the material, the operation, the product, etc.);
Third term (#): the figure;
Second and third terms form together the "term code".
Example :
One of the "themes" (the first term) is 2B109 Fishing(4): Accessories for fishing, and this theme has in
particular the following "viewpoints" (the second term):
AA
AB
BA
CA
CB
DA
EA
FA

=
=
=
=
=
=
=
=

Ground bait container structures
Ground bait container functions
Structure of fishing implement containers and maintenance implements
Structure of mountings to hold fishing rods
Functions of fishing rod maintenance implements
Structures of containers for maintaining captured fish
Structures of signal devices for fish signals
Other accessories for fishing

The viewpoint EA Structures of signal devices for fish signals has many "figures" (the third term) indicated
by numeric identifiers (e.g. 01 Lights on rod tips or 23 Devices that detect the pulling of lines).
For example, the complete F-term 26109 EA12 is Fishing bells. It is a 2-dot symbol indented under the Fterm 2B109 EA11 Non-electrical warning devices and fish-signal confirmation devices, and it has an F-term
indented under it: 26109 EA13 Structures with rod-grasping elements.
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The major difference between the IPC and the F-Term Classification is the following: ideally, in the IPC, a
searcher would only have to search one subgroup; by contrast, in the F-Term Classification, the searcher
would ideally determine one theme, but the search would by and large comprise a Boolean combination of
term codes.
Locating the relevant subgroups
I) FI Classification
The extrapolation-from-the-IPC method mentioned in connection with ECLA or CPC could also be used to
locate the IPC-subdivision symbols and the file-discrimination symbols. FI classification can be found on
JPO's Web site (in English) through the IPDL link as the Patent Map Guidance option:
http://www5.ipdl.inpit.go.jp/pmgslipmgslipmgs E
From this Inquiry screen, FI classification is obtained either by clicking on the "FI" symbol or by entering
an IPC symbol in the FI query box and then, browsing through the hierarchical levels of the IPC and
Japanese system extension.
II) F-Term Classification
From the same Web page (indicated above), it is possible to obtain the F-term Classification scheme.
Firstly, one needs to identify the theme: one direct (but laborious) way is to browse through the titles of
each theme for the relevant one. While JPO's Web site lists an upper hierarchy (2B, 2C, 2D,..., 2H, 2K, 2N,
3B,..., 3H, 3J,
3L, 4B,..., 4H, 4J,...,4M, 56,..., 5H, 5J,..., 5M), this upper hierarchy is not subjectoriented. Once the theme is identified, one finds just under the heading of the theme the IPC subgroups
corresponding to it.
Example :
Theme 26109 has, under the heading Fishing(4): Accessories for fishing, the subheading AO1K 97/0099/00. Therefore, the searcher looking for an F-Term classification theme corresponding to a given IPC
would know unambiguously whether the right theme has been selected or not.
It is also possible to identify the theme in a reverse manner i.e. starting from the IPC. Indeed, the FI
query box (described above) allows to display both the FI classification scheme and the corresponding Fterm theme. Once the proper theme has been identified, one identifies, from the classification scheme,
the various term codes that are relevant and builds a Boolean search with them.
Example :
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A search of a fishing rod with two independent means of signalling a bait (2B109 EA), first through a bell
(EA12), second through a light (EA01), could use the search strategy:
2B109 AND EA01 AND EA12
For comparison, in the IPC, the relevant subgroup would be A01K 97/12, Signalling devices, but it would
encompass the content of the two term codes EA01 and EA12, and not just their intersection.
Reference
I. Schellner. "Japanese File Index classification and F-terms". World Patent Information. 24(2002) 197201.
Marc De Vleeschauwer. JPC Self-learning module. CIPO:Patent Branch WIKI space
htto://wiki.ic.go.ca/display/cipopb/Home+-+Accueil , under Patent Branch Training. Also available on the
Intranet at http://ciponet/eic/site/487.nsfieng/h ne02056.html

5) Canadian Patent Classification
Database searchability: INTELLECT; Canadian Patent Database.
The Canadian Patent Classification (tCPC) system was, until October 1st, 1989, the official patent
classification system of the Canadian Patent Office. It is no longer extant as an official classification
system (and has not been updated), but is kept on Canadian patent documents with numbers under
2041000, corresponding to a filing date of April 23, 1991. Canadian patent documents with numbers
between 2000000 and 2040999 bear both IPC and tCPC symbols. Canadian patent documents with
numbers under 2000000 are only searchable by tCPC unless they have already been reclassified to IPC;
712000 documents from the Canadian Patent database still bear only tCPC. Starting with number
2041000, IPC symbols are usually the only ones indicated on the documents.
Main Characteristics
The tCPC is a function-oriented classification. Its hierarchy comprises only two levels: class and subclass,
like the USPC. A tCPC class plays a similar role to an IPC subclass (the similarity in terminology is
unfortunately prone to create confusion). tCPC subclasses can be of two types: main subclasses (also
known as generic subclasses) or subclasses. A main subclass plays a similar role in the tCPC that a main
group plays in the IPC. A main subclass can be identified by the fact that it does not use the dot notation
and its title is usually capitalised. A regular subclass is akin to a subgroup in the IPC. A further similarity
between a regular subclass and an IPC subgroup is that both use the dot notation.
Both classes and subclasses are denoted purely as numbers (integers for classes; integers or real numbers
for subclasses). The tCPC classes number is about 340, and the subclasses, about 37 000. Hence, a tCPC
classification takes the form:
CCC/SSS.SS
where:
CCC is the class and SSS.SS is the subclass, all represented by numerical identifiers only.
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Example :
The tCPC symbol 2/.13 "diving" is a one-dot subclass indented under Main subclass 2/.12
"ENVIRONMENT PROTECTIVE - CONTAMINATION, PRESSURE, ANTI-G, PARACHUTIST, WATER (EXCEPT
RAIN)". As for Class 2, its title is: "HUMAN NECESSITIES: WEARING".
class
main subclass
main subclass

2
2/.11
2/.12

subclass

2/.13

HUMAN NECESSITIES: WEARING
HAVING HEATING OR COOLING MEANS (EXCEPT AIR BLOWERS, SUBCLASS 0.14)
ENVIRONMENT PROTECTIVE - CONTAMINATION, PRESSURE, ANTI-G,
PARACHUTIST, WATER (EXCEPT RAIN)
.Diving

This particular tCPC subclass (2/.13) illustrates the difference in conceptual choice between the IPC and
the tCPC : whereas the function-emphasising tCPC classifies diving suits with clothes ("WEARING"), the
somewhat more application-oriented IPC classifies them with their application Equipment for dwelling or
working under water, in Subclass B63C. A further remark is in order: In the tCPC , a dry suit or a wet suit
would clearly be classified in Class 2; in the IPC, one would hesitate between B63C and A41D Outerwear;
Protective Garments; Accessories. Furthermore, in view of the similarity (patentwise) between diving suits
on the one hand and dry suits or wet suits on the other, a patentability search concerning a wet suit
would be more straightforward under the tCPC than under the IPC.
Furthermore, conversely to the IPC, a definite attempt is made in the tCPC to restrict a class to a
definite art (chemical, mechanical, electrical). For example, Class 2 "HUMAN NECESSITIES: WEARING" is
clearly a mechanical class. An advantage of this approach is that it is examiner-friendly, since an examiner
would normally not have to deal with subclasses with subject matter outside his or her expertise.
However, a drawback is that it is searcher-unfriendly, as the various technological aspects of a given
subject may be spread over several classes, and a search may easily be incomplete, if classification
expertise was not sought.
Whereas the scope of a category in the IPC requires the interpretation of a hierarchy of titles (subclass
title, main group title, and possibly subgroup title), qualified by notes and references, the tCPC relies
almost solely on a definition of the class or the subclass to determine its scope. It does happen, though,
that the definition merely repeats the title. While notes are also used, they are mostly found as part of the
definitions.
Main subclasses within a class (that is, subclasses at the 0-dot level, also called "generic") are ordered in a
special way: the subclass order goes from the complex to the simple, or from the specific to the general.
The purpose of this choice is that it leads to a simple procedure for classifying: the first subclass to fit (at
the most indented level applicable) becomes the subclass where an invention is classified; this is the "firstto-fit" rule. Therefore, this procedure reduces browsing. However, to avoid frontloading of the
classification (all inventions being classified in the first subclasses), it is necessary that subject matter that
would be part of most inventions found in the given class be placed toward the end, and that subclasses
referring to unusual features be close to the top. Subclasses indented under these main (generic)
subclasses are not subject to this ordering, since they are read strictly within the compass of the
subclasses under which they are indented.
One consequence of this approach is that a Miscellaneous subclass must be the last one of the class.
Element subclasses (subcombination subclasses) are at the bottom.
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Special subclasses are put at the top. These are subclasses that gather together art not so much based on
classification analysis, but rather on search frequency. They therefore tend to cover specific applications of
the technology. Since the tCPC is predominantly function-oriented, application-oriented subclasses are
usually of that variety.
Example :
tCPC symbol 144/1 (Subclass 1 "MATCH MAKING" of Class 144 "WOODWORKING"):
144
WOODWORKING
144/1 MATCH MAKING
144/2 .With Packaging or Box Filling
144/3 .Waxed Cord or Paper Board
144/4 .With Card or Splint Cutting
144/5 ..With Framing and Dipping
144/6 ..With Framing
144/7 .Splint Framing or Carrying Mechanisms
144/8 BARK REMOVING
144/9 .Methods
144/10 .Combined
144/11 ..With Delimbing Means
144/12 .Drums or Basins
144/13 ..With Continuous Discharge of Slabs or Logs
144/14 .Fluid Jets
144/15 ..Pivoted or Rotating
144/16 .Impact Type
144/17 .Hollow Rotor or Ring Type
144/18 ..Chain or Cable Peeler
144/19 ..Cutter Positioned by Fluid Means
144/20 .Cutter or Presser Positioned by Fluid Means
144/21 .Weighted or Counterweighted Cutter or Presser
144/22 .Spring-Biased Cutter or Presser
144/23 .Implements
144/24 STUMP REMOVING
Following special subclasses, one finds combination subclasses, that is, complex subject matter comprising
multiple elements.
A final kind of subclasses can be encountered: modified-hierarchy (M.H.) subclasses. They are indicated
either by the letters M.H. in front of the subclass' title, either by double indentation, or the words Markush
group. These constitute somewhat of an exception to the "first-to-fit" rule, since subject matter is
classified in modified-hierarchy subclasses only if other, regular subclasses are not appropriate. The
purpose of M.H. subclasses is to avoid that inventions pile up in the main (generic) subclasses, and this is
achieved by providing an alternate subclass breakdown — the M.H. subclasses — when the regular
subclasses are inadequate for a substantial volume of inventions. M.H. subclasses (as the name "Markush
group" would suggest) are more commonly encountered in the classification of chemical subject matter.
Example :
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Subclasses 402/1.5 to 402/7 constitute examples of M.H. subclasses; Class 402 is a chemical class:
"SYNTHETIC MACROMOLECULES".
402
SYNTHETIC MACROMOLECULES
402/1 SYNTHETIC MACROMOLECULES
402/1.5. M.H. Onium Complexes as Polymerization Initiators
402/2 . M.H. Nitrogen containing
Modified or Cross-Linked
402/3
Condensation Polymerization
402/4
Treating
402/5
Vinyl Halide Systems
402/5.5
Recovery of Polymer From Solvent
402/6
By Solvent Volatilization
402/7
402/7.1. From Carbon Monoxide
The following table summerizes the main distinctions between the tCPC and the IPC systems.

System

tCPC

IPC

Hierarchy Equivalence

Class

Subclass

Main Subclass

Main Group

Subclass

Subgroup

Format

Only Numbers

Letters or Numbers

Number of Entries (at the
most indented level)

37 000

70 000 (as of 2006.08)

Emphasized Concept

Function-Oriented

Application-Oriented

User Aids

Class Definitions (separated from
the schedule)

Notes, References (in the scheme)
and Definitions (in progress)

Search/Management tradeoff

Examiner-Friendly

Searcher-Friendly

Classification Rule

First-to-Fit

Last-Place, First-Place or Common
Rule

Table 3: Comparison of tCPC and IPC systems.

Locating the proper subclasses
There are various ways to locate the relevant subclasses:
A)

Manuals and electronic files
The Canadian Patent Classification can be found in the following directories:
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(English)
(French)

S:\PATENT\DOCUMNTS\ENGLISH\CLASSIF\CPC\Schedule_EN.wpd
S: \PATENT\DOCUMNTS \FRANCAIS \CLASSIF \CPC\ Schedu le_FR.wpd

An index of the subject matter is also available:
(English)
S:\PATENT\DOCUMNTS\ENGLISH\CLASSIF\CPC\Index_En.wpd
(French)
S:\PATENT\DOCUMNTS\FRANCAIS\CLASSIF\CPC\Index_FR.wpd
The Class definitions are found in black binders in the Classification Section (and on the S drive as
TIFF files to be open with MS Office Document imaging)
Finally, an IPC-tCPC concordance table, broken by IPC classes, can be found on CIPO's shared S:
drive, in either text or WordPerfect format, in the following directories:
(English)
or

S:\PATENTADOCUMNTS\ENGLISH\CLASSIF\CONCORD\TEXT
S:\PATENT\DOCUMNTS\ENGLISH\CLASSIF\CONCORD\WP

(French)
or

S:\PATENT\DOCUMNTS\FRANCAIS\CLASSIF\CONCORD\TEXT
S:\PATENT\DOCUMNTS\FRANCAIS\CLASSIF\CONCORD\WP

It should be used with caution, as the two classification schemes differ substantially, resulting in a very
approximate concordance.
B)

Applications classified both with the IPC and the tCPC
As mentioned earlier, Canadian applications with numbers between 2 000 000 (October 2, 1989)
and 2 041 000 (April 23, 1991) always bear IPC symbols, and almost always bear tCPC symbols.
Therefore, an Intellect or Canadian-Patent-Database search with IPC symbols restricted to
numbers between 2 000 000 and 2 041 000 allows one to display the most relevant tCPC
subclasses.

One way to access the tCPC is from the LOB, Screen LA30 ("IPC & tCPC List for an application") which
is reached from the "Classification Menu" screen (LA40), as Option 4; the "Classification Menu" being
Option 3 of the "Main Menu" screen (AA03).
This displays simultaneously the information about the IPC and the tCPC symbols associated with an
application. It is also possible to obtain the title of the assigned tCPC symbol in LOB: from option 1of the
"Classification Menu" screen (LA40), enter an application number, enter L in the Home menu, press enter,
then select option 3 from the screen LA42. This displays the tCPC 's corresponding title. Because of the
limited space available on that screen, the complete title can be obtained directly from the tCPC schedule
on the S: drive.
C)

Trial-and-error method
A pure keyword search run on Canadian patent document numbers below 2 000 000 will allow
one to determine a set of classes (e.g., 3 or 4).
One can then consult the Schedule for these various classes to determine precisely which
subclasses should be searched. The title of each class should indicate to what extent it is relevant
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to the application searched. Once the most relevant classes have been identified, browsing
through the subclasses should indicate the most relevant subclasses.
References
(No author). Handbook of Patent Classification. CIPO, 1994 (Chapters 1-3, 5 and 6).

Concordance Tables
Only seven of the numerous classification systems have been described so far. Yet, it is clearly apparent
that, even though there are similarities among the systems, a good working knowledge of any one of
them requires a fair amount of effort. A substantial saving in time and effort could be accomplished if only
one system needed to be mastered, and use of the other systems could simply be performed by making
use of rules "translating" classifications symbols from the mastered system into classification symbols of
the unfamiliar systems. This is the purpose of concordance tab/es.
Ideally, a concordance table defines a one-to-one correspondence between each symbol of a first
classification system and each symbol of a second one. Furthermore, that correspondence should suffer
no exception: each patent document found under a symbol of the first system should be classified in the
second system under the corresponding concordance-table symbol (and vice-versa).
This ideal situation never happens in practice. The reasons are several:
1.

Classification systems do not share the same number of lowest-level categories, so that a group of
patent documents in one system cannot in general correspond exactly to another group in another
system.

2.

Classification systems may emphasize different concepts (function vs. application), leading to
categories that do not strictly correspond among systems.

3.

Classification systems are developed to facilitate search and retrieval of documents for a definite
group of users, which may emphasize technologies and arts that another group of users does not
actively pursue, leading to a need for more categories in these technologies or arts.

Naturally, a concordance table between two systems sharing the same conceptual emphasis and the same
group of users generally provides a better correspondence. One such example is the concordance table
(Revision Concordance Lists- RCL) established between the different versions of the IPC, which is
included on the WIPO IPC Web page
(http://web2.wipo.int/ipcpub/#refresh=page&notion=scheme&version=20130101)
In this case, the concordance is between newly introduced IPC symbols and the previously used ones, or
in the case of abolished symbols, which existing symbols now receive the subject matter.
In other instances of concordance tables, the results are to be taken with a grain of salt. For example, it is
sometimes asserted that USPTO assigns IPC symbols by relying on a USPC-IPC concordance table, and
this frequently leads to significant inconsistencies (1). As the tCPC is based on the same conceptual
paradigm as the USPC, one can infer that the IPC-tCPC concordance table's information should also be
used with caution.
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References
1) Stephen Adams. "Comparing the IPC and the US classification systems for the patent searcher." World
Patent Information. 23(2001) pp. 15-23.
2) H. Knoll. "Observations on Concordances." World Patent Information. Vol. 5, No. 1 (1983) pp. 19-34.

Selected Examples of Searches in Different Classification Systems

Example 1
Detailed example: claims searched with IPC, ECLA, CPC, F-term and USPC codes,
The following independent claim had to be searched:
A method for characterizing a tissue, the method comprising:
obtaining features of a Raman spectrum of the tissue in a first wavelength range;
obtaining features of a background fluorescence spectrum of the tissue in a second wavelength
range overlapping with the first wavelength range, wherein the background fluorescence spectrum
is a background to the Raman spectrum in the first wavelength range.

A claim dependent on the previous one was:
A method according to any one of claims 1 to 23 where the section of tissue is a section of skin.

IPC
The Classification Section provided the following IPC search fields: GO1N 21/64; GO1N 21/65; GO1N
33/483; A61B 6/00; A61B 5/00.
The independent claim emphasizes the function of measuring two different spectra (Raman and
fluorescence) over an overlapping range, and extracting information based on both spectra.
The investigation of materials by optical methods falls within the scope of Main Group GO1N 21/ of the IPC
Investigating or analyzing materials by the use of optical means, i.e., using infra-red, visible, or ultra-violet
light. Indented under that main group are the subgroups COIN 21/64 Fluorescence; Phosphorescence and
GO1N 21/65 Raman scattering.
Therefore, these two IPC subgroups cover very well the two functions found in the independent claim.
The subgroup GO1N 33/483 Physical analysis of biological materialis more directed at the medical
application, in particular, as expressed in the dependent claim. The same applies to the two subgroups
A61B 5/00 Measuring for diagnostic purposes; Identification of persons and A61B 6/00 Apparatus for
radiation diagnosis, e.g., combined with radiation therapy equipment, both part of Subclass A61B
Diagnosis; Surgery; Identification.
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ECLA/CPC
To locate the relevant ECLA symbols, the ECLA scheme was browsed in the GO1N 21/ and GO1N 33/ area,
as well as the A61B 5/ and A61B 6/ areas. The ECLA symbols A61B 5/00P4 Introduced into the body, e.g.,
by catheter, A61B 5/00P4B Using infra-red radiation, indented under A61B 5/00P4, A61B 5/00P8 Adapted
to oral or dental tissue appeared suitable places to search the application to medical diagnosis. The CPC
equivalents are, respectively, A61B 5/0084, A61B 5/0086, A61B 5/0088.

F-term
In the F-term classification, browsing of the various themes suggested two relevant ones: 2G045
Investigating or analyzing biological material, corresponding to GO1N 33/48 to 33/98 and 4C017
Measuring and recording devices for diagnosis; corresponding to A61B 5/02 to 5/03.
Under the theme 2G045, the following term codes appear relevant:
Purpose for measurement, .Examination for illness
Purpose for measurement, ..Examination for cancer
Subject samples (other than blood), .Cell or tissues
Subject samples (other than blood), ..Cancerous
Measuring operations and detecting means (chemical or biological), .Variants using light
emission methods
FB14: Measuring operations and detecting means (chemical or biological), .Variants using
luminols
GC15: Measured quantities for samples, .Amount of luminescence or amount of fluorescence

AA25:
AA26:
CB1:
CB2:
FB13:

The function of the dependent claim is very well represented by term codes GC15 , and either FB13 or
FB14; CB01 is also relevant. On the other hand, the application of the method (the dependent claim) is
covered by term codes AA25 and AA26, and CB02.
Therefore, the following F-term search was performed:
2G045 AND GC15 AND (FB13 OR FB14) AND (AA25 OR AA26) AND (CB01 OR CB02).
Under the theme 4C017, the term codes that appear relevant are:
M20: Subject to be measured, .Others
AC26: Parts to be detected, .By light
A second F-term search was therefore performed: 4C017 AND AA20 AND AC26.

USPC
Finally, through a preliminary keyword search on the USPTO website, the following USPC classes
appeared:
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356 Optics: Measuring and Testing
600 Surgery
250 Radiant Energy
Through browsing of these 3 classes, the following subclasses appeared relevant (and were searched):
356/301:
600/312:

250/339.01:
250/339.05:

By dispersed light spectroscopy, with Raman type light scattering
measuring or detecting nonradioactive constituent...Infrared, visible, or
ultraviolet radiation...Partial pressure of constituent using a fluorescent
material
Invisible radiant energy responsive electric signalling, Infrared responsive,
with selection of plural discrete wavelengths or bands
250/339.01 with, in addition, with additional noninfrared wavelengths

It is clearly seen that, apart from 600/312, the various subclasses are very function-oriented, and are
therefore very appropriate to search the independent claim, with 356/301 covering the Raman aspect and
250/339.01 and 250/339.05 covering partly fluorescence.

Example 2
A patentability search for a new wet suit, not claimed for a specific activity (that is, considered suitable for
windsurfing, kayaking, or diving), would require a search of the following B63C subgroups related to "Lifesaving in water" and "Equipment for dwelling or working under water": B63C 11/04, B63C 9/087 (but not
B63C 9/093 or B63C 9/105), and A41D 13/012 Professional, industrial or sporting protective garments,for
aquatic activities (a priori; the most promising one). By contrast, in the tCPC, a search in 2/.12 and 2/.13
Diving wear would suffice.

Example 3
A patentability search for an industrial robot, claimed in terms of the function and not the application,
would not be straightforward to search under the IPC: Subclass 8253 Manipulators would be the best area
to search, but would not provide an exhaustive search. By contrast, in the tCPC, searching Subclasses
294/4 to 294/9 Lifting and manipulating implements: grapples would provide an exhaustive search.
Example 4
A patentability search for a new curling broom would take place in A63B 67/14 Curling stone;
Shuffleboard; Similar sliding games. By contrast, in the USPC, a search would need to be conducted in
quite a few subclasses of Class 15 Brushing, Scrubbing, and General Cleaning. The only sport-equipment
class that would be relevant would be 473, and it would only accommodate curling brooms in a generic
subclass (473/415).
By comparison, in the tCPC , a curling-broom search would a►so take place in Class 15 Brushing,
Scrubbing, and General Cleaning, except that, by contrast with the USPC Class with the same title, tCPC
Subclass 15/113 Sport or Game Brushes specifically provides for curling brooms. Of course, curling is a lot
more popular in Canada than in the U.S.A., which means that patent applications related to curling
equipment are filed more frequently in Canada than in the U.S.A., motivating the introduction of a specific
subclass for that equipment.
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A further comment is in order: for an uninformed searcher, locating the proper IPC place for curling
brooms would be a lot easier than locating the proper tCPC place, since a searcher would a priori think of
sport equipment (the application), instead of the function ("brushing"). On the other hand, once properly
directed, the searcher would find it no harder to search curling brooms in the tCPC than in the IPC. The
USPC search would remain a difficult one.
Example 5
A patentability search for a golf-ball marker would take place in IPC Main group A63B 57/00. While there
are no specific provisions for markers, the title Golf game accessories, e.g., golf cups, go/f tees clearly
points at that subject matter.
A patentability search in the USPC would be rather straightforward too, as there is a subclass specifically
for golf-ball markers: Subclass 473/406 Ball position marker.
In the tCPC, the subclass to search would be 273/187 Golf under generic Subclass 273/186 Accessories,
in Class 273 Athletics.
Here, the issue for the searcher would be more to convince himself/herself of which area is the right one
for the search than to actually perform it. The IPC and USPC would be rather convincing in this regard. On
the other hand, a searcher making use of the tCPC would probably not feel comfortable searching only
273/187, and would probably perform a more tedious search involving other areas of Class 273.
Example 6
A patentability search for a sulfonate derivatized perfume compound selected from the group consisting of
methanesulfonate having the formula R-S03-R would require a search of the following IPC symbols: CO7C
309/63 for esters of sulfonic acid, CO7C 309/66 for methanesulfonates, C116 9/00 for essential
oils/perfumes, and A61K 8/46 and A61Q 13/00 for perfume compositions.
In the tCPC, a search would be required only in 167/321 Perfumes,
Example 7
A patentability search for a pharmaceutical composition comprising a mixture of Amlodipine enantiomers
with anti-hypertensive and additional cardiovascular properties would require a search of the following IPC
symbols: A61K 31/44, A61P 9/12. In this case, since they are talking about the composition, there is no
need to look in CO7D, which is relevant only for the compound or the process for the making of the
compound.
In the tCPC, a search would be required only in 167/228.
Example 8
Let us consider the case where the invention is directed to a novel cephalosporin derivative (Cefuroxime),
a process for producing that compound, antibiotic formulations which contain it as an active ingredient,
and a method of treating bacterial infections by administering said formulations. The search would take
place in: CO7D 501/34 for the compound and the process, A61K 31/546 and A61P 31/04 for the medicinal
preparations containing organic ingredients and the method of treating bacterial infections.
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In the tCPC, a search would be required in 260/104.1 for the compound and 167/187 for the composition.
Example 9
Let us consider the case of a duplex stainless steel alloy wherein the alloy comprises in weight-%:
chromium (Cr) 23-30; nickel (Ni) 25-35; molybdenum (Mo) 3-6; copper (Cu) up to 3.0; and the balance
being iron (Fe) and normally occurring impurities. A search should be performed in C22C 38/44 Ferrous
Alloys.
In the tCPC, the subclass to search would be 53/65 Ferroalloys.
Example 10
A patentability search for a hand calculator with a new keyboard would take place in the IPC GO6F 3/02
and its subgroups GO6F 3/023 and GO6F 3/027. These subgroups cover keyboards for hand calculators,
personal digital assistants, and computers, and fall under Subclass GO6F Electrical digital data processing
and Group GO6F 3/ Input arrangements for..., which a searcher would probably not find unduly difficult to
locate. Additionally, if the point of invention is in the mechanical aspect of the keyboard (e.g., physical
layout of keys), other relevant subgroups would be in HO1H, e.g. HO1H 13/704 for the physical
arrangement of the keyboard. This subclass (Switches having rectilinearly-movable operating part or parts
adapted for pushing or pulling in one direction only, e.g. push-button switch) would probably be a
counter-intuitive subgroup for a searcher of the computer art.
By contrast, the relevant tCPC class is Class 340 Communications, Electrical, which might not appear at
first as the obvious choice. Furthermore, the relevant subclasses would be 340/175-187. As these are
found under the generic subclass 340/173 Transmitters, locating this set of subclasses might prove tricky
for a searcher.
A searcher might be tempted to look instead in Subclass 354/176 for Keyboard Controlled under the class
354 Information Processing and Computing Systems, which encompasses the calculator as a whole,
instead of its keyboard.
Searching in the USPC is as counterintuitive as in the tCPC: the relevant subclass is 341/22, which is in
Class 341 Coded Data Generation or Conversion, indented under generic subclass 341/20 Bodily Actuated
Code Generator, and is titled Including keyboard or keypad. Here again, a searcher might easily search in
the wrong class, in particular Subclasses 708/142-145 Including Specific Keyboard-type Information Entry
under generic subclass 708/100 Electrical Digital Calculating Computer.
Example 11
A patentability search for an optical magnetometer would be carried out in the IPC subgroup GO1R
33/032. (Subclass GO1R comprises most of the measuring methods for electrical quantities, and group
GO1R 33/ comprises the measurement of magnetic variables.)
In the tCPC, the same search would take place in Subclass 324/57. The class 324 would not be difficult to
locate, its title being Electricity, Measuring and Testing, and the subclass 324/57, titled Magnetometers,
being indented under the one-dot subclass 324/48 Using or Measuring Magnetic Field. The tCPC does not
have a subgroup specifically for optical magnetometers, so that Subclass 324/57 would be the only
relevant subclass to search.
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This search in the USPC classification system would be rather easy: the relevant class would be 324
Electricity, Measuring and Testing, under generic subclass 324/200 Magnetic only one subclass
(324/244.1), titled Optical and indented under Subclass 324/244 Magnetometers, would be appropriate.
In this case, all three searches are easy to perform. The reason is that an optical magnetometer basically
defines a functional device (i.e., it is not geared towards measuring a magnetic field in a particular
situation, for example in a MRI machine). The tCPC and USPC favoring strongly function over application,
a device defined in functional terms may lead to an easy, and yet complete, search in these two systems.
The IPC does not favor as strongly function over application, but in this case, the subclass is strongly
functional in nature, and therefore the search is as easy using the IPC, as it is using the tCPC or the
USPC.

Classification section responsibilities inside CIPO and internationally
1) Participation in WIPO definition, revision and maintenance projects
The Classification Section's international role involves the participation in three regular meetings of the IPC
bodies held each year: The IPC Union- Committee of Experts session (February) and the IPC Revision
working group sessions (June and October). During these sessions, decisions are made as to which
subclasses or groups need to be revised or for which a definition is required. The progress of the current
revision and definition projects is also monitored, and approval of final versions is made following
discussions between the delegates of the various patent offices. Most of the work is however done by the
classification examiners in-between the sessions. Comments from all participating patent offices are made
on the WIPO e-forum (http://web2.wipo.int/ipc-ief/) and compiled by the Rapporteur- the Office who first
submits a proposal on a particular project. Depending on the nature of the projects, many rounds of
comments can be necessary and the projets can go over for more than a year. The working group
decision is also posted on the e-forum after each session to indicate what further work is needed. For
example, the expertise of CIPO's classification examiners was required on the now completed revision
project concerning the sugar industry (Class C13). Since moving from the Canadian Patent Classification to
the IPC, inventions from the maple syrup industry were not particularly well classified. This is due to the
very localised industry in Eastern North America. Our involvement in this revision project has a tangible
impact on the search for related patents: instead of being classified in various areas of the IPC, all
inventions relative to the maple industry are mostly found under the same IPC class.
As a bilingual office, CIPO is among the five Offices able to provide or revise French versions for
consolidated English proposals; the approval of at least three francophones Offices is required to complete
the project. Maintenance projects are also part of our involvement in keeping the IPC as accurate and
consistent as possible (for example, correction of erroneous chemical structures, clarification of
technological terms found in the glossary).
2) Reclassification of expired IPC symbols
Up until recently, we have been working in the Patent Classification Section on the usual task types,
mostly TT23, TT52, TT74. But since the 2006 IPC Reform (version 8), we have also been reclassifying
cases with expired symbols due to a revision of the IPC. Knowing that revision now occurs yearly, a list of
all patent documents bearing an obsolete symbol is produced each year, and TT91 are created in the list
of patent classification examiners. We have been tracking patents and applications with expired symbols
for a few years, and reclassifying them. Over the past 5 years, it is an average of 17000 applications per
year that need to be revised. We have focused on the most critical (Crit) cases first (those which are in
some stage of prosecution), followed by less critical cases (Non-C). We have managed to keep up with the
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highly critical ones, but the general trend is a continual growth of the less critical cases. Lately, the major
impacts of subclasses or groups revisions have been in the electrical areas, with up to 18000 application
documents for the 2013.01 edition, compared to 5300 in mechanical and 600 in chemical art (for a total of
23900).

Revision

Cases w/
Exp.

ciass'ns
2009-01
12000
2010-01
13300
2011-01
16000
2012-01
20000
2013-01
23900
Table 4 — Reclassification

Remaining Cases Needing Reclassification
All
F
Crit F i Non-C F
L
6900
3000
0
i
3000
3900
—1
3900
900
0
,
900
3000
12500
4900
0
!
4900
7600
12800
5300 I
0
I
5300
7500
21100
9500 j 1300 i
8200
11600
of expired IPC symbols due to IPC revision.

Crit L
100
100
600
800
1300

Non-C L
3800
2900
7000
6700
10300

Added to that, since 2011, CIPO is now officially responsible for the reclassification of relevant patent
documents that were first filed in Canada, as part of the international effort to update all expired IPC
symbols to the current version. Our reclassification data are then sent to WIPO and eventually uploaded to
the Master classification database for use by the international patent community.

3) Reclassification of patent documents bearing only tCPC symbols
Classification examiners maintain the database up-to-date by reclassifying patent documents bearing only
tCPC symbols, i.e. applications filed before October 1st, 1989 having number under 2000000. A query
showed that there were about 720 000 cases without IPC symbols on them. From that number, about
11% were reclassified automatically using all tCPC entries with a "one-to-one match" from the
concordance table tCPC to IPCs. But there are about 641 000 documents that still remain to be converted
into IPC in order to satisfy the PCT-minimum documentation according to the PCT rule 34.1.
This is an overview of what has been done and still remains to be done on the tCPC symbols conversion
to IPC:
Remaining cases
Art
To be
Reclassified
with tCPC only
reclassified
200000
Chemical
228000
27700
13300
138000
Electrical
151000
303000
Mechanical
341000
38300
Total
720000
79300
641000
Table 5 — Number of applications to be reclassified from tCPC to IPC by art.
4) Economic activity survey through technology specific IPC
From time to time, classification examiners from specific areas are asked by the Commissioner of Patents
or by Industry Canada to provide IPC symbols and keywords specific to a given industry sector in order to
help gathering economic data for that particular industry sector. Classification, among other tools, is used
to get a better picture of what is happening in Canada technology-wise by providing data related to
intellectual property (who are the applicants, how many applications, etc). For example, last year, a
survey was done on the nanotechnology sector in collaboration with the UK Patent Office.

5) Classification service for clients of the public and examiners
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The classification of patent documents at the time of filing or subsequent reclassification is the day-to-day
tasks of a patent classification examiner. From time to time, especially for International Applications (ISA),
classification examiners may be asked by examiners to provide guidelines and specific details pertaining to
a certain art in order to help them with their search. Until recently (discontinued as of November 28th,
2012), it was also the responsibility of classification examiners to provide a search service to clients of the
public (patent agent, professional searcher or private inventor). This service was free of charge and
involved a discussion with the client, whether on the phone, via email or at the CIPO client service center
public search room (PSR) on the commercial level two. During this meeting, it was determined which
inventive features needed a classification. Furthermore, classification requests often involved not only the
IPC symbols from the latest version as well as the previous versions (sometime up to the IPC 5), but also
the tCPC and the USPC. For a classification examiner, it is important to master at least the basics of those
other two systems. Once the search for classification symbols was done, an official form was given to the
client. Before the arrival of the computers and search engines, the number of searches and the time spent
on searches by classification examiners were quite high. Most of the clients were private inventors. But
over the last 10 years, it diminished drastically (from 190 searches in 2008 to 72, in 2012), and these
searches were mainly requested by professional searchers. Although the Techsource system is to some
extent still available in the PSR for clients, classification patent examiners can no longer be consulted by
clients for the purpose of obtaining advice regarding the classification of patents.

Review questions:
1. What are the advantages of searching patents using the original classification codes?
2. Which classification systems are IPC-like?
3. What advantages offer the implementation of the CPC for the USPTO? and the EPO?
4. What will be the positive impact of the CPC on the patent community?
5. What is one major difference between ECLA and CPC?
6. In which aspects were ECLA and the IPC similar? Different?
7. Several classification systems provide classification definitions: what is the purpose of these?
8. Name examples of special subclasses found in the USPC.
9. Which Japanese system is not IPC-like and how can you define it instead?
10. Which systems use preferably a first-to-fit rule?
11. How is the tCPC different from the IPC?
12. How can you locate relevant classification codes in a foreign system?
13. For which reasons the ideal situation of a one-to-one correspondence between each symbol of a first
classification system and each symbol of a second classification system never happens in practice?
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14. Apart from the day-to-day classification tasks, name other roles played by CIPO's classification section.
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Notes:
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9.01 - The Law in Canada
Salus populi est suprema lex "The welfare of the people is the supreme law" (Cicero)

Introduction
Before proceeding with the subject of patent litigation, an overview of law in Canada will
first be presented. It is hoped that by proceeding in this manner, patent law will be
viewed in its proper context. This chapter provides an overview of the Canadian legal
system.

The System of Law and Justice
Simply stated, the law is a set of rules for society, designed to protect basic rights and
freedoms, and to treat everyone fairly. These rules can be divided into two basic
categories: public law and private law.

Public law
Public law deals with matters that affect society as a whole. It includes areas of the law
that are known as criminal, constitutional and administrative law. These are the laws that
deal with the relationship between the individual and the state, or among jurisdictions.
For example, if someone breaks a criminal law, it is regarded as a wrong against society
as a whole, and the state takes steps to prosecute the offender.

Private law
Private law, on the other hand, deals with the relationships between individuals in society
and is used primarily to settle private disputes. Private law deals with such matters as
contracts, property ownership, the rights and obligations of family members, and damage
to one's person or property caused by others. When one individual sues another over
some private dispute, this is a matter for private law. Private suits are also called "civil"
suits, and private law is sometimes referred to as civil law; however, the term "civil law"
will not be used in this context in this manual, in order to avoid confusion with the more
well known meaning of this term, as will be discussed later in this chapter.
Patent law is an example of private law; it governs patent rights in Canada as between
the grantee and everyone else. However, there is a public dimension as well in that the
20-year monopoly the grantee receives is provided in exchange for several public goods:
product accessibility (such as through compulsory licensing) and a disclosure of the full
workings of the invention to the public, thereby fostering development and industry.
Of course, there is more to Canada's system of law and justice than the laws themselves.
Laws must be enforced, interpreted and applied if they are to be effective, and the legal
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system includes a number of institutions to carry out these duties. For example, we have
police forces to ensure that the law is enforced. We have courts to interpret both private
and public laws in specific cases, and to impose remedies, "sanctions" or penalties.
Persons found guilty by a court of a criminal act can, for example, be discharged, placed
on probation, or sentenced to a fine or a period of imprisonment. Persons who violate
rules of private law, such as failing to perform a contract, may be ordered to pay
compensation and their property or salaries may be seized.
To understand Canada's legal system, it makes sense to first examine our legal
inheritance: where did "the law" come from?

Sources of Canadian Law
The following sections describe the various sources of Canadian law.
Canada's present legal system derives from various European systems brought to this
continent in the 17th and 18th centuries by explorers and colonists. After the cession of
New France to England in 1763, the country fell almost exclusively under English law.
Except for Quebec, where the civil law is based on the French Code Napoleon (although
the common law also applies for certain situations), Canada's criminal and civil law has its
basis in English common and statutory law.

English Common Law
The common law, which developed in England after the Norman Conquest, was based on
the decisions of judges in the royal courts, and is thus sometimes referred to as 'judgemade law'. The early jurists seem to have taken the flexible and sensible attitude that if a
customary way of settling a dispute, of resolving a problem, or of exchanging property
was sound and sensible and appeared to offer few difficulties, then it should be adopted
and applied everywhere.
The common law developed a theory that was unique. Every right had a corresponding
obligation and the relationship between rights and obligations was based on contract.
Individuals were given certain rights, but in turn they were called upon under the terms of
a contract to pass valuable consideration for these rights. This valuable consideration took
the form of the obligations they owed to others in return for the rights they were given. It
is this principle upon which the theory of patents is based.
Doctrine of Judicial Precedent
The common law is alternately referred to as 'precedential law' because one of the
features that has developed in the common law over the centuries is the doctrine of
judicial precedent (or "stare decisis", i.e., "to stand by things decided"). This doctrine
provides that whenever a judge makes a decision that is to be legally enforced, this
decision becomes a precedent, which will guide judges in making subsequent decisions in
similar cases. These decisions are considered persuasive to judges of the same rank, but
binding upon judges of lower courts. In this way, judicial precedent ensures fair and
uniform treatment of like cases.
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In Canada, a ruling of the Supreme Court is binding upon judges of the Federal Court of
Appeal and lower. Similarly, rulings of the Federal Court of Appeal are binding upon
judges of the Federal Trial Court and inferior judicial or quasi-judicial bodies, and are
therefore binding upon the Commissioner of Patents and, by extension, the patent
examiner.
Meaning of "binding"
The term "binding" means that in a case in which an earlier decision is arguably relevant
to the issue that a court has to decide, the court is under an obligation to either: (1)
follow the rule of the earlier decision; or (2) justify why the rule is not being followed by
distinguishing the facts of the precedent-setting case from those of the case before the
court. The rule cannot simply be ignored.
The concept of "distinguishing" will be covered in detail in chapter 9.04.
The common law is unique in the world because it cannot be found in any "code" or
"legislation"; it exists only in past decisions. Therefore, unlike a statute, there is no true,
authentic text expressing a particular common law rule or principle, since each judge is
free to express that rule using whatever language he or she considers appropriate in a
given situation. However, this also makes it flexible and adaptable to changing
circumstances. The common law is constantly evolving; as different situations arise, past
decisions can be applied or expanded upon by analogy as may be appropriate, or they
can be distinguished on the facts and contribute to the making of new precedent.
The flexibility of the common law is due to several factors, including the above-noted
practice of "distinguishing", and the attitude of the courts.
Statute law takes precedence over common law
In the case of a decision which, although it might be widely considered as wrong and is
proving to be a barrier to the proper administration of justice, is not upset by a court of
the same or higher level as the court which made the decision, an Act of Parliament can
serve as a remedy. Since statute law takes precedence over common law where the two
come into competition, once Parliament has passed a statute, that statute is law, and no
precedent can retain its binding effect if it is inconsistent with that law. The role of
Parliament in making law will be covered later in this chapter.

Quebec Civil Law
The tradition of civil law in Quebec is quite different from that of the English common law.
It is based on ancient Roman law, which was consolidated by the Roman Emperor
Justinian. The law in ancient Rome was scattered about in many places: in books, in
statutes, in proclamations. Justinian ordered that the law be compiled into a single book
to avoid confusion. Ever since, civil law has generally been associated with a "civil code".
By the Treaty of Paris (1763), the French Crown relinquished New France to England. The
British proceeded to abolish French law and substitute English law with the Royal
Proclamation of 1763. However, discontent proved to be so widespread that in civil
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affairs, English law barely survived a decade. British Parliament ultimately passed the
Quebec Act of 1774, which restored the former French civil law, while maintaining British
criminal law.
Historically, the main model for the Civil Code was the Napoleonic Code that had taken
effect in France in 1804. Other inspirations included the Louisiana Civil Code and the law
of the Swiss Canton du Vaud.
In 1955, the Government of Quebec embarked on a reform of the Civil Code with the
passage of the Act respecting the revision of the Civil Code. Ultimately, the current Civil
Code came into effect on January 1, 1994.
Ten Books of the Civil Code
Like all civil codes, the Quebec Civil Code contains a comprehensive statement of rules,
many of which are framed as broad, general principles so as to deal with any dispute that
may arise. The Civil Code contains approximately 3,200 articles, divided into 10 "Books"
by subject-matter:
I

II
III
IV
V
VI
VII
VIII
IX
X

Law of persons;
Law of family;
Law of succession (e.g., inheritance);
Law of property;
Law of obligations (e.g., contracts, civil liability);
Law of prior claims and hypothecs (i.e., liens);
Law of evidence;
Law of prescription (e.g., limitation periods for commencing legal action);
Law of publication of rights (e.g., land register, register for personal
property charges); and
Law of private international law (e.g., in the case of a couple who were
married and lived in a foreign country for 30 years, then moved to the
province of Quebec and subsequently filed for divorce, the court could
apply the divorce laws of that foreign country instead of the Civil Code.)

In the province of Quebec, the application of the Common Law has not completely
disappeared. In fact, the Civil Code and the Common Law are both used to interpret the
Constitution, federal and provincial laws, depending on the subject matter; the Civil Code
is used to interpret laws insofar as they relate to the ten subject matters described above,
while the Common Law is used to interpret laws that do not relate to these subject
matters.
For example, where the federal government adopts a law which requires a contract to be
applied in the Province of Quebec, the definition of the contract would be interpreted
using Book V - The Law of Obligations, from the Civil Code, whereas for the same federal
law in the rest of Canada, the contract would be interpreted using the Common Law.
On the other hand, the Environment Quality Act, a pollution control law adopted by the
Quebec Parliament, is interpreted using principles from the Common Law, since the
environment is not one of the ten subject matters covered by the Civil Code.
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Equity
In all common law jurisdictions, and in certain aspects of law in Quebec, all judges of
superior courts have jurisdiction in both "law" and "equity". What is meant by this?
"Equity" is not a complete system of law but is a system of rules of law (principles and
remedies) administered according to notions of fairness, as contrasted with the more
strictly formulated doctrines, principles and rules of the common law.
As an example of an unacceptable remedy, suppose I were to enter into a contract with
you to sell you a certain article and I fail to carry out my part of the bargain. I would be,
at common law, liable to you for damages. Damages, however, may not be a satisfactory
remedy. You may need that particular article far more than you need damages. By the
equitable rules of specific performance, I will be compelled to deliver to you the article
that I have contracted to sell you.
Devices that originated in equity include:
trust:

one party is given property of another to hold and administer for
the benefit of a third party

injunction:

a remedy requiring that an activity be discontinued;

specific performance:

a remedy requiring that a specified action be taken;

joinder:

a device uniting plaintiffs in one legal proceeding;

counterclaim:

a device whereby a defendant may claim against the plaintiff;

cross-claim:

a device whereby a defendant may claim against a third party in
respect of the plaintiff's claims; and

interpleader:

a device whereby a person who lays no claim to a thing against
which multiple others have laid claims against him may require
them to interplead their claims against one another instead of
against him.

Law Reform
Although much of our law has been inherited from European legal traditions, as society
grows and develops it cannot rely entirely on tradition. Sometimes there is an urgent
need for new laws, or for old laws to be changed, and the common law and civil law may
evolve too slowly to meet this need. This is where legislation — which will be described in
the following section — comes in. But, even as government ponderously enacts reforms
designed to address changing needs, ethics and morality, society continues to evolve
dynamically ahead of the lawmakers, necessitating a never-ending cycle of law reform.
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Legislative Law
Statutes
Democratic countries usually have what is called a "legislature" or "parliament", which has
the power to make new laws or change old laws. In its political structure, Canada is a
federation: a union of several provinces, with a central government. So, it has both a
parliament in Ottawa to make laws for all of Canada, and a legislature in each province
and territory to deal with local matters. Laws created at either level are called "statutes",
"legislation", or "acts". Each one is designed to control some aspect of government. When
Parliament or a provincial legislature passes a statute, that statute takes the place of
common law dealing with the same subject, save to the extent that the statute provides
otherwise or can be interpreted not to have done so. In Quebec, much legislation exists
to deal with specific problems not dealt with in the Civil Code or the common law.
Interpretation Act
To reiterate, the common law is called upon to interpret the provisions of statutes and
their intended application to facts at hand as necessary. As a further aid in the
interpretation of statutes, the federal and provincial governments have all passed
Interpretation Acts, which provide principles of statutory construction (interpretation)
generally applicable to all legislation, save as specifically exempted in such other statutes
or in the Interpretation Act itself. In these statutes, we see provisions, for example:
defining the word "shall" as being imperative and "may" as being permissive;
determining the counting of days when not otherwise provided.
For example, the Patent Act defines how to handle situations when a time limit
expires on a holiday, and this interpretation must be applied; however, if an Act
did not contain such a provision, the following provision of the Interpretation Act
would apply: "the thing may be done on the day next following that is not a
holiday".
Making laws through legislation can be a complicated process. First, government ministers
or senior public servants are asked to examine the objective or problem carefully and
suggest ways in which, under federal jurisdiction, a law could deal with the concern. Next,
a draft of the proposed law is made. This text must then be approved by the Cabinet,
which is composed of members of Parliament chosen by the Prime Minister. This version
is then presented to Parliament as a "bill", and is studied and debated by members. Bills
only become laws if they are approved by a majority in both the House of Commons and
the Senate, and assented to by the Governor General in the name of the Queen.
Regulations
Because of the complexity of modern society, more laws are made today than ever
before. If our lawmakers had to deal with all details of all laws, the task would be nearly
impossible. To solve this problem, Parliament and provincial legislatures often pass
general laws delegating authority to make more specific laws called "regulations".
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Regulations serve to carry out the purposes of the general laws, but are limited in scope
by such laws. Regulations generally address details of implementation. In the
Regulations passed under the Patent Act, for example, we see rules setting various filing
requirements, filing fees, etc. Obviously, these are more easily revised than legislation per
se— most regulations fall under the category of Governor-In-Council (GIC) regulations,
which require only the approval of the Governor General, acting on the advice of the
Treasury Board, in order to become law — providing another practical benefit to
government departments.

The Constitution
In a democracy with a written constitution, legislators cannot make any laws they wish. A
country's constitution, among other things, defines the powers and limits of powers that
can be exercised by the different levels of government.
In many countries formed by revolution or some act of independence — the United
States, for example — the preponderance of constitutional law is contained in a single
document, usually referred to as "the constitution".
Canada, on the other hand, was formed by an act of the Parliament of Great Britain.
Consequently, Canada does not have a "constitution" per se. The closest thing to a
constitutional document is the British North America Act, 1867 (BNA Act), by which the
British colonial provinces of Canada (Upper and Lower), Nova Scotia and New Brunswick
were united to create the Dominion of Canada.
Even so, although there is no single "constitution" in Canadian law, the Constitution Act,
1982, which is Schedule "B" to the Canada Act, 1982— by which Canada's constitution
was finally patriated from Great Britain — contains a definition of the constitution. Section
52 of the Act declares the Constitution of Canada to be the supreme law of Canada and
states that it includes an itemized list of some 30 acts and orders enumerated in an
attached schedule. All laws in Canada, including the common law, the Civil Code of
Quebec, and the laws and rules of the federal, provincial and municipal governments,
must be within the scope of the Constitution. Otherwise, they would be declared
unconstitutional ("ultra vires").
The Constitution sets out the basic principles of democratic government in Canada. It also
defines the powers of the three branches of government: the executive, the legislative
and the judicial.
The executive power in Canada is vested in the Queen. But in our democratic society, it is
a constitutional convention reflected in our fundamental laws that the real executive
power rests with the Cabinet, which consists at the federal level of the Prime Minister and
a number of ministers who are all answerable to Parliament for various government
activities. As well, individual ministers are responsible for various government
departments, such as the Department of Industry and the Department of Justice. When
we say "the government" in a general way, we are usually referring to the executive.
The legislature, which at the federal level in Canada is called "Parliament", is made up of
the House of Commons, the Senate, and the monarch. Most laws in Canada are first
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examined and discussed by the Cabinet, then presented for debate and approval by
members of the House of Commons and the Senate.
Our constitution also provides for a "judiciary", which means the judges who preside over
cases before the courts. The Constitution expressly provides only for federally appointed
judges; provincial judges are appointed to office under provincial laws. The role of the
judiciary is to interpret and apply the law and the Constitution, and to give impartial
judgments in all cases, whether they involve public law, such as a criminal case, or private
law, such as a patent dispute.

The Federal System
The Constitution defines a federal system of government for Canada. This means that the
authority or "jurisdiction" under the constitution to make laws is divided between the
Parliament of Canada and the provincial legislatures.
Parliament is empowered to make laws for the whole of Canada with respect to the
matters assigned to it. A provincial legislature, likewise, can make laws that come within
the subject matter over which it has been assigned jurisdiction by the Constitution. But
these laws are only effective within the province's borders. A number of other countries,
such as Australia and the United States, also have federal systems. Jurisdiction in those
countries is divided between the federal government and the various states. By contrast,
Great Britain does not have a federal system; its Parliament has sole authority to pass
laws for the entire country.
Sections 91 and 92 of the Constitution Act, 1982 set out the jurisdictions of the federal
and provincial governments, respectively.
The Canadian Constitution gives the provinces authority to make laws concerning such
matters as education, property, the administration of justice, hospitals, municipalities and
other matters of a local and private nature within the provinces.
The federal Parliament deals, for the most part, with issues concerning Canada as a
whole, such as trade between provinces, national defence, criminal law, money and the
postal service. Section 91 includes intellectual property in its list, and so patent litigation,
including infringement and impeachment actions, and appeals of Commissioner's
Decisions refusing to grant patents, is clearly under federal jurisdiction. However, since
the provinces have jurisdiction over civil matters, patent litigation that is of a civil nature
(Le., infringement actions) may also be heard before a provincial court.
Subsection 91(29) provides the flexibility to assign federal jurisdiction to any matters that
may appear in the future. This would include aviation, which is not specifically
enumerated since it did not exist in 1867. Aviation was later assigned to federal
jurisdiction because of its inherent international nature.
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Canadian Charter of Rights and Freedoms
In Canada, protection of the individual's rights and freedoms is a subject of both federal
and provincial jurisdiction. The territorial governments also may legislate to protect
human rights, since the federal government has delegated to them the powers to do so.
When the Constitution was patriated in 1982, the Canadian Charter of Rights and
Freedoms became a fundamental part of our Constitution. The Charter applies to the
provincial legislatures as well as to Parliament. The Charter is paramount over other
legislation because it is "entrenched" in the Constitution and is the supreme law of
Canada. This means that when an individual who believes that Parliament or a legislature
has violated guaranteed rights asks the courts for help, the courts may declare the law in
question to be invalid insofar as it conflicts with the Charter. In addition, courts may
provide other appropriate remedies to individuals whose rights have been infringed.
However, the Charteralso recognizes that, in a democracy, rights and freedoms are not
absolute. For instance, freedom of expression is guaranteed, but no one is free to yell
"fire" in a crowded theatre, to slander someone or to spread hate propaganda. In
Canada, Parliament or a provincial legislature can limit fundamental rights, but only if that
government can establish that the limit is reasonable, is prescribed by law, and can be
justified in a free and democratic society. This allows for the balancing of the interests of
society against the interests of individuals to determine if limits on individual rights can be
justified.
Under the agreement between the federal and provincial governments that resulted in the
Constitution Act, 1982, both Parliament and the provincial legislatures retain a limited
power to pass laws that may violate certain Charter rights. Many believe that such a
provision is consistent with our democratic principles because it gives the legislatures,
whose members are elected, the last word, as opposed to the unelected judiciary.
Nonetheless, it is limited in that Parliament or a provincial legislature must specifically
declare that it is passing a law "notwithstanding" specified provisions of the Charter.
Further, the declaration must be reviewed and re-enacted at least every five years;
otherwise, it will not remain in force. These conditions act as a kind of warning to
Canadians, and force the government that is invoking the notwithstanding clause to
explain itself, to accept full responsibility for its actions, and to take the political
consequences.

The Charter protects our rights and freedoms in the following areas:
(i) Fundamental Freedoms
Freedom of religion, expression, association
(ii) Democratic Rights
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Rights for voting; Rights for seeking election; definite term (no more than five years)
between elections (except in the case of national emergency); Parliament must sit at least
once a year and do it publicly.
(iii) Mobility Rights
Right to enter, remain in or leave the country; right to live or seek work anywhere in
Canada.
(iv) Legal Rights
Right to protection for individuals and fairness during legal proceedings, particularly in
criminal cases e.g. presumption of innocence until proven otherwise.
(v) Equality Rights
Under the Charter, every individual, regardless of race, religion, national or ethnic origin,
colour, sex or age, as well as one who is physically or mentally disabled, is equal before
and under the law and enjoys equal protection and benefit of the law.
(vi) Language Rights
The Charter recognizes English and French as Canada's official languages, as well as the
official languages of New Brunswick. Both languages have equal status and equal rights
and privileges as to their use in the institutions of the Parliament and Government of
Canada, and the Legislature and Government of New Brunswick.
(vii) Minority Language Educational Rights
For the children of citizens that attended a minority language school (French or English)
provided there is a sufficient number of children to warrant providing instruction in said
language.
(viii) Aboriginal Rights
Protection of the rights of the aboriginal peoples of Canada who are defined as including
Indian, Inuit and Metis. The purpose of these provisions is two-fold: first, to recognize
and protect the aboriginal and treaty rights of aboriginal peoples and, secondly, to help
aboriginal peoples preserve their cultures, identities, customs, traditions and languages.
It would be wrong to think that the Charter embodies all our rights as Canadians; rather,
the Charter only guarantees a basic minimum set of rights. We have other rights that
derive from federal, provincial, international and common law. And, of course, Parliament
or a provincial legislature can always add to our rights.
The Rule of Law

"The Rule of Law" is an ideal considered to provide the bedrock of Canada's democracy
and legal system. It finds voice in all of the above-mentioned sources of law. The rule of
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law stands for the principle that everyone is subject to the law, and that no one, no
matter how important or powerful — not the government; not the Prime Minister nor any
other minister; not the Queen; not the Governor General nor any lieutenant governor; not
the most powerful bureaucrat; not the armed forces is above the law. None of these has
any powers except those given to it by law.

The Court System
Under the common law, the judiciary plays a very important role. The courts act to
maintain the rule of law, to prevent various authorities from getting above the law, doing
things the law forbids, or exercising powers the law has not given them. And because of a
principle known as the "independence of the judiciary", government authorities are
prevented from influencing the courts. If a federal or provincial superior court judge gave
a decision the government disliked, it could not touch him, unless both Houses of
Parliament agreed to formally ask the Governor General for his removal.

Court Structure
As already noted, constitutional authority for the judicial system in Canada is divided
between the federal and provincial governments.
The provinces have explicit jurisdiction over the administration of justice in the provinces.
This includes the constitution, organization and maintenance of the provincial courts, both
civil and criminal, and civil procedure in those courts.

Civil and Criminal Cases
The difference between "private" law and "public" law has already been noted. Another
important distinction is that between "civil" and "criminal" cases. A "civil" case is another
way of referring to a "private" case; that is, an action between private parties. A
"criminal" case, on the other hand, involves a prosecution by the Crown pursuant to a
public-law statute such as the Criminal Code, the Narcotic Control Act or the Competition
Act. In Canada, our courts deal with both civil and criminal cases; in civil cases involving
contracts, torts and the like, the courts apply common-law principles in nine provinces
and two territories. In the province of Quebec, the Civil Code is applied in situations
where the subject matter is within the scope of the ten "Books" of the Code, and the
common law is applied in cases where the Civil Code does not apply.

Tort Law
The word "tort" is used in common law to designate an actionable civil wrong (i.e.,
conduct in respect of which a lawsuit may be brought). Patent infringement involves the
breach of a statutory right and so, strictly speaking, it cannot be considered a tort at
common law. However, infringement does contain aspects that are historically rooted in
tort law; for example, the remedies to redress infringement can be traced to the law of
tort. Thus, it may be worthwhile at this point to make a brief digression to discuss the
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nature of torts, if only to provide some context to the subject of infringement and awards,
which will be covered in chapter 9.03 - Patent Litigation.
There are two basic categories of tort:
(a)

the general tort of negligence; and

(b)

the "intentional torts" category.

Negligence is a general tort in the sense that any conduct that may be considered
negligent is assessed under the one tort for the purpose of determining whether there is
liability. In order to establish liability for negligence, the plaintiff must prove the following
essential elements:
(i)

that the defendant owed him a legal "duty of care";

(ii)

that said duty was in fact breached by the defendant (through indifference,
carelessness or otherwise); and

(iii)

that the plaintiff suffered resulting damages.

Intentional torts, on the other hand, comprise a broad category of individual torts, such
as: assault (the tort, as opposed to the Criminal Code offence), false imprisonment,
malicious prosecution, abuse of process, etc. Unlike negligence, all of these torts require
some level of "intention" in the legal sense of the word. The test for liability under each
intentional tort is special to the particular tort. In the case of all torts (negligence and
intentional), the plaintiff's evidence must show liability "on the balance of probabilities",
which basically means at a level of certainty to the Court of greater than 50%. Obviously,
this is a significantly lesser threshold than the "beyond a reasonable doubt" standard used
for conviction in most criminal proceedings.
In the province of Quebec, the Civil Code, Book V - Law of Obligations is used to handle
situations involving civil liability. The approach is based on the notion of "fault", which is
defined by the Civil Code and further interpreted by the Courts. The main section defining
Civil Liability reads:
Art. 1457.

Every person has a duty to abide by the rules of conduct
which lie upon him, according to the circumstances,
usage or law, so as not to cause injury to another. Where
he is endowed with reason and fails in this duty, he is
responsible for any injury he causes to another person
and is liable to reparation for the injury, whether it be
bodily, moral or material in nature. He is also liable, in
certain cases, to reparation for injury caused by the act
or fault of another person or by the act of things in his
custody.

In order to establish liability, the plaintiff must prove:
(i)

a fault;
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(ii)

damages; and
a relation between the fault and the damages.
Art. 1465.
A person entrusted with the custody of a thing is liable to
reparation for injury resulting from the autonomous act
of the thing, unless he proves that he is not at fault.

In practice, the approaches of tort law and the Civil Code towards the assessment of civil
liability produce similar results.
The above common law tort law principles and Civil Code civil liability principles are only
applicable in situations where there is no contract between the two parties. If a contract
exists between the parties, both the Common Law and the Civil Code apply a different set
of rules to evaluate the responsibilities of the parties involved. The basis for assessing
damages in the case of a contractual conflict is the contract itself, including any penalty
clauses.

Provincial Court System
The names of the courts are not identical in each province, but the court system is
roughly the same across Canada. The provinces divide their court system into two levels:
provincial courts and superior courts.

Lower Provincial Courts
Judges at the lower provincial court level are appointed by the provincial governments.
Provincial courts deal with most criminal offences and, in some provinces, with civil cases
involving smaller amounts of money. In the lower courts of Ontario, the first court is the
Small Claims Court (with pecuniary jurisdiction not exceeding $10,000). The provincial
court level may also include certain specialized courts, e.g., youth and family courts.

Superior Provincial Courts
Superior courts are the highest level of court in a province, with power to review the
actions of the lower courts. Superior courts are divided into two distinct levels: a trial level
and an appeal level.

Supreme Court of Canada
The Supreme Court of Canada (S.C.C.) serves as the final court of appeal in Canada. Prior
to 1949, the highest court of appeal in Canadian civil cases was the Judicial Committee of
the Privy Council in London, England.
The Supreme Court's nine members — consisting of the Chief Justice of Canada and eight
puisne (translated literally as "born after", meaning inferior in rank) judges, all appointed
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by the Governor in Council — represent the five major regions of the country; by law,
three of the nine judges must be from Quebec, in recognition of the fact that a portion of
the cases before the Court must be decided under the civil law system. By tradition, there
are three judges from Ontario, two from western Canada, and one from the Maritimes.
When an appeal is heard, the minimum number of judges is five, though the number is
more often seven or nine.
No original proceedings may be commenced in the Supreme Court; it hears appeals only.
The Supreme Court is Canada's highest court; it hears appeals from decisions of the
appeal courts in all the provinces and territories, as well as from the Federal Court of
Appeal.
It is important to note that the Supreme Court has been given the authority of
safeguarding the Constitution by being able to declare a statute unconstitutional. The
government can also ask the Supreme Court for its opinion on important legal questions.

The Federal Courts
The jurisdiction of the Federal Court includes specialized areas such as intellectual
property and maritime law. It also reviews decisions of federally appointed administrative
tribunals such as the Immigration Appeal Board and the National Parole Board.
Federal (Trial) Court, Federal Court of Appeal
The Federal Court initially had two divisions: the Federal Court - Trials Division and the
Federal Court - Appeals Division. On June 2, 2003, the Courts Administration Service Act
made the two divisions of the Federal Court into two separate courts: the Federal (Trial)
Court (F.C.) and the Federal Court of Appeal (F.C.A.).
The jurisdiction of the Federal Court with respect to patents is established under the
Federal Courts Actand the Patent Act. This subject will be covered in Chapter 9.03.

Procedure in Civil Cases
The procedure in a civil case, or "action", can be quite complex. Furthermore, the
terminology describing steps in the process is not consistent throughout Canada.
Generally, an action has three phases: pleadings, discovery, and the trial itself.
An action begins when the plaintiff files a pleading with the court, setting out the
complaint against the defendant and the remedy that the plaintiff is seeking.
It is the defendant's responsibility to provide the court with a "statement of defence".
Lawyers representing each side will often discuss the lawsuit in an effort to "settle" it
before a trial is necessary. If they succeed, this is called a "settlement". A settlement can
be reached at any time before the judge makes his or her decision. In fact, only about
two per cent of civil suits are actually tried before the courts.
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After statements of claim and defence are filed, each party is entitled to a pre-trial session
with the opposing party, known as an "examination for discovery". This session is
intended to clarify the claim against the defendant, and to permit each side to examine
the evidence that will be used in court by the other side.
After the examinations for discovery, the dispute will proceed to the trial stage. During
the trial, it is up to the plaintiff to prove the facts necessary to support the claim against
the defendant. In a civil suit, the plaintiff must prove that it is more probable than not
that the defendant is liable, i.e., prove liability on a "balance of probabilities". The plaintiff
does not have to prove this "beyond a reasonable doubt", as in a criminal case.

Trials in Civil Cases
The purpose of a civil trial is to determine whether there is some basis upon which the
plaintiff is entitled to a remedy from the defendant and, if so, what the appropriate
remedy might be. To this end, the judge must listen to both sides in order to determine
the facts of the case, and then decide whether the facts disclose that the defendant has
broken a rule of law: for example, the rule that we are bound to perform our contracts.
The trial begins with the plaintiff presenting the evidence against the defendant. The
plaintiff calls witnesses to testify as to facts, and present documents, photographs or
other kinds of evidence. The defendant may then cross-examine the plaintiff's witnesses
to test their evidence. The defendant can then present his or her own evidence, including
calling witnesses. The plaintiff has the same right to cross-examine.
Throughout the trial, the judge must ensure that all of the evidence presented and all of
the questions asked are relevant to the case. For example, in most situations, the judge
will not allow "hearsay" evidence: testimony based on what a witness has heard from
another person.
At the conclusion of the trial, both the plaintiff and the defendant present a summary of
their arguments. The judge must then consider the evidence presented and make a
decision, based on what has been proven to be most probable.
Depending on the subject matter of the action, and the court in which the action is taken,
the defendant in a civil matter may have a right to a trial by judge and jury. In such
cases, the jury must decide which version of the facts it believes, while the judge decides
what law applies. At the end of the trial, the judge will explain the evidence and the
relevant laws to the jury. The jury must then consider the matter and reach a verdict.
Jury trials are not available for patent litigation in Canada (see comments of Boyd C. in
Vermilyea v. Guthrie (1884), 9 Ont. P.R. 267).
Procedures and trials for patent cases will be covered in more detail in chapter 9.03 Patent Litigation.

Remedies in Civil Cases

9.03 ♦ Page 195

(A-2016-01148) - Page: 243

Patent Litigation
If the defendant in a civil case is found to have done nothing wrong, the judge will
dismiss the case. However, if the defendant is found liable, the remedy to which the
plaintiff is entitled must be considered. The remedy depends upon a number of factors:
the relief sought at the pleadings, the facts, and the authority given to the court to grant
specific relief.
Remedies fall generally into three categories: monetary remedies (damages), declaratory
remedies, and orders requiring a person to do — or refrain from doing — some act.
The Federal Court is statutorily empowered to use such common law remedies as
required. They include the following common law and equitable remedies:
(i) Damages (common law)
The amount of damages is normally fixed by the judge or jury that decided the case. In
fixing damages, the judge or jury will take into account the out-of-pocket expenses
incurred by the plaintiff and, where the law permits such recovery, an additional lump
sum to compensate the plaintiff for the loss suffered and the loss that might be suffered
in the future as a result of the wrongdoing of the defendant.
(ii) Declaratory remedies (common law)
Declaratory remedies are those in which the court states ("declares") the parties' rights.
The remedy is non-coercive in the sense that there is no conviction or court order
involved, simply a declaration as to a pre-existing right.
(iii) Injunction (equitable)
A remedy that requires a person to either cease from doing some act that they are doing,
or not to do something that they intended to do.
0v) Specific Performance (equitable)
A remedy that requires a person to do something. This remedy is most commonly
available where the defendant has breached a contract with the plaintiff.
(v) Writ of Certiorari (common law)
Issued by a superior to an lower court requiring the latter to produce all the records of
any action in process before it in order that the superior court can inspect the
proceedings, decide whether or not the litigants' best interests are being served by that
lower court and, if not, remove the case into its own jurisdiction.
jvi) Writ of Prohibition (common law)
A superior court prevents an inferior court or tribunal from exceeding its jurisdiction
(vii) Writ of Mandamus (common law)
A writ that issues from a court of superior jurisdiction, and is directed to a private or
municipal corporation, or any of its officers, or to an executive, administrative or judicial
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officer, or to an inferior court, commanding the performance of a particular act therein
specified, which it is the person or body's duty to do. For example, the Federal Court may
issue a writ of mandamus compelling the Commissioner of Patents to issue a patent
following the successful appeal of the Commissioner's decision not to allow it.
(viii) Writ of Quo Warranto (common law)
A superior court can use this common law writ to inquire of an inferior court "by what
right" it is hearing a certain case. If not satisfied with the explanation, the superior court
can then use the writ of certiorari to transfer the case into its own jurisdiction.

Criminal Cases
Procedures, trials and remedies in criminal cases work quite differently, but are beyond
the scope of this chapter. Readings on these topics are available from the Department of
Justice website.

Appeals
No system is ever perfect. Despite all precautions, it is always possible that a court may
make an error in a trial. Therefore, the opportunity to appeal a court's decision is an
important safeguard in our legal system.
In most civil and criminal cases, a decision made at one level of the court system can be
appealed to a higher level. Where there is no automatic right to appeal, permission or
"leave" to appeal must be sought. The higher court may deny leave to appeal, or either
affirm or reverse the original decision. In some cases, it will order a new trial. Both sides
in a civil case may make such an appeal, and either the prosecution or the accused in a
criminal case may appeal. Sometimes, it is only the amount of damages or the severity of
the sentence that is appealed.

Administrative Boards and Tribunals
There are many administrative rules and regulations that are often dealt with outside the
formal trial procedures. Disputes concerning such matters as broadcasting licences,
unemployment insurance, occupational safety standards or health regulations, may be
placed in the hands of federal or provincial government departments or left with special
administrative boards. These include such institutions as the Unemployment Insurance
Commission, the Canadian Radio-television and Telecommunications Commission, labour
relations boards and refugee tribunals.
Their decisions and proceedings may be reviewed by the courts. The Patent Appeal Board
is also such a body.
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Canada's Courts Structure
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Figure 9-1 - Supreme and Federal Courts
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Figure 9-2 - Generic Structure of Provincial Courts
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Quebec
Court of Appeal

civil matters > $70,000
Quebec
Superior Court

criminal matters

family matters

youth division

Court of Quebec

criminal and penal division

civil divsion < $70,000

small claims < $7,000
Figure 9-3 - Quebec's Courts
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Ontario
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criminal law

civil > $10,000

small claims < $10,000

family law
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of Justice - Provincial

young offenders

criminal law (summary)

Figure 9-4 - Ontario's Courts
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Review Questions
1.

What is the common law? civil law?

2.

What is statute law?

3.

What is the Doctrine of Judicial Precedent?

4.

Intellectual property is under which jurisdiction in Canada?

5.

List the courts that make up the federal court system.

6.

Describe the following remedies, which are available from the Federal Court:
a.

damages

b.

declaratory relief

c.

injunction

d.

specific performance

e.

writ of certiorari

f.

writ of prohibition

g.

writ of mandamus

h.

writ of quo warranto
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9.02 - Use and Abuse of Patents
Uti non abut! - "To use, not to abuse"

Introduction
In your day-to-day work as fully qualified patent examiners you will not be expected to
deal with assignments, licences, abuse of patent rights, litigation or infringement issues,
nor will you be typically concerned with the relationship of inventors and their employers.
However, these issues routinely arise in the jurisprudence and it is worthwhile to have a
rudimentary understanding of these issues in order to have a fuller appreciation of the
case law. Further, changes in the ownership of a co-pending patent application or issued
patent can bear on the examination of a pending application since the Patent Act takes
into consideration the source of a prior disclosure (e.g., sections 28.2 and 28.3, which are
concerned with novelty and obviousness, respectively). That is to say, the Act views
disclosures by the "applicant" differently than those by third parties and offers the
applicant a period of grace.
By appreciating how patents are used and potentially abused, it is hoped that you will
take a broader view of the value of your work. After issue, a patent takes on a new life of
its own and if you, as a person responsible in part for their creation, can see how they
operate in the real world, then you may be especially inclined to issue the best patent
possible.

Rights Conferred by a Patent

The rights related to the granting of patent rights are defined primarily in section 42 of
the Patent Act.
42.

Every patent granted under this Act shall contain the title or
name of the invention, with a reference to the specification, and
shall, subject to this Act, grant to the patentee and the patentee's
legal representatives for the term of the patent, from the
granting of the patent, the exclusive right, privilege and liberty of
making, constructing and using the invention and selling it to
others to be used, subject to adjudication in respect thereof
before any court of competent jurisdiction.

You will recall from the basic training course that the Patent Act does not confer on the
patentee the positive right to make, construct, use, or sell the invention. While such a
positive statutory right was attached to the grant in the early days of patents — providing
the important benefit of freeing a patentee from the interference of the various trade
guilds — in modern times it is well established that the right to make, construct, use, or
sell an invention is afforded the patentee — and everyone else, for that matter — by the
common law.
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Therefore, a patent is not required in order for an inventor to use his invention. The
inventor can simply commence making and selling the invention, and hope to gain an
advantage in the marketplace by being the first to introduce the invention, or perhaps by
relying on the public's familiarity with the brand name of the company. Of course, without
a patent, competitors are free to use the invention as they wish.
What section 42 of the Patent Act further gives the person receiving a patent for an
invention is an exclusive ownership, for a limited time, of the common law right, i.e., the
right to exclude others from making, constructing, using and selling the invention. It is
the combination of the common law right to practise an invention along with the statutory
right to prevent others from doing so that provides the monopoly which is enjoyed by the
patentee.
Another important point about patents; they do not provide immunity from being sued for
infringement by other patent owners. Again, this goes back to the earlier point that
section 42 does not confer any positive rights to make, construct, use, sell, etc., an
invention. Therefore, although patentee B may be making and selling an invention within
the scope of the claims in his patent, if that invention falls within the broader scope of
claims of a (dominating) patent owned by patentee A, then patentee B would be liable for
infringement of A's patent. This situation is very common. In fact, many companies and
individuals who are sued for infringement own patents themselves.

Use of Patents
The right conferred by a patent may be used in a number of ways, some of which are
listed below.
A company owning patent rights may:
a.

use patent rights in order to make, construct, use and sell the invention while
preventing competitors from doing so;
The patentee is responsible for policing its own patents, and may initiate,
or threaten to initiate, legal proceedings against an alleged infringer.
Infringement will be covered in more detail in chapter 9.03.

b.

use its patent portfolio as a means to promote the company and attract potential
customers and investors;

c.

obtain revenue by selling (assigning) patent rights to inventions for which the
company has no plans to exploit on its own;

d.

obtain revenue by licensing patent rights to third parties, while retaining the right
to exploit the invention(s) on its own;

e.

in the case of so-called improvement patents (section 32 of the Patent Act),
which can not be practised without infringing the claims of one or more of the
patents of others, use its patent rights to the improvements as leverage in
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negotiating with the other patent owners for an interchange of their respective
patent rights, i.e., cross-licensing agreements.
We will now focus on two aspects of patent use, noted in points (c) and (d) above;
namely, assignments and licences.

Devolution of Patent Rights, and Licences
Devolution (the passing on from person to person of property or authority, such as by
death, bankruptcy, or dissolution of a company) of patent rights, including assignments,
are covered by s. 49 to 51 of the Patent Act.

Assignments
An assignment is an outright sale or transfer of ownership rights from one party to
another. Section 49 of the Patent Act sets out the effect of assignment and the
requirements in registering an assignment:
49. (1) A patent may be granted to any person to whom an inventor,
entitled under this Act to obtain a patent, has assigned in writing
or bequeathed by his last will his right to obtain it, and, in the
absence of an assignment or bequest, the patent may be granted
to the personal representatives of the estate of the deceased
inventor.
(2) Where an applicant for a patent has, after filing the application,
assigned his right to obtain the patent, or where the applicant
has either before or after filing the application assigned in writing
the whole or part of his property or interest in the invention, the
assignee may register the assignment in the Patent Office in such
manner as may be determined by the Commissioner, and no
application for a patent may be withdrawn without the consent in
writing of every such registered assignee.
(3) No assignment shall be registered in the Patent Office unless it is
accompanied by the affidavit of a subscribing witness or
established by other proof to the satisfaction of the Commissioner
that the assignment has been signed and executed by the
assignor.
The moment an invention is made a right comes into existence. That is the right to apply
for a patent and, upon its grant, to exclude the public from using the invention. Not only
the rights under the patent but also the right to apply for a patent may be assigned or
may pass upon death. The inventor may assign his right by an instrument in writing or
may bequeath it by his last will. If he fails to do either before his death, the personal
representatives of his estate have the right to apply for a patent. Personal representatives
means the person or persons appointed by the Court (e.g., a trust company) as
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administrators to probate an estate or will. They are not the same as legal representatives
because they have no ownership rights.
A patentee can assign the patent to anyone, in whole or in part, since a patent right may
be regarded as divisible as to content, territory, or time. In the case of assignment of part
of a patent, the assignee is to be regarded as the owner of the part assigned, and the
assignor as the owner of the part not assigned. Thus, there may be more than one owner
of the rights in a patent at one time.

Registration of Assignments
Section 50 of the Patent Act states:
50. (1) Every patent issued for an invention is assignable in law, either
as to the whole interest or as to any part thereof, by an
instrument in writing.
(2) Every assignment of a patent, and every grant and conveyance of
any exclusive right to make and use and to grant to others the
right to make and use the invention patented, within and
throughout Canada or any part thereof, shall be registered in the
Patent Office in the manner determined by the Commissioner.
(3) No assignment, grant or conveyance shall be registered in the
Patent Office unless it is accompanied by the affidavit of a
subscribing witness or established by other proof to the
satisfaction of the Commissioner that the assignment, grant or
conveyance has been signed and executed by the assignor and
by every other party thereto.
Subsection 50(2) provides that every assignment, and also every "grant and conveyance
of any exclusive right... ", shall be registered in the Patent Office. Case law would seem
to indicate that "grant and conveyance" includes exclusive licences between a patentee
and another party (see 3288731 Canada Inc. v. Les P0117cons de Waterloo Inc.). It would
appear from a literal reading of this subsection that non-exclusive licences need not be
registered in the Patent Office. However, all compulsory licences under section 66 must
be decided by the Commissioner, and are registered in the Office.

When Assignment Void
It is not compulsory to register an assignment, but every assignee should register it in
order to protect his own interests. If an assignment is not registered, then any
subsequent assignment to someone else by the assignor makes the first assignment null
and void, under section 51:
51.

Every assignment affecting a patent for invention, whether it is
one referred to in section 49 or 50, is void against any
subsequent assignee, unless the assignment is registered as
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prescribed by those sections, before the registration of the
instrument under which the subsequent assignee claims.

Licences
Whereas an assignment is the transfer of a property right from one party to another, e.g.,
the transfer of the exclusive rights enjoyed by the patentee by virtue of a patent, a
licence is an instrument that allows a party to commit acts that might otherwise be
prohibited, e.g., a right or a conditional contract to practice or work a patented invention
without fear of being sued for infringement. Further, in the case of a licence, as opposed
to an assignment, the patentee retains ownership of the patent.
The difference between assigning a right and licensing a right can be likened to the
difference between selling a house and renting out the house.
As is the case with assignments, a patentee can license the patent to anyone, in whole or
in part (in terms of content, territory, or time).
As will be seen below, the terms and conditions of a licence can vary greatly, ranging
from a mere agreement that the other person will not be sued to an exclusive contract
with a right to sue in person. In the case of an exclusive contract, the terms of the licence
can be so extensive so as to effectively approach complete transfer of all rights in a
patent, i.e., assignment.
Whether the licensee becomes a beneficial owner of part of the patent will depend upon
the terms of the contract; to the extent that the licensee exercises some rights associated
with ownership of property, to that extent the licensee is a beneficial owner. If an
exclusive licence of the entire patent rights is given with only a right on the part of the
patentee to sue (but not revoke the licence) for unpaid royalties or other default, then
that licence amounts to an assignment or sale of the property. The terms of the contract
and not its title will determine whether it is an assignment, a licence with property rights,
or a mere licence.
The licence does not have to bear a seal, nor does it have to be issued, as in the case of
an agreement of sale. Although a licence should be in writing to be effectual, the only
circumstance in which it must be more than a mere parol, or verbal, licence is when it is
exclusive. If the licence is a parol licence and no official provision has been made for the
payment of royalties, the licence is deemed to include an implicit obligation to pay
royalties at a reasonable rate.

Voluntary Licences Negotiated by the Parties
The vast majority of licences are granted under a contract negotiated between the
parties concerned. Under this type of contract, the two parties are concerned about the
benefits that might arise from their agreement. The contract is entered into by the parties
voluntarily, as opposed to the case of compulsory licences, which are determined by the
Commissioner in situations such as where there has been abuse of patent rights by the
patentee. The subject of compulsory licences will be covered later in this chapter.
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Rights of Existing Licensees After Assignment of Patent Rights
Assignment cannot be used to eliminate the rights of a previously existing licence holder.
That is, if the owner of a patent grants a licence to a party, that party forms an interest
on the title to the patent. If the owner later assigns the patent rights to a third party, the
assignee becomes the new owner of the patent and is subject to all the restrictions
applicable to that patent. Therefore, the patent must be assigned with all of the licence
rights which the initial owner has granted intact, and the assignee must accept the
assignment subject to the rights of the licensee. The assignee can not arbitrarily cancel
the licence, but must accept the fact of the licence and the terms under which it was
issued until the time limit of the licence has expired. This is so even if the assignee had
no knowledge of the licence.

Licensee May Sue Infringers For Damage Sustained by Licensee
Under subsection 55(1) of the Patent Act, even a simple licence holder claiming under the
patentee is permitted to take action against an infringer for damages sustained by the
licence holder, independent of any action taken by the patentee.
55. (1) A person who infringes a patent is liable to the patentee and to
all persons claiming under the patentee for all damage sustained
by the patentee or by any such person, after the grant of the
patent, by reason of the infringement.

Restrictive Conditions on Licences
In Canada, patentees can impose on a licensee any conditions they deem appropriate
other than a requirement to maintain the resale price (Competition Act). Licensees who
are aware of the conditions when they accept a licence are bound by those conditions.
Should the licensee fail to meet the conditions of licence, the licence is cancelled because
it is contingent on compliance with the conditions.

Types of Licences
Licences granted voluntarily can be divided into the following categories:
a.

Exclusive/non-exclusive/unique

b.

Transferrable/non-transferrable

c.

Revocable/irrevocable

d.

Explicit/implicit

e.

General/limited
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Exclusive/non-exclusive/unique Licences
An exclusive licence grants exclusive rights to the licensee, who becomes the only party
permitted to use the technology described in the licence. An exclusive licensee can
prevent anyone, including the patentee granting the licence, from making, using, selling,
etc., any part of the patented invention. If an exclusive licence is granted for the whole of
a patent for the whole of its term of monopoly, then it amounts to what is, in effect, an
assignment.
A non-exclusive licence may be granted to several parties that may be in competition. The
licensor's objective is to attain a high profile.
A unique licence grants the licensee and the patentee together the exclusive right to use
the technology described in the licence.
Transferrable / Non-transferrable Licences
The holder of a non-transferrable licence is not authorized to assign that licence or grant
a sub-licence without the consent of the licensor.
Revocable/ Irrevocable Licences
Where a licence is irrevocable, neither of the parties can terminate the licence without the
consent of the other. If the conditions of licence do not state that the licence is
irrevocable, the licence is revocable provided reasonable notice is given.
Explicit/ Implicit Licences
A licence is explicit where the negotiated terms are clearly defined and set out in writing
in the contract. The terms of an implicit licence are not clearly defined and will be
interpreted based on the conditions usually found in contracts of that type or by a judge if
the contract is the subject of litigation.
An implied licence arises where a patented article or substance is sold without restrictions
and the purchasers are considered to be able to do what they would wish with that article
or substance, such as when a customer buys a patented article.
General/ Limited Licences
A general licence authorizes the licensee to use a patented product within the confines of
the patent. This means that the licensee can use the patent in the manner that is most
convenient, according to the implicit conditions that are standard in the field, particularly
those pertaining to the geographic area in which the patent is applicable. Even if a
licence to build or manufacture something does not include the right to sell or use that
thing, a licensee can use and sell the patented articles unless notified otherwise by the
patentee.
A limited licence restricts the application of the licence to certain persons, for example, or
to a specific area or district, a portion of the period of exclusivity granted under the
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patent, use of the invention for certain purposes, or use of certain parts of the patent. In
particular, a licence may be limited as follows:
(a)

Time limit

(b)

Geographic limits

(c)

Licence limited to part of a patented invention
For example, a patentee may grant one licence for the part of the invention that
applies to automobiles and another licence for the part of the invention that
applies to aircraft.

(d)

Limit on right of use
A licence to use a patented invention may stipulate that the article remains the
property of the patentee and that the patentee may demand that the article be
returned on the date prescribed in the agreement.

Limitations on the Rights to Obtain and Use Patents
In general, any one who makes an invention has the right to apply for a patent for that
invention or to assign those rights to a third party. Further, after grant of a patent, the
patentee (inventor or assignee) has the right to exploit that patent as the patentee sees
fit, as long as his actions do not rise to the level of abuse of the patent rights. (The
subject of abuse of patents will be discussed later in this chapter.)
However, this is only the general rule; in certain situations, there are limitations on these
rights to apply for, and subsequently use, a patent. Such situations include:
a.

inventions relating to instruments or munitions of war;

b.
c.

inventions relating to nuclear energy;
employer-employee relationships and ownership of patents;

d.

inventions made by public servants;

e.

restriction on Patent Office employees from dealing in patents;

f.

patented medicines; and

g.

forcible use of patents by government.

In the following sections, each of these situations will be described.
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Inventions Relating to Instruments or Munitions of War
Sections 20 and 21 of the Patent Act, and rules 46 to 48 of the Patent Rules, are
provisions which arose from an outgrowth of the stimulus to invention provided by the
activities of Government employees throughout the Second World War, and were inserted
by the amending Act of 1947,
Section 20 comes under the heading of "Government Owned Patents". It is long,
containing 18 subsections which all relate to "invention in instruments or munitions of
war". The point is that the government wants to own patents on such inventions.
Subsection 20(1) requires that government employees assign the benefit of instruments
or munitions of war to the Minister of National Defence if the employee made the
invention while acting within the scope of his duties.
Subsection 20(2) provides that any non-public servant may assign to the Minister of
National Defence all the benefits of an invention and of any patent obtained or to be
obtained for an invention in instruments or munitions of war.
There is no provision which exactly confiscates the ownership of an invention from an
unwilling inventor who is not a public servant. However, subsection 20(17) provides that
the Governor in Council may order that any patent or patent application which has not
been assigned to the Minister of Defence "shall be treated for all purposes of this section
as if the invention had been assigned or agreed to be assigned to the Minister of National
Defence." In other words, although a non-public servant is not obliged to assign the rights
to an invention to the Minister, the invention may still be held in secrecy.
Subsection 20(3) says that the non-public servant inventor is entitled to compensation for
assigning the invention.
Section 20 makes no provisions for compensation to the public servant inventor. Perhaps
this is because the provision of awards to the public servant is covered by section 10 of
the Public Servants Inventions Act.

Inventions Relating to Nuclear Energy
Section 22 of the Patent Act is concerned with inventions relating to nuclear energy.
22.
Any application for a patent for an invention that, in the opinion
of the Commissioner, relates to the production, application or use
of nuclear energy shall, before it is dealt with by an examiner
appointed pursuant to section 6 or is open to inspection by the
public under section 10, be communicated by the Commissioner
to the Canadian Nuclear Safety Commission.
There are no requirements for the Commissioner to take any special actions beyond early
notification of the Canadian Nuclear Safety Commission. Typically, a patent application
relating to nuclear energy will be spotted by a classification examiner; or by patent
examiners in performing classification checks for new applications. After notification is
made, such an application will be examined like any regular application and, unlike the
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case of a patent application relating to instruments or munitions of war, the application
will be laid open for public inspection on the relevant date. If found allowable, a patent
will issue. Of course, if the application contains "prescribed information" that could be
used to design a nuclear weapon or nuclear explosive device, then section 20 of the
Patent Act — relating to instruments or munitions of war — would apply, and the Minister
of National Defence would be informed.
The Nuclear Energy Act would appear to give very broad powers to the Minister, who may
acquire patent rights from an inventor by "purchase, lease, requisition or expropriation"
(subsection 10(1)). The issue of determining compensation to the inventor is not explicitly
covered by the legislation.

Ownership of Patent Rights Within the Employer-Employee Relationship
The mobility of employees who have access to confidential information has increased
considerably in recent decades. Employers concerned about the confidentiality of such
information protect themselves by drawing up contracts that are binding on their
employees and subcontractors. These contracts take a variety of forms: employment
contract, work contract, service contract, consulting contract, freelance contract.
In approaching the question of ownership of invention and of patents maturing therefrom,
where the relationship of employer and employee exists, one main consideration must be
borne in mind; that consideration is the question of contract — implied or express. The
questions to be decided are, as between the employer and the employee, which of them
made the invention and, if it is the employee who did so, whether the employee or the
employer is entitled to its benefit.
In express contracts, this element is usually clearly provided for. Difficulties arise when
there is no express contract.

Implicit Interpretations Concerning Patents
The inventor is an individual (or several individuals). A company cannot become the
owner of a patent other than through an instrument of assignment between the inventor
and the company.
An employee is presumed to own the interests in an invention which he has made unless
an express contract exists to the contrary or the employee is expressly employed for the
purpose of inventing. This appears to be true even if the employee used an employer's
time and material, if the invention related to the employer's business and even if the
employee has allowed the employer to use the invention (see Piper v. Piper (1904), 3
O.W.R. 451 (Ont. C.A.)). Moreover, an engineer or designer is not necessarily regarded as
being employed for the purpose of inventing simply by virtue of their field of endeavour
(see Techform Products Ltd. v. Wolda (2000), 5 C.P.R. (4th) 25 (Ont. Sup. Ct.)
[Techform]).
Nonetheless, it is understood that where an employee has been hired for the sole purpose
of making inventions, the inventions made by the employee are deemed to be placed in
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the custody of the employee by the employer, and it is to the employer that a patent or
patents may be issued, i.e., the employee is obliged to assign the patent rights to the
employer.
If there is an explicit contract with other provisions, those provisions will take precedence
over this principle.

Inventions Made by Public Servants
The Public Servants Inventions Act (PSIA) applies where an inventor is an officer, servant
or employee of the Crown or of a corporation that is an agent or servant of the Crown.
Ownership of inventions
Section 3 of the PSIA states that inventions made by public servants in the circumstances
described in the section, and the resulting patents, generally belong to the Government of
Canada:
3.

The following inventions, and all rights with respect thereto in
Canada or elsewhere, are vested in Her Majesty in right of
Canada, namely,
(a)

(b)

an invention made by a public servant while acting within
the scope of his duties or employment, or made by a
public servant with facilities, equipment or financial aid
provided by or on behalf of Her Majesty; and
an invention made by a public servant that resulted from
or is connected with his duties or employment.

Section 7 of the PSIA indicates that a public servant is required to assign the rights to his
invention to the Crown.
Reporting of inventions
Subsection 4(1) of the PSIA obliges a public servant to inform their minister of the
invention, to seek ministerial approval before filing a patent application for the invention
outside of Canada and obliges the public servant to identify himself as such in the petition
of a patent application.
The obligation to report applies not only to inventions made under the circumstances
described in section 3, but to every invention involving a public servant, including
inventions:
a.

made independently of government employment;

b.

made with a co-inventor, whether a public servant or not;

c.

which the employee intends to give up to other persons;
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d.

which the employee thinks can not, or should not, be patented;

e.

made by a former public servant while a public servant.

The inventor's department might subsequently determine that Her Majesty does not
legally have a right to the invention, because it was made independently of the
government, but the duty to report is absolute.
There is a standard form for reporting inventions: Form 1, "Report of an Invention", found
in the schedule of the Public Servants Inventions Regulations. The inventor must
personally fill out this form, and submit it to the inventor's "immediate supervisor or other
appropriate departmental official". That official must then complete Part 2 of Form 1.
Failure to report an invention
Section 11 of the PSIA provides that it is an offence to fail to report an invention made
by a public servant. A conviction would result in a fine not exceeding five hundred dollars
or to a prison term not exceeding six months or to both.
To date, there has not been a prosecution under section 11 of the PSIA.
A complete copy of The Public Servants Inventions Act may be found at
http://laws.justice.gc.ca/en/P-32/index.html

Additional Information
Determining ownership of an invention
Once the departmental official receives the Form 1 from the inventor, the next stage is to
notify more senior management and simultaneously forward report to a departmental
specialist in intellectual property who will assess whether the Crown should invest in the
patent. If there is some question as to whether the invention belongs to the inventor or
the Crown, that question must first be addressed, as discussed below. A decision about
whether to proceed with a patent application need only be made if the ownership
question is settled in favour of the Crown.
The Minister, or delegate, has three months from the time when an authorized official
receives Form 1 to make the determination of ownership of the invention. An inventor
who is dissatisfied with what the Minister determines can appeal to the Federal Court
"within thirty days after the date the inventor or other person is notified of the
determination or within such longer period as the appropriate minister may allow".
Compensation to inventors
Section 10 of the PSIA provides that the minister may authorize paying inventors an
award in exchange for the right to their invention. Awards are in the nature of ex gratia
"purely as a favour" ) payments, and are subject to reconsideration at any time. However,
the present government scheme, while allowing departments to adopt their own awards
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policy, provides that any policy should follow Treasury Board guidelines, which link the
amount of an award to the revenues generated by the invention.
Giving up Crown rights
Section 8 of the PSIA states that the appropriate Minister may, on behalf of the Crown,
"waive, abandon or transfer" any rights in respect of an invention by a public servant.
"Waive" applies to cases where assignment to the Crown has not yet occurred. In these
situations, a waiver means that the inventor obtains the ownership of the invention and
any ensuing patent.
"Abandon" relates to cases where the rights have been assigned to the Crown, and it
means to simply let the rights vanish, such as by publishing instead of patenting.
"Transfer" to a public servant inventor, instead of a waiver, would be the appropriate
choice if the ministerial determination of rights had previously been made so that the
rights were already vested in Her Majesty.
Administration and control of inventions
The National Research Council of Canada, which employs a number of Intellectual
Property specialists, will accept administration and control of inventions from any
government department. NRC charges for its services, and passes on all costs to the
originating department, while also passing all revenue to the originating department,
usually after paying out the awards to inventors.

Patent Office Employees Not to Deal in Patents

A very strict limitation on the rights of a person to use a patent is set out in section 7 of
the Patent Act, but it applies only to officers and employees of the Patent Office. The
intent of this section is to avoid conflict of interest — actual or perceived — by Patent
Office employees, who are in positions to become aware of inventions in patent
applications prior to the public being notified of their existence, and who could be seen to
be in positions to influence the prosecution of such applications.
Section 7 states:
7. (1)

(2)

No officer or employee of the Patent Office shall buy, sell, acquire
or traffic in any invention, patent or right to a patent, or any
interest therein, and every purchase, sale, assignment,
acquisition or transfer of any invention, patent or right to a
patent, or any interest therein, made by or to any officer or
employee is void.
Subsection (1) does not apply to a sale by an original inventor or
to an acquisition under the last will, or by the intestacy, of a
deceased person.
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An officer or employee of the Patent Office who buys stocks in a company operating
under the protection of a patent is not considered to have violated section 7. However, if
the person was a director of the company using the patent, or was listed on the record as
a part owner of such a patent, that person would very likely be considered as violating
Section 7.
Subsection (2) provides two exceptions:
(1)

for the sale of an invention, patent or right to a patent by a Patent Office
employee who is the original inventor of an invention; and

(2)

for an acquisition by bequest of a deceased person.

This article does not exclude employees from being named as inventor or owning patent
rights for applications or patents on an invention dating from before their hiring at the
Patent Office. Further, a member of the Patent Office could also fill a patent application
after being hired if the invention pre-date the hiring date. Nevertheless, the member is
only allowed to sell, buy or traffic patent rights on his own invention, not on others.

Patented Medicines
The Patented Medicine Prices Review Board
The Patented Medicine Prices Review Board (PMPRB) was established in 1987 by
amendments to the Patent Act (Bill C-22). The Board was established to protect
consumer interests by acting as a mechanism for the monitoring of the prices of drugs
and for ordering price roll-backs if evidence of excessively high prices is found. The Board
reports to the Minister of Health. Sections 76.1, and 79-103 of the Patent Act relate to
the PMPRB.
Section 80 describes the information that a patentee is required to supply to the Board,
namely information and documents concerning:
a.

the identity of the medicine;

b.

the price at which the medicine is being or has been sold in any market in Canada
and elsewhere; and

c.

the costs of making and marketing the medicine, where such information is
available to the patentee in Canada or is within the knowledge or control of the
patentee.

Section 85 describes other factors that the patentee (and former patentee, where
applicable) must furnish to the Board, which factors the Board will take into consideration
in determining whether a medicine is being sold at an excessive price:
a.

the prices at which the medicine has been sold;

b.

the prices of other medicines in the same therapeutic class;
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c.

the prices at which the medicine and other medicines in the same therapeutic
class have been sold in countries other than Canada; and

d.

changes in the Consumer Price Index (published by Statistics Canada).
Order concerning excessive prices

If the Board finds that a patentee has sold a medicine at a price considered by the Board
to be excessive, the Board may, by order, direct the patentee to:
a)

reduce the price of the medicine to a suitable level;

b)

reduce the price of another of the patentee's medicines; or

c)

pay a specified amount to Her Majesty.

Any order of the Board, e.g., to provide information, to reduce the price of a medicine, to
pay a specified amount to Her Majesty, etc., may be made an order of the Federal Court
or any provincial superior court, and is enforceable in the same manner as an order of the
court.
For more information on the Patented Medicine Prices Review Board, visit their web site
at:
htto://www.omorb-ceomb.gc.ca
Notice of Compliance (NOC) Regulations
Generally, a patentee is entitled to enforce its patent by suing for infringement; a third
party can not sell a patented invention until all patent rights expire. However, section 55.2
of the Patent Act provides an exception to the patentee's right to sue, allowing any
person to:
.. make, construct, use or sell the patented invention solely for uses reasonably
related to the development and submission of information required under any law
of Canada, a province or a country other than Canada that regulates the
manufacture, construction, use or sale of any product.
Thus a generic drug company, for example, is permitted to make, use or sell a patented
drug while the patent rights still exist, if it is done in order to obtain regulatory approval
for a generic copy of the patented drug.
In this example, Health Canada is responsible for approving drugs containing medicine for
sale in Canada. Once a drug receives approval, the applicant drug company receives what
is known as a Notice of Compliance (NOC).
Under the NOC Regulations, a patentee or licensee who holds an NOC may file a "patent
list" with Health Canada, listing patents which contain a claim to the medicine or its use. A
generic drug company cannot obtain an NOC to sell the same drug until all patents on the
patent list expire or are otherwise removed from the list.
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The NOC regulations and the patent list are administered by Health Canada and are not
the responsibility of the Commissioner of Patents.
The subject of NOC regulations will be covered further in chapter 9.03 - Patent Litigation.

Jean Chretien Pledge to Africa Act
The Jean Chretien Pledge to Africa Act (JCPA) came into force as of May 14, 2005. This
act is an amendment to the Patent Act and the Food and Drug Act that allows the
compulsory licensing of patented medicines in order to facilitate the provision of
pharmaceutical products to developing nations facing public health crises such as AIDS,
malaria and tuberculosis.
Sections 21.01 to 21.2 of the Patent Act set forth the conditions under which an
authorization is given to allow a manufacturer to use another manufacturer's patented
inventions in order to make a pharmaceutical drug or device for export to developing
countries unable to produce their own.

Forcible Use of Patents by Government
In earlier times in Great Britain, the Crown was at liberty to make such use of patented
inventions as it desired, without compensation, on the ground that the grant of a patent
was simply an exercise of the Royal Prerogative. In practice, however, ex gratia
payments were usually made.
There are provisions within the Patent Act under which the Federal Government or a
provincial government may be awarded a non-exclusive, non-transferable licence to use a
patented invention for a specified period, so long as the use is for predominantly
supplying the domestic market. In particular, subsection 19(1) of the Patent Act allows
for the following:
19. (1) Subject to section 19.1, the Commissioner may, on application by
the Government of Canada or the government of a province,
authorize the use of a patented invention by that government.
However, before the Commissioner authorizes any use under subsection 19(1), the
Commissioner must be satisfied by virtue of subsection 19.1(1) that a government has
made an effort to obtain a reasonable licence directly from the patentee:
19.1(1) The Commissioner may not authorize the use of a patented
invention under section 19 unless the applicant establishes that
(a)

it has made efforts to obtain from the patentee
on reasonable commercial terms and conditions
the authority to use the patented invention; and
its efforts have not been successful
(b)
within a reasonable period.

9.03 + Page 219

(A-2016-01148) - Page: 267

Patent Litigation
In the cases of a national emergency or extreme urgency or where the proposed use is a
public, non-commercial use, subsection 19.1(2) provides that a government need not
comply with subsection 19.1(1). An example of a situation that might have warranted
such an action is the predicament concerning Health Canada's agreement to purchase the
generic version of Ciprorm from Apotex, despite the fact that the patent to Bayer was still
in effect. In this situation, Health Canada could have instead implored the Commissioner
to authorize the use of the patented antibiotic, under subsection 19.1(2), in view of a
perceived bio-terrorism threat.
If the Commissioner decides to authorize use of a patented invention by the government,
he must set the amount of remuneration payable to the patentee in exchange for that
use.

Abuse of Patent Rights

Actions amounting to abuse of patent rights can be divided into two categories, as
follows:
a.

abuse as defined by the Patent Act, and

b.

abuse as defined by the Competition Act.

In the following sections, we will discuss each of these types of abuse.

Abuse of Patent Rights as Defined by the Patent Act

From the historical aspect at common law, monopolies were considered void unless they
were for the good of the realm, and this principle was carried into the Statute of
Monopolies by excepting from its main prohibition only those patents for new
manufacture that were not hurtful to trade or generally inconvenient. Patents were
revocable by the Privy Council if they were found to be hurtful and inconvenient. The
main principle of the common law was that monopolies were good if they were for the
introduction of new manufactures into the country by which employment was increased
and the general prosperity of the country was enhanced.
In Canada, provisions for dealing with abuse of patent rights were included in the Patent
Actof 1869. In our present Act, section 65 recognizes the potential for the abuse of
patent rights which might be harmful to trade and commerce in Canada:
65.

(1)

The Attorney General of Canada or any person interested
may, at any time after the expiration of three years from
the date of the grant of a patent, apply to the
Commissioner alleging in the case of that patent that
there has been an abuse of the exclusive rights
thereunder and asking for relief under this Act.

(2)

The exclusive rights under a patent shall be deemed to
have been abused in any of the following circumstances:
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(a) and (b) [Repealed, 1993, c. 44, s. 196]

(c)

if the demand for the patented article in Canada
is not being met to an adequate extent and on
reasonable terms;

(d)

if, by reason of the refusal of the patentee to
grant a licence or licences on reasonable terms,
the trade or industry of Canada or the trade of
any person or class of persons trading in Canada,
or the establishment of any new trade or industry
in Canada, is prejudiced, and it is in the public
interest that a licence or licences should be
granted;

(e)

if any trade or industry in Canada, or any person
or class of persons engaged therein, is unfairly
prejudiced by the conditions attached by the
patentee, whether before or after the passing of
this Act, to the purchase, hire, licence or use of
the patented article or to the using or working of
the patented process; or

(f)

if it is shown that the existence of the patent,
being a patent for an invention relating to a
process involving the use of materials not
protected by the patent or for an invention
relating to a substance produced by such a
process, has been utilized by the patentee so as
unfairly to prejudice in Canada the manufacture,
use or sale of any materials.

Request For Relief: Allegation of Abuse by Any Interested Person
Abuse under paragraph 65(2)(c):
This provision concerns the failure to meet demand — to an adequate extent and on
reasonable terms -- for a patented article in Canada. Before resorting to this paragraph,
an applicant alleging abuse must first approach the patentee for a licence or for the
product itself. A reasonable amount of time must be given to the patentee to respond to
this request. If the patentee does not respond or responds negatively, then the applicant
may apply to the Commissioner for relief.
The expressions "an adequate extent" and "on reasonable terms" are nebulous
expressions, but it must be realized that the Commissioner must exercise a broad
discretion, weighing the merits of each case.
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Abuse under paragraph 65(2)(d):
This paragraph talks about prejudicing, contrary to public interest, the country's trade or
industry, or that of a particular concern, by refusing a reasonable licence to others. In
order to invoke this paragraph the patentee must either refuse a licence entirely or attach
unreasonable conditions to it. Again, vague expressions are designedly used to permit
broad discretionary powers; whether the terms of a licence are reasonable is an issue to
be decided on a case by case basis.
As an example, suppose a patent was for a new article which was a revolutionary change
and made all such previous articles obsolete. Unless a competitive manufacturing firm
could obtain a licence, they would have to lay off employees, etc., and curtail operations
due to loss of markets.
Abuse under paragraph 65(2)(e):
This provision talks about attaching unfair conditions to the acquisition, use or working of
the patented article or process. This protects against the abuse of tying clauses in
licences, e.g., a patentee holds a patent for a new spark plug but will only sell it on
condition that it be used in a General Motors product.
Abuse under paragraph 65(2)(f):
This paragraph speaks of using a patent for a process to prejudice the manufacture, use
or sale of materials used in that process. This is aimed at preventing the practice of
patentees exercising their patent rights only against those who do not purchase their
supplies of raw materials (not protected by the patent) from the patentee.

Remedies for Abuse Under the Patent Act
If it is determined that abuse has occurred, then the Commissioner has considerable
powers, under subsection 66(1), to remedy the situation.
In summary, these remedies for abuse of patent rights fall into two categories:
a. the grant of a compulsory licence; and
b. the revocation of the patent.

Compulsory Licences
Where a case of abuse is established under any of the circumstances provided in section
65, the Commissioner may order the grant to the applicant of a licence on such terms as
he may think expedient. The guides he uses in setting the terms of a licence are set forth
in ss. 66(4):
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66.(4)

In settling the terms of a licence under paragraph (1)(a), the
Commissioner shall be guided as far as possible by the following
considerations:
(a)

(b)

(c)

he shall endeavour to secure the widest possible use of
the invention in Canada consistent with the patentee
deriving a reasonable advantage from his patent rights;
he shall endeavour to secure to the patentee the
maximum advantage consistent with the invention being
worked by the licensee at a reasonable profit in Canada;
and
he shall endeavour to secure equality of advantage
among the several licensees, and for this purpose may,
on due cause being shown, reduce the royalties or other
payments accruing to the patentee under any licence
previously granted.

Revocation of Patent
The second remedy available is revocation of the patent, a drastic remedy which is used
very rarely. Paragraph 66(1)(d) was drafted to conform with Article 5 of the Paris
Convention, which provides that revocation can be resorted to only if the granting of
compulsory licences is insufficient to prevent abuses. Article 5 further stipulates that no
proceedings for the revocation of a patent may be instituted before the expiration of two
years from the grant of the first compulsory license.

Refusal of Application for Relief
As noted previously, the Commissioner may, under paragraph 66(1)(e), make an order
refusing the application for relief if he is of the opinion that the objects of sections 65 and
66 will be best attained by not making an order for a compulsory licence or revocation of
the patent.
It should be borne in mind that since compulsory licences are basically privileges granted
to the applicants for licence, the Commissioner must have good reason to issue such
licences, and the onus lies upon the applicant to show abuse, interest, and case for relief.

Abuse of Patent Rights as Defined by the Competition Act
As indicated earlier in this chapter, under section 42 of the Patent Act, a patentee has:
. . . [t]he exclusive right, privilege and liberty of making,
constructing and using the invention and selling it to others to be
used, subject to adjudication in respect thereof before any court
of competent jurisdiction.
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However, this does not mean that the patentee has the right to use those rights to the
detriment of trade or commerce; i.e., in a manner which is anti-competitive. Just as
section 65 of the Patent Act provides for relief in the case of abuse of patent rights, the
Competition Act allows for relief under certain circumstances.
In particular, subsection 32(1) of the Competition Act indicates that the Federal Court
may be approached if the exclusive rights conferred by a patent are used to unduly limit
trade and commerce or are used in an anti-competitive manner:
32. (1) In any case where use has been made of the exclusive rights and
privileges conferred by one or more patents for invention, by one
or more trade-marks, by a copyright or by a registered integrated
circuit topography, so as to
(a)

limit unduly the facilities for transporting, producing,
manufacturing, supplying, storing or dealing in any article
or commodity that may be a subject of trade or
commerce,

(b)

restrain or injure, unduly, trade or commerce in relation
to any such article or commodity,

(c)

prevent, limit or lessen, unduly, the manufacture or
production of any such article or commodity or
unreasonably enhance the price thereof, or

(d)

prevent or lessen, unduly, competition in the production,
manufacture, purchase, barter, sale, transportation or
supply of any such article or commodity,

the Federal Court may make one or more of the orders referred to in subsection
(2) in the circumstances described in that subsection.

Remedies for Abuse Under the Competition Act
Where the Federal Court is satisfied that abuse has occurred, it may issue an order under
subsection 32(2) of the Competition Act to rectify the situation:
32.(2) The Federal Court, on an information exhibited by the Attorney
General of Canada, may, for the purpose of preventing any use in the
manner defined in subsection (1) of the exclusive rights and privileges
conferred by any patents for invention, trade-marks, copyrights or
registered integrated circuit topographies relating to or affecting the
manufacture, use or sale of any article or commodity that may be a
subject of trade or commerce, make one or more of the following orders:
(a)

declaring void, in whole or in part, any agreement, arrangement
or licence relating to that use;
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(b)

restraining any person from carrying out or exercising any or all
of the terms or provisions of the agreement, arrangement or
licence;

(c)

directing the grant of licences under any such patent, copyright
or registered integrated circuit topography to such persons and
on such terms and conditions as the court may deem proper or, if
the grant and other remedies under this section would appear
insufficient to prevent that use, revoking the patent;

(d)

directing that the registration of a trade-mark in the register of
trade-marks or the registration of an integrated circuit
topography in the register of topographies be expunged or
amended; and

(e)

directing that such other acts be done or omitted as the Court
may deem necessary to prevent any such use.

Therefore it appears that the powers of the Federal Court are considerable and that an
unduly restrictive licence may be modified or cancelled. Moreover, the patentee may be
compelled to grant new licences with favourable terms. If these measures are deemed to
insufficient, then it appears that the patent may even be revoked. Note however that it is
the Attorney General of Canada who must provide evidence of patent abuse and must be
the party which instigates proceedings under this section of the act.
Under subsection 79(1), the Competition Tribunal may entertain more general allegations
of abuse of dominance, i.e., through exercise of patent rights, which are regarded as anticompetitive, on a case-by-case basis:
79. (1) Where, on application by the Commissioner, the Tribunal finds
that
(a)

one or more persons substantially or completely control,
throughout Canada or any area thereof, a class or species of
business,

(b)

that person or those persons have engaged in or are engaging in
a practice of anti-competitive acts, and

(c)

the practice has had, is having or is likely to have the effect of
preventing or lessening competition substantially in a market,
the Tribunal may make an order prohibiting all or any of those
persons from engaging in that practice.

However, under subsection 79(5), an act for the whose sole purpose is the legitimate
exercise of a patent right is not considered anti-competitive:
79. (5) For the purpose of this section, an act engaged in pursuant only
to the exercise of any right or enjoyment of any interest derived
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under the Copyright Act, Industrial Design Act, Integrated Circuit
Topography Act, Patent Act, Trade-marks Act or any other Act of
Parliament pertaining to intellectual or industrial property is not
an anti-competitive act.
It is not clear where the line between the legitimate exploitation of patent rights and the
abuse of such rights should be drawn since patents by their very nature are anticompetitive. However, an attempt to directly or indirectly extend the term of patent
protection in Canada will be viewed as unacceptable. For example, where a company
continues to enjoy patent protection in another country for the same invention which is
about to expire in Canada, the existing foreign patent cannot be used to leverage a
licensee into a restrictive agreement; e.g., by insisting that the licensee sign a new licence
shortly before the expiry of the Canadian patent obliging the licensee to continue to
import the patented invention from the foreign country (Canada (Director of Investigation
& Research) v. NutraSweet Co. (1990), 32 C.P.R. (3d) 1 (Competition Trib.)).
In Eli Lilly and Co. v. Apotex Inc. (2005), 44 C.P.R. (491) 1 (F.C.A.), the court held that the
assignment of a patent may unduly lessen competition, thereby contravening section 45
of the Competition Act.
The court decided that section 50 of the Patent Act, which provides that patent rights
may be assigned, does not immunize an assignment of patent rights from section 45 of
the Competition Act when the assignment increases the assignee's market power in
excess of that inherent in the patent rights assigned. The Patent Act and the Competition
Act operate in parallel, and companies operating in the marketplace must ensure their
actions are in compliance with the provisions of both of these statutes.
Other examples of potentially offensive activities related to the abuse of patent rights may
be found in the Competition Bureau's Draft Intellectual Property Enforcement Guidelines
(IPEGs).
The entire Competition Act may be found at http://laws.justice.gc.ca/en/C-34/index.html
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Review Questions
1.

What rights are granted to a patentee under section 42 of the Patent Act?

2.

What is an assignment? What is a licence?

3.

What is the effect of an assignment?

4.

What rights does a licencee of a patent have with respect to an infringement of
that patent?

5.

What are the categories of licences ?

6.

In what ways can a licence be limited?

7.

What actions constitute an abuse of patent rights under section 65 the Patent Act

8.

What are the powers of the Commissioner in such cases of abuse?

9.

What actions constitutes an abuse of patent rights under the Competition Act?

10.

What are the powers of the Federal Court in such cases of abuse?
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Notes:
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9.03 - Patent Litigation
Ubi jus ibi remedium -

"Where there is a right, there is a remedy"

Introduction

Patent examination may be considered a form of legal proceeding or prosecution. The
patent examiner represents the interests of the public when it comes to deciding whether
or not the public should submit to a monopoly. The patent examiner is called upon to
interpret patent specifications, to know and apply patent law, and to make decisions
which may substantially affect the rights and interests of the patent applicant. However,
the examiner has no discretion to retreat from the bargain proposed by the applicant
unless he can justify his position by making an objection in a formal report which is
founded in the Patent Act and Rules, or in the law.
Typically a patent agent represents the interests of the applicant and tries to secure the
broadest possible monopoly for his client. A dispute is born when the agent disagrees
with an objection presented by an examiner in a report. Resolution of the dispute may
occur through the course of further prosecution. Counter arguments and rebuttals may be
made by the examiner and agent but the process is not mediated by a judge, no
witnesses are called, no evidence is presented and the high drama played out in person in
a court is missing.
A higher order of dispute resolution takes the form of litigation between two parties in a
court of law, where the parties compete in their own best interests before a judge who
ultimately decides the matter. Through the process, formal procedures are initially
followed in order to establish the facts of the dispute and further define it before
proceeding to trial.
At trial, all pertinent facts and arguments are laid out; witnesses are typically called,
evidence is presented and a series of statements and arguments are made. The degree of
person to person interaction is high and the judge is in the best possible position to
consider the credibility of a witness and to hear detailed evidence on the commercial
importance of an invention. In the end, a decision is rendered, accompanied by a
reasoned statement. Although arguably the best process for dispute resolution, the
process nonetheless is very expensive and may be intimidating to the parties involved.
Indeed, patent litigation is one of the most expensive types of litigation; the costs for a
typical infringement action can easily reach into the millions of dollars, much of which is
spent on expert witnesses and professional fees. However, in many instances the stakes
are so high that no other recourse is acceptable.
This form of legal proceeding is the topic for the remainder of this section.
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Initiation of Actions in the Courts
It is the function of the courts to ultimately settle patent disputes, including disputes
which may have their genesis in the Patent Office. In order to be able to properly perform
this function, the courts must know clearly where the dispute lies.
To bring extraneous matter before the courts is both costly and time consuming. In
recognition of this fact, and in order to ensure that the real subject matter of the dispute
becomes known, the courts have established a pattern of procedure which is followed in
litigating court actions.
To accomplish a just settlement of a dispute, there are three principal stages in our
system prior to actual adjudication, namely:
a.

pleadings;

b. discovery; and
c.

trial

These stages, which were briefly discussed in chapter 9.01, will now be covered in more
detail.

Pleadings
When a party initiates an action in the Federal Court, he is called upon to prepare
"pleadings". Unlike the popular conception of court actions portrayed on television, it is
looked upon with disfavour by the Court for one litigant to be in an unfavourable position
as regards all the information concerning the action in suit.
Statement of claim
In civil cases, such as in patent actions, the person bringing the action (plaintiff) must file
in the Registry of the Federal Court a pleading, which must contain all the material facts
upon which the plaintiff intends to bring action. The pleading prepared by a plaintiff is
known as the statement of claim. It must also be served personally on the defendant.
Statement of defence
Once in possession of the statement of claim, the defendant in the action studies it and, if
he or she decides to defend the action, prepares a counter pleading giving reasons for
rebutting the plaintiff's contentions, or agreeing to some of them, and thereby narrowing
down the cause of action. This counter pleading is known as the statement of defence. It
is filed in the Registry of the Federal Court, and a copy is served personally on the
plaintiff.
In its defence, the defendant is required to deal explicitly with the various allegations in
the statement of claim, admitting those that the defendant knows to be true, denying
those that he intends to challenge and, as to those the truth of which the defendant has
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no knowledge, he must state whether or not he admits them (usually he does not admit
them).
A copy of every document referred to in a pleading must be served on each party on
whom the pleading is served.
At this time, a voluntary settlement may be agreed between the parties and such a
settlement is favoured by the Court. In practice, however, it is rare that one side
completely capitulates to the other. What generally happens is that each side gradually
appreciates the weakness in its own case and the strength of the opposing side's case.
Therefore, after an exchange of the pleading and counter pleading, a point comes where
they are ready to negotiate a settlement of the dispute or have isolated the matter upon
which they are firmly in dispute and upon which they intend to proceed to trial.
After the defendant has served the statement of defence on the plaintiff, the plaintiff may
revise the statement of claim to answer some of the matters raised in the statement of
defence and, likewise, the defendant may then amend the statement of defence.
The function of the pleadings is, therefore, to establish the facts on which the plaintiff
relies in support of his claim, on the one hand; and which of them are admitted or denied
by the defendant, on the other hand.
Particulars
Rule 181 of the Federal Court Rules stipulates that each party shall provide the necessary
"particulars" of any allegation contained in the pleading. These particulars may be set out
in the pleading or in a separate document attached to the pleading.
If one of the parties feels that the particulars given by the other party are not sufficient
for him to either press the allegations properly, or to counter allegations which have been
made against him, then that party may ask the Court for further particulars. If the Court
agrees, it will order the other party to provide such particulars.
The function of the particulars is, therefore, to better define the matter in issue, to
prevent surprise and embarrassment at the trial and to lessen the expense of evidence.
Pleadings may be "struck out"
On motion, the Court may, at any time, order that a pleading, or anything contained
therein, be "struck out", with or without leave to amend, on the ground that it:
a)

discloses no reasonable cause of action or defence, as the case may be;

b)

is immaterial or redundant;

c)

is scandalous, frivolous or vexatious;

d)

may prejudice or delay the fair trial of the action;

e)

constitutes a departure from a previous pleading; or
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f)

is otherwise an abuse of the process of the Court,

and may order the action be dismissed or judgment entered accordingly.

Discovery
After all of the particulars have been gathered, there still remains discovery, and all this is
before the case is brought to trial in the Court. Discovery includes both production of
documents and oral examination. The object of discovery is to assist in the proper
determination of the relevant issues between the parties by making available to each
party all the information concerning the facts put in issue by the pleadings in the
possession or knowledge of the other party.
Discovery is a method of further refining the evidence. It is done under the provisions of
strict rules. Under the procedure of discovery, either party may call for copies of essential
documents held by the other party and may verbally question the other party, usually in
the presence of a prothonotary and a court reporter. Questioning is performed under
oath of the parties by the Counsel for the opposite side. The questions asked must be
relevant and must directly concern the evidence which has been put forward in the
pleadings. Discovery is used to find out points about the evidence which may have been
obscure and is intended to further define the exact cause of action and to endeavour to
shorten the actual time taken in the Court.
The issues of fact not eliminated by discovery are the only ones concerning which
evidence should be led at trial.
When it is remembered that the case of McPhar v. Sharpe took up 54 days before the
court, the necessity of keeping the actual time spent in the courtroom to a minimum can
be appreciated.

Trial
The trial is the actual placing of the matter in dispute before a court. The trial is held in
open court, presided over by a single judge empowered to hand down a judgment. By
this time, not only have both parties been supplied with all the available information, but
the judge has, as well.
In order to properly try the case, the judge is provided with everything that each side can
offer in the way of evidence so that he may become "skilled in the art" and, therefore,
enabled to properly discharge the duties of a judge. It is incumbent upon the parties to
put the judge in that position of one "skilled in the art". He must be thoroughly instructed
as to the facts of the case in order to completely understand the subject matter that is in
suit.
Motions
Before, during, or at the end of a trial, either party may make "motions", which are
requests made formally to the court to issue an order or judgment. Examples of motions
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include: motions to "set aside", or "quash", a previous judgment or court order; motions
to "stay" proceedings, which prevents further action until a future event occurs, or until
the order is lifted; and motions to "dismiss" a portion or all of a lawsuit without allowing
additional evidence or testimony, which are issued when the court is convinced that the
plaintiff has not, and can not, prove his case.
Interlocutory orders
Another common type of motion is a request, before commencement of the actual trial,
for the judge to make "interlocutory", or temporary, orders. The most familiar of these is
probably an interlocutory injunction, which is an order forbidding one of the parties from
doing something that may cause damage to the other, such as continuing to make and
sell articles that are alleged to infringe the patent in suit, until the matter has been
decided in court. Section 57 of the Patent Act provides the types of injunctions for which
an plaintiff or defendant in an infringement action may apply.
Eventually, the action is ready to be brought into open court and it is usual for both
parties to be present and represented by counsel. The action is commenced by an
opening address for the plaintiff setting forth a concise outline of the facts to be
established and of the applicable law, after which the plaintiff's evidence is adduced.
When the plaintiff's evidence is concluded, the counsel for the defendant will then present
an opening address and adduce evidence. When the defendant's evidence is concluded,
the plaintiff may adduce reply evidence. Both sides may produce expert witnesses to
testify to the accuracy or otherwise of the evidence which has been presented.
With respect to the opening address, we return to the words of Chief Justice Jackett in his
booklet mentioned previously:
The value of a preliminary statement that has been prepared with care and is well
presented in opening the judge's mind towards a favourable view of the client's
case vastly outweighs, in my judgment, the doubtful advantage involved in
playing one's cards so close to one's chest that not only the opponent but also
the Court has no idea what it is all about.
The trial proceeds on the basis that each party brings all evidence on all facts of its case
and has full opportunity to present it. When a party closes its case and has failed to
present some evidence, it is too late to remedy any oversight.
A party cannot use a document as evidence unless it has complied with the rules of
discovery concerning it. Therefore, it is most unlikely for the Court to be suddenly thrown
into a tense and electric atmosphere leading up to an explosive climax, as is often
portrayed in movies.
In the particular case of evidence in the form of testimony, expert witnesses may only be
called if the issue on which they will testify has been defined by the pleadings and if the
witness' evidence has previously been set out in the form of an affidavit, or at least is in
written form, and has been served on the other party at least 60 days before the
commencement of the trial.
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Stages Following Trial
The trial is followed by the judgment of the court, and possibly appeals.

Judgment
Eventually the judge will be informed that neither side has any further arguments to
present. In the majority of cases, the Court will then be adjourned and the judge will
prepare to hand down a judgment.
The judgment may not be handed down until some time after the Court has been
adjourned. The reason for this is that the judge must consider all the evidence in view of
the arguments which have been presented and in view of the matters put forward by
expert witnesses.
The judgment consists of the judgment itself and the reasons for judgment.
The judgment is a very short document in which the judge delivers the decision without
giving reasons.
The reasons for judgment are in the form of a carefully prepared statement, giving the
decision of the Court and setting forth all the reasons considered necessary by the Court,
and the law applied in order to reach that decision.
The reason for such a carefully prepared statement is twofold. Firstly the parties to the
action are entitled to know, with precise detail, all of the reasons upon which their cause
of action has been either upheld or rejected. Secondly, as many decisions are appealed,
the judgment must be set forth in such a manner that the judges of the Court above may
be able to grasp the essential details of the action clearly and as quickly as possible in
order that they may consider the appeal intelligently.
In rendering a decision, a judge may say many things, much of which are purely personal
remarks which, however pertinent, are not intended to establish new rules of law. Such
remarks are known as "obiter dictum" and must be distinguished from the "ratio
decidendi or actual principle of law which the judge is attempting to establish. The
person who reads a decision has the task of distinguishing the "ratio decidendl' from the
large mass of "obiter dictum". These terms will be described in some detail in the
following chapter.
Judgment by Default
In some rare cases, the defendant fails to submit a statement of defence or to put in an
appearance in the Court. In such case the Court will generally rule that the defendant
has failed to respond satisfactorily to the plaintiffs statement of claim and the judgment
by default is handed down to the benefit of the plaintiff.
If the plaintiff has been led to believe that the defendant would be present and had
incurred expenses because of this, it would be expected that the Court would order the
defendant to pay the plaintiff's costs.
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Appeal
The purpose of the appeal is to weigh again the evidence that has been produced at the
trial, and to examine the law that has been applied by the judge. It is the function of a
court of appeal to reverse the judgment of a lower court only if that court can be said
with confidence to be wrong.
The appeal is commenced by the filing of a notice of appeal in the registry of the Court by
one of the parties — usually the one who lost the initial action. The parties now cease to
be known as the plaintiff and defendant, but become known as the appellant and
respondent, with the party bringing the action always being named first. So, for example,
Christiani (the plaintiff) v. Rice (the defendant) in the Trial Division would become Rice
(the appellant) v. Christiani (the respondent) during the appeal.
The launching of an appeal demands that the whole process of pleading must be
repeated, except that it is narrowed down to the subject matter which is the main matter
of the appeal. In pleadings the parties must state what they believe to be true and must
also admit facts brought forward by the opposing party which are true. Therefore, on
appeal, the appellant cannot raise any matter which has been effectively dealt with at the
trial but must be limited to those matters concerning which the appellant feels the
judgment was improperly rendered.
Furthermore, neither party may attempt to bring forward new evidence during the appeal,
because all the evidence was supposed to have been made available at the trial.
However, in special circumstances, the Court of Appeal may, in its discretion, grant leave
to a party to present evidence, or further evidence, upon any question of fact.
After the submission of pleadings and arguments by both counsels, the matter is reviewed
by a banc of an uneven plurality of judges of the appeal court. The banc of judges is
always an uneven plurality to avoid deadlock in the decision of the case; the appeal is
handed down in accordance with the decision of the majority of the judges of that banc.
All proceedings are stayed by the launching of an appeal. However, it is not usual for an
injunction to be stayed pending an appeal. Usually the injunction continues, unless it is
apparent that, if the appeal were successful, the injury caused to the defendant would be
great, without any corresponding advantage to the plaintiff, as for example, where a
considerable number of persons would be thrown out of work.
If the effect of any injunction is not suspended but remains in force during appeal, any
breach of its terms before it is removed by the courts will result in punishment for
contempt of court.

Further Appeal
Further appeal may be taken from a judgment by the Federal Court of Appeal or by the
provincial courts of superior jurisdiction. Such further appeal lies to the Supreme Court of
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Canada, which is the highest court of judicature in Canada. Leave to appeal must be
obtained from the Supreme Court itself.
The names of the appellant and the respondent may reverse upon appeal to the Supreme
Court, depending on the outcome of any initial appeal. As before, the name of the
appellant appears first as they are the party bringing the appeal. Accordingly, through the
course of a dispute the order and roles of each party may change several times.
Again, in the Supreme Court, the business of pleading and counter pleading is repeated,
but, as before, they are restricted to the ground upon which the appeal is being brought.
A banc of judges, again in the form of an uneven plurality, review the evidence and the
new pleadings and listen to the arguments presented by counsel for both parties.
A decision of the Supreme Court of Canada is final and binding upon the parties. There is
no longer any appeal from the Supreme Court to the Judicial Committee of the Privy
Council in the United Kingdom. Once the matter has been decided by the Supreme Court,
there the matter rests.

Types of Patent-Related Court Actions
A dispute related to patent matters may find its way into court through one of several
possible avenues, in the following jurisdictions:
Actions under Jurisdiction of Provincial Courts
When we consider the matter of patents, we find from subsection 54(1) of the Patent Act
that an action for infringement of a patent may be brought in that court of record that, in
the province wherein the infringement is said to have occurred, has jurisdiction,
pecuniarily, to the amount of damages claimed. Each of the various provincial courts has
a ceiling on the damages they can award. Since the lower courts are limited in the
amount of damages they can award, then if the amount of possible damages seems
higher than the ceiling of the lower court, it is as well to commence the action in a higher
level court.
Therefore, although persons claiming infringement of patent rights have the choice of
proceeding in the appropriate court of their province or in the Federal Court, the choice
will usually be either the Federal Court or the provincial superior court, where damages
are unlimited. Of these two choices, the Federal Court is often preferred simply because
an infringement ruling by a provincial superior court will extend only to that province,
whereas a Federal Court ruling is applicable all across Canada. For example, if a party has
been prevented by the Ontario courts from infringement in that province, that party may
proceed to infringe in Quebec or Manitoba, and the patentee would have no recourse but
to bring further actions, either in those provinces or in the Federal Court.
The venue of the action is the court of record that holds its sittings nearest to the place of
residence or of business of the defendant (not of the plaintiff). Where the defendant is a
company, the venue is the court that holds its sittings nearest the location of the
company's head office.
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Some special advantages may hold in some provinces. A provincial court may offer lower
costs and less delays.
Actions under Jurisdiction of Federal Trial Court
The Federal Trial Court has exclusive "original jurisdiction" (i.e., the authority to hear
claims when they are first brought to court, as opposed to a jurisdiction to entertain
appeals from some other court) over the following patent subject-matter:
a.

all cases where relief is claimed against the Crown (Federal Courts Act);

b.

all cases of conflicting applications for any patent of invention (section 20 of the
Federal Courts Act);

c.

all cases in which it is sought to impeach or annul any patent of invention (section
20 of the Federal Courts Act; and subsection 60(1) of the Patent Act);

d.

petitions for declarations of non-infringement under subsection 60(2) of the
Patent Act(usually in conjunction with an impeachment action);

e.

appeals from decisions of the Commissioner to refuse to grant a patent [including
a reissue patent] (section 41 of the Patent Act);

f.

appeals from decisions of the Commissioner relating to cases of alleged abuse of
patents (section 71 of the Patent Act);

g.

court actions instigated under the provisions of the Competition Act to prevent
abuse of patent rights, i.e., anti-competitive acts (section 32 of the Competition
Act);

h.

court proceedings pursuant to Health Canada's Patented Medicines (Notice of
Compliance) Regulations; and

i.

appeals from decisions of a re-examination board, as reflected in a certificate of
re-examination (section 48.5 of the Patent Act).

j.

appeals from decisions of the Commissioner relating to use of patents by
government (section 19.2 of the Patent Act);
appeals from decisions of the Commissioner relating to compensation for
assignment to the Minister of National Defence (subsection 20(3) of the Patent
Act);

k.

I.

appeals from decisions of the Commissioner relating to settlement of terms of
licence between patentee of secret invention and infringer (subsection 20(15) of
the Patent Act);

m.

appeals from decisions of the relevant Minister that an invention made by a public
servant is vested in the Crown (subsection 5(3) of the Public Servants Inventions
Act)
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n.

appeal of the Commissioner or of any interested party to have any entry in the
records of the Patent Office varied or expunged (section 52 of the Patent Act);

o.

appeals from decisions of the Commissioner relating to joint applications for
patent (section 31 of the Patent Act);

Section 20 of the Federal Courts Act gives the Trial Court "concurrent jurisdiction" in all
other cases in which a remedy is sought under the Patent Act, including:
P.

actions for infringement (subsection 54(2) of the Patent Act).

According to section 26 of the Federal Courts Act, where such other Acts as the Patent
Act provide for appeals to the former Exchequer Court, such appeals are now appeals to
the Federal Court.
Chief amongst the above-mentioned court actions relating to patents are infringement
actions and actions for impeachment, which will be given further consideration later in
this chapter.
Applications for judicial review

In situations where a statute does not explicitly provide for an appeal to the Federal
Court, section 18.1 of the Federal Courts Act provides for applications for judicial review
by the Federal Court of decisions made by a federal board, commission or other tribunal.
Examples of such situations would include refusals of the Commissioner to record a
disclaimer or to enter a section 8 amendment related to a clerical error.
On an application for judicial review, the Federal Court may:
a)

order the federal board, commission or tribunal to do the act it has unlawfully
failed or refused to do or has unreasonably delayed in doing; or

b)

declare invalid or unlawful, quash, set aside and refer back for determination in
accordance with such directions as it considers to be appropriate, or prohibit or
restrain, the decision, order, act or proceeding of the federal board, commission
or tribunal.

Actions under Jurisdiction of Federal Court of Appeal

Under the provisions of section 27 of the Federal Courts Act, the Court of Appeal has
jurisdiction to hear cases on appeal from every decision of the Trial Court whether that
decision is an interlocutory judgment, a final judgment, a judgment on a question of law
determined before trial, or a determination on a reference made by a federal board,
commission or other tribunal or the Attorney General of Canada.
Actions under Jurisdiction of Supreme Court of Canada

As discussed in chapter 9.01, appeals from decisions of provincial and territorial appeal
courts, as well as from the Federal Court of Appeal, may be taken, with leave, to the
Supreme Court of Canada.
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Under section 37.1 of the Supreme Court Act, appeals to the Supreme Court from
decisions of the provincial and federal appeal courts are to be made by leave of the
appeal court in question. Such leave, or approval, will apparently only be given if the
appeal court is satisfied that the matter involved in the appeal is a matter that ought to
be submitted to the Supreme Court for decision.
However, under section 40 of the Supreme Court Act, provision is made for appeals to be
made to the Supreme Court even if the permission of the appeal court has not been
given, so long as the Supreme Court extends permission for that appeal to be placed
before them.
This procedure follows the English pattern and is designed to prevent frivolous or
unworthy appeals to be made which take up the time of the superior courts.
If a litigant has good reason to appeal and his request for an appeal is refused by the
court below, the Supreme Court can, at its discretion, in effect invoke the common law
action of certiorari to have the facts of the case placed before them and to grant, or
refuse to grant, an appeal upon examination of those facts. It is not known for any
worthwhile request for appeal to be refused.
In this respect, it must be remembered that appeals may be costly to both parties, not
only in money but in time, and that without such safeguards it would be possible for a
vindictive, unsuccessful litigant to embarrass his opponent by bringing appeals which
would not effect the eventual outcome of the case but which would keep the matter
before the courts for an unreasonable period of time.

Security for Costs

As a protection for defendants, a court may order a plaintiff to post security for a
potential award of costs to the defendant. In particular, subsection 60(3) of the Patent
Act specifies that the plaintiff in an impeachment proceeding or in an action for a
declaration of non-infringement, unless it is the Attorney General, shall give security for
the costs of the patentee in such sum as the Federal Court shall direct. In Canada, the
party who loses litigation may be required to pay the winning party's legal fees and
expenses. By partially compensating a winning party and increasing the monetary risk to
the losing party, who may further have to pay damages, the courts discourage weak or
questionable cases.
However, section 25 of the Patent Act provides that in all proceedings before any court
under the Patent Act, the Commissioner shall not be ordered to pay the costs of any other
of the parties.

Options for Parties Who May Be Infringing a Patented Invention

Recall from chapter 9.02, Use and Abuse of Patents, that a patent owner is responsible
for enforcing his own patents, and this is accomplished by initiating, or threatening to
initiate, legal proceedings against an alleged infringer. In so doing, the patentee acts to
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prevent third parties from using the invention covered by the patent or, alternatively, to
persuade competitors to take out a licence from the patentee in order to continue using
the invention.
For a company that discovers it is engaging in an activity that might constitute
infringement of someone else's patent, there are several courses of action that may be
available.
Obtain opinions on validity, infringement of patent
Once a party realizes that its actions could be an infringement of a patented invention, it
may wish to obtain opinions from a patent agent on the validity of a patent (every issued
patent is considered prima facie valid, but it could be held invalid by the Federal Courts
after adjudication) and/or whether its actions constitute an infringement of that patent.
Such opinions allow the party to better assess its possible courses of action.
Initiate an action for impeachment
Where the party believes that a patent should not be considered valid, it can initiate an
action for impeachment of the patent, or parts thereof, in the Federal Court.
Impeachment actions are taken under subsection 60(1) of the Patent Act.
Request re-examination of the patent by the Patent Office
Requesting re-examination of a patent based on relevant prior art (sections 48.1 to 48.5
of the Patent Act, see chapter 8.05) offers a less expensive option to a court action. If the
party is successful, certain claims of the patent may be cancelled, or perhaps narrowed
enough so that the party's activities would no longer fall within the scope of the claims.
Initiate an action for a declaration of non-infringement
Any person who has reasonable cause to believe that a patentee might allege that the
person is infringing his patent may, under subsection 60(2) of the Patent Act, bring an
action in the Federal Court against the patentee for a declaration that the person's actions
does or would not constitute an infringement of the patent. Once again, an infringement
opinion from a patent agent may help in assessing whether to pursue this option.
Take out a licence from the patentee
If a party believes that the patent claims are valid and that the party's actions constitute
infringement of those patent claims, of the party determines that the cost of proving
otherwise in court would be excessive, or that the result of any litigation is too
unpredictable, it may decide its interests are best served by entering into a licensing
agreement with the patent owner, if the patent owner is willing.
Negotiate a cross-licensing agreement with patentee
Where a party owns a so-called improvement patent, which can not be practised without
infringing the claims of a prior patent, but which improvement might be attractive to the
owner of that prior patent, it may be possible to negotiate with the prior patent owner for
an interchange of their respective patent rights, i.e., cross-licensing agreements.
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Discontinue actions which may be infringing
Where a party determines that any potential profits from its activities are worth neither
the financial risk of litigation, nor the cost of taking out a licence from the patentee, the
party may simply decide to cease doing the things that could be considered an
infringement of patent rights.
Continue with business as usual; defend against infringement suit
A party may also decide to carry on manufacturing an article or using a machine or
process that is similar to that protected by a patent, running the risk of being sued for
infringement. In such a case, the party can defend himself against the charge by arguing
that his actions did not amount to infringement and/or that the patent is not valid. This
course of action has a disadvantage in that the party may have spent a considerable sum
of money in setting-up and operating expenses for a plant and equipment before he is
sued, and then finds himself blocked in their continued use by an injunction, and possibly
facing a judgment against him for damages.
In the following sections, we will cover the actions for infringement, impeachment and
declarations of non-infringement, followed by a discussion of a relatively new form of
patent litigation concerning Health Canada's Patented Medicines (Notice of Compliance)
Regulations, which have recently spawned numerous court actions.

The Action for Infringement
There is no explicit definition of infringement in the Patent Act. However, the courts have
broadly defined it as "any act which interferes with the full enjoyment of the monopoly
granted" (Lishman v. Erom Roche Inc. (1996), 68 C.P.R. (3d) 72 at 77 (F.C.T.D.)).
Accordingly, if a patentee feels that another party's actions trespass on its "exclusive
right, privilege and liberty of making, constructing and using the invention and selling it to
others to be used" (section 42 of the Patent Act), then an action for infringement may
ensue. If the patentee is successful, he is entitled to receive compensation from the
infringer.
A patentee need not attempt to stop an infringement when he first learns of it. The
rights of action against an infringer is not affected by the circumstances that he did not
take action until just before the expiry of the patent. The moral of this last statement is
that one who infringes, infringes at his peril.
For patents which issued on the basis of applications filed on or after October 1, 1989,
section 55.01 of the Patent Act indicates that a person is not liable for acts committed
more than six years before the commencement of an action for infringement:
55.01

No remedy may be awarded for an act of infringement committed
more than six years before the commencement of the action for
infringement.
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Under subsection 54(1) of the Patent Act, an action for infringement may be commenced
in either the Federal Court or in a provincial court in which the infringement is alleged to
have occurred.
Recall that an action for infringement is an action in personam ("against a particular
person", i.e., an infringer). The action lies solely between the two parties; one party is
accusing another of using his exclusive property by making or using matter for which the
first party has a patent. In such a case, recourse may be had either to the provincial
courts (in the province where the infringement is said to have occurred) or to the Federal
Court.
A decision rendered by a provincial court is only binding in that province, although it may
be regarded as persuasive on other courts considering the same issue. For this reason,
actions for infringement are often initiated in the Federal Court since its ruling will be
enforceable across the nation. Furthermore, a provincial court may be limited in the
amount of damages that it can award whereas the Federal Court is not so encumbered.
Finally, note that an action for infringement cannot be taken until a patent has actually
issued (Premier Tech Ltee. v. Equipement Tardif Inc. (1993), 48 C.P.R. (3d) 42 (F.C.T.D.)
[Premier Tech] since there is no right of action before the issue of a patent.

Court May Make Orders
Subsection 57(1) of the Patent Act allows the plaintiff or defendant in an infringement
action to seek an injunction:
57.(1)

In any action for infringement of a patent, the court, or any
judge thereof, may, on the application of the plaintiff or
defendant, make such order as the court or judge sees fit,
(a)

restraining or enjoining the opposite party from
further use, manufacture or sale of the subjectmatter of the patent, and for his punishment in
the event of disobedience of that order, or

(b)

for and respecting inspection or account,

and generally, respecting the proceedings in the action.
This is probably the most important remedy available to a plaintiff. An injunction has been
defined in the courts as "a judicial process whereby a party is ordered to refrain from
doing or to do a particular act or thing".
Injunction
There are basically three types of injunctions:
1)

Interim injunction — granted upon a request to a judge in his chamber without
any hearing or notification of the affected party before its grant. These are
usually granted for short periods of time (1-2 days).
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2)

Interlocutory injunction — granted only after a hearing and in force until the trial
takes place and a decision is rendered. These are aimed at preventing the
defendant from doing certain things until the propriety of his acts can be decided.
Interlocutory injunctions are temporary in nature and are eventually either
confirmed and replaced by permanent injunctions or quashed altogether after the
trial. An interlocutory injunction, being a tool of equity, will only be granted when
it is just and convenient that it should be granted.

3)

Permanent or perpetual injunction — issued by a Court after a trial and a final
determination of the plaintiff's rights have been made. It is intended to prevent
permanently the infringement of the patentee's exclusive rights and obviate the
necessity for bringing action after action in respect of every act of infringement
which may be committed by the defendant in the future.

Inspection
The right of inspection is provided for in paragraph 57(1)(b) of the Patent Act, and the
courts have given the authority to order such inspection where it is considered necessary.
Inspection means the act of going into the premises or onto the property of a party in
order to determine what they are doing. Inspection may be had against either party. In
many cases inspection will be the only means by which a plaintiff can be certain whether
actual infringement is being committed, and inspection may be said to be somewhat allied
with "accounting", under the rules of which an alleged infringer may be called upon to
account for all manufacture, details of sales, volume of infringing articles stockpiled, etc.
In order to procure an order for inspection a plaintiff must make out a prima face case
of infringement. The court must be satisfied that it is really necessary to the party
requiring it or that inspection is the only method of deciding between conflicting
statements made by the parties. Inspection is not a matter of right but is in the discretion
of the court, and the purpose of inspection is not so much to satisfy a plaintiff, for
example, but to allow the case to be properly tried.
Account
The term "account" gives the court wide powers. It could be an account of the profits the
defendant derived from using or selling the infringing articles. It could be an account for
all the infringing articles that the defendant has made. The court may order the
defendant to keep an account of all the infringing articles used or sold at the interlocutory
stage rather than granting an interlocutory injunction.

Parties to an Action for Infringement
Under subsection 55(1) of the Patent Act:
55.(1) A person who infringes a patent is liable to the patentee and to
all persons claiming under the patentee for all damage sustained
by the patentee or by any such person, after the grant of the
patent, by reason of the infringement.
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Licensees
It is apparent that a non-exclusive licensee can be a person claiming under the patentee
under subsection 55(1) and can sue for damages sustained by the infringement of the
patent under which he has a licence, provided the patentee is made a party to the action
(see American Cyanamid Co. v. Novopharm Ltd. (1972), 3 C.P.R. (2d) 206, rev'd (1973) 7
C.P.R. (2d) 61).
Further, under the provisions of subsection 55(3) of the Patent Act, "the patentee shall be
or be made a party to any [infringement] proceeding". This, of course, includes any
person for the time being who is entitled to the benefit of the patent such as an assignee.
It would seem that all co- owners of a patent must be so joined, either as plaintiffs or as
defendants.
Subsection 66(2) of the Patent Act relates to cases of patent abuse in which a patentee is
unwilling or reluctant to defend his patent. In order to prevent infringement of a patent,
the holder of a compulsory licence may take action on his own:
66. (2) A licensee under paragraph (1)(a) is entitled to call on the
patentee to take proceedings to prevent infringement of the
patent, and if the patentee refuses or neglects to do so within
two months after being so called on, the licensee may institute
proceedings for infringement in his own name as though he were
the patentee, making the patentee a defendant, but a patentee
added as defendant is not liable for any costs unless he enters an
appearance and takes part in the proceedings.
Companies
A company, and not the directors of the company, is liable for an infringement committed
by that company ( Thomson-Houston Co. Ltd. v. Sterling Accessories Ltd., which judgment
reversed an apparently opposite ruling set down in Betts v. De Vitre, noted above).
However the directors of a company may be joined as defendants along with that
company where it is alleged that they are personally committing the acts complained of.
Further, if a company is formed for the express purpose of doing a wrongful act or if,
after the formation of a company the directors, or those in control, expressly direct that a
wrongful thing be done, the individuals as well as the company are responsible for the
consequences.
Indirect infringers
Often the party actually committing an act of infringement is not the party which is
ultimately sued for infringement. If the party committing an act of infringement does not
have the financial resources to make good on a court ordered award for damages, or if
the party is a good customer of the patentee, then the patentee is not likely to be
interested in suing the party. For instance, large multinational companies are typically not
very often interested in suing an individual for an act of infringement done on a small
scale. Suing John Q. Public for possession of an a single infringing article is a rare
occurrence. A more attractive target for litigation is a deep-pocketed party, which has
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participated indirectly in an act of infringement by inducing an actual act of infringement.
Indeed, under certain circumstances, a third party may be held liable for indirect
infringement. However, to move on such grounds there must be evidence that the third
party induced others to actually commit an act of infringement, there must have been an
actual direct act of infringement committed which would not have otherwise taken place,
and the inducement must have been done with the knowledge that the an act of
infringement would occur (Slater Steel Industries Ltd. v. R. Payer Co. (1968), 55 C.P.R. 1
(Ex. Ct.)).
Separate infringers
It is not proper to join separate infringers of one patent in the same action unless they
are related in the infringement.

Statement of Claim
This, as noted earlier in the chapter, is the plaintiffs pleading. In it, the plaintiff must
allege the facts that, according to him, constitute the infringement of the rights under the
patent in respect of which he claims relief. These should include (a) facts by virtue of
which the law recognizes a defined right as belonging to the plaintiff, and (b) facts that
constitute an encroachment by the defendant on that defined right. Infringement must be
based upon the invention as claimed, not the invention as described.
The primary rule is that a party is entitled to proceed to trial with full knowledge of the
issues he will be called upon to meet. The defendant must have full fair and distinct
notice of the case to be made against him and should not be forced to run the risk of
being taken by surprise.
It is unnecessary to allege the validity of the patent, e.g., its novelty, utility, etc. Such
facts are presumed from the grant and the defendant has the initial onus of disputing
them.

Statement of Defence
Once the statement of claim has been filed, a copy is served on the defendant, who has a
specified time limit to file and serve a counter-pleading or a statement of defence.
By the use of a statement of defence, the defendant will attempt either to narrow the
case before him or to avoid it altogether.
Section 59 of the Patent Act generally recognizes that a defendant in an infringement
action may make any number of allegations:
59.

The defendant, in any action for infringement of a patent may
plead as matter of defence any fact or default which by this
Act or by law renders the patent void, and the court shall
take cognizance of that pleading and of the relevant facts and
decide accordingly.
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The grounds of defence available to a defendant in an action for infringement include:
a.

a denial of infringement;

b.

the acts complained of were done under the leave and licence of the patentee, or
of his predecessor in title;

c.

a denial that the plaintiff owns the patent rights;

d.

the plaintiff is estopped from alleging that the defendant's acts constitute
infringement, based on the result of an earlier action between the same parties:
For example, if it was found in an earlier action between the parties that
the plaintiff did in fact license the invention and that the defendant has
performed all the terms of the licence, the plaintiff will be estopped from
continuing the action.

e.

the patent sued upon has expired, has lapsed, or has been revoked prior to the
acts complained of;

f.

the patent sued upon is invalid for "any fact or default which by this Act or by law
renders the patent void" (section 59), including:
(1)

it is not the proper subject matter of a patent;

it claims something that lacks utility;
it is not for something that at the date of the application was novel by
reason of prior grant or prior disclosure (publication, sale or use);

(2)
(3)

(4)

it is not the result of an exercise of the inventive faculty;

(5)

the claims are too broad in view of the disclosure;

(6)

the specification is insufficient, misleading or ambiguous;

(7)

the patent is an improper divisional or is not patentably distinct from a
patentee's earlier issued patent;

(8)

the patent was improperly re-issued;

(9)

the patentee knowingly and willfully made a material misrepresentation in
the petition or specification;

(10)

the patent was obtained by fraud or false suggestion.

Special Cases
It is not a defence to an action for infringement to allege that the plaintiff has abused the
exclusive rights under his patent, nor that the defendant has ceased to manufacture
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immediately upon receiving notice of infringement. However, these are considerations
which might mitigate damages.
Under section 55.1 of the Patent Act, a person who is in possession of a patented article
is deemed to have infringed a patent to the process for making that product unless he
can prove that the article was made by a different process:
55.1

In an action for infringement of a patent granted for a
process for obtaining a new product, any product that is
the same as the new product shall, in the absence of
proof to the contrary, be considered to have been
produced by the patented process.

Accordingly, there is an onus on the defendant to prove that they are not infringing the
patented process.
The Patent Act provides for specific exemptions to infringement under a several
particular situations.
As noted in chapter 9.02 - Use and Abuse of Patents, under subsection 55.2(1) of the
Patent Act, it is not considered infringement to make, construct use or sell a patented
invention solely for the purposes of meeting regulatory requirements:
55.2 (1)It is not an infringement of a patent for any person to make,
construct, use or sell the patented invention solely for uses
reasonably related to the development and submission of
information required under any law of Canada, a province or a
country other than Canada that regulates the manufacture,
construction, use or sale of any product.
For example, a person is not liable for infringement if they produce a limited amount of a
medicine for submitting to Health Canada to ensure that it is safe and effective. Curiously,
this subsection ends with a reference to "any product" yet begins with a broad reference
to the "patented invention". Therefore, it is not clear whether the exemption is limited to
regulated products only.
For greater certainty, subsection 55.2(6) of the Patent Act indicates that a person is not
liable for infringement for acts done privately on a non-commercial basis or noncommercial acts done for experimental purposes:
55.2(6) For greater certainty, subsection (1) does not affect any
exception to the exclusive property or privilege granted by a
patent that exists at law in respect of acts done privately and on
a non-commercial scale or for a non-commercial purpose or in
respect of any use, manufacture, construction or sale of the
patented invention solely for the purpose of experiments that
relate to the subject-matter of the patent.
Where a person inadvertently realizes a commercial benefit during experimental or private
use, this subsection may not provide a safe haven. For instance, a party who
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manufactures a patented product on a limited basis for the purpose of determining
feasibility may still be held liable for infringement if the quantity made is of commercial
scale and if it is offered for sale before a licence has been obtained from the patentee
(Micro Chemicals Ltd. v. SmithKline & French Inter-American Corp., [1972] S.C.R. 506).
Therefore, the key here seems to be that the activity must be entirely non-commercial.
Further, a defendant may rely on the provisions of subsection 56(1) of the Patent Act in a
statement of defence:
56. (1) Every person who, before the claim date of a claim in a patent
has purchased, constructed or acquired the subject matter
defined by the claim, has the right to use and sell to others the
specific article, machine, manufacture or composition of matter
patented and so purchased, constructed or acquired without
being liable to the patentee or the legal representatives of the
patentee for so doing.
Therefore, a person who has previously acquired a specific patented article, machine,
manufacture or composition of matter is free to use and sell the article, machine,
manufacture or composition of matter. However, it appears that this does not mean that
one is entitled to continue to make or construct the subject matter of a patent. In the
case of a patented method, the previous acquisition of an apparatus for use in that
method is permitted (see Libbey-Owens-Ford Glass Co. v. Ford Motor Co. of Canada,
[1970] S.C.R. 833). When only a method is involved, the law is less clear.

Trial and Judgment
The question of infringement is a mixed question of law and fact.
First, it is the court's exclusive privilege and duty to properly construe the claims. This is a
question of law. The rule is that the claims must be regarded as definitely determining the
scope of the monopoly, having regard to the due and proper construction of the
expressions they contain. The topic of claim construction will be covered more fully later.
If the defence relies at least in part on the argument that the patent is invalid, the court
will consider the relevant facts and decide accordingly.
Having properly construed the claims and determined their true scope, and having
decided on the validity of the patent or parts thereof, it is the next duty of the court, as a
matter of fact, to determine whether or not the actions of a defendant trespass on the
claims. If it is found that a defendant has trespassed on the claims, then there is
infringement and it does not matter if the infringing article has additional features or
improvements beyond those found in the patented article.
Recall that an infringement action is an action in personam. As a result, a judgment in an
infringement action to the effect that the patent is void will only have the effect of
relieving the particular defendant from the charge of infringement, i.e., it operates inter
partes (between the parties concerned). Such a judgment does not have the effect of
nullifying the patent such that can not be used against others. If it is desired to establish
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invalidity as a matter in rem (between the patentee and the entire public) it is necessary
to proceed by way of impeachment under section 60 of the Patent Act (in the Federal
Court).
Often, a defendant in an infringement action will, in fact, counter claim for impeachment,
which subject will be covered later in this chapter.
Since the judgment in an action for infringement only affects the two parties, a successful
litigant may well have to bring a series of further actions against other infringers.
However, a judgment by a court that a patent is valid may convince other infringers to
take out a licence from the patent owner.

The Role of the Expert Witness

As noted above, construction of the claims is a matter of law, and it is the Court's duty to
construe the claims. Determinations with respect to anticipation and obviousness are
other matters that the Courts are commonly charged with making.
In patent actions the evidence of expert witnesses often comprises a large part of the
evidence submitted by both sides. Judges are naturally not fully skilled in the scientific
and mechanical details of every invention that comes to trial, and the presentation of
expert witnesses forms part of the duty of the parties in litigation to make the judge "one
skilled in the art" in order that he may properly perform his duties. For example, an
expert witness may assist in placing the Court in the position of a skilled technician by
explaining what a particular word would commonly be understood to mean in a particular
field of technology, or by describing the general state of the art at the time of the
invention.
However, the Court will not permit the expert to express an opinion on the very issues
that the court must determine.
A good summary of the role of the expert witness was provided in the leading patent case
British Celanese Ltd. v. Courtaulds Ltd., [1935] 52 R.P.C. 171 at p. 96, in which Lord
Tomlin, in the House of Lords, stated:
The area of the territory in which cases of this kind an expert witness
may legitimately move is not doubtful. He is entitled to give evidence as
to the state of the art at any given time. He is entitled to explain the
meaning of any technical terms used in the art. He is entitled to say
whether in his opinion that which is described in the specification on a
given hypothesis as to its meaning is capable of being carried into effect
by a skilled worker. He is entitled to say what at a given time to him as
skilled in the art a given piece of apparatus or a given sentence on any
given hypothesis as to its meaning would have taught or suggested to
him. He is entitled to say whether in his opinion a particular operation in
connexion with the art would be carried out and generally to give any
explanation required as to facts of a scientific kind.
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He is not entitled to say nor is Counsel entitled to ask him what the
Specification means, nor does the question become any more admissible
if it takes the form of asking him what it means to him as an engineer or
as a chemist. Nor is he entitled to say whether any given step or
alteration is obvious, that being a question for the Court.
The onus for properly instructing the Court rests squarely with the contending parties. If,
by the nature of their pleadings, one party fails to put the Court in the position of "one
skilled in the art", it can not complain if the judgment is handed down in favour of the
party who has taken pains to properly instruct the Court.
After listening to the expert witnesses' testimony, the Court will weight the expert
evidence, assess the competency and credibility of each witness, and decide which parts
of the evidence are relevant to the case in suit.

Remedies
(1) Permanent injunction
One of the remedies usually granted to a successful plaintiff is a permanent
injunction restraining the defendant, his servants, etc., from infringing the
plaintiff's patent during its lifetime.
A permanent injunction is a matter of discretion for the court and is not issued as
of right. Upon the breach of an injunction, a defendant becomes liable to
committal for contempt, regardless of whether the breach was committed
intentionally or not.
Disobedience to an injunction will be punished as a contempt even if a higher
court, after such disobedience, finds on appeal that there has been no
infringement.
(2) Profits or damages
Ss. 55(1) of the Patent Act applies to infringements of patents:
55.(1) A person who infringes a patent is liable to the patentee and to
all persons claiming under the patentee for all damage sustained
by the patentee or by any such person, after the grant of the
patent, by reason of the infringement.
Subsection 55(2) of the Patent Act applies to infringement that
occurs between the laid-open date of a patent application and
the date of grant of the patent ultimately issuing from that
application.
55.(2) A person is liable to pay reasonable compensation to a patentee
and to all persons claiming under the patentee for any damage
sustained by the patentee or by any of those persons by reason
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of any act on the part of that person, after the application for the
patent became open to public inspection under section 10 and
before the grant of the patent, that would have constituted an
infringement of the patent if the patent had been granted on the
day the application became open to public inspection under that
section.
Note that subsection 55(2) presupposes that the application
eventually issues to patent. Accordingly, this remedy is reserved
until such time as the patent actually issues, at which time it can
be sued upon (see Premier Tech, supra).
In addition to obtaining a permanent injunction, a successful plaintiff is entitled to
have, at the plaintiff's election, either an account of profits or a payment of
damages, but not both.
By taking an account of profits, the plaintiff accepts compensation in respect of it
in the measure of that benefit that has accrued to the defendant from his
wrongful infringement. The measure of compensation, therefore, is not what loss
was suffered by the plaintiff, but what actual profit has been made by the
defendant. The loss to the patentee is immaterial. In Monsanto Canada Inc. v.
Schmeiser, (2004) 31 C.P.R. (4th) 161 (S.C.C.), allowing in part (2002) 21 C.P.R.
-ths
(ff ) 1 (F.C.A.), aff'g (2001) 12 C.P.R. (4`h ) 204 (F.C.T.D.), the plaintiff, Monsanto,
elected to seek an account of profits. The Supreme Court subsequently held that
the defendant obtained no financial benefit as a result of his infringing activities
beyond the profit that would have been made by using the alternative, nonpatented product, and therefore Monsanto received no monetary compensation.
In order to obtain damages, the plaintiff must show that he has suffered actual
pecuniary loss. The plaintiff is only entitled to damages in respect of infringement
that has been proved. The measure of damages to be awarded is the actual loss
suffered by him by reason of the acts of the defendant and no more. It is
generally the loss of net profit that the plaintiff would have made if he, instead of
the infringer, had sold the articles.
Recall from chapter 9.01 that infringement of a patent is of the nature of a tort —
a civil wrong for which the law requires damages — and damages are, therefore, a
natural remedy which the law awards to a person for the injury he has sustained
by reason of the action or default of another. In such cases, it is the function of
the Court not to punish, for there is rarely anything to punish, but merely to act in
such a way that one party is not allowed to unjustly enrich himself at the expense
of the other. Damages are intended to restore between the parties the balance
that would have existed if the wrong had not been committed. Thus, if a certain
amount of damages will place the plaintiff in the same position as that which he
would be if the wrong had not taken place, he will generally be entitled to that
amount only.
(3) Delivery up of infringing articles
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After enquiry by the court as to how many of the infringing articles are in the
possession of the defendant, a successful plaintiff is entitled to an order that all
such articles be delivered up to the plaintiff or destroyed in his presence unless
they can be made non-infringing.

Awarding of Legal Costs

As noted earlier, the successful party in a court action, whether it is the plaintiff or
defendant, may also be entitled to receive an award of costs to cover legal fees and
expenses, payable by the unsuccessful party.
The awarding of costs between parties is covered by Part 11 of the Federal Court Rules.
The Rules set out the factors that the court may consider in assessing costs, such as the
result of the proceeding, the amount of work involved, any conduct of a party that tended
to shorten or unnecessarily lengthen the duration of the proceeding, whether any step in
the proceeding was improper, vexatious or unnecessary, etc.

The Action for Impeachment

Patents are, on their face, granted subject to adjudication by any court of competent
jurisdiction (or by a re-examination board, under the authority of sections 48.1 to 48.5 of
the Patent Act). Their validity, while presumed under the provisions of subsection 43(2)
of the Patent Act, is not guaranteed and, being granted on the faith of the
representations of the applicant, it necessarily follows that they will be void if any of these
representations are false.
The grant of a patent precludes all members of the public, other than the patentee, from
putting the invention covered by the patent into practice, and the only consideration for
the grant is the making of a new, inventive and useful invention by the patentee, and the
full disclosure of that invention to the public.
In the Privy Council decision of Pope Appliance v. Spanish River, [1929] 1 D.L.R. 209,
Lord Dunedin described the purpose of the patent system in Canada as follows:
It is the intent of the Patent System in Canada to encourage and stimulate the
progress of science and useful arts by evolving the new and useful and by the
"quid' of the monopoly granted, to induce the inventor to produce the "qud' of
knowledge which the public has not got.
In this matter we see the patent as a contract between the patentee and the Canadian
public. In return for the passing of something of value, a valuable monopoly is given. That
"something of value", i.e., the full disclosure, is the consideration given by the patentee
for the monopoly. It therefore follows that if there is not a full disclosure, then there is a
lack of that "something of value" and, under the principle of the Law of Contracts, the
contract may be void.
However, even if any of the essential requirements of the consideration are lacking, the
grant remains, until revoked, as a curtailment of the public's rights and, until proceedings
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are taken to declare it void, it still subsists and operates against the interests of the
public. If a party feels that a patent is invalid and wants to have it set aside, for instance
to allow for acts which might otherwise be considered infringement, then that party may
petition the Federal Court to have the patent impeached.
Recall that an action for infringement, being a matter in personam, may be initiated in
either the provincial courts or the Federal Court. An action for impeachment, however, is
an action in rem, that is, an action "against a particular thing", i.e., a patent, in which the
people of Canada have a definite interest, so therefore an action for impeachment must
be commenced in the Federal Court. An action for impeachment, having as one of the
parties all of the people of Canada and, as its subject matter, a monopoly valid
throughout Canada must, of necessity, be brought in a Court having jurisdiction
throughout Canada.
As will be discussed in the following paragraphs, the Patent Act neither enumerates nor
clearly defines all of the grounds upon which patents may be (and have been) held by the
courts to be void. As noted in the earlier discussion on the possible defences to a charge
of infringement, it would appear that the attacks on validity include not only those
grounds that are explicitly set out in the Act, but also all grounds available at common
law, except in so far as those grounds may have been altered or removed by the present
Act.

Statutory Authority for Impeachment
The action for impeachment of a patent has been set forth in statutory form in subsection
60(1) of the Patent Act, which reads as follows:
60.(1) A patent or any claim in a patent may be declared invalid or void
by the Federal Court at the instance of the Attorney General of
Canada or at the instance of any interested person.

Grounds for Impeachment
Subsection 53(1) of the Act provides that a patent shall be void in either of two cases:
53.(1) A patent is void if any material allegation in the petition of the
application in respect of the patent is untrue, or if the
specification and drawings contain more or less than is necessary
for obtaining the end for which they purport to be made, and the
omission or addition is wilfully made for the purpose of
misleading.
To restate this, if the specification and drawings contain information that is misleading or
erroneous, whether by way of omission or addition, the omission or addition being for the
purpose of wilfully deceiving or misleading the persons to whom it is addressed so as to
render it difficult for them to comprehend the invention without trial and experiment, then
the entire patent will be void.
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However, if it found that the erroneous matter was included inadvertently in error, and it
does not lead to failure in working the invention, the courts have decided, and ss. 53(2)
of the Patent Act so states, that the patentee is entitled to the remainder of his patent
pro tanto, i.e., to so much of his patent as is unaffected by the misleading addition or
omission.
Of course, if the misleading matter was included in good faith but leads to failure in
obtaining the end which the invention is purported to achieve, then the patent will be void
on the ground of inutility or insufficiency.
Section 59 of the Patent Act relates to infringement, not impeachment, actions; however,
as it immediately precedes section 60, and as it also refers to voiding patents, it would
appear to be relevant to this discussion:
59.

The defendant, in any action for infringement of a patent may
plead as matter of defence any fact or default which by this Act
or by law renders the patent void, and the court shall take
cognizance of that pleading and of the relevant facts and decide
accordingly.

To repeat what was stated in the earlier discussion on the possible defences to a charge
of infringement, the case law indicates that the attacks on validity include not only those
grounds explicitly set out in the Act, but also all grounds available at common law, except
insofar as those grounds may have been altered or removed by the present Act. The
actual grounds for impeachment may be said to be the same as those set up for the
defence of an infringement action based on patent invalidity:
(1)

it is not the proper subject matter of a patent;

(2)

it claims something that lacks utility;

(3)

it is not for something that at the date of the application was
novel by reason of prior grant or prior disclosure (publication,
sale or use);

(4)

it is not the result of an exercise of the inventive faculty;

(5)

the claims are too broad in view of the disclosure;

(6)

the specification is insufficient, misleading or ambiguous;

(7)

the patent is an improper divisional or is not patentably distinct from a
patentee's earlier issued patent;

(8)

the patent was improperly re-issued;

the patentee knowingly and willfully made a material misrepresentation in
(9)
the petition or specification;
(10)

the patent was obtained by fraud or false suggestion.
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It is apparent that the list of grounds for invalidating a patent is not a complete list, but
only a list of grounds that have been established by the courts to date. Future decisions
by the courts may well clarify that failure to comply with other provisions of the Act and
Ru/es would also result in an invalid patent.

Person Interested

The words "any interested person" in subsection 60(1) have a very wide meaning. In
order to qualify as an interested person, it is not necessary that the plaintiff himself
should be a patentee, or someone who has been accused of infringement. Where an
individual is using a machine or process in respect of which another person claims to have
a patent, which the unlicensed user believes to be invalid, this person has such an
interest to qualify as a person interested. Where a person is desirous of using anything
described in a patent, which he has reason to believe is void, he has such an interest as
qualifies him as a person interested.
It would appear, from a strict reading of subsection 60(1) of the Patent Act that any
person may bring an action for the impeachment of a patent, and that the safeguarding
clause which avoids frivolous actions being brought lies in subsection 60(3), which would
require such an "interested person" to put up security for possible awarding of legal costs.

Judgment Voiding Patent or Parts Thereof

Following the trial, the court will issue a judgment on the validity of the patent. The
possible outcomes are: (1) the entire patent is valid; (2) the entire patent is invalid; or (3)
some claims are valid and others are invalid.
Invalid claims not to affect valid claims
Under section 58 of the Act, a patent in which one or more claims have been ruled invalid
but where others have been ruled as valid, shall be considered as containing only those
claims which have been ruled as valid:
58.

When, in any action or proceeding respecting a patent that
contains two or more claims, one or more of those claims is or
are held to be valid but another or others is or are held to be
invalid or void, effect shall be given to the patent as if it
contained only the valid claim or claims.

The Action For a Declaration of Non-Infringement

One option available to a person who believes that a patentee might allege that the
person is infringing his patent is to bring an action in the Federal Court against the
patentee for a declaration that the person's actions does or would not constitute an
infringement of the patent.

9.03 ♦ Page 255

(A-2016-01148) - Page: 303

Patent Litigation
Subsection 60(2) of the Patent Act provides:
60.(2) Where any person has reasonable cause to believe that any
process used or proposed to be used or any article made, used or
sold or proposed to be made, used or sold by him might be
alleged by any patentee to constitute an infringement of an
exclusive property or privilege granted thereby, he may bring an
action in the Federal Court against the patentee for a declaration
that the process or article does not or would not constitute an
infringement of the exclusive property or privilege.
The action proceeds generally on the same basis as the action for infringement, except
that the patentee is the defendant and the issue is only infringement or non-infringement,
validity being irrelevant. Where the plaintiff initiates such an action, he is required to give
security for the possible award of costs to the patentee. However, a defendant in an
infringement action may obtain a declaration under subsection 60(2) without being
required to furnish any security. The Federal Court has exclusive jurisdiction to entertain
actions of this type.
A plaintiff may also combine an action for a declaration of non-infringement in an
impeachment proceeding.

Proceedings under Health Canada's Patented Medicines (Notice of Compliance)
Regulations
Since 1993, prior to selling a drug in Canada, a brand name manufacturer must file a
comprehensive New Drug Submission (NDS) with Health Canada before receiving a Notice
of Compliance (NOC). The NDS identifies the active compound, the dosage, strengths and
uses of the proposed drug so as to enable the Minister to assess safety and efficacy.
Typically, the brand name manufacturer has a patent associated with the new drug. Upon
issue of the patent, the patent is added within a prescribed time limit to a "patent list"
maintained by Health Canada. Health Canada audits the list to ensure only legitimate
patents are listed since only patents which contain a claim for the medicine itself or a
claim for the use of the medicine are permitted. A claim to the "medicine itself"
encompasses claims to the active compound per se, compositions comprising the active
compound as well as a claim to the medicine when prepared by a particular process.
Thus, there is linkage between the Patent Actand the approval process for medicines. In
fact, the Patented Medicines (Notice of Compliance) Regulations operate within the terms
of subsection 55.2(4) of the Patent Act. Subsection 55.2(4) sets out the authority of the
government to make regulations for the purposes of subsection 55.2(1) of the Patent Act
which allows a person to make, use, construct or sell a patented invention and not be
held liable for infringement so long as the person's activity is solely for the purpose of
obtaining regulatory approval.
A generic company wishing to market a generic equivalent of the drug must also obtain a
Notice of Compliance before proceeding to market. To facilitate the process, the generic
company may rely upon an Abbreviated New Drug Submission (ANDS) which incorporates
information disclosed in the original NDS.
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The generic company must also submit a Notice of Allegation (NOA) to the brand name
company asserting one of two things; that it will not receive an NOC and market the
generic drug until any and all patents associated with it have expired, or that the generic
company's version of the drug is not within the claims of the brand name company's
patent by virtue of expiry of the patent, patent invalidity or outright non-infringement.
Often the brand name manufacturer challenges an assertion in the NOA concerning
validity and/or non-infringement of its patent. A temporary injunction, or writ of
prohibition, is then issued by the Federal Court prohibiting the Minister of Health from
issuing an NOC until the dispute is resolved. If the brand name company adds new
patents to the patent list during the injunction period, then the generic company must
amend its NOA and the brand name company can again oppose it resulting in a new
injunction. Accordingly, it is in the interest of the brand name company to have as many
patents as possible listed on the patent list since each may be used to restrict, at least
temporarily, its competition.
Ultimately, many NOC proceedings are settled before the Federal Court. The proceedings
before the Court are not full-fledged patent infringement actions and are initiated for the
sole purposes of deciding whether or not an NOC should be issued to the generic
company. Nonetheless, the issues considered before the Court relate to patent validity
and infringement and any determinations made may be at least guiding, if not binding, on
examiners. However, in view of their expedited nature, and the limited possibility of
appeals, these decisions must be read with care.
Although instituted in the interests of fairness to both the patentee and the public, it is
apparent that the process is not without its faults and is open to potential abuse by both
generic and brand name companies. Brand name companies have been known to have
multiple patents with overlapping terms added to the patent list in order to present
multiple hurdles to a generic company. Furthermore, it is in their interests to challenge
the NOA and obtain at least a temporary injunction, even if the prospect of the generic
company eventually receiving marketing approval is high. Generic companies are eager to
dismiss their actions as non-infringing in their desire to go to market with their versions of
now proven, valuable drugs. Consequently, disputes are frequent and have generated a
considerable amount of litigation in the past decade.
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The Role of the Patent Examiner in the Making of Law
The patent examiner, if considered to be an arbitrator of first instance, will not be called
upon to make any new law. The authority for any action that may be taken must be
within the statutory provisions of the Patent Act and the Patent Rules and their
interpretation as made by superior bodies.
The Manual of Patent Office Practice is based largely on decisions made by the Courts and
by the Commissioner, which are binding upon the examiner, just as rulings of the Federal
Courts and the Supreme Court are binding upon the Commissioner.
Recall from chapter 9.01 that under the common law Doctrine of Judicial Precedent, the
examiner is bound by decisions of superior bodies. More accurately stated, the examiner
must either: (1) follow the ratio decidendi of those decisions, i.e., statements or rules of
law expressed as a reason for a deciding a particular question before the court (and not
extending to statements of law which are not relevant to the decision of the case that is
being heard) or (2) if the examiner can distinguish the facts of a case from the facts of a
case upon which an earlier decision was based, justify why the ratio was not followed.
The rule cannot simply be ignored.
There are instances in which the patent examiner can assist in the making of law. An
example of such an instance can be found in the field of the Final Action (refer to Chapter
8.03) when the examiner writes a decision on a matter that has not been finally decided.
The Commissioner, of course, will make a ruling, which can be followed and adopted by
all examiners. Recall that if the ruling of the Commissioner is not accepted by the
applicant, the decision may be appealed, under section 41 of the Patent Act, to the
Federal Court, and perhaps ultimately to the Supreme Court of Canada.
After such a decision has been handed down, it will be binding upon the Commissioner
and upon all examiners unless it is taken to a higher court and there reversed.
It will be readily seen that the patent examiner may commence a chain of events which
may lead to a definite advance in patent law. Therefore, it is the duty of patent examiners
to be familiar with all pertinent judgments, particularly those of the Federal Court, the
Federal Court of Appeal and the Supreme Court of Canada, in order that they might
familiarize themselves with patent law and be better enabled to perform their work
intelligently and with the maximum of interest.
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Review Questions
1.

What is the jurisdiction of the following courts in patent infringement and
impeachment proceedings:
the provincial courts?
(i)
(ii)

the Federal (Trial) Court?

(iii)
(iv)

the Federal Court of Appeal?
the Supreme Court?

2.

What are the 3 principal stages in a court action prior to a judgment?

3.

(a)

What is a statement of claim?

(b)

What is a statement of defence?

4.

What is the purpose of discovery?

5.

In order that a judge is enabled to construe the claims of a patent, what is it
incumbent upon both parties to do during the trial?

6.

(a)

What is an interlocutory injunction?

(b)

Give an example of an interlocutory injunction.

7.

What are the two parts of a judgment?

8.

What are the restrictions on the grounds that may be relied upon in an appeal of
a judgment?

9.

What is patent infringement?

10.

What is patent impeachment?

11.

What is a Notice of Compliance?

12.

Who is entitled to initiate an action for infringement?

13.

What are the possible grounds of defence available to a defendant in an
infringement action.

14.

What are the remedies that may be granted to a successful plaintiff in an
infringement action?

15.

What are the differences between an infringement action and an impeachment
action.

16.

What role can the Patent Examiner play in the making of new law?
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Notes:
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9.04 - Practical Aspects of Jurisprudence
Ab actu ad posse valet Natio "It is possible to infer the future from the past"

Introduction
The following section deals with the more practical aspects of case law; including how to
find a decision, how to cite it properly and how to determine what the decision stands for.
It is intended to be used as an aid in your day-to-day work and as an aid when
considering decisions such as those to be discussed in the following chapters.

Analysis of a Decision
Although the purpose of this training is not to turn an examiner into a lawyer, it is
important for an examiner to be able to read a decision with confidence and discern the
relevant principles of law which it addresses.
Bear in mind that in his day-to-day work, the examiner is often dealing with a lawyer who
also practices as an agent. Entering into a legal debate with such an individual can be a
daunting proposition, but do not be intimidated. If an agent cites a court decision in
support of their argument in a response to an examiner's objection, keep in mind that
they are presenting something to you in the most favourable light possible solely in their
client's best interests. This does not mean that the citation should not be questioned.
The case may not be on point or may not be even remotely relevant to the objection.
Burying an examiner in legalese and case law citations is a common tactic. By the same
token, an examiner should not be making citations in a report which are off the mark.
Accordingly, it is the aim of the following section to provide you with enough information
to allow you to undertake a rudimentary analysis of a decision to allow you to decide for
yourself if a citation is proper and convincing. "

Reporters
Written decisions may be compiled in chronological order in a series of books known as
"reporters". In fact, reporters have been used to chronicle court cases since the time of
King Henry VIII. By their nature, reporters do not contain decisions of very recent cases
since there is a lag between the time a decision is handed down and the time the next
volume of the reporter is published.
Moreover, not all decisions are necessarily reported. Cases which are decided without
significant discussion and thus of no precedential value or cases which largely repeat
earlier decisions are not reported. Cases which introduce, or appear to introduce, some
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new rule of law, are usually reported, as are cases which modify or clarify an existing rule
of law.
A reporter may be organized by year with a number of volumes issued each year (e.g.,
Supreme Court Reports) or it may be organized by series and volume number (e.g.,
Canadian Patent Reporter). A reported decision includes the text of the actual written
decision along with catchwords, head notes and editorial comments but does not contain
complete transcripts nor does it contain briefs which may have been submitted to the
court. The head notes and editorial comments are considered original works and are
subject to copyright. However, reported decisions may be copied on a limited basis
without violating copyright laws. For example, a copy of a decision may be made by an
examiner for research purposes.
There are two basic types of reporters; official and unofficial. Most jurisdictions have an
official reporter, approved by the government.
In Canada, official reporters are published by the Queen's Printer. In the case of a
discrepancy, the version of a decision published in an official reporter prevails over other
versions which may have been published in unofficial reporters. An unofficial reporter is
one which is published by a commercial publisher. Unofficial reporters may be topical and
target particular types of decisions; for example, the Canadian Patent Reporter reports
decisions concerned with intellectual property. Unofficial reporters may also publish
articles and commentaries written by legal scholars.

Canadian Official Reporters
Full name

Abbreviation

Coverage and special notes

Internet access

Paper copy

Exchequer Court
of Canada
Reports

Ex.C.R.

1875-1970

through IPSource ask CIPO librarian

Competition
Bureau
Library
(24th floor)

Federal Court
Reports

F.C. / F.C.R.

http://www.fjacmfgc.ca/reportsrecueillindexeng.html

Competition
Bureau
Library
(24th floor)

- known as "Canada Law Reports:
Exchequer Court of Canada" from 19231970
- known as " Reports of the Exchequer Court
of Canada" from 1875-1922
1971- present
- known as "Federal Court Reports" (F.C.)
from 1971 - 2004
-known as "Federal Courts Reports" (F.C.R.)
from 2004 — present
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Supreme Court
of Canada
Reporters
(S.C.R.)

S C R.

IS 76 - present
- known as "Canada Supreme Court
Reports" from 1970 - present
- known as "Canada Law Reports: Supreme
Court of Canada" from 1923 - 1969
-known as "Canada Supreme Court Reports"
from 1876 - 1922

http://scc.lexum.oreld
ecisia-scc-csc/scccsc/en/nay.do

Competition
Bureau
Library
(24th floor)

Canadian Unofficial Reporters
Full name

Abbreviation

Coverage and special notes

Internet Access

Paper copy

Canadian Patent
Reporter

C.P.R.

1942 - present

(click on License agreement
to enter site)

CIPO library

-First (1st) Edition: 65 volumes
covering decisions in 1942-1971

Ifyperlink

-Second (2nd) Edition: 82 volumes
covering decisions in 1971-1984
-Third (3rd) Edition: 87 volumes
covering decisions in 1985-1999
-Fourth (4th) Edition: 29 volumes so
far covering decisions from 2000 to
present
-most convenient source for finding
decisions, and the most often cited
reporter by agents and examiners
Canadian
Intellectual
Property Reports

C.I.P.R.

Fox's Patent
Cases

Fox Pat.Fox's
Patent Cases
(Fox Pat.)

Dominion Law
Reports
(Canadian)

from 1984 to 1990

http://www.opencanada.org/
features/ip/

CIPO library

none

CIPO library

none

Competition
Bureau
Library

- 27 volumes directed to intellectual
property cases

D.L.R.)

1940-1971
- 44 volumes directed to patent cases
annotated by the late Harold Fox, one
of Canada's preeminent patent law
scholar
1912- present
-general law reporter with a wide
range of coverage
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Foreign Decisions
Principles of law established by foreign decisions are not binding in Canada and carry no
precedential weight. However, there is a history of Canadian courts (as well as quasijudicial bodies such as the Patent Appeal Board) referring to decisions from jurisdictions
such as the U.K., the United States, and other common law countries as providing
guidance when no pertinent Canadian decision can be found, provided that the Canadian
and the foreign statutes with respect to the point of law at issue are sufficiently similar to
allow such a reference to be made. As stated by Rothstein J.A. in the Federal Court of
Appeal decision in Harvard College v. Commissioner of Patents (2000), 7 C.P.R. (4th) 1 at
p. 23:
. . . while United States patent decisions are obviously not binding on Canadian
courts, where the statutory language which is being interpreted is similar in both
countries and where the reasoning underlying the United States Court's
interpretation of the language is persuasive, there is no reason why Canadian
courts should ignore the U.S. jurisprudence.
Internet Access

Paper copy

http://wvvw.oxfordjournals.org/
our.journals/rpc/about.html

CIPO
library

Full name

Abbreviatio
n

Coverage and special
notes

United Kingdom:
Reports of Patent,
Design and Trade
Mark Cases

R.P.C.

1884- present

United Kingdom:
Fleet Street Reports

F.S.R.

1971-1995

http:/lwww.sweetandmaxwell.
co.uk/Catalogue/ProductDetail
s.aspx?recordid=462&producti
d=7065

CIPO
library

United Kingdom:
House of Lords
Official Reporter

none

1621-July 2009

http://www.publications.parlia
ment.uklpaldildjudgmt.htm

CIPO
library

- UK's highest Court of
Appeal until July 2009

On-line access to decisions
from 1996-July 2009

United States:
United States Patent
Quarterly

U.S.P.Q.

1929- present

http://w3.nexis.com/sources/sc
ripts/info.pl?163033
(through BNA - need
password)

CIPO
library

Europe:
European Patent
Office Reports

E.P.O.R.

1986 - present

http://www.epo.org/lawpractice/case-lawappeals/advanced-search.html

CIPO
library

- directed to decisions of
EPO Board of Appeals
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Citation Format for a Decision

When a decision is handed down it must be identified in some way. Although no one is
obliged to adopt any given format, for the sake of clarity and consistency it makes good
sense to adopt a uniform style for identifying and citing a decision. When writing a report,
accurately identifying a decision is important if you are going to properly support an
argument. A citation which is incorrect in content may lead the reader astray and is of no
use. A citation which is sloppy in form gives the impression that the author is ill-informed
or careless. Moreover, mistakes made when citing a decision may lead the reader to
question the substance of the argument and the author's legal research skills.
Accordingly, the following information is based largely on the guidelines offered in the
Canadian Guide to Uniform Legal Citation, 5th ed. by Timothy Reibetanz (Toronto:
Carswell, 2002). Bear in mind that these are only guidelines and that other sources may
adopt different conventions when citing decisions.

Neutral Citation

A relatively recent innovation in case law is the neutral citation. Regardless of whether or
not a decision is reported, it is often assigned a neutral citation by the court when the
decision is first handed down. If available, a neutral citation constitutes a reliable,
permanent identifier for a decision since it is not linked to a reporter. Moreover, a neutral
citation may be the only manner in which a newly issued decision may be identified.
A neutral citation includes three elements; namely, the style of case, the core and
optional elements:
style of cause,

core

optional elements

Harvard College v. Canada
(Commissioner of Patents),

2002 SCC 76

at para. 32
¶ 32

The following rules generally apply for a neutral citation:
(a)

style of cause
party names appear in italics
the decision is typically indexed in a simplified format with the names of the
parties in the order as they first appeared despite any reversal on appeal
names are separated by a "v." (pronounced as "vee", not "versus") if the decision
is in English and by a "c." if the decision is in French
omit first names and initials if the party is an individual
omit expression such as "et al." for multiple parties
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if a party is a company, include terms such as "Ltd.", "Limited" and "LLP"
if the action is against a Federal entity of the crown, as in the example above,
include the relevant entity in parentheses
(b)

core
includes three elements; the year, the tribunal and the ordinal number assigned
to the decision
the year is the year of the decision, not the year registered in the court registry
the tribunal identifier is determined by the authorities of each jurisdiction, for
example:
SCC - Supreme Court of Canada
FCT - Federal Court Trial Division (prior to June 2003)
FC - Federal Trial Court (since June 2003)
FCA - Federal Court of Appeal (whether before or after June 2003)

(c)

the ordinal number normally restarts each year on January lst
optional elements
pinpoint to paragraph(s) of interest
the term "at" precedes the pinpoint which is followed by the abbreviation "para."
or "paras." followed by the paragraph(s) number
the "1" symbol may also be used in place of the terms "para." or "paras."

Citation Format for Reported Decisions
Once a decision is reported it is desirable for the purposes of retrieval and enhanced
content to cite it by reference to a reporter(s). A citation to a printed reporter has the
following basic structure:
style of cause

Harvard College v. Canada
(Commissioner of Patents)
Whirlpool Corp. v. Camco
Inc.

(year of
decision),

[year of
reporter]

(2002),

volume

reporter

(series)

page

pinpoint

optional
element

21

C.P.R.

(4th)

417

at para. 1

(S.C.C.)

¶1
[2000]

2

S.C.R.
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The same rules outlined above for the style of cause in a neutral citation also apply for
this type of citation.
The year of the decision appears in parentheses. The year of the reporter in which the
decision is published is only included when that reporter is one which is organized by year
and volume (i.e., it starts at volume 1 each year), in which case the year appears in
square brackets. In such instances, if the year of the decision and the year of publication
of the reporter are the same, only the year of publication is included. If the two are
different, both the year of the decision and the year of publication are provided, in that
order.
Note that not all citations contain the same elements since reporters may be organized
differently. For example, the Canadian Patent Reporter (C.P.R.) is organized by series and
volume (so that the year of the reporter is not required in locating a particular volume)
whereas the Supreme Court Reports are organized by year and volume.
The page number is the first page number of the decision.
A pinpoint should be used when it is important to direct the reader to a particular
passage. Paragraph pinpoints are preferable and can be presented as you would for a
neutral citation. Page pinpoints can also be used. In either case, the term "at" precedes
the pinpoint. For example, a page pinpoint might appear as follows: Apotex Inc. v.
Wellcome Foundation Ltd. (1998), 79 C.P.R. (3d) 193 at 197 (F.C.T.D.). A paragraph
pinpoint might appear as follows: Whirlpool Corp. v. Camco Inc. (2000), 9 C.P.R. (4th) 129
at paras. 10-14 (S.C.C.).
Optional elements include an indication of the court, the judge and a short form name for
the case if you intend to refer to it repeatedly.
The court may be indicated in abbreviated form in parentheses if it is not obvious from
the name of the reporter. In the example above, it is reasonable to include an indication
of the court when citing to the Canadian Patent Reporter but is not necessary when the
decision is cited to the Supreme Court Reports. The following is a short list of acceptable
abbreviations for courts and tribunals:
S.C.C. - Supreme Court of Canada
F.C.A. - Federal Court of Appeal (before or after June 2003)
F.C. - Federal Trial Court (after June 2003)
F.C.T.D. - Federal Court Trial Division (prior to June 2003)
Ex. Ct. - Exchequer Court
P.A.B. - Patent Appeal Board (quasi-tribunal; decision bears signature of
Commissioner of Patents)
P.C. - Judicial Committee of the Privy Council (United Kingdom)
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- House of Lords (England)
If you wish to attribute a particular passage, or the decision as a whole, to a particular
judge, then that may be indicated, for example, as follows: "per Bastarache J.,
dissenting" or "Nadon J.". The initial which follows a judges surname indicates his or her
office:
C.J.C. - Chief Justice of Canada
C.J.A. - Chief Justice of Appeal
C.J. - Chief Justice, Chief Judge
J.A. - Justice of Appeal, Judge of Appeals Court
JJ.A. - Justices of Appeal, Judges of Appeals Court
J. - Justice, Judge
JJ. - Justices, Judges
L.J. - Lord Justice/ Lady Justice (United Kingdom)
Finally, a short form name for a decision may be indicated at the end of the citation if it
will be referred to again. The short form is italicized and appears in brackets (e.g.,
[Harvard]).

Parallel Citations

If possible, a decision should first be cited to an official reporter followed by a citation to
an unofficial reporter or to its neutral citation. This practice is known as parallel citation
and allows the reader to retrieve the decision from alternate sources. For example, a
parallel citation might appear as follows : Burton Parsons Chemicals Inc. v. HewlettPackard (Canada) Ltd. (1974), [1976] 1 S.C.R. 155, 17 C.P.R. (2d) 97. However, since
accessibility is not usually an issue, decisions cited both by examiners and agents are
typically only cited to one reporter, usually the Canadian Patent Reporter. If a legal
citation is made in a report which is going to a private inventor, or to a firm which does
not specialize in intellectual property, you may wish to provide a parallel citation.

History of a Case

As a case winds its way through the courts it may be appealed and further appealed. On
appeal, a decision is rendered which may reverse or affirm a lower court's decision. If it is
relevant, the complete history of a case may be cited in terms of its prior or subsequent
history. For example, consider the following case cited by prior history:
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Harvard College v. Canada (Commissioner of Patents) (2002), 21 C.P.R. (4th) 417 (S.C.C.),
rev'g (2000) 7 C.P.R. (4th ) 1 (F.C.A.), aff'd (1998), 79 C.P.R. (3d) 98 (F.C.T.D.), aff'g
(1995), CD 1203 (P.A.B.).
In this example, the terms "reversing" and "affirming" are abbreviated as "aff'g" and
rev'g" respectively and both refer to the first, or primary, citation. Therefore, in this case
the Supreme Court affirmed, or upheld, the decision of the Federal Court Trial Division
(and therefore reversed, or overturned, the decision of the Federal Court of Appeal). The
same case can be presented in terms of its subsequent history as follows:
Harvard College v. Canada (Commissioner of Patents) (1998), 79 C.P.R. (3d) 98
(F.C.T.D.), rev'd (2000), 7 C.P.R. (4th) 1 (F.C.A.), aff'd (2002), 21 C.P.R. (4th) 417
(S.C.C.), aff'd (1995), CD 1203 (P.A.B.).
In this example, the verb tenses change and the terms "reversed" and "affirmed" are
abbreviated as "rev'd" and "aff'd". Again, the terms "rev'd" and "aff'd" refer to the first
decision in the citation.
The term, "affirmed in part" is used when the earlier decision is only partly affirmed.
Finally, the term, "varied" means that the first decision is only partly affirmed or partly
reversed, and is often used where the higher court has altered the amount of damages
awarded.

Preliminary Considerations
In order to set the stage for a proper analysis it is worthwhile to first take note of a
number of things and ask yourself a few questions:
(a)

The names of the plaintiff and the defendant; or the names of the
appellant and the respondent if the decision stems from an appeal.
-The changing roles of each party can be quite confusing as the case is appealed
and further appealed. It may be helpful to note the parties names and how their
respective roles change through the course of the case.

(b)

The judicial history of the case.
-How did the dispute find its way into the courts? Was the case an appeal? or an
appeal of an appeal? What were the outcomes of the previous decisions? Is the
decision currently on further appeal?
-If an appeal decision is imminent, you may wish to wait until that decision is
handed down.

(c)

The court which handed down the decision and its rank.
-If the decision is Supreme Court decision it will carry more weight than a trial
court decision.

(d)

The patent in question and the general subject matter to which it
relates.
-Was it an Old or New Act case?
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-The law under the Old Act was quite different and if you are not aware of the
differences, then the decision may be confusing. Generally though, the core
issues of patentability are the same as they are under the New Act. You may
even wish to look up the patent in TechSource to inspect the actual claims,
drawings, description, etc.
(e)

The time line of events.
— e.g., Who allegedly infringed when? When did the patent issue? When was the
case heard?

(f)

The ruling handed down.
-What was the final decision of the court as a whole? Was the decision
unanimous? Who dissented? Who wrote the decision for the majority? Who wrote
the dissenting opinion(s)?
-By knowing the ultimate outcome of a case, it is easier to follow the reasoning of
a judge as he meanders his way through the facts and previous decisions.
-Also, protocol dictates that the senior member of the court (i.e., the Chief
Justice) expresses his opinion first, even if he himself does not offer a written
opinion. Therefore, even if the Chief Justice does not agree with the majority, the
decision will nonetheless begin with his opinion and even if the dissenting opinion
is written by a junior member of the court. If the reader fails to appreciate this
and is unaware of the final decision of the court as a whole, then he may be
mislead into thinking that the dissenting opinion is the actual decision. A good
example of this can be seen in the decision in Harvard College v. Canada
(Commissioner of Patents) (2002), 21 C.P.R. (4th) 417 (S.C.C.). In this case, the
Chief Justice of the Supreme Court, Madame McLachlin, dissented with the
majority. Nonetheless, her opinion appears first in the written decision even
though the minority dissenting opinion of the court was written by a puisne
(lower-rank) justice.

While you need not study these things intently, initially taking note of these types of
things will help in framing the dispute properly and will allow you to focus more on the
questions of patent law which were decided. Moreover, it will help you decide which facts
are the most pertinent. Much of this information can be gleaned from the first few pages
of the decision. Although an editorial summary often precedes the actual decision, it may
not be concerned with properly setting the stage for a full appreciation of the case.
In fact, reading only the summary can be misleading at times since the editors often
presuppose a certain level of familiarity. More importantly, the summary is not part of the
actual decision and cannot be quoted as authority.

What Does the Decision Stand for?
In the end, patent examiners are not overly concerned if one party wins or another party
loses, so long as we can make sense of the decision and extract meaning from the
decision in order to apply it in our day-to-day work.
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To gain a full appreciation for a decision, the entire case should be read.
The rewards and benefits of reading entire cases are numerous, e.g. enhanced skills and
knowledge in the workings of patent law, references ready on hand to write stronger
arguments and rebuttals in Examiner's reports. These rewards outweigh the time and
efforts an examiner spends when he or she first starts reading entire cases and becomes
familiar with jurisprudence.
Moreover, critically reading a decision is a skill, and like anything else, the more often it is
done the easier it becomes.
Recall from the previous section of this chapter that, under the doctrine of judicial
precedent, the lower courts are bound by the findings of a higher court. Accordingly, an
examiner is bound by a decision of the Patent Appeal Board which is in turn bound by a
decision of the Federal Court and so on. Determining the actual rule of law handed down
and how we are bound by it is the next consideration.
When a dispute is heard before a court, the court is presented with evidence and
arguments. The court will determine the relevant facts of the case, determine the relevant
law to be applied and then apply the law to the particular fact situation. In some cases,
the court really need only determine the particular relevant facts since no legal questions
are in issue. In other cases, the law is not so well settled and clarification is required.

Ratio decidendi
When rendering a decision, a judge may pronounce law. Ratio decidendi (literally, "reason
for deciding") is the reason or principle upon which a question before the court has been
decided. It is this principle of law that becomes a judicial precedent which is binding on
courts and administrative bodies of lower jurisdiction. Determining the ratio decidendi is
not a straightforward exercise; it is more of an art than a mechanical process.
Obiter dictum
Beyond the actual rule of law the court sets down, the court may also make comments in
passing which entertain hypothetical fact situations. In so doing, a judge may make a
statement of law which is not necessary to the decision of the case that is being heard,
but is made merely for purposes of illustration, explanation, or analogy. At other times, a
statement may reflect a particular viewpoint of a judge dissenting from the majority
opinion of the court. Such remarks are known as "obiter dictum" (literally "something
said in passing") and must be distinguished from the ratio decidendi. As noted above, this
is not an easy task; even the most learned judges have found it difficult at times to
establish such distinction.
The reason for this difficulty is that there is not — and there cannot be — one single
technique for determining the ratio of a case, since all decisions do not follow a set
pattern. Sometimes the ratio is clearly stated within a decision; other times, it is
embedded within the rest of the judgment. Some judgments are short and precise, while
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others are long and rambling. Even the choice of language can vary greatly from judge to
judge. This flexibility has led one legal scholar to state that there may be as many ways of
finding the ratio of a case as there are ways of finding a lost cat. The precise steps taken
to identify the ratio of any particular case will thus depend on the nature of that case and
the manner in which the judgment was written. The techniques presented later in this
chapter should therefore be considered only as guidelines, which may be helpful in
identifying the ratio of a case.
While it is not always easy to determine the ratio decidendi of a case, it would be a
mistake to exaggerate this difficulty. In the great majority of cases, judges, lawyer, and
legal authorities are, in fact, able to arrive at a satisfactory formulation of the ratio,
despite there being no single technique for doing so. In support of this statement, it is
pointed out that it is the exception for the writers of head notes of reported cases to be
criticized rather than the rule.
Obiter dicta are not binding precedent since either they do not address an actual fact
situation or they are merely opinions expressed in dissent. Nonetheless, they may be
guiding in future situations which do indeed approximate the hypothetical scenario
contemplated by the court.
Beyond this, comments made in obiter dictum may be seen as more than merely
persuasive where they are based on sound reasoning, a well developed situation, and on
prior authority. Indeed, comments that were at one time relegated to obiter may well be
subsequently seen as highly persuasive by another court and may be adopted as law.
In order for the doctrine of judicial precedent to operate, the particular facts of a given
decision cannot be allowed to overly constrain the law which a judge is trying to establish
since those facts would likely not reoccur and the doctrine would have no value. That is to
say, the ratio decidendi can be more broadly stated than what all of the facts of the case
strictly allow. The breadth of the law and the facts of a case are issues which are often
debated by agents in response to a citation. For example, an agent may argue that you
are over-generalizing a statement of law made in a decision since the facts in the case do
not allow for it. In other situations, where it suits their client's purpose, an agent may cite
a case and make a sweeping generalization. It can be very difficult to decide for yourself
the precise limitations of a decision. However, the reasons given by a judge are what he
says they are and cannot be changed.

"Distinguishing"
The only real way to indirectly vary a legal statement expressed as ratio decidendi — for it
is only in respect of the ratio, or the reasons for deciding a question that is before the
court, that the doctrine of stare decisis applies — is to take the facts in different ways and
to over or under generalize them. This process is known as "distinguishing". Although the
courts are bound by judicial precedent, they are not so strictly bound that a particular
case and its relevant facts cannot be distinguished from any other previous decision.
Likewise, if the facts of a particular application before an examiner are such that it can be
distinguished from those of an allegedly precedent setting case, then it is arguable that
the examiner is not bound by the precedent. An appropriate rebuttal would have to
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highlight some distinguishing fact(s) and be based on some other different precedent
which more closely approximates the situation before the examiner.
"On point"
The ratio decidendi depends to a large degree on the facts of the case and the
importance assigned by the court to each fact, since the material set out facts in
combination with the appropriate legal statement constitutes the ratio decidendi.
Accordingly, the materials facts must be distinguished from the immaterial facts. When a
new case is considered, if the material facts approximate or fall within those of an earlier
case, then the earlier case is said to be "on point", or precedent, and its ratio decidendi
can be fairly applied to the new case.
For any given case, a detailed set of facts can be assembled. The complete set of facts
constitutes the actual fads. However, the court is not concerned with all of the facts, only
those relevant to the issue before it. For example, consider the situation where Mr. Smith
sues Mr. Jones for infringement of his patent. The actual facts might include the
following:
-

Mr. Smith's patent had not expired at the time of the alleged infringement

-

Mr. Smith had not given Mr. Jones a licence
Mr. Jones is a former employee of Mr. Smith and took some part in the
development of the patented invention yet does not appear as an
inventor on the patent

-

the alleged infringement took place on a Friday

The fact that the alleged infringement took place on a Friday would clearly not be
material to the court since any similar case which occurred subsequently would not be
decided on the question of whether or not the infringement took place on a particular day
of the week. On the other hand, the fact that Mr. Jones was once an employee of Mr.
Smith may come into play vis-à-vis inventorship and validity of the patent. In this case,
the ratio decidendi might be stated as follows: "If the owner of a patent sues a party for
infringement of its patent, and if that party ought to have been named as rightful
inventor, then the patent is not valid and there is no infringement". The ratio decidendi
would not be stated as: "If you infringe on a Friday, you are not liable".
It should be noted that a decision may have several rationes decidendi of varying degrees
of generality or may expound on different points of law. For instance, the ratio decidendi
stated above may be even more generalized as follows: "If a rightful inventor is not
named as such on a patent, then the patent may be deemed invalid".
To check if what you believe is an appropriate ratio decidendi, ask yourself if the given
facts of the case fit within the general proposition of law which you have generated. If it
does not, then the proposition is clearly wrong. If it does, then you may also wish to ask
yourself if you can generalize to a greater extent.
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Example 1: an actual decision
Although the following example does not relate to patent law, it is a straightforward case
which contains the relevant facts, ratio deciclendi and obiter dictum. Can you identify
them? The passage is from an old United Kingdom decision in Wilkinson v. Downton,
[1897] 2 Q.B. 57.
WRIGHT J. In this case the defendant, in the execution of what he seems to
have regarded as a practical joke, represented to the plaintiff that he was
charged by her husband with a message to her to the effect that her husband
was smashed up in an accident, and was lying at The Elms at Leytonstone with
both legs broken, and that she was to go at once in a cab with two pillows to
fetch him home. All this was false. The effect of the statement on the plaintiff
was a violent shock to her nervous system, producing vomiting and other serious
and permanent physical consequences at one time threatening her reason, and
entailing weeks of suffering and incapacity to her as well as expense to her
husband for medical attendance. These consequences were not in any way the
result of previous ill-health or weakness of constitution; nor was there any
evidence of predisposition to nervous shock or any other idiosyncrasy.
In addition to these matters of substance there is a small claim for 1s.10 1/2d. for
the cost of railway fares of persons sent by the plaintiff to Leytonstone in
obedience to the pretended message. As to this statement, I think the case is
clearly within the decision in Pasley v Freeman (1798) 3 TR 51. The statement
was a misrepresentation intended to be acted on to the damage of the plaintiff.
The real question is as to the £100, the greatest part of which is given as
compensation for the female plaintiff's illness and suffering. It was argued for
her that she is entitled to recover this as being damages caused by fraud, and
therefore within the doctrine established by Pasley v Freeman and Langridge v
Levy (1837) 2 M&W 519. I am not sure that this would not be an extension of
that doctrine, the real ground of which appears to be that a person who makes a
false statement intended to be acted on must make good the damage naturally
resulting from its being acted on. Here there is no injuria of that kind. I think,
however, that the verdict may be supported upon another ground. The
defendant has, as I assume for the moment, willfully done an act calculated to
cause physical harm to the plaintiff — that is to say, to infringe her legal right to
personal safety, and has in fact thereby caused physical harm to her. That
proposition without more appears to me to state a good cause of action, there
being no justification alleged for the act. This willful injuria is in law malicious,
although no malicious purpose to cause the harm which was cause nor any
motive of spite is imputed to the defendant. It remains to consider whether the
assumptions involved in the proposition are made out. One question is whether
the defendant's act was so plainly calculated to produce some effect of the kind
which was produced that an intention to produce it ought to be imputed to the
defendant, regard being had to the fact that the effect was produced on a person
proved to be in an ordinary state of health and mind. I think that it was. It is
difficult to imagine that such a statement, made suddenly and with apparent
seriousness could fail to produce grave effects under the circumstances upon any
but an exceptionally indifferent person, and therefore an intention to produce
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such an effect must be imputed and it is no answer in law to say that more harm
was done than was anticipated for that is commonly the case with all wrongs.
The first paragraph sums up the relevant facts of the case. The defendant played a
practical joke on the plaintiff — saying that her husband had been injured in an accident.
The plaintiff reacted with fright to such a degree that she suffered significant emotional
trauma. The question was whether or not the defendant was liable for damages due to
her suffering. As it turns out the defendant was found to be liable.
In order to generate an appropriate ratio decidendi , the detailed material facts are taken
into consideration to give the following: "When a person tells a lie which is likely to
frighten another person and cause emotional harm, and when emotional harm does
indeed occur, then that person is liable". This statement can itself be even more
generalized by omitting certain facts to arrive at a second ratio: "When a person commits
an act with the intent to adversely affect another person's physical or mental health, and
when the act does result in such an adverse affect, then that person is liable". The second
ratio is arguably more correct and more broadly applicable since the third paragraph of
the passage refers generally to "the defendant's act" which produces "some effect".
Note that the passage also contains obiter comments in the first part of the third
paragraph. Here the court entertains an argument based on fraud. That is, an argument
based on a misrepresentation which was intended to be acted upon by the plaintiff to her
detriment. The court did not rule on this argument one way or the other but merely
commented on it. In the end, the court favoured a different basis for its decision, i.e.,
infringement of her legal right to personal well being.

Example 2 : obiter dictum
The following is an example of comments made in obiter in Xerox of Canada Ltd. v. IBM
Canada Ltd. (1977), 33 C.P.R.(2d) 24 at 85 (F.C.T.D.):
The plaintiffs further contended the defendant had not shown ex. 185 was a
publication "printed" in the United States: see para. 28(1)(b). Mr. Becker gave
uncontradicted testimony that the original of the exhibit was prepared on a
typewriter. He agreed in cross-examination the particular copy in evidence, and
others conceivably like it, might all have been reproduced by an offset process.
Again the defendant has not shown, to my mind, by a preponderance of
evidence, that this document was "printed". I confine my decision on this point to
the state of printing and reproducing methods in 1953. I do not think, having
regard to the state of the copying art in 1953, that ex. 185 would qualify as
"printed": see Re Tenney et al. (1958), 732 O.G. (U.S.) 4 at p. 7. Without
deciding, I would suggest that today a run of so-called "photostatic copies" might
well be held to be "printed".
In this case, there was considerable debate over what types of documents should be
considered to be "printed publications". The judge clearly limited his decision to the facts
as they were at the time a particular allegedly anticipatory document was generated.
However, the judge did go on to suggest, without deciding, that a run of photocopies
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"might" be held to be printed. Therefore the judge's concluding comments appear to be
obiter dictum and are not binding since there was no firm opinion expressed.
Example 3 : ratio decidendi
The following example of ratio decidendi is taken from Monsanto Co. v. Commissioner of
Patents (1979), 42 C.P.R. (2d) 161 at 176 (S.C.C.) [Monsanto]. In this case the appellant
had made and tested three novel chemical compounds which were shown to be useful as
inhibitors of premature vulcanization of rubber. From this the appellant broadly claimed a
large class of similar compounds but had not tested all of the compounds for the desired
activity. The question was whether or not the appellant had over-claimed by claiming
compounds of unproven utility. Ultimately the Supreme Court held that the appellant was
entitled to soundly predict the utility of all of the claimed compounds even if they had not
tested each and every one of them. In so doing, the court endorsed and clarified the
infamous doctrine of sound prediction, which is often applied by agents to justify broad
claims:
[sound prediction] cannot mean a certainty since it does not exclude all risk that
some of the area covered may prove devoid of utility. It thus appears to me that
the test formulated by Graham, J., involves just two possible reasons for rejecting
claims such as those in issue.
1.

There is evidence of lack of utility in respect of some of the area covered;

2.

It is not a sound prediction.

In this case the ratio might be summarized as follows: "Where an applicant prepares a
representative number of chemical compounds and shows that they carry a desired
activity, then the applicant is entitled to broadly claim a family of similar chemical
compounds on the basis of a sound prediction and such a claim cannot be rejected unless
there is evidence of inutility or unless the prediction is unsound".
This ratio can arguably be generalized to the point where the following statement may be
made: "An applicant is not limited to the examples given and can generalize his claimed
invention so long as all that is claimed is actually useful and is not unsoundly based".
As stated above, agents often quote this decision and attempt to apply it liberally.
Further, they sometimes argue that it provides authority for claiming things which they
have not described in a meaningful manner; the reasoning being that the examiner has
not met the onus of providing evidence of inutility of the thing they hope to claim.
However, the Monsanto decision can be distinguished from such situations. It was a fact
in Monsanto that all that was claimed was described by chemical structure, and that the
applicant had tested three examples of chemical compounds. There were no claims to
hypothetical products which could not be described. Moreover, the claims were based on
factual data of the tested examples. Accordingly, the facts in the Monsanto decision
arguably restrict the applicability of the doctrine of sound prediction to those things which
have been sufficiently, although not necessarily completely, described and tested.
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Example 4 : obiter dictum or ratio decidendi ?
The following are comments made by Rothstein J.A. in Harvard College v. Canada
(Commissioner of Patents) (2000), 7 C.P.R. (4th) 1 at paras. 125-127 (F.C.A.). The
question in this case was whether or not a higher life form, in this case a genetically
engineered "oncomouse", was patentable subject matter. While ultimately ruling that
higher life forms were patentable, the Federal Court of Appeal also offered the following
comments:
A final question is whether the Patent Act could be extended to cover human
beings. In other words, could a finding that "invention" includes living organisms
extend to human beings? For example, on a theoretical level, could a person
whose genome has been modified by the addition of an engineered gene in order
to eliminate or suppress a genetic predisposition to a disease be the subject
matter of a patent?
Strictly, the question does not arise here, because the patent claims are restricted
to non-human mammals. However, the potential extension to human beings is an
obvious concern.
The answer is clearly that the Patent Act cannot be extended to cover human
beings. Patenting is a form of ownership of property. Ownership concepts cannot
be extended to human beings. There are undoubtedly other bases for so
concluding, but one is surely section 7 of the Canadian Charter of Rights and
Freedoms which protects liberty.There is, therefore, no concern by including nonhuman mammals under the definition of "invention" in the Patent Act, that there
is any implication that a human being would be patentable in the way that the
oncomouse is.
Although the scenario contemplated by the court was purely hypothetical, the court felt
compelled to offer an opinion to dispel any doubt of the patentability of human beings;
presumably to alleviate any eventual public anxiety in view of its finding that a mouse
could be patented. The comments are not based on any factual situation, since the case
before it did not concern the genetic engineering of human beings nor to claims to human
beings per se. Strictly speaking therefore, the court did not decide on the patentability of
human beings.
The question then arises as to how much weight should be given to the court's
comments. Are they merely comments made in passing? Or are they firm opinions that
should be followed?
The cited passage contains several indications that the court's comments rise above nonbinding comments concerning a hypothetical situation. Note that the judge says that "The
answer is clearly...." and that "Ownership concepts cannot be extended to human beings"
and that "surely" the Canadian Charter of Rights and Freedoms prevails over the Patent
Act. Therefore the court's opinion that human beings cannot be patented appears to be
ratio decidendi.
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Practical Considerations of the Doctrine of Judicial Precedent

In chapter 9.01, it was stated that Canadian courts have apparently adopted the view that
they may upset their own earlier rulings. To qualify this statement, it is intended to mean
that by various methods the courts can find other ways of refusing to accept the
precedent of their own earlier decisions when it is apparent that conditions have changed
to such an extent since those earlier decisions were made that they no longer provide a
common sense remedy to a problem. Judges of both the Supreme Court and the Federal
Court have made use of the term "common sense" in numerous decisions over the years.
Now, under our system of judicial precent, judges are theoretically bound to follow
decisions of all courts having a superior jurisdiction to their own and, in theory, to
consider as persuasive those decisions made by judges of the same rank.
However, it is apparent to anyone who regularly reads the reported cases that judges are
occasionally none too keen to apply a precedent where they feel that it might do injustice
in the case before them. In such cases, the court will find a way to avoid applying the
apparent precedent.
One method applies in situations where a prior decision was held to be given per
incuriam, that is, in ignorance or forgetfulness of some inconsistent statutory provision or
of some authority binding on the court. In such cases, a judge in a later case can, in good
conscience, reject the apparent binding precedent and, by a new judgment, make new
law.
Another way of avoiding the necessity of following a precedent involves the practice of
"distinguishing", in which a judge finds that there exists some difference between the
facts in the earlier case and those applying in the case before the court.
In theory, a case can only be distinguished from a precedential case when there are, in
fact, material differences between the facts of the respective cases. While the facts are
never identical in any two cases, in order to distinguish a case from a precedent a
difference between the facts must be clearly relevant to the point of law under
consideration.
In practice, however, it would appear that such "material" differences are at times
artificially introduced in order to avoid having to follow an unpopular precedent.
This is what is meant by the statement that Canadian courts, including the Supreme Court
of Canada, have apparently taken the view that they may upset their own earlier rulings.
The word "upset" does not necessarily mean "reverse". In order to "upset" a binding
precedent, it is not necessary to ignore or refuse to follow all the principles set forth
therein. It may be only one principle of many in a previously decided case that a judge
decides not to follow.

9.04 + Page 279

(A-2016-01148) - Page: 327

Practical Aspects of Jurisprudence
Use of Latin in the Law
By this point, you will have noted the appearance of numerous Latin quotations
throughout the manual. The reason for their inclusion is simple: since the field of law is
one in which the influence of the Latin language continues to this day, a basic knowledge
of some of the Latin terms most commonly used by the Courts is necessary for a full
understanding of their decisions. The quotations are merely a reminder of this fact.
The appendix to this chapter contains a glossary of Latin terms and expressions that may
be encountered while reading the jurisprudence. It is hoped that this will prove to be a
useful reference as you continue to read case law on your own.

Useful tips when considering a particular decision
The following tips may be useful when considering a particular decision, either cited as a
rebuttal against your objections, or one which you are contemplating citing in a report:
a.

Find the decision, inspect it yourself and pay particular attention to any
pinpointed passages and their context. This exercise is especially desirable if you
are not familiar with the decision.

Read with caution the summary of a reported decision because it is not
b.
where
the
clear
editor derives support in the actual decision in order to arrive at his comments.
c.

Direct the reader to the most relevant passage(s) using a pinpoint unless
the case is so well known that no pinpoint is required.

d.

Make sure you are not quoting the dissenting opinion of the court or
comments made purely in obiter, nor citing stray phrases taken out of context,
which do not reflect the ratio of the decision.

e.

Use the proper format when citing a decision.

f.

Review the basic facts of the case and its judicial history.

g.

Make sure the decision has not been overturned by a higher court.

h.

Make sure the decision is not inconsistent with a decision from a higher court in
another case.

i.

Make sure the decision is not inconsistent with an Act of Parliament.
If any statements of law are incompatible with principles or rules expressed by
courts of equal rank in other cases, there may be a choice between
precedents.

k.

If there is an appeal decision expected imminently, you may wish to wait and
consider that decision.
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I.

Weigh the facts of the case you are considering against those of the decision
cited. Is the proposed ratio decidendi fairly stated and is it broadly applicable to
the case before you? Alternatively, can the case before you be distinguished from
the decision cited, such that you can justify not following the rule expressed in
the earlier case?

m.

If you feel the decision is not on point, or the proposition of law has been
overstated, then formulate an argument for distinction and support it with a
more pertinent citation.

n.

Remember that foreign decisions are only guiding, and not binding, in
Canada.

o.

Paraphrase only any Commissioner's Decisions concerning Old Act cases that
have not been made available to the public. Do not identify the applicant or the
particulars of the invention.

Review Questions and Exercises
1.

What is the ratio decidendi of a judgment?

2.

What is the obiter dictum of a judgment?

3.

From the following citation, do you have enough information to easily find the
decision contemplated?

Apotex v. Canada (Minister of National Health and Welfare) (F.C.T.D.)
4.

Is the format of the following citation correct? Explain why or why not.

Harvard College v. Canada (Commissioner of Patents), [2002] 21 C.P.R.
417 (S.C.C.)
5.

Using the CPR online, find and write a pinpoint citation that refers to Patent
Examiner Peter Yue.

6.

What is meant by the expression "distinguishing"? Discuss with respect to the
doctrine of judicial precedent.

7.

What are some considerations in determining whether, or how, to use a particular
decision?

9.04 ♦ Page 281

(A-2016-01148) - Page: 329

Practical Aspects of Jurisprudence
References and Further Readings
Canadian Guide to Uniform Legal Citation, 5th ed. by Timothy Reibetanz (Toronto:
Carswell, 2002)
Legal Research, Analysis and Writing, William H. Putman (Clifton Park, NY: Delmar
Learning, 2004)
Legal Research Handbook, 5th ed. by Douglass T. MacEllven et al., (Markham, Ont :
Butterworths : 2003)
Glanville Williams, Learning the Law, 12th ed. by A.T.H. Smith (London: Sweet & Maxwell:
2002)
The Ratio Decidendi of a Case and the Doctrine of Binding Precedent, A.W.B. Simpson;
chapter VI of Oxford
Essays in Jurisprudence, 1st series (Oxford University Press: 1961), pp. 148-175

9.04 ♦ Page 282

(A-2016-01148) - Page: 330

Practical Aspects of Jurisprudence
Appendix J - Some Useful Latin Terms and Expressions

References used for this glossary:
Jon R. Stone, Latin for the Illiterati (New York: Routledge, 1996)
Jon R. Stone, More Latin for the Illiterati (New York: Routledge, 1999)
a fortiori [with greater force]: in logic, an argument made from the lesser to the greater
a posteriori [from after]: reasoning from specific instances to general conclusions
a priori [from before]: reasoning from premise to logical conclusion
a quo : from which (e.g., a court a quo is the court "from which" an appeal has been
taken; and a judge a quo is judge of a court below)
ab initio (ab init. ): from the beginning
ad hoc [to this]: an action taken for a specific purpose, case, or situation
ad infinitum [to infinity]: endless; limitless; forever
addendum (pl. addenda): an attachment to the end of a manuscript indicating the

words to be added or corrections to be made
amicus curiae [a friend of the court]: a disinterested advisor
ante : before
arguendo: in the course of arguing; for the sake of argument
bona fide [in good faith]: sincerely; genuinely
bona fides [good faith]: honest intention
caveat [let him beware]: a warning; a caution
certiorari [to be certified]: a writ calling up the records of a lower court
circa ( c. ): about; near; around
conterminus: bordering upon
contra [opposite]: against; on the opposite side (i.e., on the contrary)
contra proferentem [against the offeror]: construed against the person making the

statement
de facto [in fact]: in reality; actually
de jure [by right]: rightful or rightfully; according to law
de minimis: of trifling matters; trifles
de novo : anew; freshly; a second time
desideratum (pl. desiderata): something desired
dictum (pl. dicta) [a word or speech]: something that has been said
dies non juridicus or dies non : a day on which the court does not sit; a non-business

day
ergo : therefore
erratum (pl. errata ): an error; a mistake
et: and; also
et
(et al. ): and others
et cetera (etc. ): and so forth
et sequens (et seq. ): and the following
ex gratia [of or by favour]: in absence of legal rights; purely as a favour
ex officio: by virtue of one's office
ex parte [from one party]: in the interests of one side only; in part
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ex post facto [after the deed is done]: after the fact
exempli gratia (e.g.) [for the sake of example]: for example
exemplum (pl. exempla): a sample or copy; an example
factum : an act; a deed
functus officio [having performed the office]: having discharged a duty, and thus no

longer having any authority over a matter
ibidem (ibid. ): in the same place (e.g., in a book)
id est (i.e.) [that is]: that is to say
idem (id.) [the same]: the same as above
in camera [in chamber]: at chambers (i.e., in private, not in open court)
in curia : in open court
in dubio [in doubt]: undetermined
in jure: according to the law
in omnibus [in all things]: in all respects
in personam [in the person]: against a particular person (e.g., an infringer)
in re [in the matter of]: concerning
in rem [in a thing]: against a particular thing (e.g., a patent)
in toto [on the whole]: altogether
in vitro [in glass]: in a test tube or petri dish
in vivo: in the living organism
infra (inf.) [below]: beneath; further on (e.g., in a book)
inter: between; among
inter alia : among other things
inter partes: between parties
intra vires: within the powers (of)
ipso facto [by the fact itself]: by that very fact
jure : by right; by law; rightly
jus (pl. jures): law; a legal right
lex (pl. leges): law or statute
ma/a fide [in bad faith]: false or falsely (opposite of bona fide)
mandamus [we command]: in English law, a high court writ issued to a lower court

ordering performance of a legal duty or enforcement of a legal directive
mutatis mutandis: the necessary changes being made
non sequitur (non seq.): it does not follow
nota bene (N.B.) [note well]: take notice
obiter (ob. ): [by the way]: incidentally; in passing
obiter dictum (pl. obiter dicta) [ an incidental remark]: an unofficial expression of

opinion
onus probandi : the burden of proof
per [by or through]: by means of; throughout
per incuriam : through carelessness or neglect
per se [by or in itself]: intrinsically
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prima facie [at first appearance]: a judgment based on the first impression
pro forma [for the sake of form]: as a matter of form
pro rata [according to rate]: in proportion; proportionally
pro tanto [for so much]: so far; to that extent
pro tempore (pro tem.) [temporarily]: for the time being
quaere (qu.) : a question or query
quantum (pl. quanta): a concrete quantity; specified amount
quasi [as it were; about] a sort of; almost
quia timet : because he/she fears
quid pro quo [this for that]: something given in return for a favour; a reciprocal

arrangement
quo warranto : a high court writ issued to a lower court enquiring "by what right" they

are hearing a case
ratio decidendi [reason for deciding]: the reason for the decision; a proposition of law
re : regarding; concerning
regina ( r. ): a queen
res (pl. res): a thing, matter or circumstance; a cause or action
res adjudicata or res judicata [a matter already settled]: a decided case
rex ( r. ): a king
scintilla : a spark
scire facias [cause it to be known]: a writ to enforce, annul, or vacate a judgment,

patent, charter or other matter of record
sequitur (seq.) [it follows]: a logical inference
sic [thus]: usually found in brackets following a doubtful word in a quotation to indicate
that the original passage is being followed verbatim
simpliciter [absolutely]: without reservation or reserve
sine qua non [without which not]: something essential; an indispensable condition
stare decisis [to stand by things decided]: a doctrine which obliges a lower court to

follow a higher court's ruling
status quo [the state which]: an existing condition; an unchanged position
supra (sup. ): over; above; on the top
uberrima fides [superabounding faith]: implicit trust
ultra vires [beyond one's power]: transcending legal authority
ut infra (ut inf. ): as stated or cited below
ut supra (ut sup. ): as stated or cited above
verbatim [word for word]: exactly
veritas: truth
versus (v. ): against
vice versa [with the meaning or order reversed]: conversely
vide : see
vide infra : see below
vide supra : see above
vide ut supra [see as above]: see the above comment
videlicet (viz.) [that is to say]: namely; to wit

9.04 ♦ Page 285

(A-2016-01148) - Page: 333

Practical Aspects of Jurisprudence

Notes:

9.04 ♦ Page 286

(A-2016-01148) - Page: 334

Decided Cases on Interpretation of the Specification

Section A - Decided Cases on Interpretation of the Specification
Animus hominis est anima scripti "The intention of the person is the intention of the written instrument"

Introduction

Patent examiners are required to make judgments that profoundly affect the rights of applicants as well as
the rights of the public at large. In the course of examining an application, examiners act on the public's
behalf to ensure they are getting their fair share of the patent bargain. To ensure that the bargain we
strike is fair and justified in law, an examiner must try to understand exactly what is being monopolized
and to what extent.
No matter what technical training a patent examiner may possess, all examiners are required to interpret
and understand written legal documents that describe and claim technical subject matter; i.e., patent
specifications. This process is often referred to as "construction".
Accordingly, a good starting point for exploring patent case law is the topic of construction. Indeed, many
decisions refer at great length to properly construing the specification before turning to questions of
validity and infringement. By the same token, in order to properly assess patentability an examiner must
first be sure that he has correctly approached and interpreted the specification.
Case law offers us much guidance in interpreting patent specifications, but please remembers that much
of the guidance is generated through the litigation of issued patents in court. As examiners, we are
regarded as being technically competent, but seldom do we rise to the level of technical expert and rarely
do we benefit from expert technical testimony provided during a trial to further educate and aid us in
interpreting a particular specification. Accordingly, our construction of claims is done under imperfect
circumstances. However, that is not to imply that an examiner's construction of a claim will always be
subject to correction by the applicant or his agent. Both examiners and applicants are bound by certain
principles of fair construction.

"Construction" Defined
In literal terms, the word "construe" means "to analyze the arrangement and connection of words".
An inventor uses words of his own choice to describe and define his invention. If he is careless in choosing
his words he may fail to convey the meaning he intended. If his invention is technologically complex, then
the matter of drafting a good patent specification may become that much more difficult. However, it
should to the goal of an inventor to use words that do not cloud the nature of the technological
advancement.
While reading and interpreting a patent specification may seem like a straightforward process, it is often
not so simple a task when confronted with an ambiguous term or expression that could substantially affect
the scope of a claim. Remember also that patent specifications are primarily legal documents. Accordingly,
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it is imperative that all those reading such a document have a clear and common understanding of exactly
what the document is saying.

Review of specification and "Person Skilled in the Art"
a) Patent Specification is Addressed to a "Person Skilled in the Art"
Since an issued patent affects the interests of the public at large, it has been argued that the claims
should be directed to such an audience. At the same time a patent is also a technical document and is
arguably more appropriately addressed to the technical public. This debate was heard in the first case to
be considered in this chapter.
The whole of a patent specification is addressed to the technical public, and not to the public at large.
Further, no distinction is to be made between the person to which the description is addressed and the
person to which the claims are addressed. In each case the person is "a person of skill in the art". From
this passage it is also clear that the skills and knowledge a person of skill in the art are specialized and
beyond those possessed by a typical member of the public.
b) Properly Defining the "Person Skilled in the Art"
Sometimes during the prosecution of an application, an agent will attempt to ascribe what are arguably
extraordinary qualities to the notional skilled person. For example, comments may be offered to the effect
that a person skilled in the art would have no difficulty in understanding what a claim means, or that the
skilled person would clearly understand how to put what is, in the examiner's view, a vaguely described
invention into practice. When faced with such an argument, it is important to come to some
understanding of exactly what knowledge the skilled person may, or may not, possess.
Firstly, it is worth remembering from the Consolboard case (at p. 160) that a person skilled in the art has
knowledge and skills that vary according to the nature of the invention and, although competent, he is not
expected to have extraordinary abilities.
Accurately defining the skilled person is often the first task undertaken by a court when construing a
patent specification. Through expert testimony and arguments, a court may be often presented with
different definitions of who the skilled person is in a particular case. Similarly, as examiners we are often
called upon to interpret patent specifications from obscure art fields, and we are often urged to adopt
what may be inappropriate definitions of the person skilled in a particular art.
Courts first determine who is the skilled person in the art, and it can have huge implications on the
outcome of the claim analysis (Almecon v. Nutron). Other rules to remember are that the skilled person in
the art can be highly qualified, such as an engineer or a scientist ( Whirlpool v. Camco), and that mythical
person can be a group of persons, with knowledge and skills from various fields (Apotex v. Wellcome).
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Cases Considered
The following discussion will highlight a number of the more important principles to be respected when
interpreting a patent specification. It should be borne in mind that the points mentioned, and the cases
cited, are not exhaustive. Further readings of case law are recommended, to supplement the present
survey.
a) Minerals Separation North American Corp. v. Noranda Mines Ltd., [1947] Ex.C.R. 306, rev'd (1950), 12
C.P.R. 99 (S.C.C.), aff'd (1952), 15 C.P.R. 133 (P.C.)
b) Burton Parsons Chemicals Inc. v. Hewlett-Packard (Canada) Ltd. (1974), 17 C.P.R. (2d) 97 (S.C.C.)
c) Free World Trust v. Electro Sante Inc (2000), 9 C.P.R. (4°') 168 (S.C.C.)
d) Beecham Canada Ltd. v. Procter and Gamble Co. (1981), 56 C.P.R. (2d) 214 (F.C.T.D.), aff'd (1982), 61
C.P.R. (2d) 1 (F.C.A.), leave to appeal refused (1982), 63 C.P.R. (2d) 260 (S.C.C.)

Limits of the Person Skilled in the Art
Minerals Separation North American Corp. v. Noranda Mines Ltd. (1952), 15 C.P.R. 133 (P.C.1
This case involved an invention directed to an improved method for separating mineral from ore by
forming a watery pulp of mineral ore, a mineral frothing-agent and a chemical compound termed a
"xanthate". Agitation of the mixture yielded a mineral rich froth that could easily be separated from the
residual mixture. The frothing-agent and the xanthate worked cooperatively to enhance mineral recovery.
Claim 6 in this case read as follows (emphasis added):
The process of concentrating ores which consists in agitating a suitable pulp of an ore with a
mineral-frothing agent and an alkaline xanthate adapted to co-operate with the mineral frothing
agent to produce by the action of both a mineral-bearing froth containing a large proportion of a
mineral of the ore, said agitation being conducted as to form such a froth, and separating the
froth.
At issue in this case was whether or not a person skilled in the art would appreciate the nuances of
organic chemistry and realize that a claim that referred to an "alkaline xanthate" was not precise in its
meaning since "alkaline" xanthates were not known to exist. The court indicated its definition of a person
skilled in the art and the knowledge he is expected to possess at p. 141 (emphasis added):
It is therefore necessary to consider what this phrase would have meant at the date of the patent
to the notional addressee of the specification, a person skilled in the art of froth flotation. It
appears from the evidence that such a person would be a metallurgist with a good knowledge of
the relevant parts of inorganic chemistry, but that he might have no more than an elementary
knowledge of organic chemistry. The word "alkaline" would be familiar to him: he would be
accustomed to working with solutions or mixtures which were either alkaline, acid, or neutral. But
the term xanthate would not be familiar to him and he might never even have heard of it before
reading the specification. He would learn from the specification that xanthates are certain salts of
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sulphur derivatives of carbonic acid but the specification would not tell him much about their
nature and properties and he would probably have to consult an organic chemist.
From this the court concluded that (emphasis added):
He would then discover, if he did not know it already, that there is no such thing as an alkaline
xanthate: all xanthates are neutral and none is alkaline. If the matter rested there the claim would
clearly be valueless. As all xanthates are neutral he could work with any of them without infringing
the claim. But the appellants seek to save the claim by arguing that he would at once realise that
the patentee had made a slip of the pen and would at once see what was meant. No doubt he
would at once realise that a mistake had been made because it cannot be supposed that a
patentee would deliberately use a meaningless expression or make a claim which is valueless. But,
even if it be assumed that this mistake could be treated as a mere clerical error, the claim cannot
be valid unless it is clear from the evidence that persons to whom the specification is addressed
would have no doubt about what was meant.
Accordingly, the skilled person in this case lacked the technical expertise to safely ignore the reference to
"alkaline" in the claims and could not be relied upon to save the claim by using knowledge he possessed
beforehand. Moreover, even if it could be successfully argued that the reference to "alkaline" xanthates
was a clerical error, that would still not save the claim since the skilled person in this case would not have
appreciated that the inclusion of the term "xanthate" was a "slip of the pen". In this case, there was a true
ambiguity which the skilled person could not be expected to resolve.

Claims Encompassing Allegedly Useless Embodiments
Claim nine reads as follows (emphasis added):
The improvement in the concentration of minerals by flotation which comprises subjecting the
mineral in the form of a non-acid pulp to a flotation operation in the presence of a xanthate and a
frothing agent.
Notably, the term "xanthate" is not qualified as being any special sort of "xanthate". On its face the claim
appears to encompass xanthates in general and accordingly fairly encompasses cellulose xanthate. As it
turns out, cellulose xanthate is not useful in the claimed process and there was no dispute of this fact at
trial. In fact, cellulose xanthate turned out to hinder the separation of mineral. In this case it was argued
that the validity of claim nine could be saved by referring to the description in order to control and limit
the meaning of the claim so as to exclude any useless embodiments. The Court accepted, in general
terms, the notion of appropriately referring to the description. This is seen at p. 144 of the decision
(emphasis added):
It has already been said that in their Lordships' judgment the word "xanthate" as ordinarily used
by chemists at the date of the patent included cellulose xanthates and indeed cellulose xanthates
were the only xanthates at all widely known. Therefore unless the meaning of the word in this
claim can be controlled and limited by a reference back to the earlier part of the specification, the
appellants must fail. The appellants contend that there is in the earlier part of the specification a
definition of the word "xanthate" as used by the patentee which is in effect a "dictionary" and
that, as the patentee has shown that he intends the word to be understood in a limited sense
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throughout, that limited sense ought to be attached to the word when it occurs in claim 9. Their
Lordships do not doubt that it is possible for a patentee to make his own dictionary in this way. If
he has put something in the earlier part of the specification which plainly tells the reader that for
the purpose of the specification he is using a particular word with a meaning which he sets out,
then the reader knows that when he comes to the claims he must read that word as having that
meaning. But this is an awkward method of drafting and is very undesirable where a simpler
method could easily be adopted and it is in all cases incumbent on a patentee who chooses to
adopt this method to make his intention plain to those who read the specification.
Notably, the Court discourages the practice of referring back to the description where a claim can easily
be made unequivocal in its meaning. The alleged dictionary offered in this case was a passage in the
description which reads as follows (emphasis added):
The invention is herein disclosed in some detail as carried out with salts of the sulphur derivatives
of carbonic acid containing an organic radical, such as an alkyl radical and known as xanthates, as
the new substance.
It was held that the use of the expression "such as" connotes a preferred type of xanthate but it does not
clearly control or limit the overall meaning of the claim. A person skilled in the art in this case was not an
organic chemist and could not have been expected to have knowledge of the undesirable properties of
cellulose xanthate and therefore could not have been expected to avoid using cellulose xanthate.
It was further argued that a person skilled in the art would disregard any useless embodiments in favour
of those that actually worked. However the court dismissed this suggestion saying that (at p. 148):
It is well settled that where the scope of a claim includes some method which is useless the claim
cannot be saved by showing that no skilled person would ever try to use that method.
Accordingly, claim nine was held to be invalid for encompassing useless subject matter.
Conclusions:
•
of properly interpreting the claims can bear on the question
▪
• From this case, it is clear how the importance
■ of utility. Here a person skilled in the art did not have the requisite knowledge beforehand which would
■ have allowed him to exclude useless subject matter from the scope of the claim. Phrased another way, on
▪
• its true construction, the claim encompassed useless subject matter and was therefore invalid.
•
Clarity of claims
On the issue of claim ambiguity, Lord Reid, speaking for the Judicial Committee of the House of Lords, had
this to say (at p. 142, emphasis added):
The law as to ambiguity is clear and their Lordships need only refer to a well known passage in
the speech of Earl Loreburn in Natural Colour Kinematograph Co. v. Bioschemes Ltd. (1915), 32
R.P.C. 256 at p. 266, where he says:
It is the duty of a patentee to state clearly and distinctly, either in direct words or by clear
and distinct reference, the nature and limits of what he claims. If he uses language which,
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when fairly read, is avoidably obscure or ambiguous, the Patent is invalid, whether the
defect be due to design, or to carelessness or to want of skill. Where the invention is
difficult to explain, due allowance will, of course, be made for any resulting difficulty in
the language. But nothing can excuse the use of ambiguous language when simple
language can easily be employed, and the only safe way is for the patentee to do his best
to be clear and intelligible.
▪
•
•
•
••
•
•
•

Conclusion:
Accordingly, there is a clear onus on the patentee to use claim language that does not admit to
uncertainty in respect of what exactly is being claimed. Any uncertainty should be resolved whenever
possible. In this case, the inclusion of the ambiguous term "alkaline xanthate" in the claim was reason
enough for the court to decide that the claim was invalid.

Possibilities of the Person Skilled in the Art
Burton Parsons Chemicals Inc. v. Hewlett-Packard (Canada) Ltd. (1974), 17 C.P.R. (2d) 97
(S.C.C.)

In this case, the invention related to a cream applied to skin contact electrodes for use during
electrocardiography. The crux of the invention was the combination of an aqueous emulsion and a highly
ionizable salt; the result being a cream with high electrical conductivity. Importantly, the nature of the
invention, being a combination of known elements, lent itself to broadly descriptive language. Literally
thousands of appropriate salts were known at the time as were many types of aqueous emulsions. Claim
17 in this case read as follows (emphasis added):
An electrocardiograph cream for use with skin contact electrodes and compatible with normal skin,
comprising a stable aqueous emulsion that is anionic, cationic or non-ionic and containing
sufficient highly ionizable salt to provide good electrical conductivity.
In its defence to infringement, Hewlett-Packard argued that the claim literally encompassed ionizable salts
that were toxic and corrosive rendering the claim invalid for encompassing useless subject matter.
At p. 104 of the Supreme Court decision we see quite a different assessment of a person skilled in the art
(emphasis added):
While the construction of a patent is for the Court, like that of any other legal document, it is
however to be done on the basis that the addressee is a man skilled in the art and the knowledge
such a man is expected to possess is to be taken into consideration. To such a man it must be
obvious that a cream for use with skin contact electrodes is not to be made up with ingredients
that are toxic or irritating or are apt to stain or discolour the skin. The man skilled in the art will
just as well appreciate this necessity if the cream to be made is described as "compatible with
normal skin" as if it is described as containing only ingredients compatible with normal skin.
In contrast to the skilled person in the Minerals Separation case, the person skilled in the art in this case
had knowledge, beforehand, that would allow him to easily avoid any useless embodiments that might fall
within the literal meaning of the term "highly ionizable salt". Further, it is apparent that there is clear
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direction in the preamble to select only salts that will yield a cream that is "compatible with normal skin".
In the end, Pigeon J. commented at p. 105 that:
In my view, the avoidance of unsuitable salts due to their known noxious properties is similarly
nothing but the application of the proper knowledge to be expected from a man skilled in the art.
• Important points:
•
•
• Therefore, depending on the facts in any one particular case, it may or may not be fair to say that a
• person skilled in the art would recognize a potential defect in a claim and thereby save it.
•
•
• During the prosecution of a patent application:
• - there may be times when it is not fair to bestow extraordinary knowledge on the skilled person in order
•
• to overcome a defect in a claim;
• - at other times, it may be true that a person skilled in the art would read the claim as a whole and know
• to exclude useless embodiments.
•
▪ Where there is doubt as to how an imaginary skilled person would read a claim, perhaps the best way to
• proceed may be to insist on an amendment to preempt any future debate.
•
•
• From the foregoing, it should be apparent that properly assessing the skilled person, and the qualities that
• person possesses, are important first considerations when interpreting a specification.
■
■ In the Apotex v. Wellcome Fondation case (discussed in section D), the Court said that the person skilled
• in the art may also be a fictional group of individuals with different skills, for example a chemist, a
•
• biologist and a pharmacologist.
•
• Furthermore, the person skilled in the art in this case had knowledge, beforehand, which would allow him
•
• to easily avoid any useless embodiments which might fall within the literal meaning of the term "highly
• ionizable salt". A person skilled in the art was not left to determine for himself which salts may or may not
• be appropriate for the proper working of the invention. Further, it is apparent that there is clear direction
•
. in the preamble to select only salts which will yield a cream which is "compatible with normal skin".
• Therefore the claim, on its true construction, did not encompass useless subject matter.
•
•
▪ The Burton Parsons case is often cited as authority for rebutting an objection that the claims encompass
• useless subject matter. The rebuttal is phrased as a suggestion that a person skilled in the art would know
•• not to select useless embodiments when other useful embodiments are available. Whether or not this
• argument is acceptable hinges largely on a proper assessment of a person skilled in the art and a proper
• construction of the claim.
•
•
• When a person skilled in the art cannot reasonably be expected to have knowledge which would allow him
to avoid useless embodiments, the Minerals Separation case may be the basis for an appropriate counter
▪ argument.
•
• Claims that are invalidated because they are understood by a person skilled in the art to be so broad as to
•
■ encompass inoperative embodiments are not limited to the chemical arts, but may also occur in the
• mechanical arts.
•
Large scope of claims
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The court commented at p. 106 that (emphasis added):
It is stressed in many cases that an inventor is free to make his claims as narrow as he sees fit in
order to protect himself from the invalidity which will ensue if he makes them too broad. From a
practical point of view, this freedom is really quite limited because if, in order to guard against
possible invalidity, some area is left open between what is the invention as disclosed and what is
covered by the claims, the patent may be just as worthless as if it was invalid. Everybody will be
free to use the invention in the unfenced area. It does not seem to me that inventors are to be
looked upon as Shylock claiming his pound of flesh. In the present case, there was admittedly a
meritorious invention and Hewlett-Packard, after futile attempts to belittle its usefulness, brazenly
appropriated it. It was in no way misled as to the true nature of the disclosure nor as to the
proper methods of making a competing cream. The objections raised against the claims really are
that, except those pertaining to some specific embodiments of the invention, the others are so
framed as to cover every practical embodiment, leaving to the man skilled in the art, the task of
avoiding unsuitable materials in the making of the mixture, a task which any man skilled in the art
ought to be able to perform without having to be told because any unsuitability depends on wellknown properties.

• Important points:
•
•
• Therefore, the realization that a claim is remarkably broad is not reason enough to fairly conclude that the
• claim must be too broad and that an objection is warranted without further consideration.
•
•
• Before one can conclude that the claim in question is too broad, a reasoned and thoughtful probing of the
• claim must ensue. Such probing should include 0 a careful study of the specification and an
•
▪ appreciation of the abilities and knowledge to be expected of a person skilled in the art
•
• Whatever the case, it should also be borne in mind that the capacity of the Patent Office to adequately
•
■ and completely probe the validity of an apparently broad claim is limited to a much greater extent than
• that of a court. The Patent Office is not equipped to test even a single embodiment of an invention nor is
• it able to call experts. Furthermore, there are practical constraints placed on the extent to which the
••
questions of novelty and obviousness can be explored since the whole of the prior art can never be fully
• searched. On the other hand, these issues are usually explored to their utmost during inter partes court
•
• proceeding since the stakes can be very high. Accordingly, the breadth of a claim as issued by the Office
■ may on occasion be broader than what might be truly justified if the claims were viewed under the
• microscope of court proceedings. Even to a court, precisely defining the "invention made", and then
•
• weighing that against the invention as claimed may be a challenging proposition.
•
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Additional review on specification
Specification to be Construed as a Whole

While the foregoing reveals that the claims are the focus of the patent specification, it does not mean that
the description itself is of no use in interpreting what the claims actually mean. Looking at the whole of
the specification has long been a principle of proper construction.
The principle of considering the whole of the specification and what the claims themselves mean in light of
the description, was received in Canadian law as early as 1915, in the Jonhson v. Oxford case.
From the Consolboard decision (at p. 157) it is clear that (emphasis added):
We must look to the whole of the disclosure and the claims to ascertain the nature of the
invention and methods of its performance ... being neither benevolent nor harsh, but rather
seeking a construction which is reasonable and fair to both patentee and public.
Importantly, the Supreme Court in Consolboard refers to the "nature of the invention", not the "invention
as claimed".

Reference to Remainder of the Specification to Interpret Claims

We have seen that it is the claims that are of the primary importance in a patent specification. At the
same time, we have learned that the whole of the specification is to be considered. Given these two
principles, it is tempting to conclude that to properly interpret a claim we are to forever refer back to the
description. However, as we will see in the following decided cases, this is not always the case.
Generally, it is accepted that the applicant may use the description as a dictionary to clarify the meaning
of complex term or expression used in the claims (Western v. Baldwin). On the other hand, for clear and
unequivocal claims, it should not be necessary to resort to the description (B.V.D. v. Canadian Celanese).
The applicant can also define special meanings for terms and expressions, because the whole application
must be considered (Ernest Scragg).

Three Guiding Principles on Referring to Remainder of Specification to Interpret a Claim
Beecham Canada Ltd. v. Procter and Gamble Co. (1981), 56 C.P.R. (2d) 214 (F.C.T.D.), aff'd
(1982), 61 C.P.R. (2d] 1 (F.C.A.), leave to appeal refused (1982), 63 C.P.R. (2d) 260 (S.C.C.)

In this case, we see a clear statement of three principles that qualify construction through reference to the
remainder of the specification.
The invention in this case related to so-called fabric conditioning sheets to be used in dryers (i.e.,
Bouncer" sheets). The idea of the invention was to provide a substrate sheet coated with a conditioning
agent. The preferred and exemplified form of the product was a cellulose sheet. There was some dispute
as to whether or not a different type of substrate, namely an open celled foam which had been
impregnated with conditioning agent, infringed. However, the claims broadly referred to "a substrate"
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"carrying" a conditioning agent and a substrate in the form of a "web". At p. 16 the Appeal Court offers
the following construction of the claims (emphasis added):
[i]f one is to resort to the remainder of the specification it is my opinion that the word "carrying"
as used in the disclosure, taken in context, is used in the sense of "conveying" and does not,
giving to that word its ordinary meaning, imply in any way that such "conveying" must be on the
surface of the substrate. While the conveyance in its narrow aspects as referred to in the
disclosure may carry or convey the conditioning agent on the substrate, it clearly is not limited to
that in the description of the invention's broad aspects. Furthermore, while there are words in the
disclosure which might indicate that for best results in its use emphasis is placed on a surface
coating for the substrate, it clearly does not exclude its impregnation with the conditioning agent.
As I read the specification as a whole the conditioning agent may be carried on the substrate
either as a coating on the surface thereof, as that term is generally understood, or within it by
impregnation.
The general principles regarding reference to the description are three-fold and are indicated at p. 11
(emphasis added):
Three principles
In summary, the principles which I derive from the above-mentioned authorities as well as from
others referred to in argument, to which further reference need not be made here, are that in
construing the claims in a patent recourse to the remainder of the specification is (a) permissible
only to assist in understanding terms used in the claims; (b) unnecessary where the words of the
claim are plain and unambiguous; and (c) improper to vary the scope or ambit of the claims.
This decision is often referred to in subsequent decisions and is generally regarded as defining the most
authoritative rules on when it is permissible to refer to the description. In this case, the terms "substrate",
"carrying" and "web" were not defined by any sort of dictionary found in the description nor were they
regarded as special terms of art, which were intended to be limited in a specific way. Therefore, the court
gave them their common and ordinary meaning. When this was done, the claims could not be reasonably
construed as being limited to the particular embodiments described and the claims were regarded as fairly
encompassing the defendant's products.

It May Be Permissible to Refer to the Drawings to Interpret a Claim
The decision Whi/poo/ v. Cambo (discussed in pzart C) indicated that, beyond the remainder of the written
specification, the drawings may also be considered in order to construe the claims.

Endeavour to Give the Claims a "Purposive Construction"
This brings us to the doctrine of "Purposive Construction". A formal pronouncement of the doctrine was
first set out in a British case, Catnic v. Hill and Smith (discussed in section F), but the doctrine has since
been adopted by Canadian courts, for example in Free World Trust and Whirlpool (section C).

File wrapper may not be used to construe claims
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From the Eli Lilly decision we see that we are guided by the intent of the inventor as expressed or inferred
from the specification as written and filed. Extrinsic evidence submitted at trial or after the fact, including,
for example, the file wrapper of the patent application, may not be considered when properly interpreting
a patent. This is affirmed in Whirlpool at para. 49, which indicates the following:
While the appellants express concern that "purposive construction" may open the door to extrinsic
evidence of intent, as is the case with certain types of extrinsic evidence in the United States,
neither Catnic, supra, nor O'Hara, supra, goes outside the four corners of the specification, and
properly limit themselves to the words of the claims interpreted in the context of the specification
as a whole.
[As an aside, the courts have ruled that while the file wrapper of a patent application may not be used in
construing patents, it may be used in other circumstances, such as to determine the prior art that was
before the examiner, and to determine whether inaccurate or misleading information was presented to the
Patent Office - vide Heffco Inc. v. Dreco Energy Services Ltd. (1995), 62 C.P.R. (3d) 81 (F.C.T.D.)]
Even after the Beecham and Eli Lilly decisions, there was still considerable debate as to whether or not the
Purposive Construction approach to construction was appropriate in Canada. However, it is clear now from
subsequent decisions in Whirlpool and Free World (delivered concurrently) that the Purposive Construction
approach has been widely adopted. To go further, Whirlpoolis now widely regarded as the single most
authoritative case on construction in Canada and nicely summarizes and clarifies many of the principles
developed thus far. In both decisions Binnie 3., speaking for the Supreme Court, endorses purposive
construction.

In coming to this conclusion, the Supreme Court noted the doctrine is consistent with s. 12 of the
Interpretations Act, which reads as follows:

Every enactment is deemed remedial, and shall be given such fair, large and liberal construction
and interpretation as best ensures the attainment of its objects.
In considering the all important expression, "best ensures the attainment of its objects", the court in
Whirlpool indicated at para. 49 that:
A patent must therefore be given such interpretation according to s. 12 of the Interpretation Act
"as best ensures the attainment of its objects". Intention is manifested in words, whose meaning
should be respected, but words themselves occur in a context that generally provides clues to
their interpretation and a safeguard against their misinterpretation.
The purpose for putting words on paper in the first place is again brought to the fore. From the foregoing
discussion, it is apparent that the courts have consistently urged caution in reading the words of a claim
on their own, and have repeatedly reminded us that the expressed or implied intent of the inventor should
not be quickly dismissed.
However, the above comments should not be stretched to mean that reference to the description is
always permissible to construe the meaning of terms in a claim.
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Claims must be clear and free of ambiguities
The importance of accurately defining the scope of the claims was re-affirmed by the Supreme Court of
Canada in the following case.
Free World Trust v. Electro Sante Inc. (2000), 9 C.P.R. (4th) 168 (S.C.C.)
This case involved the alleged infringement of a patent for a therapeutic device that used electromagnetic
wave energy. Key to the invention was the use of "circuit means" to control the frequency and amplitude
of the wave energy thereby providing an enhanced benefit to a patient. At the date of the invention it was
apparent that by "circuit means" the inventor contemplated a conventional electrical circuit. The allegedly
infringing device, marketed by a former employee of the patentee, was identical to the claimed device
except that a microcontroller (i.e., personal computer) was used to control the wave energy.
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Speaking for the Court, Binnie J. nicely summarized the principles of construction and indicated at para.
32 that "The Patent Act Promotes Adherence to the Language of the Claims". Under this heading he goes
on to say that (emphasis added):
The Patent Act requires the letters patent granting a patent monopoly to include a specification
which sets out a correct and full "disclosure" of the invention, i.e., "correctly and fully describe[s]

Section A + Page 298

(A-2016-01148) - Page: 345

Decided Cases on Interpretation of the Specification
the invention and its operation or use as contemplated by the inventor" (s. 34(1)(a)). The
disclosure is followed by "a claim or claims stating distinctly and in explicit terms the things or
combinations that the applicant regards as new and in which he claims an exclusive property or
privilege" (s. 34(2)). It is the invention thus claimed to which the patentee receives the "exclusive
right, privilege and liberty" of exploitation (s. 44).
He continued and offered two different viewpoints on what the claims really define (emphasis added):
One school holds that the claim embodies a technical idea and claims construction ought to look
to substance rather than form to protect the inventive idea underlying the claim language .... The
other school of thought supporting what is sometimes called the "peripheral claiming principle"
emphasizes the language of the claims as defining not the underlying technical idea but the legal
boundary of the state-conferred monopoly. Traditionally, for reasons of fairness and predictability,
Canadian courts have preferred the latter approach.
Accordingly, the Supreme Court of Canada tells us that it is the claims that are of primary importance and
that they define legal boundaries. The Supreme Court rejected the notion that claims define some
underlying inventive, yet potentially elusive, idea.
The reasoning for this is that adherence to the language of the claims in turn promotes fairness and
predictability. This is further explained at para. 41-43 (emphasis added):
The scope of patent protection must not only be fair, it must be reasonably predictable. A patent
is, after all, a public instrument issued under statutory authority which may result in severe
financial consequences for its infringement. The scope of its prohibition should be made clear so
that members of the public may know where they can go with impunity. As was said in another
public law connection by Gonthier J. in R. v. Nova Scotia Pharmaceutical Society, [1992] 2 S.C.R.
606 at p. 639, 43 C.P.R. (3d) 1, 93 D.L.R. (4th) 36, precision in public enactments is required to
"sufficiently delineate an area of risk".
The patent system is designed to advance research and development and to encourage broader
economic activity. Achievement of these objectives is undermined however if competitors fear to
tread in the vicinity of the patent because its scope lacks a reasonable measure of precision and
certainty. A patent of uncertain scope becomes "a public nuisance" (R.C.A. Photophone, Ltd. v.
Gaumont-British Picture Corp. (1936), 53 R.P.C. 167 (Eng. C.A.) at p. 195). Potential competitors
are deterred from working in areas that are not in fact covered by the patent even though costly
and protracted litigation (which in the case of patent disputes can be very costly and protracted
indeed) might confirm that what the competitors propose to do is entirely lawful. Potential
investment is lost or otherwise directed. Competition is "chilled". The patent owner is getting more
of a monopoly than the public bargained for. There is a high economic cost attached to
uncertainty and it is the proper policy of patent law to keep it to a minimum.
The patent owner, competitors, potential infringers and the public generally are thus entitled to
clear and definite rules as to the extent of the monopoly conferred. This in turn requires that the
subjective or discretionary element of claims interpretation (e.g„ the elusive quest for "the spirit
of the invention") be kept to the minimum, consistent with giving "the inventor protection for that
which he has actually in good faith invented"
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Therefore, the claims should not be capable of subjective, alternative or discretionary construction. If the
claims are not clear, then the patentee has not made the bounds of his exclusive property known, and in
so doing, he may be getting more than he was rightfully entitled.

Infringement As It Stands Today
Free World Trust v. Electro Sante Inc. (2000), 9 C.P.R. (4th) 168 (S.C.C.), aff'q (1997) 81
C.P.R. (3d) 456 CQue. Ct. of Appeal)

Accordingly, the patentee sued for infringement. At trial, the patents were declared invalid due to lack of
novelty and therefore no determination as to infringement was necessary. The case was then appealed to
the Quebec Court of Appeal which reversed the finding on invalidity but found that the patents had not
been infringed since, by invoking the Doctrine of Purposive Construction, it was not clear that the
patentee ever intended to claim anything other than an apparatus that relied upon "circuit means" for
control of the wave energy.
The case was ultimately appealed by Free World Trust to the Supreme Court of Canada. Here, the Court
began by acknowledging that there is need for balance when interpreting the claims (at para. 3):
The appeal thus raises important questions about the scope and ambit of a patent owner's
monopoly. Too much elasticity in the interpretation of the scope of the claims creates uncertainty
and stifles competition. Too little protection robs inventors of the benefit they were promised in
exchange for making a full and complete disclosure of the fruits of their ingenuity.
Speaking for the Supreme Court, Mr. Justice Binnie went on to indicate that he agreed with the Quebec
Court of Appeal on the finding of infringement, but said that "I get there by a somewhat different route".
If there was any doubt that the route to a proper finding involved Purposive Construction, it was dispelled
at para. 50 (emphasis added):
Purposive construction" does away with the first step of purely literal interpretation but disciplines
the scope of "substantive" claims construction in the interest of fairness to both the patentee and
the public. In my view its endorsement by the Federal Court of Appeal in O'Hara was correct.
Therefore the Court saw the idea of Purposive Construction fundamentally as a mechanism to balance the
interests of the public and the patentee. This idea is affirmed if the findings in the Eli Lilly and Catnic
decisions are revisited (discussed in section F). In one instance, the doctrine fairly operated to the benefit
of the patentee, while in the other, the public was allowed to benefit.

Important Principles of Infringement resulting from

Free World Trust

Importantly, the Court laid down six broad principles which are to be respected when considering the
question of infringement (at para. 31):
(a) The Patent Act promotes adherence to the language of the claims.
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(b) Adherence to the language of the claims in turn promotes both fairness and predictability.
(c) The claim language must, however, be read in an informed and purposive way.
(d) The language of the claims thus construed defines the monopoly. There is no recourse to such
vague notions as the "spirit of the invention" to expand it further.
(e) The claims language will, on a purposive construction, show that some elements of the
claimed invention are essential while others are non-essential. The identification of elements as
essential or non-essential is made:
(i) on the basis of the common knowledge of the worker skilled in the art to which the
patent relates;
(ii) as of the date the patent is published;
(iii) having regard to whether or not it was obvious to the skilled reader at the time the
patent was published that a variant of a particular element would not make a difference
to the way in which the invention works; or
(iv) according to the intent of the inventor, expressed or inferred from the claims, that a
particular element is essential irrespective of its practical effect;
(v) without, however, resort to extrinsic evidence of the inventor's intention.
(f) There is no infringement if an essential element is different or omitted. There may still be
infringement, however, if non-essential elements are substituted or omitted.
Parts (a) through (e) establish the rules to be followed when interpreting the claims. After having properly
done so, part (f) sets out the requirements to find for, or against, infringement.
Also, Parts (a) through (d) clearly indicate that the claims are the focus of the infringement analysis. It is
the claims which the public relies upon in order to try and avoid infringement and it is the claims which
define the scope of the monopoly sought. If the claims are not clear, then the public's interests are not
served. Therefore, the claims must be as clear as possible since "a patent of uncertain scope becomes 'a
public nuisance' ".
However, where the scope of a claim is uncertain, the patentee is afforded the benefit of a fair
construction of its true scope. This is reflected in part (c) wherein the Court indicates that the Doctrine of
Purposive Construction comes into play. When applying the Doctrine, the Court established in part (e) a
subset of rules to be followed. Importantly, Purposive Construction again operates to probe the intent of
the patentee by distinguishing the essential and non-essential features of a claim.
Note that the intent of the patentee is examined as of the date of publication. Prior to this decision there
had been considerable debate as to the proper date to construe the claims. Some decisions indicated that
the correct date was the date of issue, while other decisions indicated that the correct date was the date
of publication. This could be an important consideration since the date of issue and the date of publication
for an Old Act case are the same whereas the time interval between the two can be quite substantial for
New Act cases. During the time interval between publication of a patent application and its eventual
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grant, the state of the art can change dramatically and this may bear on the issue of properly
understanding what the claims at issue really encompass. Here, the Court held that the correct date is the
date of publication, whether that be the date of issue for an Old Act case or the laid open date for a New
Act case.
It is also apparent from part (e)(v) that a patentee's intent cannot be argued on the basis of "extrinsic
evidence"; that is, the patentee cannot argue after the fact that he intended to claim something other
than what is indicated from within the four corners of the patent specification.
The Court proposed two aids in determining which features are essential and which are not (at para. 55,
emphasis added):
For an element to be considered non-essential and thus substitutable, it must be shown either (i)
that on a purposive construction of the words of the claim it was clearly not intended to be
essential, or (ii) that at the date of publication of the patent, the skilled addressees would have
appreciated that a particular element could be substituted without affecting the working of the
invention, i.e., had the skilled worker at that time been told of both the element specified in the
claim and the variant and "asked whether the variant would obviously work in the same way", the
answer would be yes: Improver Corp. v. Remington, supra, at p. 192. In this context, I think
"work in the same way" should be taken for our purposes as meaning that the variant (or
component) would perform substantially the same function in substantially the same way to
obtain substantially the same result.
From this passage, it is apparent that the Supreme Court has adopted language found in both the Pith and
Marrow approach as well as the Purposive Construction approach. Thus, the test envisaged by the
Supreme Court appears to be a marriage of the two. In fact it is apparent from the decision in Whirlpool
Corp. v. Camco Inc. (2000), 9 C.P.R. (4`h) 129 (S.C.C.) (discussed in section C), which was released
concurrently, that Mr. Justice Binnie saw no meaningful distinction between the two approaches. Any
distinction between the two was seen as purely semantic. In the Whirlpool decision, Mr. Justice Binnie
made the following comments at para. 48:
The Catnic analysis therefore was not a departure from the earlier jurisprudence in the United
Kingdom or in this country. It is no disrespect to Lord Diplock to suggest that at least to some
extent he poured some fine old whiskies into a new bottle, skilfully refined the blend, brought a
fresh clarity to the result, added a distinctive label, and voila "purposive construction". In Catnic,
as in the earlier case law, the scope of the monopoly remains a function of the written claims but,
as before, flexibility and fairness is achieved by differentiating the essential features ("the pith and
marrow") from the unessential, based on a knowledgeable reading of the whole specification
through the eyes of the skilled addressee rather than on the basis of "the kind of meticulous
verbal analysis in which lawyers are too often tempted by their training to indulge"
Support for this line of reasoning can also be seen in the decision in Ernest Scragg and Sons Ltd. v.
Leesona Corp. (1964), 45 C.P.R. 1 (Ex. Ct.), which predates the Catnic decision by eighteen years and
wherein Thorson P. made the following comments at p. 58 (emphasis added):
The principle of fair construction of a patent claim must be applied in such a way as to give effect
to the expressed or necessarily implied intent of the inventor as it would be understood by the
assumed addressee of the patent, namely the workman of ordinary skill in the art to which the
invention relates.
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In applying these principles, the Supreme Court held that there was nothing that clearly indicated to a
person skilled in the art that the patentee intended to claim anything other than literally "a circuit means"
that was a conventional electrical circuit. Nor was it known and understood that there were other
equivalents available that could perform substantially the same function in substantially the same way to
effect the same result. The Court indicated as much at para. 68:
The claims specify the presence of "circuit means" to control the electro-magnetotherapy. There is
nothing in the context of the claims to suggest that the inventor considered circuit means to be
non-essential. On the contrary, it is the core of the invention. Equally, there was no evidence that
at the date of publication of the patent the ordinary skilled worker would have appreciated that
there were variants that could perform substantially the same function in substantially the same
way to achieve substantially the same result as the circuit means specified in the patent.
Therefore, the Court was able to safely conclude that "circuit means" was an essential feature. Moreover,
the Court held that, at the relevant date of construction, the claimed "circuit means" could not be
substituted with a microcomputer as found in the allegedly infringing apparatus since such technology was
only developed and applied after the relevant date. In this vein, the Court indicated that allowing the
claims to be interpreted in light of advances made after publication would not be correct since it would
effectively allow for an ever-increasing monopoly (at para. 57):
The effect would be that the ambit of the monopoly would grow over the life of the patent as new
substitutes are developed and absorbed into the common knowledge of the skilled worker. The
inventor cannot be thought to have the necessary "intent" in relation to after-created knowledge
except in the irrelevant sense of intending to reap the benefit of the maximum coverage available.
Given this, the Court concluded that "circuit means" was a term that a skilled reader would associate with
the specific technology then available and consider such technology essential to the claimed invention. By
applying the test referred to in part (f) of the passage quoted at para. 31, it is understandable how the
Court conc► uded that there had been no infringement since "circuit means" was an essential feature that
was different than a microcomputer.
This decision is now regarded as being the most relevant authority on the question of infringement in
Canada since the issue of infringement was given a comprehensive overview and also because this is a
Supreme Court decision.
Historical aspects, basic principles and other examples related to Infringement will be addressed in more
details in section F of this manual.
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The Role of the Courts vs. the Role of the Examiner
Boni judicis est lites dirimere
- "A good judge is one who prevents litigation"
The decisions of several of the cases presented in this chapter make the point that construction is a
question of law that is exclusively within the provision of the court.
What this means is that although the court may, and generally must, be assisted by expert evidence in
order place the court in the position of a person skilled in the art, the court may not substitute the opinion
of an expert witness for its own. That is, the nature of the invention, must, in the final analysis, be
decided by the court, not delegated to some expert.
So, if the construction of the specification of an issued patent is in doubt, if its meaning is unclear and
ambiguous, the construction is a matter that is ultimately reserved for the courts to decide.
Of course, this is not to say that the examiner does not "construe" the specification during prosecution of
a patent application. In fact, examiners must engage in construction of the specification in order to
properly perform their examination duties, despite the fact that this construction is done under imperfect
conditions, without the benefit of expert evidence.
However, examiners are not bound by at least one of the rules of construction followed by the courts,
namely, that when an ambiguous term is encountered in the claims, reference may be made to the
description in order to ascertain the meaning of that term. The reason for this is as follows:
This chapter has covered a number of the basic rules for construing claims. The reason that the courts
construe claims is because, as was said in the Eli Lilly case, they are not free to redraft the claims. The
courts are, in fact, powerless to amend an issued patent in order to make it more clear and informative
but, at the same time, they are reluctant to invalidate a patent to a worthwhile invention for purely
technical reasons.
Examiners, on the other hand, are involved in the prosecution of a patent application, at a time when the
application — including the description, drawings and claims — may still be amended by the applicant. If
an examiner reads a claim with a mind willing to understand, trying to make sense of it, but is unable to
do so owing to ambiguous terminology, then an objection must be taken. Otherwise, the scope of the
issued claim will not be clear to others who wish to avoid infringement.
This problem was pointed out in the decision in B.V.D., and bears repeating:
"Some of those who draft specifications and claims are apt to treat this industry as a trial of skill,
in which the object is to make the claim very wide upon one interpretation of it in order to
prevent as many people as possible from competing with the patentee's business, and then to
rely upon carefully prepared sentences in the specification which, it is hoped, will be just enough
to limit the claim within safe dimensions if it is attacked in the Courts.
This leads to litigation as to the construction of the specification which could be generally
avoided if at the outset a sincere attempt was made to state exactly what is meant in clear
language."
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Applicants will sometimes argue against an examiner's objection to ambiguous language in the claims by
stating that a particular term need not be clarified because it can be interpreted by referring to the
description.
The answer to this argument is that:
a.
it is the purpose of examination to minimize as much as possible the number of issues that may
have to be resolved in litigation, and to maximize the predictability of claim construction;
b.

the fact that the courts will construe the claims of a patent by reference to the remainder of the
specification when an ambiguous term is inadvertently used does not justify intentionally
maintaining an ambiguous term in the claims after the ambiguity has been identified by an
examiner during prosecution of an application; and, most fundamentally

c.

clear claim language is a statutory requirement [subsection 27(4)] for receiving a patent.

Therefore, rather than allowing the ambiguous term to remain, the examiner has an obligation to the
public to insist that the claim be made clear. Of course, if the examiner fails to notice the ambiguous term,
then in any subsequent court action involving the granted patent, a court may construe the term by
referring to the description.
In requiring the applicant to use clear language in the claims, the examiner is assisting both the applicant
and the public, reducing the risk of litigation by ensuring that the fences around the claims are clearly
marked.
On the importance of clarity in setting forth the scope of an invention, perhaps Dumoulin J. expressed the
concern best in Rowell v. S. & S. Industries Inc. (1964), 44 C.P.R. 260 at 271 (Ex. Ct,) when he said so
poetically:
"[f]encing off to oneself a few acres of some mercantile Garden of Eden has become a human
trait, but then, the protective image of an angel of the flaming sword, in the guise of a proper
patent, should not be confused with that of a scarecrow."
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Reminder: Important Principles of Construction
To sum up, the following is a list of important principles derived from case law relevant to construction :
a.

a patent specification is addressed to a person skilled in the art;

b.

the knowledge and abilities of the person skilled in the art should be kept in mind and should not
be overestimated nor underestimated;

c.

the claims are of primary importance and must be clear;

d.

the claims are to be considered in light of the whole of the specification;

e.

reference to the description may be used for interpretation in situations where the claims are
unclear or ambiguous to one skilled in the art;

f.

reference to the description does not control the scope of a claim as plainly written and
understood by one skilled in the art;
a specification is to be construed with a "mind willing to understand" not a mind "desirous of
misunderstanding";

g.

h.

where there is a meritorious invention, a patent specification is given a reasonable construction in
order to support that invention;

i.

by interpreting in a reasonable manner, attention is paid to the intent and purpose of the
inventor;
the intent of the inventor is revealed within the four corners of the specification; and

k.

claims may be construed by the courts but not redrafted.
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Review Questions
1.

To whom is a patent specification addressed?

2.

What attributes of this person must be kept in mind when construing a patent?

3.

What is of primary importance in construing a patent?

4.

When is it appropriate to refer to the description in interpreting the terms of a claim?

5.

What is the presumed mind set of the addressee of a patent specification?

6.

How is the intent of the inventor in terms of the scope of protection for an invention revealed?

7.
What are the principles laid out in Free World Trust that must be respected when considering the
question of infringement?
8.
Why is it important for an examiner to object to ambiguous language in the claims, even though it
may later be possible for the courts to ascribe a meaning to the ambiguous terms?
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Notes:
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Section B - Novelty and Obviousness
Nova placent - "Novelty always appears handsome"

Introduction
Having first come to some understanding of the nature of the invention and how it is claimed by applying
the principles of construction discussed in the previous chapter, it seems logical to next determine
whether the patent in question is valid. That is to say, is the claimed invention, when properly interpreted,
claimed in such a manner that it is new, useful, non-obvious, and directed to proper subject matter, and
does the specification meet the requirements of the Patent Act?
Although issues of validity may ultimately have to be decided in a court, the questions of novelty, utility,
non-obviousness and proper subject matter are questions which must initially be addressed by patent
examiners. Ideally, the answers to these questions follow in a straightforward manner after having
properly interpreted the claims. Simply put, a properly construed claim either defines something
patentable or it does not. In reality, however, answering these questions is not always as straightforward
as we might like. Fortunately, there is an abundance of jurisprudence which has clarified the various
statutory provisions and which has established tests to help us when assessing patentability.

Statutory Provisions
Fundamentally, the reason for requiring that an invention be new, or possess novelty, is that there simply
would be no reason for the public to suffer a monopoly for something already known to them. The
applicant would not be contributing anything to the art and would not be entitled to an exclusive right in
exchange. Accordingly, there are statutory provisions demanding novelty. They are, of course, set out in
sections 2 and 28.2 of the Patent Act.
As a note of caution, please bear in mind that many cases discussed in the present chapter have been
decided under the provisions of the so called "O/d Ad', i.e., the Act as it read before October 1989.
There are differences between the Old Act and the present Act with respect to novelty but with the
exception of one important principle: the cited jurisprudence on anticipation is equally applicable
to New Act cases. The important exception is revealed upon examination of the wording of the New Act
which refers to making available to the public the subject-matter of the claimed invention.
Under the Old Act, a simply prior sale or use of the invention was sufficient to destroy novelty and it did
not matter if the subject-matter of the invention could not be discerned by the public. Under the New Act,
as we see above, it is critical that the nature of the invention be revealed. We will return to this distinction
later in this chapter.

Statutory Provisions
Prior to October 1996 the Patent Act did not explicitly refer to obviousness. Nonetheless, there was a
recognition that beyond novelty, there must be some amount of ingenuity present in order to support the
grant of a patent. Historically, authority was derived from the meaning of the term "invention" as
understood within the meaning of section 2 of the Patent Act.
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Under the provisions of the Patent Act as it now reads, there is explicit authority under section
28.3 for demanding that the claims define something which is non-obvious.
Notably, there are references in section 28.3 to "a person skilled in the art" and "information disclosed . . .
to the public". Accordingly, the disclosure requirements of "the information" appear to be similar to those
when assessing novelty (excluding the first-to-file scenarios), i.e., the information must be freely available
to the public at large. This section further provides that the relevant date for assessing obviousness is the
claim date (for ok/Act applications, the relevant date is the date of invention). Finally, this section
indicates that the meaning of the prior art and the question of obviousness are to be considered by a
"person skilled in the art". However, there is no explicit definition of the qualities of this person nor is
there clear direction as to how to assess obviousness. For these we must turn to the jurisprudence.
Cases Considered
a) Xerox of Canada Ltd. v. IBM Canada Ltd. (1977), 33 C.P.R. (2d) 24 (F.C.T.D.)
b) Reeves Bros. Inc. v. Toronto Quilting and Embroidery Ltd. (1978), 43 C.P.R. (2d) 145 (F.C.T.D.)
c) Diversified Products Corp. v. Tye-Sil Corp. (1991), 35 C.P.R. (3d) 350 (F.C.A.), aff'g (1987), 16 C.P.R.
(3d) 207 (F.C.T.D.)
d) Beloit Canada Ltd. v. Valmet Oy (1984), 78 C.P.R. (2d) 1 (F.C.T.D.), rev'd (1986), 8 C.P.R. (3d) 289
(F.C.A.)
e) Baker Petrolite Corp. v. Canwell Enviro-Industries Ltd. (2002), 17 C.P.R. (4u') 478 (F.C.A.), rev'g (2001),
13 C.P.R. (4u1) 193 (F.C.T.D.)
f) The King v. Uhlemann Optical Co. (1949), 11 C.P.R. 26 (Ex. Ct.), aff'd (1951), 15 C.P.R. 99 (S.C.C.)
g) Farbwerke Hoechst Aktiengesellschaft Vormals Meister Lucius and Bruning v. Halocarbon (Ontario) Ltd.
(1974), 15 C.P.R. (2d) 105 (F.C.T.D.), rev'd (1976), 28 C.P.R. (2d) 63 (F.C.A.), aff'd (1979), 42 C.P.R.
(2d) 145 (S.C.C.)
h) Apotex Inc. V. Sanofi-Synthelabo Canada Inc., (2008) S.C.C. 61

Important Principles of Anticipation
The following fundamental principles are important and should be kept in mind when considering the
question of novelty. They can be summarized as follows:
(a)

prior disclosure of an invention to even a single person may destroy novelty;

(b)

a prior disclosure need not actually be seen by anyone;

(c)

a prior disclosure must be available free from restriction;

(d)

it is the invention as claimed that must be previously disclosed;
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(e)

the whole of the claimed invention must be disclosed — all of the essential features must be
found; and

(f)

the disclosure must be from a single source — no mosaicking is permitted.

Disclosure to Even a Single Person, Free Access and Simple Availability
From subsection 28.2(1) of the Patent Act we see that there is a clear prohibition against disclosure of
the claimed invention to the public. It has long been recognized by the courts that the disclosure of an
invention to even a single person was sufficient to extinguish the consideration of the grant of a patent.
Further, the fact that this person did or did not "consult" the disclosure is relevant. For example, a book
accessible in a library is a disclosure even if no one actually consulted the book. (Gibney v. Ford Motor).
This availability must be free from restriction (Xerox v. IBM).

It is The Invention as Claimed that Must be Previously Disclosed
What exactly must be disclosed ? The Act refers to "the subject-matter defined by a claim". Thus it is the
invention as claimed which is considered, not the invention as described.
Often times when reading a claim we unconsciously import limitations understood from the description
into a claim which are not plainly there. Similarly, agents sometimes argue that their client's invention is
novel without considering how that invention has been claimed. (B.VD. v. Canadian Celanese)

Disclosure From a Single Source
Combining references, or reading one in light of another, is not a proper approach when dealing with the
issue of anticipation. Therefore all that is essential to the claimed invention must be found in a single
source. (Pope Appliance v. Spanish River)
However, it is important to note that there are two exceptions to this general principle:
1) Firstly, a single source need not be the work of, for example, a single author.
When documents are so linked to form a consistent whole, as in chapters of a book, the publication as a
whole may be considered a single reference. However, a reference to a footnote is not considered a link
which is capable of generating a consistently whole document. (Control Data v. Senstar).
2) Secondly, where the whole of the claimed invention is revealed in a prior disclosure, apart from a
trivial element readily understood by the person skilled in the art, then the invention may still be
anticipated.
If missing element from the prior art can be supplied by the skilled person in the art, it can still amount to
anticipation. (Brushtech v. Liberty Home Products) Nonetheless, from an examiner perspective, such
argument might be difficult to sustain, and it is advisable to approach it with an obviousness argument.
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Clear and Unmistakable Directions Must be Given; enablement
Although in the prior art may have been strikingly similar and could have been workable for the same
purpose as the claimed invention, the prior art failed to give clear and unmistakable directions of how to
use it for the intended purpose. There must be clear and unmistakable directions so to use it; the prior art
must enable a person skilled in the art to produce the claimed invention. (C.G.E. v. Fada Radio)

A Skilled Person Must be Able to Say, "That Gives Me What I Wish"
In the case of Pope v. Spanish River, the invention was a device to be used in a paper making machine
which automatically feed a paper sheet through a series of stacked calendar rollers which ultimately
imparted a glossy finish to the paper. The need for such a device was driven by the fact that there was a
need to avoid the problem of having operators fingers pinched during manual re-feeding of a paper sheet
back and forth through the calendar rollers. In fact, this problem had been known for at least 35 years.
Nonetheless, in discounting the invention, the defendant argued lack of novelty in view of a variety of
prior art patents. Before addressing the defendant's allegation the court considered earlier British
decisions and then formulated one of the now classical tests for anticipation.
More particularly, the court constructed a hypothetical question, which only if answered by a skilled
person in the affirmative, would lead to a finding of anticipation.

Compilations of Tests
Xerox of Canada Ltd. v. IBM Canada Ltd. (1977) 33 C.P.R. (2d) 24 (F.C.T.D.)
A compilation of several of the aforementioned tests is seen in the Xerox case. Recall that in the Xerox
case several patents relating to xerography were allegedly anticipated. One particular patent owned by
Xerox, namely the so-called Walkup patent, related to one step in the xerographic process. The Walkup
patent dated to 1948 and related to the introduction of an electrode between the corona discharge
electrode and an insulating layer to regulate the flow of ions so that the insulating layer could be charged
uniformly to a desired amount. The Walkup method solved one of the fundamental problems of
transferring powder images from a charged plate to a sheet of paper. It was alleged by IBM that this
patent was invalid and anticipated by a previously issued United States patent to Chapman. The Chapman
patent was concerned with the neutralization of static electricity developed in paper, yarn and other
materials when they were being used in the process of manufacturing or being moved. Importantly, the
Chapman patent issued in 1909. The court took note of this fact and made the following remarks at p. 69
(emphasis added):
It must be remembered that the Chapman publication is to be construed in the same way as
Walkup. The addressee of Chapman is the notionally skilled workman, in whatever field that
patent relates to, in November, 1909. It is not addressed to, nor is it to be construed through the
eyes of, the skilled workman in xerography in 1948. It must be interpreted and construed as of its
own date of publication, having regard to the relevant circumstances and knowledge which then
existed.
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Since the art of xerography did not begin to evolve until long after 1909, it was hard for the court to
imagine that a person skilled in the art at the time of Chapman would have ever been concerned with a
problem which only became apparent much later.
Given this, the court went on to allude on p. 69 to a number of the tests discussed above (emphasis
added):
If he were, at that time, while grappling with the problem of fixing various amounts of charge on
an insulating layer and making that charge uniform, handed Chapman, would he have said: "That
gives me what I wish!"?
The other essentials of anticipation are that the earlier invention must be, for purposes of practical
utility, equal to the impugned invention; the invention attacked must be described in the prior
publication; the prior specifications must contain clear and unmistakable directions to use the
apparatus described in the way in which the later "inventor" purports to use it.
I am convinced the answer to the question of anticipation here (no matter how put) is, No.
Essentially, Chapman was endeavouring to discharge a build-up of static electricity. In respect of
figure 3, I accept the view of Mr. Gundlach, and adopt it as my own, that Chapman specifically
asserts there is no, what has been termed, "feed- back effect". This feed-back effect is essential
to both the Walkup configurations and the IBM device. The whole object of the Chapman process
is to discharge static electricity on the insulating layer; it is not to determine and control the
potential on it, which is the purpose of the Walkup device. Chapman may have been an
ambiguous signpost. It was not the planting of a flag at Walkup's precise destination.
From the passage we see the references to the tests set out in Pope v. Spanish River, Lovell v. Beatty,
and C.G.E. v. Fada. Furthermore, the passage concludes with an indication that the prior art must be more
than a mere suggestion pointing the way to follow. There must be a clear indication of successful arrival.

Printed Publications
Publication of a document is the type of disclosure the most often relied upon by examiners. Printed
publications typically have a verifiable date, have clear disclosures, are usually widely available and are
readily retrievable. Typical printed publications include patents, patent applications and scientific articles.
Other potential sources are dissertations (which are indexed and searchable), catalogues, sales brochures,
instruction manuals, publically available grant applications, annual reports and submissions to regulatory
agencies.
In Xerox, an internal report was asserted to be anticipatory. As a first measure, the court reminded the
defendant, IBM, that there is a clear onus on him to establish that the internal report was a proper
publication and was publically available. This is indicated at p. 85 of the decision:
The onus is on the defendant to establish that ex. 185 is a "publication". The defendant must
establish that the sending of this document to R.C.A. made it available to the public.
By extension, there is a similar onus on an examiner to satisfy himself that a document is properly citable.
The test of what constitutes a printed publication was set out above but bears repeating (emphasis
added):
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[f]or a document to qualify as a "publication" it must: (1) have become generally available,
without restriction, to members of the public, (2) the person or persons receiving the document,
to be categorized as members of the public, must have no special relationship to the author of the
so-called publication.
In this case, the court concluded that the internal report could not be relied upon as an anticipatory
document for the reasons indicated at p.85 (emphasis added):
In this case there was, as I see it, a special relationship between R.C.A. and Haloid. The
document smacks of a joint venture of some kind, even though R.C.A. may have ultimately paid
the whole cost. It was up to the defendant to show, by a preponderance of evidence, there was
no special relationship which would remove the document from the public domain. The defendant
did not, in my estimation, meet that onus.
The plaintiffs further contended the defendant had not shown ex. 185 was a publication "printed"
in the United States: see para. 28(1)(b). Mr. Becker gave uncontradicted testimony that the
original of the exhibit was prepared on a typewriter. He agreed in cross-examination the particular
copy in evidence, and others conceivably like it, might all have been reproduced by an offset
process. Again the defendant has not shown, to my mind, by a preponderance of evidence, that
this document was "printed". I confine my decision on this point to the state of printing and
reproducing methods in 1953. I do not think, having regard to the state of the copying art in
1953, that ex. 185 would qualify as "printed": see Re Tenney et al. (1958), 732 O.G. (U.S.) 4 at p.
7. Without deciding, I would suggest that today a run of so- called "photostatic copies" might well
be held to be "printed".
Note also the definition set out for what constitutes "printing". At the time, the judge suggested that a run
of photocopies might be considered to be printing but the so-called offset process would not.
In summary, any type of prior disclosure may render a claim anticipated provided it meets given criteria.
In practical terms however, printed publications are the most often used sources.

The Conterminous Test for Double Patenting
Refer to Section C for a discussion of double patenting in the Xerox of Canada Ltd. v. IBM Canada Ltd case

The Reeves Bros. Case — A Classical Compilation of Tests
Reeves Bros. Inc, v. Toronto Quilting and Embroidery Ltd. (1978), 43 C.P.R. (2d) 145
(F.C.T.D.)

In this case we again see a compilation of several tests for anticipation. In fact, we see an even more
comprehensive survey of the jurisprudence on anticipation. For this reason, the case is widely regarded as
entrenching the foregoing tests, as well as others, in Canadian law and is often cited as the authority on
anticipation.
In this case the patented invention related to a method for chemically and physically bonding
polyurethane foam to fabric material by using flame heat to melt just the surface of the foam until it was
tacky followed by physically applying fabric to the surface of the foam. The flame heat generated
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chemically reactive isocyanate groups on the surface of the foam without damaging the underlying foam
and at the same time generated a sticky surface. Because of the two modes of bonding, a minimal of
physical pressure was needed when affixing the fabric to the foam. Thus the integrity of the resultant
article was maintained. The invention was claimed as follows:
A process for joining a body of heat-fusible polyurethane foam to another material in which a
surface of said body is exposed to a temperature sufficient to heat said surface substantially
above the melting temperature of the heat-fusible polyurethane to render said exposed surface
tacky without other perceptible change in the body, the other material being applied to said
surface of the body while said surface is tacky.
It was alleged that the invention was anticipated by any one of several patents to Gaylor, Strable, Francis,
Synder or Grom. In discounting the first four patents, the court made the following observations at pp.
152-154:
Gaylor describes the bonding of a thin flexible film of glass onto a sheet of plastic to produce a
laminate structure. A flame is to be used but no direction is given as to temperature or melting
points. In brief, there is nothing in Gaylor directed or pointing to the teaching of the Reeves
patents in suit.
Strable describes the application of bitumen felt to the surface of panels or boards such as
plasterboards. Physical bonding is used. There is nothing in this patent to assist in guiding a
person to solve the problem of producing a laminate structure employing polyurethane foam.
Francis describes the lamination of plastic film to fabric. There is no suggestion that the invention
relates to plastic foam. Temperatures and pressures are not mentioned but are illustrated. The
temperatures illustrated are low and the pressures exerted for bonding purposes are high. It
would lead one away from the teaching of the Reeves patents in suit.
Snyder describes the lamination of rubber hydrochloride film to paper. The film is heated
ordinarily to about 230 degree(s)F. The heat is to be applied to the surface to be bonded until it
becomes sticky. It teaches physical bonding.
The closest piece of prior art was the Grom patent. However, after hearing testimony from an expert
witness (Harrison) the court remarked at p. 154 that:
Contrary to Grom, the Reeves patents in suit teach the use of high temperature and minimal
pressure to bond. They teach that isocyanates are present as a result of employing the Reeves
process. Isocyanates are not present employing the Grom process. Harrison also said that
experiments indicated that the decomposition to form isocyanate groups does not begin to occur
until the foam surface or parts of it reach temperatures of 250 degree(s)C or more.
The Grom patent therefore did not rely on both chemical and physical bonding; instead the bonding was
purely physical and required the use of substantial amounts of compressive force. In summary, each piece
of prior art was deficient in at least one aspect. Noting this, the court then nicely summarized the now
familiar test for anticipation at p. 157:

Reeves Bros. tests for anticipation
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As I understand it, in order that there may be a finding of anticipation, the prior art must (1) give
an exact prior description; (2) give directions which will inevitably result in something within the
claims; (3) give clear and unmistakable directions; (4) give information which for the purpose of
practical utility is equal to that given by the subject patent; (5) convey information so that a
person grappling with the same problem must be able to say "that gives me what I wish"; (6) give
information to a person of ordinary knowledge so that he must at once perceive the invention; (7)
in the absence of explicit directions, teach an "inevitable result" which "can only be proved by
experiments"; and (8) satisfy all these tests in a single document without making a mosaic. These
tests are enunciated in the following cases: Steel Co. of Canada Ltd. v. Sivaco Wire & Nail Co.
(1973), 11 C.P.R. (2d) 153 at pp. 189-92; Pope Appliance Corp. v. Spanish River Pulp & Paper
Mills Ltd. (1929), 46 R.P.C. 23 at p. 54; Lovell Mfg. Co. and Maxwell Ltd. v. Beatty Bros. Ltd.
(1962), 41 C.P.R. 18 at pp. 45-8, 23 Fox Pat. C. 112; General Tire v. Firestone, [1971] F.S.R. 417
at p. 444; British Thompson-Houston Co. Ltd. v. Metropolitan-Vickers Electrical Co. Ltd. (1928), 45
R.P.C. 1 at pp. 22-4; Letraset Intl Ltd. v. Dymo Ltd., [1976] R.P.C. 65 at p. 75; Xerox of Canada
Ltd. et al. v. IBM Canada Ltd. (1977), 33 C.P.R. (2d) 24 at pp. 46-8 and 49.
In applying the test, the court did not find the invention anticipated and remarked as follows:
Employing these tests from the cases, in my view, considering the whole of the evidence, and
particularly that commented upon and for the reasons given in respect to it, the known prior art
neither individually nor in any reasonable combination would teach a person skilled in the art the
invention described in the subject Reeves patents.

Clarification of the Reeves Bros. Tests
Diversified Products Corp. v. Tve-Sil Corp. (1991), 35 C.P.R. (3d) 350 (F.C.A.), aff'g (1987), 16
C.P.R. (3d) 207 (F.C.T.D.)
On its face the Reeves Bros. test appears to be cumulative and very rigorous. In order to find anticipation,
it would appear that all of the first seven elements of the test would have to be satisfied in a single prior
art document. Importantly, the test set out in the Reeves Bros. case was later qualified in the Diversified
Products decision. In the Diversified Products case, the claimed invention was for an exercise machine
which could be converted from a horizontally oriented rowing machine into a vertically oriented lifting
machine. The claimed invention called for a machine "capable of use in a plurality of orientations" and for
this purpose was provided with "ground-engaging auxiliary support means" to stabilize the machine when
vertically oriented. The support means were described and shown as feet in the specification.
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It was alleged that the prior sale and use of a conventional rowing machine known as the "Beacon 3002"
anticipated the claimed invention since it appeared to have all of the features called for in the claims and
could be re-oriented for use in the vertical position as some sort of lifting machine. Before addressing the
question of anticipation the Federal Court of Appeal remarked at p. 361 on the Reeves test and clarified
how it is to be applied (emphasis added):
I wish to point out, at the outset, that the cumulative tests formulated by Gibson J. in Reeves
Brothers Inc. v. Toronto Quilting & Embroidery Ltd. (1978), 43 C.P.R. (2d) 145 at p. 157
(F.C.T.D.), which were accepted, without analysis, in several subsequent Canadian cases,
including some in this court and were relied on by the respondents in their factum, have generally
been used out of context: Johnson Controls Inc. v. Varta Batteries Ltd. (1984), 80 C.P.R. (2d) 1 at
p. 11, 3 C.I.P.R. 1, 53 N.R. 6; Windsurfing Int'I Inc. v. Trilantic Corp. (1985), 8 C.P.R. (3d) 241 at
p. 255, 63 N.R. 218; see also William L. Hayhurst, Q.C., "Recent Developments in Canadian Law:
Intellectual Property" (1987), 19 Ottawa L. Rev. 137 at p. 157. Gibson J. had only enumerated
various formulations for the test of anticipation retained in earlier decisions and his conclusion,
really, is that there could be no finding of anticipation unless one met any, rather than each of
these eight "tests".
Accordingly, satisfying any one of the seven tests referred to in the Reeves Bros. case is sufficient to find
an invention anticipated.
With this in mind, the court entertained the argument that the expression "capable of use" encompassed
the prior art machine since it was literally "capable of use" in both the vertical and horizontal positions.
However, by accepting this argument the court would be ignoring the nature of the invention and would
be adopting an inappropriate interpretation of the claim. On its proper construction, the court found that
the claim really should be understood as follows (p. 362):
The words "capable of use" are not, of course, technical words. To a person skilled in the art it
must be obvious that they mean "capable of being used in a normal, stable and secure way while
generally recognized exercises are being performed on it". When it is not in the nature of a device
to be used in a certain way and when it cannot be so used without some discomfort and risk to
the user, that device cannot be said to be "capable of such use. This construction is the only one
compatible with the words used elsewhere in the specification and in claim 1.
In effect, the court adopted a purposive construction approach to the claims and gave more consideration
to what the patentee intended to claim as opposed to what the literal terms of the claim encompassed.
The patented article was designed for use in different positions and was provided with means (i.e.,
supporting feet) to allow this. In contrast, the vendor's catalogue and the instruction manual for the
Beacon 3002 machine did not give any indication that the machine was designed for use in the vertical
position nor was it clear from a demonstration that the machine could be effectively used in the vertical
position. In assessing the Beacon 3002 machine the court had this to say at p. 363:
The Beacon 3002, whether considering the physical exhibit itself, the vendor's catalogue, the
owner's manual or even a witness' alleged demonstrations, does not:
(a) "teach the combination of all the elements claimed" (Beloit);
(b) "give the same knowledge as the specification of the invention itself" (Farbwerke);
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(c) "contain clear and unmistakable directions so to use it" (Farbwerke).
Furthermore, an impractical and inoperable device cannot be an anticipation ( Lovell, supra, at p.
47 and Ernest Scragg, supra, at p. 77) and the evidence, here, on a balance of probabilities, is to
the effect that the Beacon 3002 was impracticable and inoperable in the vertical position.
Finally, "whatever is essential to the invention or necessary or material for its practical working
and real utility must be found substantially in the prior publication"
Moreover, the court was not satisfied that the Beacon 3002 machine had feet for stabilizing the machine
when in the vertical position. Accordingly, the allegation that the Beacon 3002 anticipated the claimed
invention was not supported since it failed to met any of the tests set out in the Reeves Bros. decision.

Inherent/Implicit Anticipation

Returning briefly to the decision in Reeves Bros. [vide supra], you will note that one test, borrowed from
the decision in Letraset International Ltd. v. Dymo Ltd., [1976] R.P.C. 65 at 75, indicates that, despite the
absence of explicit directions, anticipation may still be found where a prior art reference teaches an
"inevitable result" which "can only be proved by experiments". Thus, if it is implicitly understood, or
demonstrated through experimentation, that a particular result or feature of a claimed invention has
indeed been previously disclosed, then the claimed invention may still be anticipated. The failure of the
prior art to explicitly mention something that undeniably existed, as a matter of fact, does not bear on the
question of anticipation.

A Single Test for Anticipation

Thus far a number of tests for anticipation have been presented. In some cases the test demands that a
particular hypothetical question be answered while in others the test is the quality and content of the prior
art measured against the claimed invention. Rather than approach the question of anticipation from
several angles it would be desirable to have a single, broadly applicable, test which embodies all of the
principles discussed thus far. Happily, a more universal and straightforward manner of assessing novelty
was put forward in the next case.
Beloit Canada Ltd. v. Valmet Oy (1984), 78 C.P.R. (2d) 1 (F.C.T.D.), rev'd (1986), 8 C.P.R. (3d)
289 (F.C.A.)

The Beloit case is an extremely important decision, not only in terms of anticipation but also for
establishing a test for obviousness, which will be covered in a later chapter on inventive ingenuity and
obviousness. Furthermore, the facts of the case are unique and highlight the extent to which competitors
will go in order to try and leverage their own intellectual property rights while at the same time trying to
extinguish those of a competitor's. In this case, both Beloit and Valmet were issued patents for the same
invention since the Patent Office, i.e., the examiner in charge of the art, missed a conflict. As an aside,
"conflict" is an Old Act mechanism that determines which party has the rights to an invention when two
or more parties file an application for the same invention. The conflict is resolved in favour of the party
which establishes the earliest date of invention. However, if two pending applications for the same
invention are not spotted during examination, both may end up issuing to patent; as was the case here.
An analogous situation under the New Act occurs when two patents issue for the same invention due to
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an imperfect first to file search. Since the parties in this case were fierce competitors, neither was
prepared to concede any patent rights even though Valmet's position was undermined by virtue of the fact
that they were likely to be seen as second to invent. Ultimately, each party sued the other for
infringement and what followed proved to be very costly litigation.
The invention claimed by both parties related to the pressing section of a paper making machine (typically
a news print making machine). Paper making machines are very large and expensive, often occupying an
area the size of a city block. The machines comprise several sections operating in concert including
forming, pressing, drying and finishing sections. In operation, a wet slurry of paper pulp is formed into a
loose web which is then run through the pressing section to rapidly remove water. The rough paper is
then dried and finished. The pressing sections includes a series of rollers designed to rapidly squeeze
water from the forming paper in order to quickly bring it into rough form while avoiding tearing of the
paper. Conventional press sections used a bi-nip configuration; a "nip" being the meeting point of two
rollers. Remarkably, despite the high speed at which paper making machines ran, both parties were able
to simultaneously come up with a tri-nip configuration which allowed paper making machines to run much
faster but did not increase the frequency of paper tearing.

2
Conveniently, the Trial Division of the Federal Court held that the invention was anticipated by any one of
several prior publications; principally documents published by Black Clawson, Heys, Millspaugh and
Goodwillie. Accordingly, neither party was entitled to claim the invention as their own and there could be
no infringement. However, on appeal to the Federal Court of Appeal, the court reminded us of what the
prior art must reveal in order to find anticipation. In this regard, the court nicely summarized many of the
principles discussed thus far and encapsulated them into a single, two part test. The Beloit test for
anticipation is set out on p. 297 of the decision:

Beloit test for anticipation
"One must, in effect, be able to look at a prior, single publication and find in it all the information
which, for practical purposes, is needed to produce the claimed invention without the exercise of
any inventive skill. The prior publication must contain so clear a direction that a skilled person
reading and following it would in every case and without possibility of error be led to the claimed
invention."
Therefore, if you are trying to decide whether or not a publication can properly be cited for anticipation,
two questions will have to be answered in the affirmative. Firstly, does the publication give clear and
unmistakable directions which would invariably lead a person skilled in the art to do something within the
claims? If yes, then does the publication contain sufficient information which would enable a person skilled

Section B ♦ Page 319

(A-2016-01148) - Page: 367

Decided Cases on Novelty and Obviousness
in the art to produce the claimed invention in a practical form without exercising inventive ingenuity? If
the answer to the second question is also "yes", then the invention is anticipated.
With this in mind, the court then reviewed the allegedly anticipatory publications and assessed them as
follows (p. 298-299, emphasis added):
1. Black Clawson - - This was a technical letter issued by the Black Clawson Company June 20,
1969, with respect to "a new design in frame structure for quick felt change in the press section".
It was not and did not purport to be a design of a press. The accompanying drawing, which is
intended to illustrate the felt-changing mechanism, shows a press which bears some superficial
resemblances to a Bi-Nip. It cannot be anticipatory of plaintiff 's Tri-Nip patent because:
a. The pick-up felt passes only through the first nip.
b. The pick-up is on the lower felt.
c. There is a transfer from the lower felt to the upper felt after the first nip.
d. There are only two nips.
2. Heys - - This is a reference to U.K. patent No. 697774, issued to R.C. Heys and published
September 30, 1956. The specification reveals a reversing roll press with three nips on one central
roll. It cannot be anticipatory of plaintiff 's Tri-Nip patent because:
a. The pick-up felt passes only through the first nip.
b. There is a transfer from the upper to the lower felt at the first nip.
3. Millspaugh - - This refers to U.S. patent No. 2204426, granted to W.H. Millspaugh and filed
June 19, 1936. The patent describes a vertically stacked press section. It is not anticipatory of the
Tri-Nip because:
a. The rolls of the press are vertically stacked in a straight line.
b. There appears to be a transfer from the upper to the lower felt prior to the first nip, followed
by another transfer from the lower to the upper felt after the first nip.
c. There are only two nips.
4. Goodwillie - - This refers to Canadian patent No. 551522, issued January 14, 1958, to J.E.
Goodwillie. It is not anticipatory of the Tri-Nip because:
a. The pick-up felt only passes through the first nip.
b. There is a transfer from the top felt to the bottom felt after the first nip.
Since the evidence also indicated that none of the designs shown in the four foregoing
publications had ever been built and that it is probable that none of them was operable without
major modifications, I have little difficulty in concluding that none of them constituted anticipation
of the plaintiff 's Tri-Nip patent.
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As the cited passage indicates, each publication was deficient in one or more technical features of the
invention. By applying the two part test, it is clear how the court found no anticipation. Moreover, it is
apparent that the court also considered the prior art references to disclose impractical devices.
Ultimately, the court found both patents to be valid in view of the prior art but held that Beloit was
entitled to the patent since their date of invention was marginally earlier than Valmet's. At the time Valmet
owned three paper making machines worth about 300 million dollars. Valmet was ordered to destroy
them or render them inoperable.
Since the Beloit decision, other courts, including the Supreme Court of Canada, have applied the two part
test for anticipation (see for example Free World Trust v. Electro Sante Inc (2000), 9 C.P.R. (4th) 168 at p.
182 (S.C.C.).
To sum up, the courts now appear to favour the Beloit test as broadly defining the requirements for
anticipation whether through prior publication or prior use/sale. The test nicely encapsulates the principles
cultivated in Canadian and British jurisprudence over the past century.

Divulgation by use
In cases where the nature of the invention is not discernable, then the invention has not been made
available to the public (i.e., a non-enabling disclosure). In such cases, the prior use or sale is an
"uninformed use or sale". For example, if the invention was some sort of black box which does something
new, useful and non-obvious, and if the black box could not be opened without destroying the entire box,
then the simple prior sale or use of such a box cannot be considered anticipatory. However, if the box can
be open and the nature of the invention is revealed, or can be determined, and if a date can be assigned
(eg. offer for sale in a dated catalogue), then the prior use or sale may well be considered anticipatory.
The following decision illustrates this point.

Prior Use or Sale
Baker Petrolite Corp. v. Canwell Enviro-Industries Ltd. (2002), 17 C.P.R. (4th) 478 (F.C.A.),
rev'g (2001), 13 C.P.R. (4th) 193 (F.C.T.D.)
The patented invention in this case was a process for the so-called "sweetening" of "sour" natural gas.
Natural gas is often contaminated at its source with poisonous hydrogen sulphide and must be removed
from natural gas streams before it is moved further along the pipeline. The patent, owned by Baker
Petrolite, claimed and described a process which used a chemical composition to effectively neutralize
hydrogen sulphide when natural gas was contacted with it. The patent was filed for in December of 1989
and accordingly is governed by the New Act. In its defence to alleged infringement, Canwell asserted that
the patent was anticipated by prior use and sale of the invention under paragraph 28.2(1)(a) of the Patent
Act (i.e., prior self-disclosure more than one year before filing). In support of this allegation, Canwell
relied upon evidence which established that Baker Petrolite had previously sold a composition termed "W3053" to customers in the United States beginning in December 1987. The W-3053 product contained the
preferred chemical reactants mentioned in the patent. The sales were unconditional and no confidentiality
agreements were in place. The question before the court was whether or not the prior use and sale of the
W-3053 product was sufficient under the provisions of the New Act to destroy novelty. At para. 42 of the
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decision, the Appeal Court deduced an eight point test derived from British and European jurisprudence in
order to answer the question:
1.

Sale to the public or use by the public alone is insufficient to prove anticipation. Disclosure of the
. .
invention is required to constitute anticipation under para. 28.2(1)(a)

2.

For a prior sale or use to anticipate an invention, it must amount to "enabling disclosure" . . . .

3.

The prior sale or use of a chemical product will constitute enabling disclosure to the public if its
composition can be discovered through analysis of the product . .

4.

The analysis must be able to be performed by a person skilled in the art in accordance with known
analytical techniques available at the relevant time . . . .

5.

In the context of patent anticipation under para. 28.2(1)(a), when reverse engineering is
necessary and capable of discovering the invention, an invention becomes available to the public if
a product containing the invention is sold to any member of the public who is free to use it as she
or he pleases . . .

6.

It is not necessary to demonstrate that a member of the public actually analyzed the product that
was sold .
.

7.

The amount of time and work involved in conducting the analysis is not determinative of whether
a skilled person could discover the invention . . .

8.

It is not necessary that the product that is the subject of the analysis be capable of exact
reproduction. It is the subject matter of the patent claims (the invention) that must be disclosed
through the analysis. Novelty of the claimed invention is destroyed if there is disclosure of an
embodiment which falls within the claim.

▪ Thus we see the basic principles discussed above in Gibney, Uhlemann and Pope Appliance decisions
• applied to the particular case of a prior sale and use under the provisions of the New Act. When applied,
•• the court held that, on the basis of expert testimony, the W-3053 product could have been reverse
■ engineered by a person skilled in the art through routine experimentation. If a person skilled in the art
• had done so, the invention would have been revealed to him more than one year before the filing date in
•• Canada. Therefore, there was a prior, unrestricted, disclosure of the invention to the public in a manner
■ which provided the "means of knowledge" of the invention. Accordingly, the patent was found to be
• anticipated through prior sale and use.
•
•
• While perhaps an atypical situation, it illustrates that the principles of anticipation, whether concerning a
• prior use or a prior publication, are essentially the same. Thus, if an examiner can make a supported case
•
▪ for anticipation through prior use or sale, then there is recent case law to rely upon as authority.
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Important Principles Regarding Novelty and Anticipation
From the foregoing discussion it is possible to summarize several of the more important principles to bear
in mind when the jurisprudence on novelty is considered. These include:
1.

the same fundamental concepts of anticipation must be applied to all fact situations;

2.

it is the invention as claimed that must be anticipated;

3.

all of the essential features of an invention must be revealed in a single disclosure;

4.

a prior disclosure must enable a person skilled in the art to make the invention;

5.

if the conditions of any one of a number of legal tests can be satisfied, then the invention is
anticipated;

6.

a disclosure which reveals an invention to even a single person may anticipate the invention; and

7.

a prior disclosure must be made without restriction.

Distinguishing between Anticipation and Obviousness
As mentioned above, there are similarities between an attack on an invention based on anticipation and
an attack based on obviousness since both rely on prior art. Oftentimes the question of whether or not the
claims define something novel becomes intertwined with the question of whether or not the claims define
something ingenious.
When considering the prior art and writing a report, an examiner may be left with some doubt as to which
objection is most appropriate. In response to an office action, an agent may blur any distinction between
the two when rebutting a rejection based on either anticipation or obviousness. At times, a response may
be drafted that dismisses the cited art, extols the virtues of the alleged invention and cites case law in
support for the applicant's position. The end result is an argument that may put the examiner off balance
and which may leave the examiner questioning the basis for his original objection.
For an examiner, it is therefore important to distinguish between anticipation and obviousness in order to
write the most appropriate objection.

Beloit Canada Ltd. v. Valmet Oy (1984), 78 C.P.R. (2d) 1 (F.C.T.D.), rev'd (1986), 8 C.P.R. (30
289 (F.C.A.)
The case will now be considered from the point of view of obviousness.
Mr. Justice Hugessen, from the Federal Court of Appeal, commented at p. 297 that (emphasis added):
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It will be recalled that anticipation, or lack of novelty, asserts that the invention has been made
known to the public prior to the relevant time. The inquiry is directed to the very invention in suit
and not, as in the case of obviousness, to the state of the art and to common general knowledge.
Therefore, anticipation considers whether the particular thing claimed has been previously disclosed
whereas obviousness considers whether the alleged invention makes an appreciable advancement over
the state of the art, taking into account common general knowledge. Although anticipation and
obviousness each depend on prior art, the two questions must be kept distinct even though they may
centre on the very same prior art.
Given this, it is understandable how the facts in a particular case may yield different outcomes. A claim
that defines something previously unknown to the public may nonetheless be held to be something that is
obvious in view of the state of the art and common general knowledge. A claim that defines something
ingenious may turn out to be define something already known.
The cited passages from the Beloit decision, in particular the reference to "the state of the art and
common general knowledge", alludes to the principle difference between anticipation and obviousness;
that being, the manner in which the prior art is to be assessed. From the discussion on novelty, it is
apparent that there is a clear prohibition against combining prior art documents when asserting that an
invention is anticipated — no mosaicking is permitted. However, when considering obviousness, it is
apparent that the whole of the prior art may be considered.

Obviousness: An Historical Perspective and the Hallmarks of Ingenuity
As discussed above, the explicit requirement that a claim define something non-obvious is a relatively
recent statutory requirement for patentability. Historically, authority for demanding that a claim define
non-obvious subject matter was derived from section 2 of the Patent Act. Although only implicitly inferable
from the wording of this section, there has been ample jurisprudence that has affirmed the requirement
for non-obviousness. Several leading decisions that date to the 1920's and 1930's firmly established the
requirement for the exercise of some sort of inventive effort in support of a valid patent. Although failing
to pose a clear test for obviousness, early decisions by the courts have given indications of how not to
approach the problem of obviousness and have also pointed to the hallmarks of an invention. Here are
some of the teachings from these decisions:
Inventive merit can be found in the case where there is evidence of an underlying ingenious idea
that may be easily put into practical effect. Invention may also be found where there has been
ingenuity exercised in putting an idea into practical effect even though the idea itself was known
and/or obvious. (Canadian Gypsum v Gypsum, Lime & Alabastine)
A claim may define something non-obvious if it defines a combination of elements generated as
the result of inventive effort. (C.G.E. v. Fada Radio)
Only a small advancement in the art is required in order to support patentability (C.G.E. v. Fada
Radio)

The discovery that a number of known elements can be arranged in a simplified manner in order
to effect a desired result was an invention. (Pope Appliance v. Spanish River Pulp & Paper Mills)

Section B ♦ Page 324

(A-2016-01148) - Page: 372

Decided Cases on Novelty and Obviousness

Whole of Claimed Invention Must be Disclosed — All Essential Features Must be Found
The Kinq v. Uhlemann Optical Co. (1949), 11 C.P.R. 26 (Ex. Ct.), aff'd (1951), 15 C.P.R. 99

(S.C.C.)
It is also apparent from the next case that it is the whole of the subject-matter of the claimed invention
which must be revealed. In this case, Uhlemann Optical owned a number of patents related to rimless
eyeglasses which apparently were in vogue at the time. The problem with known rimless eyeglasses was
the tendency for the mounting systems to cause lens breakage through transmission of strain through the
temple arms of the eyeglasses to the lens mounts. The Uhlemann patent in suit called for a particular
configuration of known mounting elements which avoided lens breakage by directing any strain directly to
the bridge portion of the eyeglasses.

2

s 3 _4(

The design was so successful that Uhlemann was able to exert considerable influence over the eyeglass
trade through a rigid marketing scheme. However, success of the design combined with the onerous
terms of the marketing scheme brought the patents to the attention of the Combines Investigation
Department (today the Competition Bureau). In was alleged that Uhlemann had, in effect, abused its
patent rights and it was this allegation which prompted the Attorney General to seek impeachment of the
patents. In its attempt at impeachment, the Attorney General (representing the Crown) alleged that the
patented eyeglass design was anticipated by a number of prior patents. However, the Exchequer Court
discounted this attack. While acknowledging that the invention consisted of a number of known elements
such as temple arms, support wires, lens straps and bridging pieces, the Court found that the invention
resided in the new combination of known elements, holding at p. 41-42 that (emphasis added):
The information as to the alleged invention given by the prior publication must, for the purposes
of practical utility, be equal to that given by the subsequent patent. Whatever' is essential to the
invention or necessary or material for its practical working and real utility must be found
substantially in the prior publication. It is not enough to prove that an apparatus described in it
could have been used to produce a particular result. There must be clear directions so to use it.
Nor is it sufficient to show that it contained suggestions which, taken with other suggestions,
might be shown to foreshadow the invention or important steps in it. There must be more than
the nucleus of an idea which, in the light of subsequent experience, could be looked on as being
the beginning of a new development. The whole invention must be shown to have been published
with all the directions necessary to instruct the public how to put it into practice.
Thus the whole of the claimed subject-matter and all of the essential elements must be disclosed in order
to find anticipation. In this case, the prior art revealed each element of the claimed invention in varying
degrees but none disclosed all of the features called for in the claims.
From the foregoing discussion it is apparent that, fundamentally, we are to look at the subject-matter
defined by the claims and then assess the prior art in relation to the invention as claimed. We must see
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the whole of the invention, all its essential features, and an enabling description revealed in a single prior
source and we may not combine references.

Ex Post Facto Analysis is Not Permitted
In seeking impeachment, the Crown argued that the claimed invention was obvious, principally in view of
a prior patent to Savoie, which described a rimless eyeglass design that had all of the same features called
for in the Uhlemann patent, and in a very similar configuration. Furthermore, it was revealed at trial that
the Savoie design did indeed prevent lens breakage by diverting strain away from the lens. However, in
the Savoie patent the supporting wire was attached indirectly to the lens straps through a small shank.
It was argued that the removal of this small shank would yield the very same rimless eyeglass as
described in the Uhlemann patent and that the removal of the shank was a mere workshop improvement
over Savoie.
Importantly, the Exchequer Court noted the intended purpose of the Savoie patent at p. 43 (emphasis
added):
Savoie was not concerned with the problem of breakage or loosening of lenses and his invention was not
even remotely related to its solution. The specifications in exs. 7 and 19 show that the object of his
invention was to devise a temple arm connection that would keep the lens at the proper distance from the
eyes of the wearer. That being so it was clear that the temple arms had to be back from the lens. Any
attachment nearer to it would, therefore, defeat its very purpose. In my judgment, no one reading the
specifications could possibly be directed towards the idea of having the connection of the temple arm at
the lens edge engaging portion of the strap or anywhere near the lens.
Therefore, the Savoie patent addressed a different problem; namely the problem of keeping the lens at
the correct distance from the eye of the wearer. Given this, it is clear that the small shank was an
essential feature of the Savoie patent and its removal was neither contemplated nor suggested.
Accordingly, someone reading Savoie would not appreciate that the problem lens breakage could be
solved by using the proposed design despite the fact that the design did indeed, albeit inadvertently, avoid
the same problem faced by Uhlemann.
At p. 45 the Exchequer Court did go on to consider the argument that, according to an expert, the
invention was obvious and could have been arrived at by a person skilled in the art. However, this
argument was soundly rejected (emphasis added):
In the present case, counsel for the plaintiff submitted that [an expert] had said that there would
be no difficulty involved in attaching the end of the temple holding means in the Savoie patent to
the strap instead of having it attached at the end of the shank of the bridge and contended that
the connection of the temple arm to the lens edge engaging portion of the strap as claimed in the
patent would be obvious as a workshop improvement to a person skilled in the art and did not
involve any inventive step. I have come to the conclusion, for several reasons, that this contention
ought not to be accepted. This ex post facto analysis of the invention is not sound.
Therefore, it is improper to rely solely upon the opinion of an expert. Moreover, looking back at the
invention with the benefit of hindsight and saying, after the fact, that the invention is obvious is also not a
proper approach when assessing obviousness. This principle was later endorsed by the Supreme Court
when it referred to earlier British law and affirmed at p. 105 that "Nothing is easier than to say, after the
event, that the thing was obvious and involved no invention."
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Similarly, the advancement made by the Uhlemann patent appeared to involve only the slightest degree of
inventive ingenuity. Nonetheless, the advancement satisfied a long felt want and it appeared to the court
that there was evidence of a "scintilla" of invention; perhaps even more minuscule than a "very slight"
advancement. The idea in this case was very small, but as was stated by the Exchequer Court at p. 47 :
Invention may, therefore, be present notwithstanding the fact that there was no difficulty in
putting the idea into effect once it had been conceived.

Commercial Success May be a Secondary Indicator of Inventive Ingenuity
Still with the Uhlemann case, the Supreme Court, although apparently well in line with earlier decisions
and secure enough in its reasoning, went on to consider other extraneous factors in trying to decide
whether or not the Uhlemann invention was obvious. Chief amongst these was the recognition of the
remarkable commercial success of Uhlemann rimless eyeglasses and the recognition that a long felt want
had been satisfied. Taking these considerations into account, the Supreme Court felt even more compelled
to find the invention non-obvious (at p. 106):
We have it, therefore, in the present case that there was a problem to be solved and a want to be
supplied. The 2-point Numont mounting made a substantial contribution to the solution of the
problem. The commercial success of the invention, if not conclusive, is, at least in this case, an
element to establish the clear recognition that the patent in suit met the problem and the want;
that the advantages therein involved an inventive step, which Uhlemann was first to take, and
that the appellant's action for a declaration of invalidity was rightly dismissed by the judgment a

quo.
Such secondary indicators of invention are often looked upon favourably by the courts; however these
secondary indicators are not typically considered by the examiner during prosecution of a patent
application.

Submission of affidavitis and argument of unobviousness by agents
Sometimes agents will try to bolster their arguments that a particular invention was unobvious by
including affidavits attesting to the commercial success of the invention.
However, unlike the Court, the examiner is not in a position to assess such secondary factors properly,
since they are only hearing one side of the argument. There may well be reasons other than inventive
ingenuity for the commercial success of a product, e.g., a successful advertising campaign, or brand name
recognition. Further, it may be that a product that is so successful in the marketplace differs from the
claimed invention, and any success achieved by the device as manufactured is therefore irrelevant to the
consideration of whether the invention as claimed was obvious.
Thus, as examiners, we should focus on scientific considerations in making determinations with respect to
inventive ingenuity, and leave any consideration of secondary factors to its proper place in the courts.
Also, remember that even in the courts, a long line of decisions demonstrates that commercial success is
only presumptive, and not conclusive, evidence that inventive ingenuity was present. The essential point —
and one that is often overlooked — is that evidence of commercial success, being a secondary indicator, is
only relevant in borderline cases. If an invention is found to be clearly obvious, no amount of commercial
success can make the invention patentable.
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I
Aggregations vs. Combinations
It is clear that a claim to a thing that is truly a novel combination of elements — even where all the
elements are known — which cooperate to achieve a unitary result is not considered obvious. A case on
point is The King v. Uhlemann Optical, in which the invention was a novel combination of admittedly old
features that came together in a particular manner in order to effect a desired result. Further, even
though the prior art may appear to suggest the same or similar combination of features, invention may
still be found, since the problem addressed in each case may be different. That is to say, the dissection of
an invention in order to reduce it to its constituent elements is not a proper approach to take when
assessing whether a combination would have been obvious. In considering a true combination, it is the
nature of the invention as a whole that must be considered.
On the other hand, a combination of elements that do not cooperate to produce a unitary result, which
combination achieves nothing more than the sum of the individual elements, is considered to be merely an
aggregation or juxtaposition of elements, and not a true combination. In considering the question of
inventive ingenuity with respect to a mere aggregation, it is fair to dissect the invention into its
constituent elements, and then determine whether all of the elements, taken individually, are known from
the whole of the prior art. The case Atlas Copco Aktiebolag v. CIL Inc. (1986), 10 C.P.R. (3d) 145
(F.C.T.D.), var'd (1992), 41 C.P.R. (3d) 348 (F.C.A.) Could be consulted for an example.

The Development of a Test for Obviousness in Canada
The evolution of a test for obviousness in Canada can be traced by considering the next series of cases.

The Original Cripps Question
Burns and Russell of Canada Ltd. v. Day and Campbell Ltd. (1965), 48 C.P.R. 207 (Ex. Ct.)

The court felt the need for some sort of test to determine whether or not an invention had truly been
made. In trying to met this need, the court first considered at p. 218 the so-called "Cripps question" that
was borrowed from an earlier British decision and which was widely applied there (emphasis added):
The "Cripps question" in Great Britain (as it was put in Al'manna Svenska Elektriska A/B v.
Burntisland Shipbuilding Co. Ltd. (1952), 69 R.P.C. 63 at p. 70, with reference to Sharp & Dohme
Inc. v. Boots Pure Drug Co. (1928), 45 R.P.C. 153 at p. 173, from which its name is derived [Sir
Stafford Cripps acted as counsel]) is as follows:
Was it for all practical purposes obvious to any skilled chemist in the state of chemical knowledge existing
at the date of the patent, which consists of the chemical literature available... and his general chemical
knowledge, that he could manufacture valuable therapeutic agents by making the higher alkyl
resorcinols..?

I

If the answer to this hypothetical question is "yes", then the invention is obvious.
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Note that the Cripps question is addressed to an ordinary person skilled in the art to which the patent
pertains, in this case any skilled chemist.
Further, the court bestows on this person general knowledge in the art as well as knowledge of the state
of the art that is said to consist of the available literature, i.e., consistent with the principle of considering
the cumulative effect of the prior art.
Finally, with the establishment of this person, the question is then put to him as to whether or not it he
could arrive at the claimed invention. Note that the standard here is whether he "could" arrive at the
claimed invention, not whether he actually "would" have. The implication being that the use of the term
"could" makes for an easier test to satisfy since it allows for a retrospective consideration of the issue. In
contrast, the use of the term "would" implies a forward looking test, which is arguably a more stringent
test.

A Modified Cripps Question is an Appropriate Test
Farbwerke Hoechst Aktiengesellschaft Vormals Meister Lucius and Bruning v. Halocarbon
(Ontario) Ltd. (1974), 15 C.P.R. (2d) 105 (F.C.T.D.), rev'd (1976), 28 C.P.R. (2d) 63 (F.C.A.),

aff'd (1979), 42 C.P.R. (2d) 145 (S.C.C.)
Clarification of an appropriate test for obviousness is seen here. In this case the plaintiff, Hoechst, relied
upon two patents related to the production of an anaesthetic called halothane in order to sue for
infringement. The invention in one patent related to the production of isohalothane in the liquid phase by
reacting monomer under radical forming conditions in the presence of hydrogen bromide and then
isolating the isohalothane obtained. It was agreed by both parties that the central question was whether
or not the explicit requirement for the reaction to be done in the liquid phase was inventive.
The defendant argued that the process lacked inventive ingenuity in view of the prior art since it was
known, through a prior publication by Hazeldine, that isohalothane could be produced under radical
forming conditions in the presence of hydrogen bromide. What was not clear was whether the process
described by Hazeldine was done in the liquid or gaseous phase since Hazeldine did not explicitly say one
way or the other. Based on expert testimony the Trial Court held that the Hazeldine publication likely
related to a reaction done in the gaseous phase.
From this the Trial Court went on to formulate a modified Cripps question (at p. 113, emphasis added):
Using a paraphrase of the "Cripps question" : Was it for all practical purposes obvious to any
skilled chemist in the state of chemical knowledge existing at the date of the invention, which
consists of the chemical literature available and his general chemical knowledge, particularly in the
field of fluorine chemistry, that he would successfully produce isohalothane (assuming the
monomer used here and hydrogen bromide) in the liquid phase? After consideration of the prior
literature submitted in evidence, the discussion of that prior literature by the expert witnesses,
and the helpful analyses by counsel, I have concluded the question must be answered "No".
Therefore the Trial court found the invention non-obvious. Notably, the question formulated adopts that
"would" standard for obviousness as opposed to the "could" standard seen in the original Cripps question.
In retrospect, even though a person skilled in the art, given enough time and resources, "could" have
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eventually arrived at the claimed invention, that is not enough of a reason to say that a person skilled in
the art actually "would" have concluded, at that time, that isohalothane could be successfully produced in
the liquid phase.
On this finding, the Court of Appeal held otherwise, saying at p. 65 that (emphasis added):
The learned trial Judge appears to have proceeded upon the assumption that the requirement of
"inventive ingenuity" is satisfied unless the "state of the art" at the time of the alleged invention
was such that it would have been obvious to any skilled chemist [15 C.P.R. (2d) 105 at p. 113,
[1974] 2 F.C. 266]: "that he would successfully produce isohalothane (assuming the monomer
used here and hydrogen bromide) in the liquid phase". (The italics are mine.) I do not think that
the learned trial Judge's assumption is correct as a universal rule. I would not hazard a definition
of what is involved in the requirement of "inventive ingenuity" but, as it seems to me, the
requirement of "inventive ingenuity" is not met in the circumstances of the claim in question
where the "state of the art" points to a process and all that the alleged inventor has done is
ascertain whether or not the process will work successfully.
The Court of Appeal therefore lowered the bar for obviousness by saying that it is too strict a requirement
to demand evidence that a person skilled in the art would successfully come to the claimed invention.
Instead, the Appeal Court reverts to a negative test saying that the requirement is "not met" when the
state of the art points to the invention and where the inventor has merely verified success.
Ultimately the issued was decided by the Supreme Court, which reversed the Appeal Court decision and
approved of the modified Cripps question originally formulated by the Trial Court. In correcting the Appeal
Court, the Supreme Court indicated the following at p. 155:
In my view this statement of the requirement of inventive ingenuity puts it much too high. Very
few inventions are unexpected discoveries. Practically all research work is done by looking in
directions where the "state of the art" points. On that basis and with hindsight, it could be said in
most cases that there was no inventive ingenuity in the new development because everyone
would then see how the previous accomplishments pointed the way.
Thus the bar for determining obviousness, temporarily lowered by the Appeal Court's decision, was once
again raised. The diligent pursuit of an invention by looking to where the state of the art points followed
by a successful conclusion should not negate patentability merely because there is suggestion in the prior
art that success may be found or that an avenue might be worth exploring.

Beecham test for obviousness
Note that in Beecham (see section A), the skilled person was modified.
The question to be answered is whether at the date of invention ... an unimaginative skilled
technician, in light of his general knowledge and the literature and information on the subject
available to him on that date, would have been led directly and without difficulty to [the]
invention.
Note that in this case the language of the question has taken on a more general tone. The question is put
to the "unimaginative skilled technician" instead of a "skilled chemist". He is then asked whether or not

Section B ♦ Page 330

(A-2016-01148) - Page: 378

Decided Cases on Novelty and Obviousness
the literature available and his common general knowledge would have led him directly and without
difficulty to the invention.

A Generic Test for Obviousness
Beloit Canada Ltd. v. Va/met 0), (1984), 78 C.P.R. (2d) 1 (F.C.T.D.), rev'd (1986), 8 C.P.R. (3d)
289 (F.C.A.)
This case, considered in a previous chapter from the point of view of novelty, also sets out what is
arguably the most widely quoted and authoritative test on the question of obviousness. The test set out
in this case builds upon the earlier decisions but further clarifies a number of key components.
Based on expert testimony and persuaded by the speed with which each party came up with a tri-nip
arrangement, the Trial Court determined that the invention was obvious as indicated at p. 32 (emphasis
added):
It would appear that when competent inventors skilled in the art set their minds to it they were
able to come up with the concept quite readily....
And as indicated at p. 49 (emphasis added):
... both inventions were then made very readily and almost immediately after the respective
inventors became aware of the [prior art] specifications...
The point is however that each of the patents in question, and press arrangements already in use
at the time of the alleged invention, disclosed press arrangements sufficiently similar to those
embodied in the patents in suit that, according to these expert witnesses anyone skilled in the art
of machine combinations could have devised another type or variation of press arrangement to
accomplish the objective sought and obtained by the said patents in suit, and that to do so did not
involve inventive skill justifying the issue of a patent.
Therefore the Trial Court held that competent inventors could have easily come up with the invention.
Note that the Trial Court reasoning seems to be at odds in two respects with the standards set out in the
Farbwerke Hoechst v. Halocarbon and the Beecham decisions. Here the question of obviousness is
considered by inventors as opposed to an ordinary skilled person. Also the "could have" standard is
adopted. Understandably, the Trial Court decision on this point was overturned by the Appeal Court who
held that the wrong test had been applied as indicated at p. 294:
With respect, if the trial judge was attempting in the quoted passages to state a test for
inventiveness, he was in error. If that was not his purpose, his statements are irrelevant to the
issues that were before him.
The statement that immediately followed is what is now considered a generic statement of how to
approach the question of obviousness in Canada (emphasis added):
Beloit test for obviousness
"The test for obviousness is not to ask what competent inventors did or would have done to solve
the problem. Inventors are by definition inventive. The classical touchstone for obviousness is the
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technician skilled in the art but having no scintilla of inventiveness or imagination; a paragon of
deduction and dexterity, wholly devoid of intuition; a triumph of the left hemisphere over the
right. The question to be asked is whether this mythical creature (the man in the Clapham
omnibus of patent law) would, in the light of the state of the art and of common general
knowledge as at the claimed date of invention, have come directly and without difficulty to the
solution taught by the patent. It is a very difficult test to satisfy."
Here the question has been appropriately redirected to the skilled technician. Moreover, the qualities of
such a person have been more explicitly defined. The question of obviousness is put to someone
technically masterful yet completely unimaginative. Finally, note the change of the word "could" to the
word "would". Again a higher court had raised the bar for obviousness back to its level prior to the Trial
Court decision, for reasons which become apparent later on at p. 295 (emphasis added):
While the evidence of experts is, in my view, properly admissible even on an "ultimate issue"
question such as obviousness, it seems to me that it must be treated with extreme care.
Every invention is obvious after it has been made, and to no one more so than an expert in the
field. Where the expert has been hired for the purpose of testifying, his infallible hindsight is even
more suspect. It is so easy, once the teaching of a patent is known, to say, "I could have done
that"; before the assertion can be given any weight, one must have a satisfactory answer to the
question, "Why didn't you?"
Therefore, the courts reserve judgment on the ultimate question of obviousness and may look upon
expert testimony with skepticism. In this case, the expert testified that the invention was obvious, yet for
all his training and knowledge the invention was not realized by him nor anyone else before either of the
two parties filed for a patent. The Appeal Court echoed the sentiments expressed in Hoechst to the effect
that the successful conclusion of an invention should not be diminished merely by the fact that someone
alleges, after the fact, that the invention "could" have been arrived at (given enough time and resources).
The simple rebuttal to this allegation is stated as, "Well then, why didn't you?" In keeping with this idea,
the Appeal Court went on to state at p. 295 that:
Yet, for all his expertise, [the expert] did not himself come up with the inventions and did not, in
fact, even learn of them until some four years later.
In conclusion, the court held that the invention was not obvious since there was a need for a better
pressing section, the invention enjoyed commercial success and was widely adopted, both parties argued
that it was inventive, and the trial judge had misstated the proper test, relied upon hired experts and used
ex post facto analysis.

"Worth a Try"
Apotex Inc. v. Sanofi-Synthelabo Canada Inc., 2008 SCC 61

The pharmeceutical industry comprises two opposing groups: manufacturers of brand name drugs and
manufacturers of generic drugs. Members of both groups make much use of the rights conferred by
patents, especially since Health Canada uses a Patent Register to issue Notices of Compliance. Such a
state of affairs is conducive to confrontations in court among pharmaceutical companies over the validity
of patents. Many decisions in recent years have dealt with this type of case, and the decision in the matter
of Apotex v. Sanofi is another example.
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The case concerns Patent 1,336,777 (Patent 777), held by Sanofi. The patent claims clopidogrel bisulfate,
an anticoagulant that inhibits platelet aggregation. Clopidogrel is the dextro-rotary enantiomer of the
racemate. Certain chemical molecules have the same structure but different spatial arrangements, like the
left and right hands, which are identical but not superimposable. These two shapes are referred to as
either dextro-rotary or levo-rotary, depending on the direction in which they rotate polarized light.
"Racemate" is the name given to the mixture of the two enantiomers.
There are several methods for separating two enantiomers, but separation often requires a great deal of
effort and is sometimes even impossible. Furthermore, the two enantiomers generally have different
pharmeceutical effects, which was not understood prior to the 1970s. The drug thalidomide is the bestknown case: while one enantiomer alleviates nausea in pregnant women, the other causes birth defects.
Thalidomide sold in the 1950s and 1960s contained the racemate, with the tragic consequences we know
today. But the difference between enantiomers is usually less radical: for example, one enantiomer may
have stronger biological activity or less serious side effects. However, before separating the enantiomers
and testing them individually, scientists cannot predict which ones will have an advantage. Clopidogrel has
advantages over the racemate and the levo-rotary enantiomer.
Furthermore, the choice of the bisulfate salt also has advantages over the molecule used as is. Salification
is a process widely used in pharmacology to facilitate the body's absorption of a given drug. But again, it
is impossible to predict which salts will have a beneficial effect, and there are a large number of salts.
The clopidogrel molecule was already covered under Patent 1,194,875 (Patent 875), also held by Sanofi,
which defines a family of over 250,000 molecules and its racemates, enantiomers and salts. Patent 777 is
therefore a selection patent of Patent 875, because it highlights the special benefits associated with the
choice of the clopidogrel molecule and enantiomer, as well as its bisulfate salt.
Apotex, a generic drug manufacturer, attempted to invalidate Patent 777 so that it could also manufacture
the drug.
The Supreme Court focused primarily on three aspects of validity: novelty, obviousness and double
patenting.
Novelty
With regard to anticipation, the Court reviewed what the Beloit and Free World Trust decisions
established: in order to be prior art, the prior publication must unfailingly lead a skilled person to the
invention claimed. However, the Court stated that two requirements must be met: disclosure and
enablement. Does the publication indeed disclose the invention, and can a skilled person indeed produce
the invention covered by the disclosure?
[32] In the context of disclosure as explained in Synthon, "the absence of the discovery of
special advantages" to which Lord Wilberforce was referring in Witsiepe's means that the
genus patent does not disclose the special advantages of the invention covered by the
selection patent. Where there is no such disclosure, there is no discovery of the special
advantages of the selection patent as compared to the genus patent, and the disclosure
requirement to prove anticipation fails. At this stage, the person skilled in the art is
reading the prior patent to understand whether it discloses the special advantages of the
second invention. No trial and error is permitted. If in reading the genus patent the
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special advantages of the invention of the selection patent are not disclosed, the genus
patent does not anticipate the selection patent.
ii. Enablement
[33] What amount of trial and error or experimentation is permitted before a prior
disclosure will not constitute enabling disclosure? Certainly, if the applications judge finds
that an inventive step was required to get to the invention of the second patent, the
specification of the first patent will not have provided enabling disclosure. But even if no
inventive step is required, the skilled person must still be able to perform or make the
invention of the second patent without undue burden.
The Court concluded that the previous patent (875) does not disclose the special advantages of the
dextro-rotary isomer or the salt, and that the discovery of the isomer and its salt required months of
intensive research, which constitutes an excessive difficulty in establishing enablement from the
document. Therefore, Patent 777 satisfies the novelty criteria. The decision states that, for anticipation to
occur, the simple disclosure of the invention is not enough—it must also show enablement.

Obviousness
With regard to obviousness, the Supreme Court first reformulated the approach taken in the Windsurf/iv
decision as follows:
1)

a) Identify the notional "person skilled in the art";
b) Identify the relevant common general knowledge of that person;

2)

Identify the inventive concept of the claim in question or if that cannot readily be done, construe
it;

3)

Identify what, if any, differences exist between the matter cited as forming part of the "state of
the art" and the inventive concept of the claim or the claim as construed;

4)

Viewed without any knowledge of the alleged invention as claimed, do those differences constitute
steps which would have been obvious to the person skilled in the art or do they require any
degree of invention?

The Court then indicated that, in some circumstances, the question of obviousness can be examined by
asking at the fourth step whether a certain type of test would be "obvious to try," inevitably leading to the
invention claimed.
The Court established that, depending on the nature of the case, a number of factors applied in order to
determine whether the object of the claim was "obvious to try." The Court outlined the following factors,
stipulating that the list was not exhaustive:
1. Is there a motive provided in the prior art to find the solution the patent addresses?
2. Is it more or less self-evident that what is being tried ought to work? Are there a finite number of
identified predictable solutions known to persons skilled in the art?
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3. What is the extent, nature and amount of effort required to achieve the invention? Are routine trials
carried out or is the experimentation prolonged and arduous, such that the trials would not be considered
routine?
If the answer to questions 1 and 2 is "yes" and the conclusion of item 3 is that the object of the claim
could be attained through routine trials that are neither prolonged nor arduous, one could conclude that
the object of the claim is obvious since it would have been "obvious to try" in order to identify the object
claimed from a finite number of possible solutions, and it would have been more or less self-evident that
one of them ought to work.
In the case of the 777 patent, this approach led to a conclusion of inventive activity. What was the motive
for the research? Pharmaceutical companies were looking for an non-toxic, efficacious product, but the
fact that they have all conducted research and none have found a solution indicates that there is an
absence of obviousness. Furthermore, the genus patent does not contain any particular motive for
conducting research into the dextro-rotary enantiomer.
Was success predictable? It must be determined whether there was a finite number of predictable
solutions. The skilled person
1. would not know, before separating the two isomers of this racemate and analyzing them, that the
dextro-rotary isomer had different properties than the levo-rotary isomer;
2. would not be aware of the relative advantages of the dextro-rotary isomer;
3. would not know what to select or omit from the genus patent;
4. could not be aware of the advantages of bisulfate before combining salts with the dextro-rotary isomer;
and
5. would not know whether the dextro-rotary isomer trial would be successful.
To what extent was the approach easy for the inventor? The methods of separation and verification of
properties, and a finite number of salts, were known; however, it took the inventor five months to achieve
the invention, so this was not an easy approach. It consisted of prolonged, arduous experimentation
rather than "routine" trials. The extent rather than the nature of the trial itself must be evaluated.
[92] The methods to obtain the invention of the 777 patent were common general
knowledge. It can be assumed that there was a motive to find a non-toxic efficacious
product to inhibit platelet aggregation in the blood. However, it was not self-evident from
the 875 patent or common general knowledge what the properties of the dextro-rotary
isomer of this racemate would be or what the bisulfate salt's beneficial properties would
be and therefore that what was being tried ought to work. The course of conduct and the
time involved throughout demonstrate that the advantage of the dextro-rotary isomer was
not quickly or easily predictable. Had the dextro-rotary isomer been "obvious to try," it is
difficult to believe that Sanofi would not have opted for it before unnecessary time and
investment were spent on the racemate. I conclude that the prior art and common
general knowledge of persons skilled in the art at the relevant time were not sufficient for
it to be more or less self-evident to try to find the dextro-rotary isomer.
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Therefore, the dextro-rotary enantiomer was not obvious.
When obviousness is being determined, this approach clarifies the "freedom" given to the skilled person to
attempt to produce the invention in question; however, examiners may have difficulty in applying it,
because they do not have access to witnesses, experts and counter-testimony. Therefore, they may find it
difficult to evaluate the motive for the research and the amount of effort required to obtain the invention.
Nevertheless, this does not mean that the approach is completely useless, and examiners should consult
the statement of practice on this subject.
Double patenting

Even if the enantiomer in Patent 777 is protected under Patent 875, the invention in and of itself is
different: a family of compounds, as opposed to the selection of a specific element. In theory, this
situation thus offers an extension of protection, but since selection patents are allowed and can be
obtained by anyone, double patenting is not grounds for the invalidity of a selection patent (when there is
indeed an advantage to the selection). Apotex claimed that only the original inventor of the patent had a
reasonable chance of obtaining a selection patent, but the Court did not accept this argument.
▪ Conclusions
•
•
• Consequently, the Supreme Court did not allow any grounds of anticipation, obviousness or double
•
• patenting to invalidate Patent 777. This decision adds new details and subtleties to the novelty and
• obviousness tests. Anticipation comprises two aspects: disclosure and enablement. The weighing of the
• evidence can follow the proposed approach, and the skilled person can conduct several trials if they are
▪
• "obvious."
•
Review Questions
1.

In general, what part of an invention must be disclosed in a document in order for it to be
considered an anticipation?

2.

When an examiner, in considering an application, makes an anticipation objection, what part of
the application is considered? What part of the prior art reference is considered?

3.

What is meant by the term, "making a mosaic"? Is it ever permitted to make a mosaic in an
anticipation objection?

4.

What is the test for anticipation as set out in the Reeves Bros. case? How was this test modified in
the Tye-.511 case?

5.

What is the two-part test for anticipation set out in Beloit v. Valmet?

6.

If a thing is known, is a new use for that thing patentable? Explain.

7.

What is meant when it is stated that an anticipating document must have "an enabling
disclosure"?
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8.

Under what circumstances might a prior art reference that explicitly discloses all the features of a
claimed invention, except for one, still be held to be an anticipatory reference? Explain with
reference to two possible scenarios.

9.

How much inventive ingenuity is required to support a patent?

10.

What is the distinction between anticipation and obviousness?

11.

What is meant by the term "ex post facto analysis" with respect to an obviousness objection?

12.

To whom must the invention have been obvious in order to support an obviousness objection?

13.

In determining whether or not an invention is obvious, what information is available to this
person?

14.

What is the "Cripps Question" as it stands today?

15.

What is "common general knowledge" ?

16.

Is it possible to combine references from different art fields in making an obviousness objection?
Explain.

17.

To what extent may prior art references be mosaicked in making an obviousness objection?

18.

What is a combination? What is an aggregation?

19.

What conditions must be met in order that a selection from a previously known group be
considered as inventive?

Section B + Page 337

(A-2016-01148) - Page: 385

Decided Cases on Novelty and Obviousness

Notes:
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Section C - Jurisprudence on sound prediction and double patenting
Respite finem "Consider the result"

Historical Aspect - Utility and Sound Prediction
If we trace back the history of patents into its beginnings in the Common Law, it would appear that utility
of an invention was an indispensable requisite at common law for the grant of a patent. This can be seen
by a careful consideration of the "Institutes" of Lord Chief Justice Coke (pronounced Cook) who was Lord
Chief Justice of England in the reign of James the First (of England) and Sixth (of Scotland).
If a patent of monopoly was granted with respect to a useless manufacture, this would not only be
contrary to the law but would be, or could be, hurtful to trade and would certainly be generally
inconvenient.
This matter was noted by Baron Parke in Morgan v. Seaward (1836) 1 W.P.C. 197 in which he
commented:
A grant of monopoly for an invention which is altogether useless may well be considered as
'mischievous to the State, to the hurt of trade, or generally inconvenient', within the meaning of
the Statute of Jac. I (the Statute of Monopolies, 1624), which requires, as a condition of the
grant, that it should not be so, for no addition or improvement of such an invention could be
made by anyone during the continuance of the monopoly without obliging the person making use
of it to purchase the useless invention.

Utility in Part
Under the provisions of Canadian patent law (see section 58 of the Patent Act), a partial lack of utility
does not necessarily render the whole patent invalid. If, in a patent under attack, it is found that there is
utility in some of the claims for the purpose contemplated by the inventor but, in other claims, no such
utility exists, then the patent is held to only be void with respect to those claims in which no utility has
been found, but is still valid with respect to those claims in which utility has been found to exist.

Introduction - double patenting
Double patenting refers to situations where two patents for the same invention have issued to the same
inventor or applicant, excluding instances where anticipation and/or obviousness are applicable (since
these are specifically covered by sections 28.2 and 28.3 of the Act, respectively). The question of double
patenting may arise under two broad scenarios: divisional applications; and co-pending applications with
overlapping subject matter filed by the same applicant. What the expression "same invention" means will
be explained in the course of the following discussion. As patent examiners we should be concerned with
the issue of double patenting for several reasons.

Section C + Page 339

(A-2016-01148) - Page: 387

Decided Cases: Jurisprudence on sound prediction and double patenting
Firstly, the potential exists for the extension of patent term. In the case of an Old Act divisional
application, the patent term is measured from the date of issue of the divisional. Accordingly, if the
divisional and parent are directed to the same invention, and if each issue to patent at different times,
then there may effectively be an extension of patent term. This is not acceptable since it violates a basic
tenet of patent law.
Under the New Act, the opportunity for patent term extension stemming from the filing of a divisional
application for what might be the same invention does not exist since the parent and the divisional both
have terms measured from the filing date of the parent. Agents sometimes point out this fact in response
to an objection based on overlap between a New Act divisional and its parent. At first blush, this may
seem like an appropriate rebuttal; however, there are other important reasons why an examiner must
maintain the objection.
For instance, divisional applications could be filed voluntarily by the applicant in order to essentially
continue the prosecution of claims that were previously objected to in the parent application. Claims that
were objected to in the parent application may be amended or deleted in order to satisfy the examiner yet
the same claims may reappear in an alleged divisional application. The provisions in the Patent Act for
filing divisional applications do not exist for the purposes of allowing applicants to re-prosecute claims that
were previously deemed to be objectionable.
Furthermore, in the case of pharmaceutical inventions, the filing of a divisional application under the New
Act for the same invention may allow a patentee to take unfair advantage of Health Canada's Notice of
Compliance Regulations (NOC) for medicines. Under these regulations a generic drug manufacturer must
obtain approval from Health Canada before marketing any such drugs. However, a patentee, usually a
brand-name pharmaceutical company, who owns one or more patents for a drug can apply for and receive
an automatic injunction preventing a generic pharmaceutical company from making and selling a generic
equivalent of the drug until the generic company is able to satisfy a court that they are not infringing the
brand-name company's patent. The whole process is time consuming and expensive. Importantly, the
brand-name company may be able to apply for multiple injunctions by asserting multiple patents.
Accordingly, if the brand-name company owns more than one patent for essentially the same invention,
then each patent may be used as a barrier against the generic company. Therefore, even if the patents
are divisionals of one another, then the patentee still realizes a benefit even though no extension of
patent term is possible.
In the case of divisional applications, the question of potential double patenting should be settled when
the application is first filed. If the divisional application is directed essentially to the same invention, then
the divisional is not proper and a report will be written to that effect.

Cases Considered
a) Apotex Inc. v. Wellcome Foundation Ltd. (2002), 21 C.P.R. (4th) 499 (S.C.C.), aff'g (2000), 10 C.P.R.

(4th) 65 (F.C.A.), aff'g in part (1998), 79 C.P.R. (3d) 193 (F.C.T.D.)
b) Monsanto Co. v. Commissioner of Patents (1975), CD 253 (P.A.B.), aff'd (1977), 34 C.P.R. (2d) 1
(F.C.A.), rev'd (1979), 42 C.P.R. (2d) 161 (S.C.C.)
c) Whirlpool Corp. v. Camco Inc. (2000), 9 C.P.R. (4th) 129 (S.C.C.), aff'g (1999), 85 C.P.R. (3d) 129

(F.C.A.), aff'g (1997), 76 C.P.R.(3d)150 (FCTD)
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The Meaning of "Utility" and Why It is Required
Apotex Inc. v. We//come Foundation Ltd. (2002), 21 C.P.R. (4th) 499 (S.C.C.), aff'q (2000), 10

C.P.R. (4th) 65 (F.C.A.), aff'g in part (1998), 79 C.P.R. (3d) 193 (F.C.T.D.)
In this case the invention related to a new treatment for HIV infections using an old and known chemical
compound (AZT). It was alleged by Apotex that the utility of the old compound had not been completely
proven by Wellcome at the time the patent was applied for and therefore the patent was invalid. The
Supreme Court remarked on the importance of utility at para. 46 of the final decision. If an invention turns
out to be useless, then according to the Supreme Court (emphasis added):
[t]he public would be spending its monopoly rights for misinformation, and in the process litter
the patent registry with useless patents that might impede others in their search for a real
solution to the same problem.
Accordingly, to properly represent the interests of the public, a patent examiner should be reasonably
satisfied of the utility of an invention. Otherwise the public would be misled in the eventuality that the
patentee's estimation of the utility of his alleged invention proved to be incorrect. That is not to say that
the an examiner need be completely convinced of the utility of an invention. After all, an important
purpose of the Act is to promote innovation and the requirement for substantiating utility should not be
so onerous so as to discourage innovative activity.
Strictly speaking, there is virtually nothing in the world which can be said to be completely devoid of
utility. Invariably one can assign a trivial utility to anything; even if the utility of the thing is for landfill, or
to provide amusement. Of course, utility in the context of patent law means more than this. Utility for the
purposes of the Patent Act means usefulness which the public would regard as desirable and beneficial in
the commercial and practical sense.
Thus, an inoperable device obviously lacks utility. As another example, a chemical compound with no
known use lacks utility; it is a mere scientific curiosity, having no practical utility related to trade, industry
or commerce.

Further Requirement — Support

Recall that paragraph 27(3)(a) of the Patent Act requires that the specification of a patent "correctly and
fully describe the invention and its operation or use as contemplated by the inventor". Implicit in this is
the notion of providing sufficient description of the invention's operating principles or, alternatively,
explicitly describing the utility imagined by the inventor. In either case it is clear that the utility of an
invention must be apparent to a person skilled in the art from reading the specification.
The question arises of exactly how much support must be provided by an inventor before the invention's
utility can be said to be "fairly based" on the disclosure, to borrow a term derived from the former U.K.
Patent Act. In the mechanical arts, the question is typically an easy one to answer. The utility of a
mechanical invention is often readily apparent based on the principles of its operation, from the drawings
and from what is already known in the art. However, in other less predictable art fields, such as chemistry
and biotechnology, the question is not so easily answered. Pointing to a chemical compound and saying
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that it is useful for a certain purpose is a tenuous proposition unless the assertion can be supported
somehow. One can read the decision Consolboard Inc. v. MacMillan Sloedel (Saskatchewan) Ltd. (1978),
39 C.P.R. (2d) 191 (F.C.T.D), rev'd (1979), 41 C.P.R. (2d) 94 (F.C.A.), rev'd (1981), 56 C.P.R. (2d) 145
(S.C.C.) for an example of discussion of such issue in the mechanical art.

Utility May be Supported Through Demonstration or Sound Prediction at Time of Filing
Apotex Inc. v. Wellcome Foundation Ltd. 12002), 21 C.P.R. (4th) 499 (S.C.C.), aff'ci (2000), 10
C.P.R. (4th) 65 (F.C.A.), aff'a in part (1998), 79 C.P.R. (3d) 193 (F.C.T.D.)
The extent to which an inventor is absolved of "establishing the utility of the invention" was clarified in the
Apotex decision. Recall that the invention in this case was the discovery of a new utility for an old and
known compound. More particularly, it was discovered that the compound AZT offered promise as a
therapeutic agent for treating HIV infections. Prior to filing its patent application the patentee, Wellcome,
had conducted laboratory experiments on cells which showed that AZT inhibited the replication of the
virus responsible for causing AIDS. On this basis, an application was filed which subsequently issued to
patent. What was not entirely clear at the time of filing was whether or not AZT could be used in the
clinical setting since AZT had not been formulated into an appropriate pharmaceutically delivery vehicle
and since the patentee had not undertaken any clinical trials. As it turned out, AZT was in fact useful as
for what Wellcome imagined it to be and the drug was one of the first effective HIV treatments to be
widely prescribed.
Ever eager to exploit an opportunity to market a new generic drug, Apotex sought to have the Wellcome
patent declared invalid in order to open the door for a generic equivalent of Wellcome's AZT formulation.
A key allegation made by Apotex was that Wellcome had not fully realized any invention until it had fully
substantiated its claim that AZT was a useful HIV therapeutic. Apotex contended that clinical data should
have been provided, and since Wellcome had not done so, the patent should be declared invalid. A "lucky
guess" as they said, should not be patentable.
For its part, Wellcome argued that the compound itself was known and that they had described how to
use it and had further reduced their invention to a definite and practical shape "by the formulation of a
written or oral description". Accordingly, they argued that they were not obliged to do anything more. The
Supreme Court rejected the notion that the mere provision of a written description of the alleged invention
alone was sufficient to support the claims (at para. 53):
Its argument here, as in the United States, was that the written description identified the drug
and its new use sufficiently to give the invention "definite and practical shape". It taught persons
skilled in the art how the invention could be practised. This, however, misses the point. The
question on [the filing date] was not whether or how the invention could be practised. The
question was whether AZT did the job against HIV that was claimed; in other words, whether on
[the filing date], there was any invention at all within the meaning of s. 2 of the Patent Act.
In deciding whether or not an invention has actually been made or not, insofar as utility is concerned, the
Supreme Court indicated the following general principle (at para. 46, emphasis added):
Utility is an essential part of the definition of an invention (Patent Act, s. 2). A policy of patent
first and litigate later unfairly puts the onus of proof on the attackers to prove invalidity, without
the patent owner's ever being put in a position to establish validity. Unless the inventor is in a
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position to establish utility as of the time the patent is applied for, on the basis of either
demonstration or sound prediction, the Commissioner "by law" is required to refuse the patent
Therefore, where the utility of an invention is in doubt, the inventor must be in a position to substantiate
the utility claimed. This can be accomplished by demonstrating utility, i.e., testing the invention and
conclusively proving utility, or by "soundly predicting" utility. If an inventor is unable to establish utility,
then he has not made an invention. In this case, it was ultimately decided that the utility promised by
Wellcome had been soundly predicted in view of the limited testing done and in view of the known
biochemical properties of AZT.

Post-filing tests and experimentation results submitted by applicants
Before proceeding, note that the test set out by the Supreme Court asks whether or not utility had been
established at the time of filing.
Often times, especially in the chemical arts, applicants hope to rebut an examiner's objection for lack of
utility, or lack of support for utility, by submitting an affidavit attesting to the fact that the invention is
useful based on tests and further experimentation done post-filing. However, as indicated at para. 46 of
the decision, the Supreme Court held that an inventor should not "be able to buttress speculation with
post-patent proof, and thereby to turn dross into gold".
At para. 83 the court commented further:
"The patent claims must be supported by the disclosure. Speculation, even if it afterwards proves
justified, does not provide valid consideration."
Therefore, by the Supreme Court's reasoning, these types of later affidavits should not be considered as
proper support.

Further, in view of the Supreme Court's decision that the utility of an invention must be established as of
the filing date of the patent application, it is clear that no amendments to the application may be
permitted that would have the effect of revising the original prediction. In fact, an attempt by the
applicant to restrict the prediction at a later date would tend to indicate a lack of soundness in the original
prediction.
In the simple case where an inventor has conclusively proven his invention is useful for its stated purpose,
there should be no doubt about its utility. However, where an inventor describes something which is of
dubious utility and even if the inventor asserts that he has successfully tested the invention, a skeptical
examiner has authority under subsection 38(1) for demanding that the inventor submit a model of the
invention for the purposes of experiment. There is similar authority for requesting a sample of a
composition of matter. Although rarely made and not routinely encouraged — after all, the Patent Office
does not have the facilities to actually test the utility of inventions — requisitions under this subsection of
the Act may prove invaluable for dispensing with remarkable applications which are clearly at odds with
the laws of physics or nature; for example, alleged perpetual motion machines.
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The Person Skilled in the Art Can Be a Collective
Apotex Inc. v. Wellcome Foundation Ltd. (1998) 79 C.P.R. (3d) 193 (F.C.T.D.), appeal allowed
in part (2000) 10 C.P.R. (4th) 65 (F.C.A.), aff'd (2002) 21 C.P.R. (4th) 499 (S.C.C.)
To put the invention into practice and to fully comprehend the specification, expertise in a variety of
disciplines was required, as indicated at p. 209 of the Trial Court decision:
The art to which the patent relates is clearly the pharmaceutical field of drugs for the treatment of
human beings. The parties agree, as do I, that the patent is addressed to a group of individuals
collectively examining the patent. In my opinion, that group includes persons skilled in the arts of
organic chemistry, biology, virology, medicine and pharmaceutical formulation.
Accordingly, the specification was deemed to be addressed to a group of imaginary individuals presumably
operating as a team. To realize the invention, an organic chemist would first be called upon to synthesize
the active compound (AZT). Persons knowledgeable in biology and virology would be required to perform
basic laboratory experiments to confirm anti-viral activity of the compound. Finally, a person skilled in
pharmacology and medicinal formulations would be asked to formulate the active compound into an
appropriate delivery vehicle for use by patients.

The Doctrine of Sound Prediction
Monsanto Co. v. Commissioner of Patents (1975), CD 253 (P.A.B.), aff'd (1977), 34 C.P.R.
(2d) 1 (F.C.A.), rev'd (1979), 42 C.P.R. (2d) 161 (S.C.C.)
Returning to the Apotex decision, recall that an inventor may also establish the utility of his invention by
making a "sound prediction". In Canada, the doctrine of sound prediction has its roots in the Monsanto
decision. In this case the invention related to a class of chemical compounds, all of which were purported
to be useful in inhibiting the premature vulcanization of rubber. However, the inventor had prepared and
demonstrated utility for only three members of the class. The other members of the class had been
described in structural terms only. The examiner in charge of the application rejected the application,
saying that:
These product claims are much too broad in view of the disclosure which only discloses the
preparation of three of the compounds being claimed ... The exemplification of three compounds
is certainly not sufficient to support the vast expanse of subject matter covered by these claims
and does not entitle the applicant to monopolize the large number of compounds which are
covered by these claims. in order to sustain claims to a broad group of compounds, the
specification must illustrate with reasonable certainty that all members of the group are capable of
being prepared by the disclosed process of preparation and have the same utility (inhibiting
premature vulcanization) upon which their patentability is based.
In effect, the examiner was saying that the claims covered unchartered and speculative subject matter
and that three working examples was not sufficient to support a broad claim. The applicant responded by
arguing that the specification set forth the chemical formulas for all members of the class and further
argued that they are not obliged to limit their claims to the particular embodiments tested.
The case was then heard before the Patent Appeal Board who took into consideration the then recent
decision from Britain in Olin Mathieson Chemical Corp. v. BioRex Laboratories Ltd., [1970] R.P.C. 157. This
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case had its roots in an even earlier decision in May & Baker Ltd. v. Boots Pure Drug Co., [1950] 67 R.P.C.
23 (H.L.) which stands for the proposition that the claims must be "fairly based" on the disclosure. From
this the court in the Olin decision reasoned that (at p. 193):
Where, then, is the line to be drawn between a claim which goes beyond the consideration and
one which equiparates with it? In my judgement this line was drawn properly by Sir Lionel when
he very helpfully stated in the words quoted above that it depended upon whether it was possible
to make a sound prediction. If it is possible for the patentee to make a sound prediction and to
frame a claim which does not go beyond the limits within which the prediction remains sound,
then he is entitled to do so.
The Patent Appeal Board then reviewed the rejection and initially indicated the following after reviewing
the Olin decision :
In our view an applicant should be able to put forward a claim in generic terms to a group of like
substances, all of which need not have been prepared or tested, where it would be reasonably
able and sound to make a prediction about the area covered. In some instances that area may be
quite broad, in others extremely narrow, depending in large part upon the state of the prior art, in
part upon the nature of the invention, and in part upon the extent to which the applicant himself
has explored that area. Further, where such exploration is needed, he should have explored the
area before he has filed his application for patent. Otherwise the invention was speculative when
filed, and only completed subsequently.
Therefore the Appeal Board gave consideration to the notion that the applicant ought to be permitted to
make a sound prediction of utility for the remaining untested members of the class of compounds claimed.
Having done so, the Board concluded with the following (emphasis added):
In applying that principle to the application before us, we have no hesitation in recommending
that the refusal of claim 9 in its present form be affirmed. It is extremely broad, covers a vast
number of compounds, and we think it goes beyond the area of reasonable prediction. The
compounds covered by it are all new, and we are not satisfied that three specific examples are
adequate support for the breadth of the claim.
While the Board appears to have justified its refusal of the invention based on the argument that the
predicted utility of the untested compounds was unsound, no factual evidence, such as textbooks or
scientific literature, was offered in support of its conclusion that, at the relevant date, a person skilled in
the art, armed only with the applicant's patent specification and the common general knowledge in the
field, would have been unable to predict that all of the claimed alternatives would have the intended
utility. Instead they appear to have merely said that "we think" the prediction is unsound.
The applicant, for its part, had provided evidence in the form of two sworn affidavits stating their opinions
that, as organic chemists skilled in the art, they would be capable of preparing each and every compound
of the product claims, and further, the skilled worker would be able to soundly predict that all or
substantially all of the members of the class of compounds would possess the utility as disclosed in the
application. It should be noted that one of the affiants was the co-inventor, whom it would be difficult to
view as an independent expert. The affiants were also present at the hearing, and answered questions
from the Board.
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Regarding the expert witnesses, the Board noted, "a court is 'entitled to take into consideration the views
of the experts called as witnesses before it', and while it may find those views persuasive, it should
exercise its own judgement in assessing their persuasiveness".
The Court of Appeal upheld the Board's decision. In the final paragraph of its judgment, the Court held
that the Commissioner was entitled to weigh the expert opinion as to whether there could be sound or
reasonable prediction that all the compounds would possess utility and to arrive at a contrary judgment or
opinion on the basis of the finding and recommendation of his own advisers acting as the Patent Appeal
Board.
However, on further appeal to the Supreme Court, the doctrine of sound prediction was clarified and the
failings in the Board's decision were preyed upon. After reviewing the Olin decision, and noting the
similarities between it and the case before it, the Supreme Court set out the test for utility insofar as a
sound prediction is concerned (per Pigeon J. at p. 176):
I have quoted again the passage quoted by the Board because I consider the last sentence of the
paragraph of some importance as it does clearly indicate what is meant by a "sound prediction". It
cannot mean a certainty since it does not exclude all risk that some of the area covered may
prove devoid of utility. It thus appears to me that the test formulated by Graham, J., involves just
two possible reasons for rejecting claims such as those in issue.
1. There is evidence of lack of utility in respect of some of the area covered;
2. It is not a sound prediction.
In this case, the Supreme Court noted that none of the untested compounds had been shown to be
useless nor was that allegation ever made. Further, the Supreme Court did not defer to the technical
expertise of the Patent Appeal Board and was not convinced that Monsanto's prediction was unsound.
Instead the Supreme Court concluded that chemistry was evolving into a predictable art field (at p. 177):
We are no longer in the days when the architecture of chemical compounds was a mystery. By
means of modern techniques, chemists are now able to map out in detail the exact disposition of
every atom in very complex molecules. It, therefore, becomes possible to ascertain, as was done
in Olin Mathieson, the exact position of a given radical and also to relate this position to a specific
activity. It thus becomes possible to predict the utility of a substance including such radical.
In its decision, the Supreme Court very clearly enunciated the reasons for making its determination, at p.
179 (emphasis added):
In the instant case, the Board, in spite of a complete absence of any evidence of unsoundness of
the prediction, deny the claims and would in the end limit them to the area of proved utility
instead of allowing them to the extent of predicted utility. In my view this is contrary to s. 42 of
the Patent Act.
Under that section the Commissioner is instructed to refuse the patent when "satisfied that the
applicant is not by law entitled" to it. Here what he has said in approving the decision of the Board
is in effect "I am not satisfied you are entitled to it". In my opinion the Commissioner cannot
refuse a patent because the inventor has not fully tested and proved it in all its claimed
applications. This is what he has done in this case by refusing to allow claims 9 and 16 unless
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restricted to what had been tested and proved before the application was filed. If the inventors
have claimed more than what they have invented and included substances which are devoid of
utility, their claims will be open to attack. But in order to succeed, such attack will have to be
supported by evidence of lack of utility. At present there is no such evidence and there is no
evidence that the prediction of utility for every compound named is not sound and reasonable.
In view of the lack of evidence supporting the Commissioner's position, the Supreme Court concluded that
the Commissioner was not justified in his refusal of the patent. An inventor is not required to limit himself
to proven utility of particular embodiments so long as he can soundly predict the utility of any additional
area claimed.

Guidance on rejecting an application based on lack of utility
In view of the discussions above, there are thus two reasons for rejecting an application based on lack of
utility. An examiner must provide evidence that the claims cover something which is actually useless
and/or argue that the prediction is not sound.
Option 1: Find evidence of inutility.
This is often not available to an examiner since it is difficult to find any evidence of inutility. However,
where there is such evidence it is conclusive and the question should end there. Note that the Supreme
Court indicated that the evidence need not pre-date the filing date of the invention since utility is a
question of fact and can be confirmed or upset at anytime; i.e., the inventor still risks having his claims
declared invalid at a later time should it turn out that the claims do in fact cover something useless. This is
the chance an inventor takes when he casts a broad net with his claim, and it is one reason why claims of
varying scope are typically drafted.
Option 2: allege that a prediction is not sound
This second option of alleging that a prediction is not sound is perhaps an even more difficult proposition
since a case for the unpredictability of a particular invention claimed would have to be made and
supported by evidence. In either case, the Supreme Court reminded us at p. 178 that the refusal to grant
a patent "is not a matter of discretion: the Commissioner has to justify any refusal". Accordingly there is a
similar onus placed on the examiner to substantiate any rejection based on lack of utility after the inventor
has met his obligation of either demonstrating utility or soundly predicting it.
The Monsanto decision is often cited by applicants as authority for claiming all sorts of things based on
limited disclosures.
However, bear in mind that everything which was claimed in this case was adequately described by
structure. The patentee did not claim things he could not describe nor did he claim things solely by their
desired function.

Factors to Consider When Assessing the Soundness of a Prediction
The question arises as to how a case for lack of a sound prediction may be made and what factors should
be weighed before advancing such an argument. The decision of the Patent Appeal Board in the Monsanto
case is helpful in this regard. Recall that the Board accepted the notion that a sound prediction may be
made in some instances but that it depends on certain factors (emphasis added):
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In some instances that area may be quite broad, in others extremely narrow, depending in large
part upon the state of the prior art, in part upon the nature of the invention, and in part upon the
extent to which the applicant himself has explored that area.
Thus the factors considered by the Appeal Board included such things as, the scope of the claims, the
state of the art, the nature of the invention and the amount of experimentation the inventor himself has
undertaken. Although the Appeal Board's reasoning and consideration given to the factors alluded to in
the cited passage were ultimately held to be incorrect in the eyes of the Supreme Court, the factors
themselves are arguably at least guiding, and helpful in gauging the soundness of a prediction.
Whatever the art field in question, it is clear that the principle of sound prediction is at work, at least to
some degree. One can imagine that in a mature art field, such as those related to mechanical inventions,
the state of the art and the nature of the invention are such that little, if any, testing or experimentation is
necessary in order to say that an invention will be operable. Further, it is equally likely that reasonable
predictions and generalizations can be made from the successful working of a single embodiment of a
mechanical invention, under the doctrine of mechanical equivalents. A person skilled in the mechanical
arts can often deduce how an invention operates by simply inspecting the drawings. In contrast, other art
fields, such as biotechnology, are still evolving and even today it is difficult to predict the utility of a
complex biological molecule since even apparently minor variations to a working example may destroy
utility. Accordingly, applications and patents in such art fields may be held to a higher standard with
respect to the level of detail required in the description to support a claim until such time as the state of
development of the particular art allows more liberal generalizations to be made.

Sound Prediction Balances the Interests of the Patentee and the Public
The doctrine of sound prediction is, in essence, a compromise between the interests of the public and the
interests of the inventor and is essentially at the heart of the bargain between the inventor and the state.
The public is interested in disclosures of useful inventions which provide valuable solutions to problems
which will also in turn allow even further advancements. The public is not interested in useless things and
would ideally not want to suffer the higher costs for patented technology even if it was useful. The
inventor is interested in exploiting his invention to his economic benefit but is not interested in spending
more time and effort in fully testing a large number of embodiments of his invention. Nor is he interested
in waiting until he has done so, since he risks obtaining any sort of protection if he files too late and is
beaten out by a competitor. Accordingly, the inventor is keen to file early and obtain broad claims.
Allowing a sound prediction enables him to generalize from the examples and thereby obtain meaningful
protection for his invention. With this in mind, it is understandable how the patent system can be seen as
really a system of shared risks and benefits. The extent to which risks are accepted and benefits are
realized is governed by the principle of sound prediction.
Returning once again to the Apotex decision, we see further clarification of this principle (at para. 66):
The doctrine of "sound prediction" balances the public interest in early disclosure of new and
useful inventions, even before their utility has been verified by tests (which in the case of
pharmaceutical products may take years) and the public interest in avoiding cluttering the public
domain with useless patents, and granting monopoly rights in exchange for misinformation.
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In the face of the scourge of AIDS, or any other disease for that matter, it is certainly understandable why
the public would be willing to submit to a monopoly provided that they might be offered a promising drug.
It is equally understandable why an inventor would be keen to file a patent application as soon as he had
reasonably assured himself that a potential drug was in hand.

The Three Part Test for a Proper Sound Prediction
Aootex Inc. v. Wellcome Foundation Ltd. (2002), 21 C.P.R. (4th) 499 (S.C.C.), aff'g (2000), 10
C.P.R. (4th) 65 (F.C.A.), aff'g in part (1998), 79 C.P.R. (3d) 193 (F.C.T.D.)

Returning once again to Apotex v. Wellcome, in this case the Supreme Court set out a three part test
which must be satisfied in order to say that a sound prediction has been made (at para. 70, emphasis
added):
The doctrine of sound prediction has three components. Firstly, as here, there must be a factual
basis for the prediction. In Monsanto and Burton Parsons, the factual basis was supplied by the
tested compounds, but other factual underpinnings, depending on the nature of the invention,
may suffice. Secondly, the inventor must have at the date of the patent application an articulable
and "sound" line of reasoning from which the desired result can be inferred from the factual basis.
In Monsanto and Burton Parsons, the line of reasoning was grounded in the known "architecture
of chemical compounds" (Monsanto, at p. 1119), but other lines of reasoning, again depending on
the subject matter, may be legitimate. Thirdly, there must be proper disclosure.
The Court went on to distinguish proper disclosure in general from proper disclosure in cases where the
applicant relies on the doctrine of sound prediction to claim more broadly than the specific embodiments
of the invention as described. Recall the earlier Consolboard decision, in which the Supreme Court stated
that subsection 36(1) did not impose upon a patentee the obligation of establishing the utility of the
invention. In this case, however, where sound prediction applies, the Supreme Court stated at p. 526
(emphasis added):
Normally, it is sufficient if the specification provides a full, clear and exact description of the
nature of the invention and the manner in which it can be practised: H.G. Fox, The Canadian Law
and Practice Relating to Letters Patent for Inventions (4th ed. 1969), at p. 167. It is generally not
necessary for an inventor to provide a theory of why the invention works. Practical readers merely
want to know that it does work and how to work it. In this sort of case, however, the sound
prediction is to some extent the quid pro quo the applicant offers in exchange for the patent
monopoly.
In other words, in cases involving sound prediction, the disclosure must describe the utility of the
invention, because the utility is inextricably bound up in the invention.
To have a sound prediction, one must have a factual basis, a sound line of reasoning for generalizing from
that factual basis and there must be proper description of all that is claimed. Note that the court affirms
the idea that test data may be an appropriate factual basis but leaves open the possibility that other
unstated "factual underpinnings" may suffice. The court also does not clarify the issue by suggesting
"other lines of reasoning" may be legitimate. It remains to be seen exactly what the courts might consider
appropriate other factual underpinnings and lines of reasoning. The third component of the test is proper
disclosure, which can be taken to mean adequate written description of the claimed subject matter as
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required under subsection 27(3). An inventor cannot make a prediction of utility in respect of something
which he cannot describe in meaningful terms.
In this case, the Supreme Court ultimately held that the prediction made by Wellcome with respect to the
utility of AZT in treating HIV infections in humans was sound and that they had satisfied the test. The
patentee had provided test data which showed that AZT inhibited the replication of the AIDS virus in test
tubes and had shown that AZT had little undesirable toxicity. From this, Wellcome correctly predicted that
AZT would also be useful in humans. Finally, Wellcome had adequately described the compound and how
it could be made into a pharmaceutical composition.
However, some of Wellcome's predictions were held to be unsound. Wellcome had provided test data
supporting the activity of AZT against HIV (i.e., one of many human "retroviruses") and had provided data
supporting its activity against mouse retroviruses, and it was known at the time that all retroviruses used
a certain enzyme to replicate. Further, Wellcome provided data that showed AZT inhibited the enzyme.
One might think that this would provide a reasonable factual basis allowing one to predict that AZT would
be useful, not only for treating HIV infections, but also for treating other human retroviral infections which
shared a similar biochemical target as HIV. However, despite all of this information Wellcome's claim that
AZT was broadly useful against all human retroviruses was held by the Trial Court to be unsound (at para.
303):
In considering the evidence, both factual and opinion, I conclude that those claims which are for
the treatment or prophylaxis of all human retroviral infections are overbroad. They are not coextensive with the invention and are speculative.
The Court of Appeal did not overturn this finding. Moreover, the Supreme Court concurred, as indicated at
para. 57:
The evidence accepted by the trial judge showed that by March 16, 1985 Glaxo/Wellcome had
sufficient information about AZT and its activity against HIV in human cells to make a sound
prediction that AZT would be useful in the treatment and prophylaxis of HIV/AIDS in human
beings. To the extent its claims went beyond the limits within which the prediction remained
sound (e.g., in claiming treatment for human retroviruses other than HIV), the Federal Court
properly struck them out.
Therefore, the decision clearly says that there are limits on the doctrine of sound prediction and that even
if certain facts can be pointed to as support for utility, it doesn't mean that predictions can be
overgeneralized.
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Double Patenting
Important Principles of Double Patenting
The issue of double patenting may arise in several situations:
(i)

where patent term extension is possible through the filing of an Old Act divisional application for
the same invention as that in a parent patent;

(ii)

where patent term extension is possible through filing a separate co-pending application that
claims the same invention as that already claimed in an earlier filed application; and

(iii)

where no patent term extension is possible, but, nonetheless a divisional application is filed that
claims the same invention as that in a parent application.

The case law tells us that there are two fundamental tests for assessing double patenting which are not
mutually exclusive:
(i)

the conterminous test, which demands that two claims be identical in all of their features; and

(ii)

the obviousness test, which applies when two claims may differ in their literal terms but the
differences between the claims may be immaterial and each may reflect the same inventive idea.

Conterminous Double Patenting
Xerox of Canada Ltd. v. IBM Canada Ltd. (1977), 33 C.P.R. (2d) 24 (F.C.T.D.)
The first double patenting test (conterminous claims) occurs in the simple case where the claims in two
applications (or patents) to the same applicant are virtually identical.
In Xerox of Canada Ltd. v. IBM Canada Ltd., which has been previously considered from the point of view
of novelty (see Section B) the plaintiff alleged infringement of a number of patents related to xerography.
The defendant attacked the validity of the patents, in part, based on an allegation of double patenting. It
was alleged that a claim in an earlier issued patent covered the same subject matter of a claim in a later
issued patent. The claim in the earlier issued patent related to a method of making a photocopy that
included a transfer step while the claim in the later issued patent was limited to the transfer step per se.
Before ruling the court set out the so-called conterminous test for double patenting at p. 57 (emphasis
added):
In my opinion the position in Canada is as set out by Harold G. Fox, Q.C., in his editorial comment
on Lovell Manufacturing Co. et al, v. Beatty Bros. Ltd. (1962), 41 C.P.R. 18, 23 Fox Pat. C. 112 at
pp. 116-7. I adopt as accurate his statement:
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The learned President also found that there was no double patenting on the ground that,
the patents having been issued on the same day, there was no improper extension of the
monopoly. It is well established that similar or even identical claims in a patent have no
effect on validity
But the grant of a subsequent patent containing a claim identical with a claim previously
granted is another matter. ... But for this purpose the subject-matter of the two grants
must be identical. A subsequent claim cannot be invalidated on the ground of prior
claiming unless the two claims are precisely conterminous.
Note that the court in this case was concerned with an improper extension of patent term. Under this test,
the language of two claims must be such that the subject matter defined by each claim starts and ends at
the same point. In other words the claims must be virtually identical in order for one to conclude that the
same invention has been claimed in both cases. In effect the earlier claim must be a complete anticipation
of the later claim and any sort of difference between the two may be reason enough to say that the claims
define distinct inventions. Furthermore, this decision indicates that the grant of precisely conterminous
claims on the same day will have no effect on the validity of either patent.
This test is sometimes cited by agents in response to an objection for overlapping subject matter or for an
improper divisional application. The test is quite rigorous and even the slightest amendment to a claim
may be sufficient to render it non-conterminous with another claim. Intuitively, one might readily
appreciate that even if two claims are not identical, the question of double patenting should not end there.
The reason for this will become apparent when the next test is examined. (Whirlpool v. Camco)
In this particular situation, the claims were not held to be conterminous. Justifiably so since, one claim
was in effect a combination that incorporated a second sub-combination which, in itself, was fairly
regarded as inventive and distinct from the larger combination.

Obviousness Double Patenting
The second test for double patenting is based on the premise that even though two claims may not be
identical, they nonetheless may essentially define the same invention.
In other words, where there is no appreciable difference between two claims, the issuance of a second
patent is not justified; the subject matter later claimed being obvious in view of the subject matter
disclosed in the first application. Thus the claims still must be patentably distinct from one another.
Beyond being literally distinct, the claims in the later filed application must reflect further inventive effort;
whether than be through improvement or selection of particular non-obvious subject matter.
For a first example of Obviousness Double Patenting, the case Commissioner of Patents v. Farbwerke
Hoechst Aktiengesellschaft formals Meister Lucius and Bruning (1962), 39 C.P.R. 105 (Ex.Ct.), rev'd
(1963), 41 C.P.R. 9 (S.C.C.) can be consulted.
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Whirlpool Corp. V. Calm() Inc. (2000), 9 C.P.R. (4th) 129 (C.S.C.), aff. (1999), 85 C.P.R. (3d)
129 (C.A.F.), aff. (1997), 76 C.P.R. (3d) 150 (C.F. ire inst.)
The obviousness double patenting test was also recently acknowledged by the Supreme Court in Whirlpool
Corp. v. Camco Inc., a case that has been considered previously from the point of view of interpretation of
the specification (see Section A).
As a defence to infringement, Camco argued that the second of two patents asserted by Whirlpool was
invalid by virtue of double patenting. There was no contention that the first patent was not infringed nor
was its validity challenged. Camco adopted this strategy since it was clear to them that they would likely
be found to be infringing at least one of the two patents owned by Whirlpool. Therefore, in order to limit
the time period of their liability, they attacked the second patent since its term overlapped to a greater
extent with Camco's activities. If the first patent covered flexible vanes, then the issuance of the second
patent was arguably not warranted.
Both patents related to dual action agitators used in washing machines. The agitators included two
separate counter rotating elements; a lower element with outwardly extending vanes and an upper
element in the form of a helical auger. The first patent did not explicitly limit the vanes while the second
patent called for "flexible" vanes. The question therefore was whether or not the limitation of the second
patent to flexible vanes represented a new, non-obvious advancement over the invention claimed in the
first patent.
Before ruling, the Supreme Court acknowledged and compared both the conterminous test and the
obviousness test at para 63-66 (emphasis added):
The prohibition against double patenting relates back to the "evergreen" problem mentioned at
the outset. The inventor is only entitled to "a" patent for each invention: Patent Act, s. 36(1). If a
subsequent patent issues with identical claims, there is an improper extension of the monopoly. It
is clear that the prohibition against double patenting involves a comparison of the claims rather
than the disclosure, because it is the claims that define the monopoly. The question is how
"identical" must be the claims in the subsequent patent to justify invalidation.
The Federal Court of Appeal has adopted the test that the claims must be "identical or
conterminous"...
This branch of the prohibition on double patenting is sometimes called "same invention" double
patenting....
There is, however, a second branch of the prohibition which is sometimes called "obviousness"
double patenting. This is a more flexible and less literal test that prohibits the issuance of a
second patent with claims that are not "patentably distinct" from those of the earlier patent. In
Commissioner of Patents v. Farbwerke Hoechst Aktiengesellschaft Vormals Meister Lucius &
Bruning, [1964] S.C.R. 49, 41 C.P.R. 9, the issue was whether Farbwerke Hoechst could obtain a
patent for a medicine that was a diluted version of a medicine for which it had already obtained a
patent. The claims were neither identical nor conterminous.
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The first paten
In determining what the expression "outwardly extending substantially vertically oriented vanes", as found
in the first patent, encompassed, the Court sought some guidance from the drawings, and Binnie J.
indicated at para. 52 that:
In my view, it was perfectly permissible for the trial judge to look at the rest of the specification,
including the drawing, to understand what was meant by the word "vane" in the claims, but not to
enlarge or contract the scope of the claim as written and thus understood.
When the drawings were considered, it was found at para. 54 that:
All parties agree that the '803 specification, including claims, is silent on the type of vane (rigid or
flexible) to be used in the lower oscillating portion of the agitator, except that the drawing of the
preferred embodiment of the invention appended to the patent specification appears to show rigid
vanes.
In the end the Supreme Court determined that the use of flexible vanes in the second patent represented
an inventive step over the first patent since it avoided the problem of the tangling of clothes apparent in
the first patent. Further, the claims in the second patent were clearly not identical. Accordingly, the
second patent was held to be valid and infringed.
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Review Questions
1.

What is double patenting?

2.

Under what conditions may the issue of double patenting arise?

3.

What are the two tests for double patenting, as set out in Xerox of Canada Ltd. v. IBM Canada
Ltd. and Whirlpool v. Camco?

4.

What is the relevant time at which the utility of an invention must be established?

5.

What was the two-part test established in Monsanto v. Commissioner of Patents for proving
inutility of an invention?

6.

This test was later refined into a three-part test in Apotex v. Wellcome. Describe this three-part
test.

7.

Must the utility of an invention be explicitly recited in the specification? Explain.
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Notes:
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Section D - Decided Cases on Patentable Categories of Invention
Materiam superabat opus "The workmanship was better than the subject matter" (Ovid)

Introduction
Fundamentally, for an invention to be patentable it must be new, unobvious and useful. Beyond these
requirements, the invention further must be recognized as being directed to appropriate subject matter.
Over the years the Commissioner of Patents and the courts have disapproved of a number of types of
subject matter. The Patent Act itself also explicitly prohibits certain types of subject matter from receiving
patent protection. Despite the guidance offered by both the Act and the jurisprudence, the issue of
exactly what patentable subject matter is patentable and what is not still does not seem to have been
completely settled. The Commissioner and the courts have concluded that certain types of subject matter
are not patentable, and have provided some guidelines to assist in the determination of whether or not
any particular subject matter can receive patent protection.
However, when a new type subject matter, or a new type of claim for a new or known subject matter,
appears in a patent application, it is not always a simple matter to determine whether or not this matter
can be patented. In such cases, each new type of subject matter must be compared with the guidelines
and precedence, and dealt with on its own merits.
Unlike the situation in the United States, where it appears that "anything under the sun that is made by
man" (Diamond v. Chakrabarty (1980), 206 U.S.P.Q. 193 at 197) may be patented, the courts in Canada
have not established a similar clear, affirmative definition of patentable subject matter. Also, Parliament
has been reluctant to clarify the legislation. As a result, it is sometimes difficult for inventors, agents and
examiners to determine with a reasonable degree of confidence whether or not a particular new type of
invention is patentable.

Statutory Provisions
Section 2 of the Patent Act provides a literal definition of invention:
"invention" means any new and useful art, process, machine, manufacture or composition of matter, or
any new and useful improvement in any art, process, machine, manufacture or composition of matter;
However, the Act does not further elaborate on precisely what the terms "art, process, machine,
manufacture or composition of matter" encompass. While it may seem straightforward enough to envisage
patentable "machines" or "manufactures", it is less clear what may safely be considered patentable "arts",
"processes" or "compositions of matter". As you will see through the discussion that follows, it is the
difficulty in interpreting these terms that has caused some uncertainty.
Another problem encountered in trying to understand court decisions concerning statutory categories of
invention stems from the fact that section 2 provides for two distinct requirements — patentable categories
of invention and utility — and in some decisions the lines between these requirements are blurred. Adding
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further confusion, prior to 1996 the non-obvious requirement was also under the authority of section 2; in
some cases, judgments fail to distinguish between three separate requirements.
Subsection 27(8) the Patent Act also specifically prohibits the granting of a patent for an abstract
theorem or mere scientific principle, the implication being that disembodied theories and laws of nature
are not patentable per se. It is arguable that the very existence of subsection 27(8) indicates that the
Patent Act was drafted with the intention of excluding certain types of subject matter. Accordingly, it may
be that Parliament didn't intend that the definition of invention be open-ended.
Finally, it is worth noting that the Patent Act until relatively recently (1993) prohibited the patenting of
an invention whose purpose was illicit.
Historically, the Commissioner reserved the authority to discriminate between what he considered
statutory and non-statutory subject matter; especially in the absence of guiding jurisprudence. This
position makes a great deal of sense, in view of the courts' recognition that "the Commissioner should not
refuse to allow an application to proceed to the grant of a patent unless he is quite satisfied that the
subject-matter of the application could not conceivably be patentable within the meaning of the Patent
Act"(Commissioner of Patents v. Farbwerke Hoechst Aktiengesellschaft Vormals Meister Lucius and
Bruning (1963), 41 C.P.R. 9 at 16 (S.C.C.)). In the case of particularly sensitive subject matter: "the
Commissioner should most carefully scrutinize the application to see if it merits the grant of monopoly
privileges" (ibid. at 17). Therefore, the Commissioner, and by extension the patent examiner, has
considerable powers to refuse an application on the grounds that it is not within the meaning of
"invention" as defined in the Patent Act and as interpreted by the courts. However, in so doing, the
Commissioner still must justify any refusal in law. The Commissioner has no discretion to refuse a patent
on the basis of public policy considerations (Harvard College v. Canada (Commissioner of Patents) (2002),
21 C.P.R. (41 417 at paras. 119, 144 (S.C.C.)).
For a number of subject-matter that may not be patentable, refer to Chapter 12 of MOPOP.

Cases Considered
a) Lawson v. Commissioner of Patents (1970), 62 C.P.R. 101 (Ex. Ct.)
b) Tennessee Eastman Co. v. Commissioner of Patents (1972), 8 C.P.R. (2d) 202 (S.C.C.), aff'g (1970), 62
C.P.R. 117 (Ex. Ct.)
c) Schlumberger Canada Ltd. v. Commissioner of Patents (1981), 56 C.P.R. (2d) 204 (F.C.A.), leave to
appeal to the S.C.C. refused (1981), 63 C.P.R. (2d) 261, aff'g (1978), CD 441 (P.A.B.)
d) Harvard College v. Canada (Commissioner of Patents) (2002), 21 C.P.R. (41 417 (S.C.C.), rev'g (2000)
7 C.P.R. (4t11) 1 (F.C.A.), aff'g (1998), 79 C.P.R. (3d) 98 (F.C.T.D.), aff'g (1995), CD 1203 (P.A.B.)

The Meanings of the Terms "Art", "Manufacture" and "Process"
Having considered the most general guiding principle concerning patentable subject matter, it is now
worth considering what is generally encompassed by the term "art" as used within section 2 of the Patent
Act. The next two cases illustrate in general terms what the courts consider a patentable "art",
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"manufacture" or "process" to be. Following these cases is a discussion of certain types of subject matter
that the courts and the Commissioner of Patents have considered to be outside the definition of invention.
Lawson v. Commissioner of Patents (1970), 62 C.P.R. 101 (Ex. Ct.)
In this case, the applicant sought a patent for an alleged invention entitled "Sub-divided Parcel of Building
Land" The applicant claimed a subdivided land wherein each lot has the general configuration of a
champagne glass as shown below.
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By dividing land in such a configuration the applicant indicated a number of advantages could be realized:
(i) houses could be built in greater density; (ii) houses could be staggered; (iii) there was a greater choice
of building plans; (iv) there would be greater freedom of orientation to enjoy aesthetic qualities of each lot
and; (v) the cost of installing services would be reduced.
The application was refused by the Commissioner on the grounds that such subject matter was not
patentable within the meaning of section 2(d) of the Patent Act, that it was obvious in view of a previous
publication, and that it lacked novelty. The Commissioner's reasons were summarized at p. 108:

(1) Lack of subject matter
for an 'art' or 'process' to be patentable, there must be some manual, chemical or physical effect
to transform or reduce something to a different state of thing.
(2) Lack of unobviousness
the plan proposed does not involve ... an unobvious variation in the application of the idea and
principle [previously disclosed in a publication]
(3) Lack of novelty
the plan proposed does not involve the use of a new idea or principle in the solution of any
problem or need.
On appeal, it was mutually agreed by both parties that the principle question to be put to the Exchequer
Court was whether or not Lawson's invention was patentable subject matter. If this question could be
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answered in the affirmative, then the issue of inventiveness would be addressed. It was agreed that the
dispute should be limited to the subject matter of claim 5 that reads as follows:
A subdivided parcel of building land as defined in claim 1 wherein the side lines of said substantial
proportion of said lots are circular, the portions of the side lines intersecting the major frontage of
a lot springing from a point substantially on the centreline of said lot, the portions of side lines
intersecting the minor frontage of said lot springing from points substantially on the centrelines of
lots on either side of said lot, the circles defining a given side line having a point of conjunction in
the region of the median of the depth of said lot, and a common tangent at said point of
conjunction, whereby the side lines are generally 'S' shaped, and said lot has the general
configuration of a champagne glass.
Although the preamble to the claim suggests that the claimed subject matter is subdivided land (i.e., a
product claim), it was conceded at trial that a claim to land itself was untenable. The court based its ruling
on the assumption that the patent applied for was a "method" and that the term "method" is synonymous
with the term "art".
Before ruling, Cattanch J. first acknowledged that not every new and useful art or manufacture is
necessarily patentable and that "words of limitation must be read into s. 2(d)" (at p. 109):
I take it as well settled that all new and useful arts and manufactures are not necessarily included
in s. 2(d) of the Act.

The Lawson Definition of "Art"
The court then defined an "art" as follows:
An art or operation is an act or series of acts performed by some physical agent upon some
physical object and producing in such object some change either of character or of condition. It is
abstract in that, it is capable of contemplation of the mind. It is concrete in that it consists in the
application of physical agents to physical objects and is then apparent to the senses in connection
with some tangible object or instrument.

Professional Skills are Not Patentable
Still with Lawson, in rendering his decision Cattanch J. was further guided by the decision in National
Research Development Corporation's Application (Australia), [1961] R.P.C. 135, and broadly stated at p.
111 that (emphasis added):
jp]rofessional skills are not the subject-matter of a patent. If a surgeon were to devise a method
of performing a certain type of operation he cannot obtain an exclusive property or privilege
therein. Neither can a barrister who has devised a particular method of cross-examination or
advocacy obtain a monopoly thereof so as to require imitators or followers of his methods to
obtain a licence from him.
With this broad prohibition in mind, it followed that land surveying was not patentable subject matter:
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It seems to me that a method of describing and laying out parcels of land in a plan of subdivision
of a greater tract of land is within the skill of a solicitor and conveyancer and that of a planning
consultant and surveyor. It is an art which belongs to the professional field and is not a manual
art or skill.
I, therefore, conclude that the method devised by the applicant herein for subdividing land is not
an art within the meaning of that word in s. 2(6).

The Lawson Definition of "Manufacture"
A question also considered by the court was whether or not the method proposed by Lawson gave rise to
a "manufacture". The definition of a "manufacture" was phrased as follows (emphasis added):
"Manufacture" connotes the making of something. Thus it is seldom that there can be a process of
manufacture unless there is a vendible product of the process. It must accomplish some change in
the character or condition of material objects.
In this case, it was plain to the court that nothing had been truly manufactured (emphasis added):
The preparation of a plan of subdivisions in no way changes the character of land, nor does it in
anyway increase or decrease the owner's ability to deal with it. There is no restriction on the
owner's right to convey parcels of land the boundaries of which do not coincide with those of the
lots.
Thus, the court echoed the sentiments expressed by the Commissioner to the effect that there must have
been an "effect to transform or reduce something to a different state of thing". Moreover, the court went
on to say at p. 115 that the Commissioner's assessment of the alleged invention was correct in that it was
"merely a plan for the layout of land", which when superimposed on a larger tract of land, did not result in
any change in the character of the land per se.

Excluded Types of Subject Matter
Even if a particular discovery can from the basis for an invention, and even if the invention appears to fit
within the literal terms of the tests proposed in the Lawson and Progressive Games decisions, there still
may be a prohibition against obtaining a patent. In particular, if the invention concerns a method of
medical treatment, software, a method of doing business, or a higher life form, then a patent may not be
obtainable. For various reasons, the Commissioner of Patents as well as the courts have been sensitive
about granting patents for these types of subject matter.

Medical Inventions
In line with Canada's socialist view towards health care, a method of medical treatment is one type of
subject matter that has been held to be unpatentable. It is clear that the courts have recognized that a
discovery that has applicability in medicine is not necessarily patentable, even if it falls within the literal
terms of the tests proposed in the foregoing section. That is not to say however, that any medical-related
invention cannot be patented.
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Note that most of the cases discussed below, as well as others, have also been previously discussed in
chapter 4.14 - Biotechnology and Methods of Medical Treatment.

Methods of Medical Treatment
Tennessee Eastman Co. v. Commissioner of Patents (1972), 8 C.P.R. (2d) 202 (S.C.C.), aff'q
(1970), 62 C.P.R. 117 (Ex. Ct.)
Although this decision predates the Shell Oil case, in retrospect, it serves better to illustrate the
limitations on when a new discovery can be patented and precisely what the courts view an acceptable
"art" within the meaning of the Act to be. It is also the primary authority for rejecting claims to methods
of medical treatment.
Like the Shell Oil case, the invention in this case rested on the discovery that an old and known compound
could be put to a new use. In particular, it was discovered that a known adhesive, apart from being able
to bond inert material, could also be used as a bioadhesive for bonding living tissues. This formed the
basis for an application filed by Tennessee Eastman for a surgical method of bonding living tissues by
using the old compound. Noteworthy is the fact that no claims were made to the compound per se nor to
any compositions comprising same. The applicability of the discovery was embodied in the form of a
method claim.
The Supreme Court nicely summarized the invention and the principle issue at p. 206 (emphasis added):
[t]he "invention" essentially consists in the discovery that a known adhesive substance is
adaptable to surgical use. In other words, the subject-matter of the claimed invention is the
discovery that this particular adhesive is non-toxic and such that it can be used for the surgical
bonding of living tissues as well as for a variety of inert materials. In this situation, it is clear that
the substance itself cannot be claimed as an invention and the appellants have not done so. Their
claims are limited to a method, i.e., process, which in this case is nothing else than a new use for
a known substance. The sole question is therefore whether a new use for surgical purposes of a
known substance can be claimed as an invention.
Accordingly, the situation here would seem to fit within the broad definition of set out in the Shell Oil case.
That is, there was a discovery which lead to the application of new knowledge to effect a desired result.
The discovery was more than a disembodied idea since the discovery was manifested in physical form by
way of a method claim. Moreover, the subject matter of the method claim itself was new, useful and
unobvious.
Nonetheless, the examiner in charge of the application, the Commissioner and the Federal Court of Appeal
all agreed that such a method was not patentable. As Kerr J. put it when he spoke for the Court of Appeal
(at pp.154-155, emphasis added):
In my view the method here does not lay in the field of manual or productive arts nor, when
applied to the human body, does it produce a result in relation to trade, commerce or industry or
a result that is essentially economic ... The method lies essentially in the professional field of
surgery and medical treatment of the human body, even although it may be applied at times by
persons not in that field. Consequently, it is my conclusion that in the present state of the patent
law of Canada and the scope of subject-matter for patent, as indicated by authoritative judgments
that I have cited, the method is not an art or process or an improvement of an art or process
within the meaning of s. 2(d) of the Patent Act.
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Although the invention was new, useful, non-obvious and more than a disembodied idea, the invention
was considered to lack commercial value. This requirement reflects the general understanding of the
court that a patent is a business tool to be applied in areas related to trade, commerce or industry. These
areas of economic activity were not seen as encompassing surgical methods. Therefore, we can see here
precedential roots of the requirement for "commercial value" found in the Shell Oil case.
Note also the reference to methods that rest principally within professional fields. On this point, the Court
of Appeal affirms the Lawson decision.
The Supreme Court did not explicitly comment on the notion of the commercial applicability of an
invention but did ultimately agree with the Federal Court of Appeal. Its reasons appear to be influenced by
the existence under the Patent Act as it then read of a prohibition against claiming a substance intended
for food or medicine unless it was claimed by the process by which it was produced (i.e., old section 41),
The Supreme Court's line of reasoning is indicated at p. 207:
It is clear that a new substance that is useful in the medical or surgical treatment of humans or of
animals is an "invention". It is equally clear that a process for making such a substance also is an
"invention". In fact, the substance can be claimed as an invention only "when prepared or
produced by" such a process. But what of the method of medical or surgical treatment using the
new substance? Can it too be claimed as an invention? In order to establish the utility of the
substance this has to be defined to a certain extent. In the case of a drug, the desirable effects
must be ascertained as well as the undesirable side effects. The proper doses have to be found as
well as methods of administration and any counter-indications. May these therapeutic data be
claimed in themselves as a separate invention consisting in a method of treatment embodying the
use of the new drug? I do not think so, and it appears to me that s. 41 definitely indicates that it
is not so.
Section 41 was enacted for the purpose of restricting the scope of patents "relating to substances
prepared or produced by chemical processes and intended for food or medicine". The first
principle proclaimed is that in the case of such inventions, "the specification shall not include
claims for the substance itself, except when prepared or produced by the methods or processes of
manufacture particularly described in the claim or by their obvious equivalents". In my view, this
necessarily implies that, with respect to such substances, the therapeutic use cannot be claimed
by a process claim apart from the substance itself. Otherwise, it would mean that while the
substance could not be claimed except when prepared by the patented process, its use however
prepared could be claimed as a method of treatment. In other words, if a method of treatment
consisting in the application of a new drug could be claimed as a process apart from the drug
itself, then the inventor, by making such a process claim, would have an easy way out of the
restriction in s. 41(1).
Having come to the conclusion that methods of medical treatment are not contemplated in the
definition of "invention" as a kind of "process", the same must, on the same basis, be true of a
method of surgical treatment.
The court therefore reasoned that the existence of section 41 implied that methods of medical treatment
were not contemplated by the Patent Act since they would allow an easy work around of the prohibition
against medicines claimed in a per se manner. Since a method of medical treatment could not be
considered patentable, then neither could a method of surgical treatment.
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Despite the reference to section 41 of the Old Act, this case is still regarded as being authority for the
proposition that methods of medical treatment are not statutory subject matter. Occasionally, an agent
will respond to an objection under the New Actto a method of medical treatment claim by arguing that
Tennessee Eastman is not relevant since there are no prohibitions against claiming a medicine per se
under the New Act and, by extension, there should be no prohibition against claiming a method of
medical treatment. If there was any remaining doubt that methods of medical treatments are not
patentable subject matter, it was dispelled in the later decision Imperial Chemical Industries Ltd. v.
Commissioner of Patents (1986), 9 C.P.R. (3d) 289 (F.C.A.), affig (1982), CD 966 (P.A.B.) which can be
consulted for more details.

Software and Business Methods
Software inventions and business methods represent relatively recent innovative activity. With the advent
of the internet, the activity in these fields has grown even more. Accordingly, the Office is now faced with
numerous pending applications related to these fields. The challenge is to determine what types of
innovations can be fairly said to represent inventions as understood within the meaning of section 2 of the
Patent Act. This must be done with the scant guidance available from Canadian courts.
The term "software invention" generally refers to inventions which are implemented by computers or
which are related to the operation of computers. It is harder to develop a reasonable definition of a
business method but such inventions generally relate to activities in fields such as insurance, health care
and finance. Often, software invention and business methods are intertwined which makes them suitable
for common discussion.
Although the subject matter of such inventions is specialized, there is no reason to apply a different
standard of examination to applications which deal with software and business methods. The question of
whether a given claim is allowable or not rests on the merits of the particular application. In so doing it is
important to bear in mind the guidance which has been offered by the Appeal Board and the Federal Court
of Appeal.

Software Inventions
The decision Re Application No. 961,392 (Waldbaum) (1971), 5 C.P.R. (2d) 162 , CD 92 (P.A.B.)is the first
decision in Canada related to computer inventions and although it did not come from a Federal court, it
set the tone for subsequent office practice.

The Waldbaum Guidelines for Software Inventions
In summary, the Board held that the criteria for patentability of a software invention are as follows:
claims to a computer program per se are not patentable;
(i)
(ii)
claims to a method of programming a computer are patentable; and
(iii)
claims to a computer programmed in a novel manner are patentable.
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The Schlumberger Guidelines for Software Inventions
Schlumberder Canada Ltd. v. Commissioner of Patents (1981), 56 C.P.R. (2d) 204 (F.C.A.),
leave to appeal to the S.C.C. refused (1981), 63 C.P.R. (2d) 261, aff'q (1978), CD 441

This case represents the most pertinent authority on the issue of computer related inventions in Canada.
The decision stems from an appeal of a Commissioner's decision refusing an application for a method of
processing well logging data. The subject matter of the invention was strikingly similar to that of the
immediately foregoing decision.
The application described a method of measuring earth formation parameters from a borehole. The
discovery was in the field of seismic prospecting that traditionally has been considered to be a field of
patentable subject matter. Measured well logging data was combined and analyzed to yield more
meaningful information on shale formations in human readable form such as charts, graphs and tables of
figures. The presence of hydrocarbon deposits could then be determined by interpretation of this
information. Measurement data obtained in the boreholes was recorded on a magnetic tape. These
readings were then transmitted to a computer and converted, using mathematical formulae, into useful
information.
Claim 1 reads as follows:
A machine operated method of processing well logging data, comprising:
(a) deriving a plurality of measurements representative of characteristics of an earth formation at
selected depth levels over a section of a borehole;
(b) machine combining at least some of said derived measurements from at least some of said
selected depth levels over said borehole section to compute at least one input parameter for said
borehole section;
(c) machine combining at least some of said plurality of derived measurements from at least some
of said selected depth levels with said at least one input parameter to compute at least one output
parameter for at least some of said selected depth levels; and
(d) machine combining at least some of said derived measurements with said at least one output
parameter for at least some of said selected depth levels to recompute said at least one input
parameter or compute another input parameter for combination with at least some of said
plurality of measurements to produce output parameters representative of at least one formation
characteristic.
The application was rejected by the examiner on the grounds that it did not define patentable subject
matter under section 2 and subsection 28(3) [now subsection 27(8)]. Again, the examiner considered the
application to be directed to a computer program and again the applicant argued along the same lines as
in the previous case, saying that the invention was not a computer program per se. The applicant also
proposed new claims directed to an apparatus.
The Patent Appeal Board agreed with the examiner and rendered its decision in this case concurrently
with that of the immediately foregoing decision. In fact, the reasons in both decisions essentially read
verbatim and the Board reiterated its five criteria for a computer related invention.
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Again it found that the invention was not tied to a newly devised apparatus for implementing the idea. It
was further held that the newly claimed apparatus was not adequately described in the description, and
even if it had been, it would likely be no different than any computer apparatus already known.
Importantly, the applicant went on to appeal the refusal to the Federal Court of Appeal. For the first time
a Canadian court considered the patentability of a computer related invention.
The one-and-a-half paged long decision, though short, sets precedent in Canadian jurisprudence for
computer-related invention and continues to be a valuable reference.
The court entertained two arguments put forward by the appellant:
(i)

the invention is not a mere computer program but rather a process whereby a series of
calculations are preformed mechanically so as to extract useful information from some
measurements; and

(ii)

the Patent Act contains no provision for the exclusion of computer related inventions.

The court dealt quickly with these arguments. In fact, the decision does not quote from, nor rely on, any
Canadian or foreign jurisprudence. It is unclear why the court, or the Appeal Board for that matter, gave
no consideration to earlier decisions such as those in Lawson and Tennessee Eastman. Unusual as this
may seem, the court's reasoning appears sound (emphasis added):
"In order to determine whether the application discloses a patentable invention, it is first
necessary to determine what, according to the application, has been discovered. Now, it is
obvious, I think, that there is nothing new in using computers to make calculations of the kind
that are prescribed by the specifications. It is precisely in order to make that kind of calculation
that computers were invented. What is new here is the discovery of the various calculations to be
made and of the mathematical formulae to be used in making those calculations. If those
calculations were not to be effected by computers but by men, the subject-matter of the
application would clearly be mathematical formulae and a series of purely mental operations; as
such, in my view, it would not be patentable. A mathematical formula must be assimilated to a
"mere scientific principle or abstract theorem" for which s-s. 28(3) of the Act prescribes that "no
patent shall issue". As to mental operations and processes, it is clear, in my view, that they are
not the kind of processes that are referred to in the definition of invention in s. 2. However, in the
present case, the specifications prescribe that the calculations be made by computers. As a result,
as I understand the appellant's contention, those calculations are not mental operations but purely
mechanical ones that constitute the various steps in the process disclosed by the invention. If the
appellant's contention were correct, it would follow that the mere fact that the use of computers is
prescribed to perform the calculations prescribed in the specifications, would have the effect of
transforming into patentable subject-matter what would, otherwise, be clearly not patentable. The
invention of the computer would then have the unexpected result of giving a new dimension to
the Patent Act by rendering patentable what, under the Act as enacted, was clearly not
patentable. This, in my view, is unacceptable. I am of opinion that the fact that a computer is or
should be used to implement discovery does not change the nature of that discovery. What the
appellant claims as an invention here is merely the discovery that by making certain calculations
according to certain formulae, useful information could be extracted from certain measurements.
This is not, in my view, an invention within the meaning of s. 2."
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Important Principles regarding Computer-related invention resulting from Schlumberger
( )

in order to determine whether the application discloses a patentable invention, it is first necessary
to determine what, according to the application, has been discovered;

(ii)

the fact that a computer is or should be used to implement discovery does not change the nature
of that discovery; the corollary to this is that the use of a computer to implement a discovery does
not necessarily render the invention unpatentable; that is to say, the Patent Act does not exclude
software related inventions;
the mere discovery that by making certain calculations according to certain formulae, useful
information could be extracted from certain measurements, is not an invention within the meaning
of section 2 of the Patent Act;

(iv)

a mathematical formula must be assimilated to mere scientific principle or abstract theorem for
which subsection 27(8) of the Patent Act prescribes that no patent shall issue.

Although the Appeal Court did not explicitly refer to the five other criteria generated by the Patent Appeal
Board, the fact that the court ultimately dismissed the appeal can be interpreted as tacit approval of the
criteria.
Note also that the Supreme Court refused to grant leave to appeal the decision of the Appeal Court.
Therefore, the five criteria established by the Board as well as these four newly added principles can be
fairly said to represent the law in Canada with respect to software inventions.

Biological Inventions
Another area that has traditionally been regarded as sensitive by the Patent Office are inventions related
to life forms. Again, although this field is technologically specialized, applications in this field are given the
same consideration as any other type of application. Happily, the jurisprudence in this field is now
reasonably robust.
Note again that these cases have also been previously discussed in chapter 4.14 - Biotechnology and
Methods of Medical Treatment.
On this topic, one should consult the discussion of the decision Pioneer HI-Bred in the section E of this
book.
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The Harvard Mouse Case: Definitions of "Composition of Matter" and "Manufacture"
Harvard College v. Canada (Commissioner of Patents) (2002), 21 C.P.R. (4th) 417 (S.C.C.),
revrci (2000) 7 C.P.R. (4th) 1 (F.C.A.), aff'g (1998), 79 C.P.R. (3d) 98 (F.C.T.D.), aff'q (1995),
CD 1203 (P.A.B.)
In this case, which has been discussed in an earlier chapter from the point of view of utility and will now
be considered with respect to patentable subject matter, the question of whether or not a higher life form
fits within the definition of invention was addressed head on by the courts. Moreover, the subject matter
of the invention related to contemporary genetic engineering that occurred at the molecular level as
opposed to classical genetic manipulation that occurred in the Pioneer Hi-Bred case. The case also
represents a rare instance when an issue initially decided by an examiner was reviewed by every level of
the judicial hierarchy. During the lengthy course of its review, the case was the subject of much public
interest and controversy.
The invention in question was a transgenic, non-human mammal that had been engineered to carry a
foreign cancer causing oncogene which would make the mammal more susceptible to cancer. The method
of creating such a mammal involved two phases. Initially, the oncogene was artificially inserted into the
DNA of fertilized embryonic cells. These cells were then implanted into a pseudo-pregnant female foster
mammal for development to full term. The mammals born of this process and their offspring could be
used as animal models for cancer, eg. for testing cancer therapies or for carcinogenicity testing. In
preferred form the mammal was a mouse, hence the moniker "oncomouse" was applied to the invention.
Beyond claiming genetically engineered mammals per se, the applicant also claimed genetic engineering
methods for producing the transgenic mammals, cell cultures, DNA molecules for making the transgenic
mammals, testing methods, and uses of the transgenic mammals for testing.
The application was rejected by the examiner in a final action dated March 24, 1993 at which time the
claims to transgenic mammals were rejected as not being within the definition of invention. The other
claims were deemed to be allowable. As an aside, it is worth noting that the corresponding United States
patent was the first patent to ever issue with claims to a multicellular animal.
The examiner's reasons for rejecting the application were based on the notion that the Commissioner had
both a duty and a right to consider the public's interest when granting a patent (Commissioner of Patents
v. Farbwerke Hoechst Aktiengesellschaft Vormals Meister Lucius and Bruning (1963), 41 C.P.R. 9 at 17
(S.C.C.)). The examiner also felt bound by the Federal Court of Appeal decision in the Pioneer Hi-Bred
case which clearly indicated that plants are not patentable subject matter. If plants were not patentable
subject matter, then neither were animals. The appellant argued that the Supreme Court did not rule on
the patentability of higher life forms in the Pioneer Hi-Bred case and accordingly the examiner was not
bound by the Appeal Court decision.
Interestingly, the examiner's rejection was reviewed by the Commissioner himself in consultation with the
Patent Appeal Board. The Commissioner noted the examiner's concern over allowing claims to sensitive
subject matter but clarified that any refusal by him must be justified in law per section 42 of the Patent
Act and as made clear in Monsanto Co. v. Commissioner of Patents (1979), 42 C.P.R. (2d) 161 at 177
(S.C.C.). The Commissioner also acknowledged that he may not be bound by the Appeal court decision in
the Pioneer Hi-Bred case, but he regarded it as having highly persuasive influence. The Commissioner
noted that the corresponding United States application had issued to patent with claims to mammals, but
he put no weight in that fact. In the Commissioner's view, the terms "manufacture" and "composition of
matter" meant the following (emphasis added):
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In my view the words "manufacture" and "composition of matter" as found in Section 2 apply to
something that has been made under the control of the inventor. In the case of "manufacture" it
is the production of articles for use from starting materials, prepared by giving these materials
new forms, qualities, properties or combinations whether by hand labour or machinery. As to the
term "composition of matter" I would construe the term broadly to include not only the result of
chemical union or mechanical admixture but also microbiological, or genetic engineering
techniques so long as they are performed and controlled by the human hand. At the same time
the resulting product must be reproducible in a consistent manner.
It is apparent that the test applied by the Commissioner on the question of what constitutes a
manufacture or composition of matter is one of control and reproducibility. Further, it appears that the
Commissioner was not prepared to discriminate against inventions made through genetic engineering
methods, so long as the inventor had control over it and was able to reproduce it consistently. When the
test was applied, the Commissioner found that the inventor did not have complete control over the
invention since it relied, in part, on the laws of nature to take over and generate a mammal once the
inventor had completed the "test tube" portion of his invention. That is, the inventor did not have full
control over all the characteristics of the resulting mammal. The Commissioner did find that the inventors
had complete control over their DNA molecules and cell lines and indicated that these claims would be
allowable. However, the inclusion of claims to mammals per se demanded that the application be refused.
The applicant appealed the decision, and the issue then went to the Federal Court, Trial Division on
November 17, 1997. Picking up on the reasons proposed by the Commissioner, the Trial Court seemed to
be largely concerned with the question of how much control the inventors had over the creation of their
oncomouse and whether or not it could be consistently reproduced. The appellant argued that the
Commissioner was wrong to demand that the inventors have control over "all the characteristics" of their
creation. According to the appellant, control over the essential features of the invention was sufficient;
the oncogenic transgene. The court agreed but went on to clarify the question by saying that the
issue would really hinge on how far the inventor's intervention and control extended and where the
control exerted by mother nature took over (at para. 27):
I agree with the appellant that, as far as it is concerned, the essential feature of the mouse is the
presence of the transgene. This is what makes these mice useful for the testing of carcinogens,
etc. I also agree that, while the laws of nature are involved, the transgene will not be present
without human intervention. This clearly gives the inventor a patent for the creation of the
plasmid and the process of injection thereof. I cannot however pass the final hurdle and conclude
that ipso facto the appellant can then claim a patent over every descendant mouse which
possesses that gene. The creation of the oncomouse is a marriage between nature and human
intervention. But that is exactly the point. The question of which aspects can be attributed to
human intervention and for which aspects one is forced to merely sit back and allow nature to run
its course is the exact issue.
Reasoning that the inventors' control effectively ended when they artificially inserted the oncogene into an
egg cell, the Trial court suggested that once this was done, the remaining steps involved in creating a
founder mammal, and/or offspring thereof, merely proceeded according to the laws of nature and no
more human intervention was required. In that sense, the court viewed the situation as completely
analogous to the situation described by the Supreme Court in the Pioneer Hi-Bred case. On this point the
court concluded that what occurred during the gestation process was infinitely variable and unknown.
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The Trial court also held that the invention was not reproducible since, as was the case in the Pioneer HiBred case, too much was left to luck and it would only be by good fortune that someone skilled in the art
could reproduce the invention.
Although it appeared that the court borrowed heavily from the Supreme Court decision in the Pioneer HiBredcase, the court did eventually consider the more direct question of whether or not a higher life form,
such as a mouse, is an invention within the meaning of the Patent Act. Having determined that the
invention with respect to control and reproducibility in this case was unlike that in the Abitibi case, and
having considered the reasons put forward by the minority of the United States Supreme Court in the
Chakrabarty decision, the court concluded that distinctions could be made between a lower and higher life
form based on the notion certain things should not be patentable. Nadon J. was of the opinion that if
Parliament had ever intended higher life forms to be patented they had ample opportunity to do so. Since
they had not, he concluded that "[a] complex life form does not fit within the current parameters of the
Patent Act without stretching the meaning of the words to the breaking point, which I am not prepared to
do". Accordingly, it appeared to the court that even if an inventor is able to exercise full control over the
creation of a higher life form, and if he is able to consistently reproduce it independent of any "law of
nature", then he still could not obtain a patent for such a higher life form since Parliament never intended
to grant patents for such things.
It was thus affirmed that higher life forms are not patentable subject matter.
However, on further appeal, Federal Court of Appeal expressed a distinct, and fundamentally different,
philosophical view on the nature of the patent system in Canada. In essence, the Appeal Court was of the
opinion that to restrict the definition of invention, in particular the definition of a patentable "composition
of matter", would be contrary to the spirit of the Patent Act, i.e., to promote innovation, including
innovation in areas previously unimagined.
The majority opinion of the Appeal Court was delivered by Mr. Justice Rothstein on August 3, 2000. He
began by noting that the corresponding United States application had issued to patent on the authority of
the majority in the Chakrabarty decision. In the Chakrabarty decision, the majority of the court held that
the definition of invention should be interpreted liberally and that the words of the United States statute
should not be construed narrowly so as to exclude things not explicitly forbidden. It followed that things
such as life forms, even higher life forms, should be considered patentable. The Court of Appeal also
noted that there was little authoritative Canadian jurisprudence on the interpretation of the term
"composition of matter". The court did appreciate that British jurisprudence was often seen as
authoritative in Canada, but saw no reason why United States jurisprudence should not be considered at
least guiding when a statutory interpretation is sought; especially in cases, as was here, where the
wording of the Canadian and United States statutes are similar. Therefore, the court adopted the following
broad view (at para. 62):
I see no reason why the analysis of the United States Supreme Court does not provide useful
guidance for the purposes of construing the same words in the Canadian Patent Act. Canadian
courts must not read into legislation conditions and limitations not expressed by Parliament. The
broad language of the definition reflects the fact that inventions are unforeseeable. As Burger C.J.
pointed out, in the field of patent law, the statute cannot be confined to the particular applications
contemplated when the legislation was enacted.
A rule that unanticipated inventions are without protection would conflict with the core concept of
the patent law that anticipation undermines patentability.
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The same principle is applicable to Canadian patent law.
Thus, the fundamental view held by the Appeal Court was that you cannot deny someone a patent for a
particular type of subject matter unless the Patent Act clearly prohibits the patenting of the subject matter
and to do otherwise would be to defeat the purpose of the Act. In adopting this position, the Appeal Court
took the opposite view of both the minority in the Chakrabarty decision and of the Trial Court, which both
accepted the premise that, in the absence of legislative direction, there was a "common understanding"
that living organisms are not covered by patent legislation. This is reflected at paras. 65-66 (emphasis
added):
I have difficulty reconciling the proposition that there is a "common understanding" that patents
are not available to cover living organisms with the object and purpose of patent legislation -- to
promote inventions. The "common understanding" cannot mean that there are limitations on the
areas of research and innovation that may result in patentable inventions. Here, I think the logic
of the majority [of the Supreme Court in the Chakrabarty decision] is more persuasive, that the
distinction as to what is and is not patentable is not between animate and inanimate things, but
between discoveries resulting from the laws of nature, whether living or not, and human made
inventions.
In Canada, there is no "common understanding" that patent law does not extend to living
organisms. As I have already noted, the decision of the Patent Commissioner to grant a patent to
cover yeast, moulds and other lower life forms in the Abitibi Patent Application in 1982 suggests
the opposite. And in Pioneer Hi-Bred, the Supreme Court of Canada has accepted that the
Canadian Patent Actdoes not necessarily exclude living things from patent protection.
Accordingly, the Appeal Court appeared to prefer a less conflicted, more pragmatic approach to the
question of patentable subject matter. That being the case, the court concluded that "the definition of
'invention' does not exclude from patentability, higher life forms such as the oncomouse". Any limitations
that were to be placed on the Act should be done by Parliament and not by the courts.
Note that the court considered that a patent could be denied for really only one reason; namely, that the
invention was a mere discovery that resulted from the laws of nature as opposed to something that was
the result of human intervention. In this vein, the court appreciated that there had been a "sophisticated
genetic alteration" made by the inventors, a fact that the court saw as distinguishing the case at bar from
the Pioneer Hi-Bred case wherein the invention followed from classical plant breeding methods that relied
entirely upon the laws of nature.
The Appeal Court also considered the view held by both the Commissioner and the Trial Court on the
questions of control and reproducibility of the invention. In so doing, the court noted that these
requirements were founded in the Organon decision and are questions that are also entirely relevant to
the requirement for utility. On the question of control, the court concluded that complete control of the
invention was a demand that was too rigid and that an inventor need only have control over those
features essential to the invention (at para. 78):
In sum, usefulness is necessary for patentability and implies control in the sense that the desired
result will be achieved when the product is used or produced. That desired result in this case is an
oncomouse with susceptibility to cancer for use in carcinogenicity studies. Once that has been
achieved, control over other characteristics of the mouse is not necessary or relevant. Such
"additional" control has nothing to do with the desired result. If the product is a composition of
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matter that is new, useful and unobvious, it is a patentable "invention". These conditions have
been met in this case.
On the question of reproducibility, the court similarly concluded at para. 84 that the specification was
adequate and would allow someone to make an oncomouse with the essential features of the invention:
By using the methods described in the specification of the Patent Application, an oncomouse is
producible with all of its cells affected by the oncogene. Such a mouse is reproducible and is
useful. The fact that other characteristics of the oncomouse are not reproducible at will by the
inventor or person skilled in the science is irrelevant because they are not necessary for the
usefulness of the oncomouse.
Accordingly, the lower court ruling was overturned and the appeal was allowed.
The final word on the patentability of Harvard's oncomouse was handed down by the Supreme Court on
December 5, 2002. In a split 5-4 decision the Supreme Court narrowly held that the definition of invention
was never intended by Parliament to include higher life forms. The Supreme Court did not consider any
arguments concerning lack of control or reproducibility of the invention. Speaking for the majority,
Bastarache J. was of the opinion that the sole question put to the court was whether or not the words
"manufacture" and "composition of matter" are sufficiently broad to include higher life forms. In this
sense, the question was one purely in the interpretation of the Patent Act, i.e., a pure determination of
law divorced from any factual considerations.
Contrary to the seemingly unlimited interpretation of the Act adopted by Rothstein J. in the Court of
Appeal, Mr. Justice Bastarache saw the Act as being implicitly limited yet being sufficiently broad to allow
for the emergence of unforeseen technologies (at para. 158, emphasis added):
I agree that the definition of invention in the Patent Act is broad. Because the Act was designed in
part to promote innovation, it is only reasonable to expect the definition of invention to be broad
enough to encompass unforeseen and unanticipated technology. I cannot however agree with the
suggestion that the definition is unlimited in the sense that it includes "anything under the sun
that is made by man". In drafting the Patent Act, Parliament chose to adopt an exhaustive
definition that limits invention to any "art, process, machine, manufacture or composition of
matter". Parliament did not define "invention" as "anything new and useful made by man". ay
choosing to define invention in this way, Parliament signalled a clear intention to include certain
subject matter as patentable and to exclude other subject matter as being outside the confines of
the Act. This should be kept in mind when determining whether the words "manufacture" and
"composition of matter" include higher life forms.
From this general statement, the court went on to define what the term "manufacture" encompasses
based in part on a purely literal definition (at para. 159, emphasis added):
"Manufacture"
With respect to the meaning of the word "manufacture" (fabrication), although it may be
attributed a very broad meaning, I am of the opinion that the word would commonly be
understood to denote a non-living mechanistic product or process.
In my view, while a mouse may be analogized to a "manufacture" when it is produced in an
industrial setting, the word in its vernacular sense does not include a higher life form. The
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definition in Homblower v. Boulton (1799), 8 T.R. 95, 101 E.R. 1285 (K.B.), cited by the
respondent, is equally problematic when applied to higher life forms. In that case, the English
courts defined "manufacture" as "something made by the hands of man" (at p. 1288 E.R.). In my
opinion, a complex life form such as a mouse or a chimpanzee cannot easily be characterized as
"something made by the hands of man".
As for the term "composition of matter", the court said the following (at para. 160, emphasis added):
"Composition of matter"
As regards the meaning of the words "composition of matter", I believe that they must be defined
more narrowly than was the case in Chakrabarty, supra, at p. 308 namely "all compositions of two
or more substances and . . all composite articles". If the words "composition of matter" are
understood this broadly, then the other listed categories of invention, including "machine" and
"manufacture", become redundant. This implies that "composition of matter" must be limited in
some way. Although I do not express an opinion as to where the line should be drawn, I conclude
that "composition of matter" does not include a higher life form such as the oncomouse.
Thus the Supreme Court rejected the broad definition preferred by both the Appeal Court and the United
States Supreme Court. Note also the reluctance of the court to clearly state, in positive terms, what it
considers patentable subject matter. Instead, the definitions proposed for "manufacture" and "composition
of matter" are both phrased in negative terms; i.e., "non-living product or process" and "does not include
a higher life form". The court's reluctance is understandable to a degree given the comments offered at
para. 166:
Patenting higher life forms would involve a radical departure from the traditional patent regime.
Moreover, the patentability of such life forms is a highly contentious matter that raises a number
of extremely complex issues. If higher life forms are to be patentable, it must be under the clear
and unequivocal direction of Parliament.
Therefore, although the Supreme Court indicated at para. 144 that the Commissioner has no discretion to
"refuse a patent on the basis of public policy considerations independent of any express provision in the
Act", it appears that the Supreme Court was sensitive, at least to some degree, to public perceptions.
Although the Supreme Court and the Court of Appeal differed in their opinions on the patentability of
higher life forms, it is clear that each court was in full agreement that direction from Parliament is required
as to what is patentable in respect of this type of subject matter.

Summary
To conclude, it is apparent by reading the Harvard decision that we are still left facing the fundamental
problem alluded to at the beginning of this chapter. It is fitting then to acknowledge the telling comments
made by Mr. Justice Bastarache of the Supreme Court at para. 206 of the Harvard decision:
As I remarked above, it is up to Parliament and not the courts to assess the validity of the
distinction drawn by the Patent Office between higher life forms and lower life forms. Yet, even if
this Court were to alter the status quo and find higher life forms patentable, it would be unable to
avoid engaging in line-drawing. The majority of the Federal Court of Appeal, which found that the
Patent Act did apply to higher life forms, was nonetheless compelled to draw a distinction
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between higher life forms and human beings. In doing so, it merely substituted one line, that
between humans and animals, for the line preferred by the Patent Office, that between higher and
lower life forms.
It appears that the Supreme Court inevitably saw itself in the midst of a "line drawing" exercise wherein
competing parties urged the court to draw the line at different places. It also appears that the court was
reluctant to re-draw a line that would offend the status quo unless Parliament gave it clear direction to do
so. And therein lies the problem; that being, every time some contentious new subject matter is
confronted by an examiner, he or she is forced to decide where to draw the line and is asked to do so
with limited precedent from the courts and without clear direction from Parliament.
In such situations, the examiner must remember to be guided by the basic fundamentals of patent
examination: first, understand what is the nature of the invention claimed; next, review the guidelines and
case law for patentable subject matter; and finally, assess the case on its merits, using your best
judgment and attempting to adhere to the spirit of the guidelines. And, of course, as is always advisable
when in doubt, an examiner should consult with colleagues and the Section Head, in order to ensure
uniformity of practice within the Office.

Complete Control is Not Required
Harvard College v. Canada (Commissioner of Patents) (1998), 79 C.P.R. (3d) 98 (F.C.T.D.),
rev'd (2000), 7 C.P.R. (4th) 1 (F.C.A.), aff'd (2002), 21 C.P.R. (4th) 417 (S.C.C.), aff'g (1995),
CD 1203 (P.A.B.)
In this case, the Federal Court of Appeal commented on the "controllable and reproducible" requirement
and clarified these aspects. In this case, the principle question was whether or not Harvard's claims to
higher life forms, in particular a mouse genetically engineered to be susceptible to cancer, defined
patentable subject matter. The Commissioner refused such claims, as did the Trial Court, in part based on
the notion that Harvard did not have full control over all of the characteristics of the mouse, including such
things as the mouse's fur colour and tail length. It was reasoned that Harvard's control and ability to
reproduce the invention extended only so far as the insertion of a cancer causing gene into the mouse
was concerned. According to the Trial court "everything else about the mouse is present completely
independently of human intervention". No authority was cited by the Trial Court for refusing the patent on
these grounds.
However, the Court of Appeal noted that authority can be found in the Organon decision. With respect to
control over an invention, the Court of Appeal noted the following at paras 71-72 (emphasis added):
From the Organon decision it is apparent that the control (and reproducibility) test is considered
to be implicit in the statutory requirement that an "invention" be "useful". In Organon, the Patent
Appeal Board spoke of an art or process being "useful" as distinct from a "fine art" having
"intellectual meaning or aesthetic appeal alone".
I agree with the Patent Appeal Board in Organon that control is implied in the requirement that
an invention be useful. However, the words in the Organon decision apply only to art or a process
and not a product. I am prepared to accept, without deciding, that the control test set out in
Organon is also applicable to products. It follows that if there is insufficient control over a product
such that it would not be practically useful, the usefulness requirement of the definition of
"invention" would not be met.
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The Court of Appeal went on to broadly define the degree of control required for an invention to be
considered useful (at para. 78, emphasis added):
In sum, usefulness is necessary for patentability and implies control in the sense that the desired
result will be achieved when the product is used or produced. That desired result in this case is an
oncomouse with susceptibility to cancer for use in carcinogenicity studies. Once that has been
achieved, control over other characteristics of the mouse is not necessary or relevant. Such
"additional" control has nothing to do with the desired result.
Therefore, complete control over the subject matter of the invention is not required. It is sufficient for an
inventor to have control only to the extent required to meet the objectives of the invention; control over
extraneous aspects is not required. In this case it did not matter to the court that Harvard did not have
full control over all features of its mouse, so long as it had sufficient control to render a mouse susceptible
to cancer.
On the related question of reproducibility, the Court of Appeal noted that the reproducibility requirements
for a useful invention are set out in paragraph 27(3)(b) (at paras 82-83):
Compliance with paragraph 27(3)(b) is not a condition precedent to an invention. The provision is
only concerned with sufficiency of disclosure by the inventor. Provided disclosure is sufficient to
enable another person skilled in the science to make and use the product, its requirements have
been met.
There is no dispute here that the specification contained sufficient disclosure to comply with
paragraph 27(3)(b).
From this the court concluded the following at para. 85:
Other than the requirement for sufficient disclosure of an invention in paragraph 27(3)(b), about
which there is no dispute on this appeal, I see nothing in the Patent Act pertaining to a
reproducibility requirement which the inventors can be said to have failed to meet. The
reproducibility requirement derived from Organon, supra, in the context of usefulness, has been
satisfied in this case.
Thus, the reproducibility requirement extends only so far as enablement is concerned. If the description
sets out clearly the steps and methods which are to be followed by a skilled person and if when followed,
the same invention can be reproduced, then the invention is useful. In this case it was agreed that the
mouse could be reproduced using the methods described; therefore, the reproducibility requirement was
clearly met.
Ultimately the case was heard before the Supreme Court. However, the Supreme Court did not comment
further on the control and reproducibility requirements for utility and instead overturned the Appeal Court
decision for fundamentally different reasons, relating to whether or not the claimed subject matter was a
composition of matter.
Critical to the question of control as seen in the Harvard decision is the ability to have control such that
"the desired result will be achieved when the product is used or produced". This brings up the next aspect
to consider when assessing utility. That being, "Does the result promised by the inventor inevitably
follow?". This question should not be confused with the question, "Does any useful result follow?".
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Review Questions
1.

What is the definition of invention as defined by section 2 of the Patent Act?

2.

What is further required in order to obtain patent protection based on the discovery of a new
principle?

3.

What is the definition of art as set out in Lawson v. Commissioner of Patents?

4.

What is the definition of manufacture as set out in Lawson v. Commissioner of Patents?

5.

What were the four principles set forth in the Schlumberger case with respect to the patentability
of computer-related inventions?

6.

In the Harvard case, what did the Supreme Court decide with respect to whether the claimed
subject matter could be considered as a "manufacture" or a "composition of matter"?
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Notes:
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Section E - Cases from Different Technical Fields
Totus in Coto, et totus in qualibet parte "Wholly complete, and complete in every part"

Discovery vs. Invention
Every conceivable type of patentable subject matter has its roots in some discovery, idea or realization.
However, all things newly discovered are not necessarily considered inventions. The proposition that a
mere discovery is not patentable is a principle long established in Canadian jurisprudence and it may be
the single most important guiding concept in determining whether or not any given claim is allowable.
Therefore, it is important to initially clarify when a discovery can be said to form a valid basis for an
invention.
Cases considered:
a) Shell Oil v. Commissioner of Patents (1982), 67 C.P.R. (2d) 1 (S.C.C.), rev'g (1980), 54 C.P.R. (2d) 183
(F.C.A.), rev'g (1979), CD 622
b) Rodi and Weinenberger Aktiengesellschaft v. Metalliflex Ltd (1958), 30 C.P.R. 17 (Que. Sup. Ct.), rev'd
(1959), 32 C.P.R. 102 (Que. Ct. of Queen's Bench, Appeal Side), aff'd (1960), 35 C.P.R. 49 (S.C.C.)
c) Progressive Games Inc. v. Commissioner of Patents (1999), 3 C.P.R. (4th) 517 (F.C.T.D.), aff'd (2000), 9
C.P.R. (4th) 479 (F.C.A.), aff'g (1997), 3 C.P.R. (4th) 526, CD 1221 (P.A.B.)
d) Pioneer Hi-Bred Ltd. v. Commissioner of Patents (1989), 25 C.P.R. (3d) 257 (S.C.C.), aff'g (1987), 14
C.P.R. (3d) 491 (F.C.A.), aff'g (1986), 11 C.P.R. (3d) 311, CD 1067 (P.A.B.)

Discovery of a New and Distinct Use for an old product
Shell Oil v. Commissioner of Patents (1982), 67 C.P.R. (2d) 1 (S.C.C.), rev'q (1980), 54 C.P.R.
(2d) 183 (F.C.A.), rev'q (1979), CD 622
Shell had attempted to obtain a patent for an invention described by the applicant as based on the
"surprising discovery that compounds having a specific chemical structure have useful properties in
respect of the regulation of the growth of plants".
Some of the compounds disclosed were old and known while others were new. However, Shell limited its
claims to compositions, choosing not to claim any new compounds in a per se manner. The composition
claims recited a generic structure of the active compound and further specified the inclusion of an inert
adjuvant or carrier. Claim 1 reads as follows:
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A plant growth regulant composition comprising a compound of the formula [generic structure]
together with an adjuvant therefor.
It was conceded that there was nothing inventive in mixing the compounds with an appropriate adjuvant.
The basis for the invention was nicely described by the Supreme Court as follows (at p. 10):
It is not the process of mixing the old compounds with the known adjuvants which is put forward
as novel. It is the idea of applying the old compounds to the new use as plant growth regulators;
the character of the adjuvants follows inevitably once their usefulness for that purpose has been
discovered.
The question was whether or not a new use for an old compound could be patented. If it could, then how
could it be claimed?
The examiner in charge of the application, the Commissioner of Patents and the Federal Court of Appeal
were all of the opinion that a new use for and old product that was claimed in the form of a composition
was not patentable since there was no inventive effort required in mixing a known compound with a
known adjuvant. Their reasoning rested principally on the decision in commissioner of Patents v.
Farbwerke Hoechst Aktiengesellschaft formals Meister Lucius and Bruning (1962), 39 C.P.R. 105 (Ex. Ct.),
rev'd (1963), 41 C.P.R. 9 (S.C.C.). In that case, the Supreme Court held that the patentee was not entitled
to a second patent for a pharmaceutical compositions comprising compounds that had already been
claimed in a per se manner in an issued parental patent since the mixing of a patented substance with a
carrier was not new and was not the result of inventive effort.
■ Important points
•
•
is Bear in mind, however, that in the Farbwerke Hoechst decision the underlying utility of both the
■ compounds per se as claimed in the parent application and the utility of the compositions as later claimed
•
▪ was the same; i.e., the compounds and compositions were both useful as pharmaceutically active anti• diabetic agents.
•
•
▪ In contrast, the Shell invention rested on the discovery of a previously unrecognized and distinct
■ utility.
In light of this, it is understandable how the Supreme Court was able make the following comments (at
pp. 10-11, emphasis added):
What then is the "invention" under s. 2? I believe it is the application of this new knowledge to
effect a desired result which has an undisputed commercial value and that it falls within the words
"any new and useful art". I think the word "art" in the context of the definition must be given its
general connotation of "learning" or "knowledge" as commonly used in expressions such as "the
state of the art" or "the prior art". The appellant's discovery in this case has added to the
cumulative wisdom on the subject of these compounds by a recognition of their hitherto
unrecognized properties and it has established the method whereby these properties may be
realized through practical application. In my view, this constitutes a "new and useful art" and the
compositions are the practical embodiment of the new knowledge.
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•• Important points
•
• Therefore, the court held that the new discovery made by Shell represented an advancement over what
•
• was already known. Furthermore, by taking obvious steps to translate their discovery into a useful form,
• i.e., by formulating a composition, they applied new knowledge and generated a practical physical
• form that was considered an invention. This was so despite the fact that no inventive effort was required
•
▪ in so doing.
"Art" includes a new use
Note that the Supreme Court took a broad view of what the term "art" encompasses. It appears that an
art can be the "the application of new knowledge to effect a desired result which has commercial value
wherein the application of the knowledge generates a practical embodiment".

A Disembodied Idea is Not Patentable
Still with Shell a , note that the passage at p. 10-11 refers to a "practical embodiment" of a discovery.
This point is further clarified at p. 14:
It is true, as counsel for the commissioner submitted, that once it is decided that these
compounds are to be applied to plants, no inventive step is involved in selecting the appropriate
carriers; they are common knowledge in the field. But I think this is to miss the point. A
disembodied idea is not per se patentable. But it will be patentable if it has a method of practical
application. The appellant has shown a method of practical application in this case.
This passage underscores the importance of appreciating the fact that the mere realization of something
previously unknown does not necessarily represent the basis for a patentable invention. Further steps are
required before someone can say they have an invention.

Important Principles Concerning the Patentability of a Discovery
From the foregoing decisions, the following broad principles regarding the patentability of a discovery can
be drawn:
(i)

a discovery per se is not patentable;

(ii)

the basis for an invention cannot rest solely on an allegedly novel discovery;

(iii)

a discovery can be the realization that an old product can be put to some new use;

(iv)

a disembodied discovery or idea is not patentable;

(v)

a discovery must be translated through some act or work into some sort of physical form in order
to have an invention;

(vi)

the act of translation referred to in part (v) can be the application of new knowledge to effect a
desired result;
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(vii)

the step of applying the new knowledge referred to in part (vi) itself need not involve inventive
effort;

(viii)

the form of the invention itself must be new, useful and non-obvious; and

(ix)

the mere discovery of some new inherent benefit, advantage or use of an old thing does not
bestow patentability on the old thing per se.

Novelty in Utility — New Uses
Shell Oil Co. v. Commissioner of Patents (1982), 67 C.P.R. (2d) 1 (S.C.C.)
Thus novelty may exist where there is a new and unexpected utility discovered, which utility is not merely
analogous to the previously known use. Bear in mind that the claims in this case clearly indicated the new
utility since the preamble refers to "a plant growth regulant composition" and not merely "a composition".
(This type of product-use claim is sometimes called a "label" claim, as it puts a new label on an old
composition.)
The Supreme Court further considered the question of whether the new use had the attribute of inventive
ingenuity. The court stated at p. 11 (emphasis added):
. . . the inventive ingenuity here lies in the new use for the old compounds and not in the
compounds themselves. Having discovered the use, the appellant has then combined the
compounds with the appropriate carriers for their application to plants. It is not, in my view,
necessary in the case of the discovery of a new use for an old compound that the combination of
the compound with the adjuvant be itself novel in any sense other than that it is required in order
to give effect to this particular use of the compound. This is not a case where the inventive
ingenuity is alleged to lie in the combination; the combination is simply the means of realizing on
the new discovery potential of the compounds. This is a case where the inventive ingenuity is in
the discovery of the new use and no further inventive step is required in the application of the
compounds to that use, i.e., in the preparation of the appropriate compositions.

The Specification Must Not Falsely Promise a Specific Utility
Rodi and Weinenberger Aktiengesellschaft v. Metalliflex Ltd. (1958), 30 C.P.R. 17 (Que. Sup.
Ct.), rev'd (1959), 32 C.P.R. 102 (Que. Ct. of Queen's Bench, Appeal Side), aff'd (1960), 35
C.P.R. 49 (S.C.C.)
The invention in this case related to extensible chain bands typically used on watch bands. The bands
comprised three principle components; namely sleeves, U-shaped connecting bows and leaf springs.
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The Supreme Court summarized the dispute as follows (at p. 53):
It is said on behalf of the appellant that although Claims 1 and 2 cover a combination, the
elements of which are links, bows and springs, they omit the holding connection, with the
consequence that the bracelet is an inoperative device, which must necessarily fall apart, and that
the Claims should therefore be held invalid as lacking utility. The respondent's contention is that
Claims 1 and 2 should be construed so that something to hold the parts in their specified
relationship be included as part of the normal routine of a person setting out to construct the
bracelet. It has been also argued, and the Court of Queen's Bench has adopted this view, that it is
not sufficient to consider only the wording of the Claims, but also the whole specifications, which
have been described as the "Dictionary" of the Claims.
However, the claims in suit did not specify precisely how these three components were to be held
together, although the description did show how the mechanism could be kept together. On that basis,
the claims were allegedly invalid for defining something which would fall apart and was therefore not
operable in the same manner imagined by the patentee. At p. 108 of the appeal decision, the court
referred to the proper test for utility as described by Harold Fox and incorporating British law (emphasis
added):
As to the meaning of "utility as specified", Fox at pp. 300-1, borrows the following explanation
from Bennett J. in Unifloc Reagents Ltd. v. Newstead Colliery Ltd. (1943), 60 R.P.C. 165 at p. 184:
If when used in accordance with the directions contained in the specification, the
promised results are obtained, the invention is useful in the sense in which that term is
used in the patent law. The question to be asked is whether, if you do what the
specification tells you to do, you can make or do the thing which the specification says
that you can make or do.

▪
•
•
•
•
•
▪
•

Important points regarding promised utility
Therefore, where the specification promises a result or a certain utility, the invention is invalid if that
particular result is not achieved when the directions provided in the specification are followed.
An invention cannot be merely useful for any purpose; it must be useful for the same purpose imagined
by the inventor. Of course, where the invention is useless for any purpose whatsoever, it is also invalid.
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•
•
■ In this particular case, the claims were held to be valid on the basis that the description revealed
■ appropriate ways of connecting the principle features and on the basis that a person skilled in the art
•
• would know how to appropriately connect them even without an explicit indication in the claims. This
■ connection could be accomplished in a number of known ways, and it was considered to be ancillary to
• the actual invention, which was the particular combination of sleeves, connecting bows and leaf springs.
The Progressive Games Definition of "Art"
Progressive Games Inc, v. Commissioner of Patents (1999), 3 C.P.R. (4th) 517 (F.C.T.D.), aff'd
(2000), 9 C.P.R. (4th) 479 (F.C.A.), aff'n (1997), 3 C.P.R. (4th) 526, CD 1221 (P.A.B.)
In this case the appellant sought a patent for a modified method of playing poker. In the proposed
method, players played against the house as opposed to each other. Although the method allowed for
potentially larger payouts, including a bonus payment, the overall effect of the alleged invention was to tilt
the odds of winning in favour of the house.
The examiner rejected the application, reasoning that methods of playing games do not produce results
related to trade, commerce or industry. Therefore the grant of a patent would not be in the public's
interests.
The Commissioner agreed and further noted that a method of playing poker did not result in a change in
character or condition of any material object. The Commissioner likened the invention to "an abstract idea
directed to the means of playing a game, comparable to the rules of playing golf for example". Finally, the
Commissioner observed that by tilting the odds of winning in the house's favour, the applicant had merely
performed mathematical calculations rather than exercise any inventive effort resulting in the discovery of
some new knowledge or advancement. Accordingly, the application was not seen as either an "art" or
"process" as contemplated by section 2 of the Patent Act.
On appeal, the Federal Trial Court noted that the Commissioner had failed to apply the appropriate legal
test and had overlooked relevant jurisprudence; i.e., the Shell Oil case. Furthermore, the court held that
its standard for review of the Commissioner's decision need not be limited to determining whether the
Commissioner's conclusions were correct in law. The court reserved the right to arrive at its own
conclusions by examining all aspects of the case.
Referring to the decision in Refrigerating Equipment Ltd. v. W.A. Drummond and Waltham System Inc.,
[1930] Ex. C.R. 154 at 166, the court first noted that a "method" and a "process" are really one and the
same thing and that the term "art" may include a method or a process. The court then went on to develop
a test in order to determine if a particular process can be considered an "art".
The court broadly stated the test at para. 16:
•

Accordingly, the definition of the term "art" as provided by the Supreme Court includes a process
that:
(i) is not a disembodied idea but has a method of practical application;
(ii) is a new and innovative method of applying skill or knowledge; and

■
■
•
■

■
■
■
■

(iii) has a result or effect that is commercially useful.
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The court then applied the test to the facts in this case and found that two of the conditions were
satisfied. The court held that the method was not a disembodied idea since there was practical application
by way of the physical manipulation of cards. It was also agreed that the invention had a commercially
useful result. In fact, the applicant had already licensed the game and it was commonly played in British
Columbia. The shortcoming of the invention was revealed by the court to lie in its failure to represent the
application of new knowledge (at paras. 19-20):
I am of the view that the Appellant's method does not conform to the method of applying skill or
knowledge as described by the Supreme Court in Shell Oil. In that case, the Court concluded that
the discovery of a new use for old compounds had added to the cumulative wisdom in the subject
area of compounds because the Appellant had recognized certain properties that had been
unrecognized prior to that time ...
I do not believe that the Appellant's changes in the method of playing poker are a contribution or
addition to the cumulative wisdom on the subject of games. In my view, those changes do not
refer to "learning" or "knowledge" as commonly used in expressions such as "the state of the art"
or "the prior art".
Thus, the court reasoned that the applicant had not made any sort of patentable advancement. By adding
a new player, i.e., the house, the applicant did not substantially modify the game of poker per se. It was
also noted that the method used a standard deck of playing cards and a that a winning hand was
determined by conventional poker hierarchy. Any bonus offered was deemed to relate more to wagering
than to the game itself.
In a secondary argument, counsel for the appellant urged the court to view the invention as a "new use
for the old card game". The court rejected this argument by saying simply that the appellant merely has
"a known use for playing cards: the use of the latter for wagering in casinos" and by indicating that
"playing cards have been used in casinos for years and played versus the house".
As an aside, the court also entertained an argument put forward based on: (i) a decision in the United
States in a case involving a new game which was found to be patentable there, and (ii) the fact that the
appellant had received a patent for the same invention in the United States. Although the court considered
the United States decision useful and guiding, it cautioned against applying it directly in Canada. Further,
the court distinguished the facts in the United States case from those before it and did not consider it
relevant. The court then concluded that it was not bound by United States jurisprudence nor by the fact
that the corresponding United States application had been allowed.
In the end, the appeal was dismissed, the court having concluded that a method of playing a card game is
not an art or process within the meaning of section 2 of the Patent Act. The appellant sought further
review before the Court of Appeal but that court could find no reason to disturb the lower court's decision.
The Appeal Court went so far as to say that, even if a method of playing a card game involved more
substantial changes to an existing game, they were not convinced that the method would be considered
patentable. Although the Federal Court of Appeal did not affirmatively endorse the three-part test, it is
arguable that this decision represents the most relevant authority for determining whether or not a given
method or process can be considered a patentable art.
It is unfortunate for both examiners and patent agents that the Appeal Court, after having made a point of
not endorsing the three-part test as being determinative of whether or not a particular process (or
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method) may be protected by a patent, failed to provide any reasons to support this opinion. However, it
is interesting to speculate why the Court made the statement appearing in the last paragraph of the
decision.
One problem the Appeal Court might have had with accepting the three-part test is that it does not
account for exclusions of certain subject matter from patentability. For example, it could be argued that
methods of medical treatment, methods of doing business, and methods of playing games meet the literal
requirements of the test, yet these methods are considered to comprise unpatentable subject matter.
The difficulty of attempting to define which subject matters may be patentable and which others may not
form the subject of a patent was well described by the High Court of Australia in National Research
Development Corporation's Application, [1961] R.P.C. 135. The following excerpt from that case was
quoted by Kerr J. in the Exchequer Court decision in the Tennessee Eastman case (emphasis added):
The truth is that any attempt to state the ambit of s. 6 of the Statute of Monopolies by precisely
defining 'manufacture' is bound to fail. The purpose of s. 6, it must be remembered, was to allow
the use of the prerogative to encourage national development in a field which already, in 1623,
was seen to be excitingly unpredictable. To attempt to place upon the idea the fetters of an exact
verbal formula could never have been sound. It would be unsound to the point of folly to attempt
to do so now, when science has made such advances that the concrete applications of the nation
which were familiar in 1623 can be seen to provide only the more obvious, not to say the more
primitive, illustrations of the broad sweep of the concept.
Perhaps the Appeal Court in Progressive Games agreed with the idea that any attempt to define what is
considered to be patentable by an "exact verbal formula" is bound to be inadequate.
Or perhaps the Court considered the test was not restricted enough. From a review of the test, it would
appear that it merely provides that to be patentable, a process must be: (a) more than a mere abstract
idea [subsection 27(8) of the Patent Act]; (b) new [s. 28.2] and innovative (unobvious) [s. 28.3] method
of applying skill or knowledge; and (c) useful [s. 2]. As written, this test does not take into account that
the courts have stated that words of limitation must be read into the definition of invention, e.g., to
exclude subject matter that is protected under different statutes, such as the Copyright Act, as well as
matter that is excluded from patentability due to the courts' constructions of the terms "art", "process",
etc. If meeting the criteria of the Shell test was all that was required of a process in order that it be
considered patentable, a number of the present exclusions from patentability, as noted above, would not
exist. And yet these exclusions do exist. As a result, it is difficult to conceive of the Shell Oil test as being
determinative on the issue.
Consider also what the test does not require. As an example, it refers to a method of applying skill or
knowledge, but it does not limit the realm in which a patentable method must reside — as we know from
the cases discussed in the previous chapter on utility that it must be limited — to the manual or productive
arts.
Enough speculation as to what the Federal Court of Appeals might have been thinking but did not say; we
now return to a review of the considered cases to see what the courts have said regarding patentable
subject matter.
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Summary of the Characteristics of a Patentable Art

To sum up, it is apparent from the Lawson and Progressive Games decisions that:
(i)

a patentable art may result in a physical change to something;

(ii)

a patentable art cannot rely on professional skill for its performance;

(iii)

manufacturing occurs when some change in the character or condition of a material object has
been effected;

(iv)

a mere plan that in no way changes the character of an object is not patentable;

(v)

a method or process is considered an "art";

(vi)

to be considered patentable, a process must pass a three part test:
(a) the process must have a method of practical application,
(b) it must be a new and innovative method of applying skill or knowledge, and
(c) it must generate a commercially useful result. (However, as noted by the F.C.A. in Progressive
Games, this may not be enough to confer patentability on a process or method.)

Higher Life Forms
Pioneer Hi-Bred Ltd. v. Commissioner of Patents (1989), 25 C.P.R. (3d) 257 (S.C.C.), aff'q
(1987), 14 C.P.R. (3d) 491 (F.C.A.), aff'q (1986), 11 C.P.R. (3d) 311, CD 1067 (P.A.B.)

In this case the patentability of a higher life form was considered for the first time by a Canadian court.
The invention in this case was a novel variety of soybean plant that had a number of desirable agronomic
traits and that had been produced through traditional plant breeding techniques. Human intervention in
arriving at the novel variety was limited to selecting and then crossing particular parental lines of soybean
plants.
The applicant sought claims to a soybean plant per se but was denied by the examiner in a final action on
the grounds that the definition of invention under section 2 of the Patent Act did not encompass higher
life forms and in view of Office guidelines prohibiting claims to plants or animals per se. The Patent Appeal
Board agreed with the examiner despite compelling arguments put forward on behalf of the applicant. It
was pointed out that the Commissioner has no discretion to refuse a patent and that any refusal must be
justified in law. The applicant also argued that in view of the Abilibidecision, claims to higher life forms
are indeed permissible. The Board rebutted these arguments by pointing out that the refusal was
grounded in section 2 of the Patent Act and that the Abibbidecision was factually limited to
microorganisms; the question of the patentability of higher life forms not having been formally resolved.
The Board preferred to consider the application before it on its own merits and held that the development
of a novel soybean plant merely involved the professional skills of a plant breeder. Moreover, the Board
concluded that "there are limitations in Canada to the types of endeavour worked by humankind that may
receive patent protection".
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The matter then went before the Federal Court of Appeal. Again the appellant argued that the unique
soybean variety was basically a creation of man that met any test for patentability. It was further argued
that the fact that the invention was a plant should be disregarded as having no bearing. It was also
pointed out that the definition of invention was within the common and ordinary meaning of the terms
"manufacture" and "composition of matter" as found within section 2 of the Patent Act. Moreover, recent
decisions in the United States upheld an open interpretation of the definition of invention. Nonetheless,
Marceau, J. speaking for the court, held the following (at p. 496):
Even if those definitions were held to be applicable to a micro-organism obtained as a result of a
laboratory process, I am unable to go further and accept that they can also adapt to a plant
variety produced by cross-breeding. Such a plant cannot really be said, other than on the most
metaphorical level, to have been produced from raw materials or to be a combination of two or
more substances united by chemical or mechanical means. It seems to me that the common
ordinary meaning of the words "manufacture" and "composition of matter" would be distorted if a
unique but simple variety of soybean were to be included within their scope.
Thus the Federal Court of Appeal interpreted the Act narrowly so as to exclude a higher life form such as a
plant. Note the facts in this case were such that the novel soybean plant was not the result of a human
actually "manufacturing" anything; i.e., in the sense of combining two or more substances.
It was also argued that Parliament intended a broad and open minded interpretation of the Patent Act
when it was initially drafted and that by narrowly interpreting the Act, the court would be running contrary
to the spirit of the Act, i.e., to promote innovation. The court did not dispute that something innovative
had been realized by the appellant, but it did take issue with the intent of the Act. It was pointed out that
new plant varieties were known at the time the Act was drafted and that if it was Parliament's intention to
protect such entities, then it could have clearly indicated such. Moreover, the court pointed out that other
forms of protection were available for new plant varieties (i.e plant breeder's rights). Accordingly, the
appeal was dismissed.
Other reasons for rejecting the appeal also formed part of the majority opinion.
Importantly, Mr. Justice Pratte concurred with the reasoning of Marceau, J. but also added that he
regarded the invention as defective for another reason. He held that the application was insufficient under
subsection 36(1) [now subsection 27(3)] since the appellant was unable to provide a description that
would enable a person skilled in the art to reproduce the claimed invention. He reasoned that the novel
soybean variety had been developed using cross-breeding and selective breeding that involved a "degree
of luck". It followed that "even a complete and accurate disclosure by the appellant of everything that the
alleged inventor did to develop the new plant, would not enable others to obtain the same results unless
they, by chance, would benefit from the same good fortune". Pratte, J. did appreciate that the appellant
had deposited seed samples of the novel variety but rejected this as a corrective measure. Contrary to the
Board's opinion in the Abitibidecision, Pratte, J. held the following (emphasis added):
The use of the seeds deposited by the appellant is, in a sense, the use of the invention itself.
Subsection 36(1), as I read it, requires that the description be such that third persons, who do not
have access to the invention or anything produced by it, be enabled to reproduce it. This opinion
conflicts with the conclusion reached by the Patent Appeal Board in Re Application of Abitibi Co.
(1982), 62 C.P.R. (2d) 81 at pp. 90-1, where it was held that depositing a new micro-organism in
a culture collection to which the public had access was sufficient to satisfy the requirements of ss. 36(1). That conclusion of the board was, in my opinion, clearly wrong and based on what I
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consider to be an untenable interpretation of the decision of the House of Lords in American
Cyanamid Co. (Dann's) Patent, [1971] R.P.C. 425.
Accordingly, even the provision of samples of the invention itself was deemed to be inadequate. The court
demanded that the test be reproduction of the invention, not access to the invention.
On further appeal to the Supreme Court, the matter was decided principally on the latter point raised by
Pratte, 1 in the court below. In so doing the Supreme Court obviated the need to address the larger and
ore substantial question of the patentability of a higher life form. The court did acknowledge that there
were two questions before it, namely: (i) is a new variety of soybean an invention within the meaning of
section 2 of the Patent Act?; and (ii) is the specification sufficient for the purpose of subsection 36(1)?
The Supreme Court gave some consideration to the first question and noted two fundamental types of
genetic engineering (at pp. 263-264):
Genetic engineering can occur in two ways. The first involves crossing different species or
varieties by hybridization, altering the frequency of genes over successive generations. The main
consequence of this intervention is to oppose within the same cell allelic genes, that is, opposing
characteristics which replace each other alternately in the hereditary process, as a consequence of
the alternate action of their dominant genes ...
This procedure differs from the second type of genetic engineering, which requires a change in
the genetic material -- an alteration of the genetic code affecting all the hereditary material -since in the latter case the intervention occurs inside the gene itself. The change made is thus a
molecular one and the "new" gene is thus ultimately the result of a chemical reaction, which will
in due course lead to a change in the trait controlled by the gene. While the first method implies
an evolution based strictly on heredity and Mendelian principles, the second also employs a sharp
and permanent alteration of hereditary traits by a change in the quality of the genes.
Accordingly, the court noted a sharp distinction between "classical" plant or animal breeding and more
contemporary methods that relied upon molecular manipulation. The appellant argued that by virtue of its
intervention in the natural life cycle of the soybean plant, it had made an invention, even though the
characteristics in the new variety were the result of classical plant breeding. Although the court did not
rule on this point, it did clearly indicate that it was not receptive to the appellant's arguments (at p. 265):
The intervention made by [the appellant] does not in any way appear to alter the soybean
reproductive process, which occurs in accordance with the laws of nature. Earlier decisions have
never allowed such a method to be the basis for a patent. The courts have regarded creations
following the laws of nature as being mere discoveries the existence of which man has simply
uncovered without thereby being able to claim he has invented them. [The appellant] is asking
this court to reverse a position long defended in the case-law.
Accordingly, it would appear that the Supreme Court regards products generated as the result of some
naturally occurring process to be mere discoveries. In this case, the discovery was a plant variety that was
ultimately produced as the result of processes that followed laws of nature.
The court then went on to say that, to conclusively rule on the first question, more facts and scientific
evidence would be required if it were to rule on the patentability of higher life forms made by classical or
contemporary methods:
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To do this we would have, inter alia, to consider whether there is a conclusive difference as
regards patentability between the first and second types of genetic engineering, or whether
distinctions should be made based on the first type of engineering, in view of the nature of the
intervention. The court would then have to rule on the patentability of such an invention for the
first time. The record contains no scientific testimony dealing with the distinction resulting from
use of one engineering method rather than another or the possibility of making distinctions based
on one or other method.
The court saw that this would be a complicated question and chose instead to decide the matter solely on
the second question.
On this point the Supreme Court concurred with the lower court. Before rendering its decision, the
Supreme Court entertained an argument put forward by the appellant to the effect that the Court of
Appeal had ruled on an issue not raised by the examiner nor considered by the Patent Appeal Board. For
this reason, it was argued that the question of sufficiency could not be newly raised in the Federal Court
of Appeal.
However, the Supreme Court reminded the appellant that the powers of the Federal Court included not
only judicial review of a Commissioner's decision but also the power to render a decision that should have
been given in the first place. Accordingly, federal courts have the power to reject or uphold a
Commissioner's decision on any grounds, not merely those set out in an examiner's final action.
After affirming the notion that a patentee has an onus to describe his invention in such depth and degree
so as to enable a person of skill in the art to make it, and after reviewing the relevant jurisprudence on
the requirements of the specification, the court concluded with the following (at p. 270):
It is apparent in the case at bar that the steps required for selective production present no
problem. However, an experimenter could only discover the steps involved in crossing by empirical
means. Without hypothesizing as to why appellant did not comply with the disclosure
requirement, I have to say that either Hi-Bred was negligent in failing to describe its procedure
correctly or it did indeed make the discovery by chance.
As for the argument that the deposited seeds allowed the appellant to say that the description was
sufficient, the Supreme Court indicated the following (at p. 271):
Accordingly, since the Patent Act contains no provisions relating directly to biotechnological
inventions and new forms of life in particular, this new soybean variety will only be patentable if it
meets the traditional conditions and requirements for a patent.
There is no ambiguity in the wording of s. 36(1): the inventor must describe not only how the
invention can be used but also how a third party can make it; nowhere does it say that the
deposit by itself of a sample of the invention will meet the disclosure requirement.
Therefore, since the written description was insufficient and did not adequately describe how the invention
could be reproduced, the mere provision of a sample of the invention could not rectify the problem.
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Review Questions
1.

According to the MetaIliflex case, an invention must have utility for a particular purpose. What is
that purpose?

2.

What is the three-part test established in the Progressive Games v. Commissioner of Patents case
to determine whether an alleged invention was considered an "art" within the meaning of section
2 of the Patent Act?

3.

For a discovery to be patentable, what are the broad principles according to the Shell Oilcase ?

4.
From the Pioneer Hi-Bred Ltd. v. Commissioner of Patents case, what are the reasons that plant
breeding can, or cannot be, patentable in Canada?
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Section F - Decided Cases on Infringement
Arbitrium est judicium - "An award is a judgment"

Introduction
Generally speaking, neither the Patent Office nor examiners are concerned with infringement of an issued
patent. It is the responsibility of the patentee to police his own patent. However, as you know by now, the
question of infringement is highly relevant in the context of case law. Indeed, the majority of patent
disputes heard before the courts are infringement actions. Therefore, in order to fully appreciate the
jurisprudence, it is important to at least have a basic understanding of how the courts determine
infringement.
The question of infringement also brings to light the importance of the work done by examiners. For
instance, by insisting that the claims be as clear as possible, an examiner can make the task of assessing
infringement much easier for the courts. In infringement actions, the courts must construe the claims and,
as Mr. Justice Binnie put it in the Free World Trustdecision (infra at para. 66):
If significant representations are made to the Patent Office touching the scope of the claims, the
Patent Office should insist where necessary on an amendment to the claims to reflect the
representation.
Furthermore, by doing a complete assessment of patentability, the work of an examiner can also go a long
way in ensuring that an issued patent which has allegedly been infringed is a valid instrument to make
that allegation. Finally, an examiner should appreciate that an infringement action typically involves a
thorough review of the prosecution of the application by both parties to the action. Although mistakes
made during prosecution may work to the detriment or benefit of either party, it is far more preferable
that mistakes be avoided in the first place. If this notion needs reinforcement, then one need not look any
further than the case of Beloit Canada Ltd. v. Valmet Oy (1984), 78 C.P.R. (2d) 1 (F.C.T.D.), rev'd (1986),
8 C.P.R. (3d) 289 (F.C.A.) wherein a long and costly court battle may have been avoided if the Patent
Office had realized that the application filed by each party should have been placed in conflict and if the
question of validity had been settled before either application issued to patent.
Through the discussion which follows, a survey of several approaches to the question of infringement will
be presented.

Historical Aspect
As it will be recalled, the foundation of our patent system, and the statute from which the present Patent
Act sprung, may be considered to be the Statute of Monopolies of 1624, which clearly set forth the nature
of the things for which a monopoly could be granted.
The experience of the people of England with respect to monopolies had not been happy and, for long
after the passing of the above statute, the Courts looked with great disfavour upon any form of monopoly
and, in the case of letters patent, were willing and even anxious to discover defects in the grant, or in the
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specification, which would allow them to rule the grant invalid or relieve a defendant from the
consequences of his infringement.
Indeed, as long after the passing of the Statute of Monopolies as 1799 we find in Hornblower v. Boultron
(1799) Day. P.C. 221; 8 T.R. 95, a most improper statement by Chief Justice Lord Kenyon:
I confess I am not one of those who greatly favour patents; for though in many instances . . . the
public are benefited by them, yet, on striking the balance upon this subject, I think that great
oppression is practiced upon inferior mechanics by those who are more opulent.
However, a new attitude thereafter crept into the Courts and the advent of the Industrial Revolution did
much to speed this, and by the early nineteenth century we find a philosophy in the Courts similar to that
which prevails today, which is that one who receives the grant of a limited monopoly by letters patent
must be protected in the quiet enjoyment of that monopoly.
One important distinction between earlier infringement proceedings and those of today concerns the
determination of the scope of the invention. At one time, patents did not have claims. Therefore, in earlier
infringement proceedings, the courts were obliged to carefully study the specification in order to
determine the nature and extent of the invention. Fortunately, modern patents include a detailed
description that is followed by a series of explicit claims that serve, in theory, to clearly define the scope of
the monopoly, thereby facilitating the determination of infringement.

Statutory Provisions

As noted in a previous chapter on use and abuse of patents, the rights related to a granted patent are set
out in section 42 of the Patent Act, granting to the patentee and the patentee's legal representatives:
. . . the exclusive right, privilege and liberty of making, constructing and using the invention and
selling it to others to be used . . .
For a review of the sections of the Act that are pertinent to infringement proceedings, refer to the earlier
chapter on patent litigation.

Basic Principles

Infringement is not explicitly defined by the Patent Act; in order to ascertain what constitutes
infringement, recourse must be had to the Common Law.
Simply stated, "any act which interferes with the full enjoyment of the monopoly granted" (Lishman v.
Erom Roche Inc. (1996), 68 C.P.R. (3d) 72 at 77 (F.C.T.D.)) may be considered an act of infringement.
In speaking of infringement, a distinction must be made between the invention as described and
disclosed, and the invention as claimed. It is upon the invention as claimed which infringement must be
based and not upon the invention as disclosed and described. While the disclosure may be, and should be
in some cases, used to assist in interpreting the claims and deciding what is the proper scope of the
invention claimed, it is only that which is claimed that can be used as a yardstick to determine whether or
not there has been infringement.
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It is therefore important to observe expressions used in the description, such as "essential", "preferably",
and "as known in the art", have an importance only from a standpoint of construction and interpretation
of the extent and character of the monopoly covered by the claims.
It is also important to remember that the question of infringement is a mixed question of law and fact.
Although the courts may rely on witnesses for an education on the nature of an invention and the
meaning of technical terms found in the claims, it is important to remember that, as a matter of law, it is
the court's exclusive privilege and duty to properly construe the claims. The rule is that the claims must be
regarded as definitely determining the scope of the monopoly, having regard to the due and proper
construction of the expressions they contain.
Having properly construed the claims, determining their true scope, and having decided on any validity
issues raised by the defendant, it is the next duty of the court, as a matter of fact, to determine whether
or not the actions of a defendant trespass on the claims. If it is found that a defendant has trespassed on
the claims, then there is infringement and it does not matter if the infringing article has additional features
or improvements beyond those found in the patented article.
Generally this second determination follows in short order after a laboured construction of the claims.
Indeed, the question of infringement often principally rests on the court's view of the claimed invention.
Moreover, the answer to the question of infringement may vary with the interpretation of the claims
adopted by any given court since interpretation is, to a certain degree, a subjective exercise.
Finally, it is worth noting that the courts have historically resorted to different legal tests for infringement
and that the application of different tests may yield different answers. These legal tests for infringement
will be better appreciated by considering a limited number of the more relevant court cases on the topic.

Leading reference on Infringement: Free World Trust v. Electro Sante
To this date, the Supreme Court decision Free World Trust v. Electro Sante is the leading and most
relevant authority on the question of infringement in Canada. Since this decision was discussed in details
in Section A , it will not be repeated here.

Cases Considered
Catnic Components Ltd. v. Hill & Smith Ltd., [1982] R.P.C. 183 (H.L.)
Eli Lilly& Co. v. O'Hara Manufacturing Ltd. (1988), 20 C.P.R. (3d) 342 (F.C.T.D.), rev'd (1989), 26 C.P.R.
(3d) 1 (F.C.A.)
Monsanto Canada Inc. v. Schmeiser (2004), 31 C.P.R. (4th) 161 (S.C.C.), allowing in part (2002), 21 C.P.R.
(4th) 1 (F.C.A.), aff'g (2001), 12 C.P.R. (4th) 204 (F.C.T.D.)
Windsurfing International Inc. v. Trilantic Corporation (1985), 8 C.P.R. (3d) 241 (F.C.A.), rev'g (1984), 3
C.P.R. (3d) 95 (F.C.T.D.)
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Purposive Construction and the Intent of the Patentee
Catnic Components Ltd. v. Hill & Smith Ltd., I-19821 R.P.C. 183 (H.L.)
This landmark British case established precedent in Canada for a different approach to assessing
infringement. The test in this case is the so-called "Purposive Construction" approach. Fundamentally, the
test attempts to give purpose to the claims such that the patentee's intentions are respected.
As will be recalled from the earlier discussion of this case in the chapter on construction, the patent owned
by Catnic related to a lintel which is a support bar used above windows and doorways to support a course
of bricks. The patent claims called for a lintel that had a back wall support member that could "extend
vertically". The drawings showed a lintel with a perpendicular back wall; i.e., set at ninety degrees.
The defendant manufactured a very similar lintel. In fact, it was initially virtually identical to the Catnic
lintel, but it was later changed after the defendant was served notice that they may be infringing Catnic's
patent. The change made by the defendant was to slightly offset the back wall from perpendicular such
that it was no longer at exactly ninety degrees. The change resulted in a lintel which was marginally
weaker in its load bearing capacity. However, there was no significant functional difference. The two
lintels are shown below:
Pig

Catnic's lintel

Hill's lintel

Fig 2

Despite the change made by the defendant, Catnic pressed forward and sued for infringement.
The Trial Court applied the "Pith and Marrow" approach and determined that there could be no literal
infringement since the allegedly infringing lintel did not read on the claimed lintel. That is, the back wall of
the infringing article did not extend "vertically". However, the Trial Court held that the substance of the
invention had been stolen. Accordingly, the Trial Court found the defendant guilty of infringement. The
case was then appealed.
On appeal, the Court of Appeal corrected the Trial Court and noted that there could be no infringement
under the second part of the Pith and Marrow test since the back wall of the lintel was an essential feature
which could not be omitted nor merely substituted with an equivalent. Accordingly, the Court of Appeal
found no infringement. It appears therefore that the patentee was held to the strict literal meaning of the
terms used in the claims.
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On further appeal to the House of Lords, the Court envisaged a single test for infringement, not the two
part test required under the Pith and Marrow approach (emphasis added):
[b]oth parties to this appeal have tended to treat 'textual infringement' and infringement of the
"pith and marrow" of an invention as if they were separate causes of action, the existence of the
former to be determined as a matter of construction only and of the latter upon some broader
principle of colourable invasion. There is, in my view, no such dichotomy; there is but a single
cause of action and to treat it otherwise, particularly in cases like that which is the subject of the
instant appeal, is liable to lead to confusion.
Therefore, it appears that the Court had in mind a simplified approach to the question of infringement.
Although a noble pursuit, the test formulated by the Court is arguably not so simple. The essence of the
test the Court had in mind was expressed as follows:
A patent specification should be given a purposive construction rather than a purely literal one
derived from applying to it the kind of meticulous verbal analysis in which lawyers are too often
tempted by their training to indulge.
Thus, it appears that under the "Purposive Construction" approach, the patentee is given an apparently
somewhat different sort of saving grace; that is, the patentee may benefit by having an essential feature
of a claims interpreted in such a way that the claim expands beyond its literal terms. The claims are
interpreted to give them purpose which reflects the intent of the inventor.

The CatnicQuestions
In probing the intent of the inventor, the Court proposed a convolution of three questions formulated to
determine the importance of a variant of an essential feature found in an allegedly infringing article. In
this case, the allegedly infringing lintel had a variant back wall. The first question can be phrased as
follows:
(i)

Does the variant have a material effect on the way the invention works?

If not, then the second question can be asked:
(ii)

Would the fact that a variant had no material effect have been obvious to a person skilled in the
art?

If the answer to this question is "yes", then the critical third question can be asked. The Court phrased it
as follows:
The [third] question in each case is: whether persons with practical knowledge and experience of
the kind of work in which the invention was intended to be used, would understand that strict
compliance with a particular descriptive word or phrase appearing in a claim was intended by the
patentee to be an essential requirement of the invention so that any variant would fall outside the
monopoly claimed, even though it could have no material effect upon the way the invention
worked.
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If this last question can be answered in the affirmative, then there is no infringement. In other words, the
scope of a claim may not be interpreted in such a way that it expands to capture an infringing article with
a variant feature unless it would have been clearly understood by a person skilled in the art that the
patentee did not intend to limit himself to the literal meaning of a term used in the claim. This is so even
though the variant had no material effect on the way the invention works and even though this would
have been obvious to a person skilled in the art. The Court went on to offer further guidance on how the
third question should be approached:
Where it is not obvious, in light of the then-existing knowledge, the reader is entitled to assume
that the patentee thought at the time of the specification that he had good reason for limiting his
monopoly so strictly and had intended to do so even though subsequent work by him or others in
the field of invention might show the limitation to have been unnecessary.
In this case, the offset back wall found in the infringing article had no material effect on how the invention
worked. The fact that the variant had no effect on the way the invention worked would have been obvious
to a person skilled in the art. The answer to the third question was arrived at after considering the nature
of the invention and the knowledge to be expected from a person skilled in the art (emphasis added):
Put in a nutshell the question to be answered is: Would the specification make it obvious to a
builder familiar with ordinary building operations that the description of a lintel in the form of a
weight-bearing box girder of which the back plate was referred to as "extending vertically" from
one of the two horizontal plates to join the other, could not have been intended to exclude lintels
in which the back plate although not positioned at precisely 90 degrees to both horizontal plates
was close enough to 90 degrees to make no material difference to the way the lintel worked when
used in building operations? No plausible reason has been advanced why any rational patentee
should want to place so narrow a limitation on his invention. On the contrary, to do so would
render his monopoly for practical purposes worthless, since any imitator could avoid it and take all
the benefit of the invention by the simple expedient of positioning the back plate a degree or two
from the exact vertical.
It may be that when used by a geometer addressing himself to fellow geometers, such
expressions descriptive of relative position as "horizontal", "parallel", "vertical" and "vertically" are
to be understood as words of precision only; but when used in a description of a manufactured
product intended to perform the practical function of a weight-bearing box girder in supporting
courses of brickwork over window and door spaces in buildings, it seems to me that the
expression "extending vertically" as descriptive of the position of what in use will be the upright
member of a trapezoid-shaped box girder, is perfectly capable of meaning positioned near enough
to the exact geometrical vertical to enable it in actual use to perform satisfactorily all the functions
that it could perform if it were precisely vertical; and having regard to those considerations to
which I have just referred that is the sense in which in my opinion "extending vertically" would be
understood by a builder familiar with ordinary building operation. Or, putting the same thing in
another way, it would be obvious to him that the patentee did not intend to make exact verticality
in the positioning of the back plate an essential feature of the invention claimed.
Therefore, the Court concluded that it would have been clear to a person skilled in the art that the
patentee did not intend to limit himself to a lintel with a back wall that was precisely perpendicular. Given
this, the defendant's lintel was construed as being within the scope of the claims and therefore infringing.
Note that in this case, it seems that the courts arrived at differing conclusions depending on which test
was applied. The differences between the Pith and Marrow approach and the Purposive Construction
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approach seem to be that the Pith and Marrow approach is a two part test that allows for the omission or
substitution of a non-essential feature whereas the Purposive Construction approach is a single test that
examines a variation to a feature bearing in mind the patentee's intent.
Note also that under the Doctrine of Purposive Construction, a court cannot conclude that the patentee
did not intend to strictly limit himself unless his intentions can clearly be discerned by reading the
specification. Thus, while in some circumstances the claim may be construed to the ultimate benefit of the
patentee, this is not always the case. This point comes out in the next decided case.

Eli Lilly & Co. v. O'Hara Manufacturing Ltd. (1989), 26 C.P.R. (3d) 1 (F.C.A.)

In this case, a patent to a machine used to coat pills was allegedly infringed. The patented machine, much
like a dryer, had a drum in which pills and coating material were placed. Tumbling of the pills and the
coating material generated unwanted dust, which was removed using an exhaust duct mounted in a
"flexibly biased" manner against the periphery of the drum. The claims clearly called for a "flexibly biased"
exhaust duct in order to maximize ventilation by accommodating the out-of-roundness of the drum. By all
accounts, the removal of the unwanted dust in the patented machine was a great success.

The patented pill coater

The allegedly infringing machine also removed unwanted dust and was virtually identical except that the
drum was engineered to better tolerances to be more perfectly round. By so doing, the exhaust duct did
not have to be "flexibly biased" against the drum and could simply be mounted in close proximity to the
drum. The question before the court was whether or not the limitation to a "flexibly biased" duct in the
claims was an overly strict requirement and whether the patentee clearly had not intended to limit himself
to the literal terms of the claims. A review of the specification did not reveal a clear indication by the
patentee that he did not intend to limit himself to a flexibly biased duct. In fact, the description contained
the statement (emphasis added), "It is essential that the exhaust inlet be positioned adjacent to the
leading lower quadrant of the drum where the tablets tumble". Accordingly, the court found at p. 7 that
(emphasis added):
A court must interpret the claims; it cannot redraft them. When an inventor has clearly stated in
the claims that he considered a requirement as essential to his invention, a court cannot decide
otherwise for the sole reason that he was mistaken. I also wish to add that, as the court, in
interpreting the claims, is merely trying to find out what was the intention of the inventor, it
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cannot conclude that strict compliance with a word or phrase used in a claim is not an essential
requirement of the invention unless it be obvious that the inventor knew that a failure to comply
with that requirement would have no material effect upon the way the invention worked.
Thus a patentee may impose a self-inflicted wound on himself and we are not free to forgive him for that
mistake. This is so even if the patentee earnestly asserts, after the fact, that a limitation in a claim was
not intended to be there and even if the presence of the limitation was obviously unnecessary.

Purposive Construction Cuts Both Ways
This post-Catniccase illustrates that the Doctrine of Purposive Construction cuts both ways. That is, a
patentee will be held to the literal meaning of the terms used in claim unless the patentee's intentions are
made clear. Moreover, it indicates the welcome reception of this approach to infringement by Canadian
courts.
At trial, the court approved of the Pith and Marrow approach to assessing infringement. In the Trial
judges's opinion, the defendant's machine operated in substantially the same manner and for the same
purpose as the patented machine, even though the two machines were not identical. Accordingly, the Trial
Court found that the substance of the invention had been taken.
However, on appeal, the Court of Appeal adopted the Purposive Construction approach. It was clear to the
Appeal Court that the defendant's variant exhaust duct did not make a material difference to the working
of the invention and this would have been obvious to a person skilled in the art. The last of the so-called
Catnic questions was phrased by the Court as follows (at p.7):
[w]ould the specification make it obvious to a reader skilled in the art that the description of the
patented machine as comprising "an exhaust inlet flexibly biased against the exterior" of the drum
could not have been intended to exclude machines in which the exhaust was not "flexibly biased
against" the drum but was mounted in a fixed position as close as possible to the drum?

A Court Cannot Re-Draft the Claims
The Court then proceeded to emphasize that this question can only be answered in the affirmative, and
infringement found, if the patentee's intention were clearly obvious (emphasis added):
It should be realized that the answer to that question depends on the interpretation that is put on
the claims. That answer, therefore, must be consistent with the text of the claims. A court must
interpret the claims; it cannot redraft them. When an inventor has clearly stated in the claims that
he considered a requirement as essential to his invention, a court cannot decide otherwise for the
sole reason that he was mistaken. I also wish to add that, as the court, in interpreting the claims,
is merely trying to find out what was the intention of the inventor, it cannot conclude that strict
compliance with a word or phrase used in a claim is not an essential requirement of the invention
unless it be obvious that the inventor knew that a failure to comply with that requirement would
have no material effect upon the way the invention worked.
Therefore, a court cannot simply conclude that a limitation in the claims was unnecessary and that the
patentee must have meant something else unless the patentee's intent, as expressed from the words of
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the whole of the specification, clearly support a different intended interpretation. If this cannot be done,
then the patentee may have imposed a self-inflicted wound on himself.
In this case, the Court concluded that it was not free to interpret the claims as including a machine that
had an exhaust duct that was anything other than "flexibly biased" :
I am of opinion that the question must, in this case, be answered in the negative. The claims
clearly require that the machine comprises "an exhaust inlet flexibly biased against the exterior" of
the drum; they cannot be otherwise interpreted. Moreover, it is not clear whether the inventor
realized, when he made his invention, that this requirement was not necessary and that the
machine would work as well if the exhaust was placed in a fixed position.
While recourse may be had to the description to determine the meaning of an ambiguous term (one of the
defendant's grounds of defence was that the term "flexibly biased" was obscure and ambiguous), in this
case, the description offered no other alternatives to a "flexibly biased" exhaust duct.
Therefore, the Appeal Court reversed the decision of the Trial Court and found that there had been no
infringement.
Just as in the Catnic case, here again a different test yielded a different outcome. Intuitively, the premise
that different tests for infringement may yield different outcomes seems troublesome. One might think
that a court should arrive at the same conclusion no matter what legal test is applied. In the next case,
the Supreme Court of Canada attempted to reconcile any perceived differences between the Pith and
Marrow approach and the Purposive Construction approach to assessing infringement.

The Meaning of the Term "Using the Invention" in Section 42 of the Patent Act
Monsanto Canada Inc. v. Schmeiser (2004), 31 C.P.R. (4th ) 161 (S.C.C.), allowing in part
(2002), 21 C.P.R. (4th ) 1 (F.C.A.), aff'q (2001), 12 C.P.R. (4th) 204 (F.C.T.D.)
In this recent case, the Supreme Court ruled on the meaning of the term "use" in the following portion of
section 42 of the Patent Act:
... the exclusive right, privilege and liberty of making, constructing and using the invention and
selling it to others to be used . . .
The facts of the case are as follows:
Monsanto was granted Patent 1,313,830 on February 23, 1993. The claims were directed to genetically
engineered genes and cells containing those genes, which, when inserted into canola plants, increase their
tolerance to herbicides containing glyphosate.
In 1996 Monsanto began to produce and sell canola seed containing the patented gene and cell under the
trade name "Roundup Ready Canola", reflecting the canola's resistance to the glyphosate herbicide
"Roundup", also produced by Monsanto. Roundup can be sprayed after the canola plants have emerged,
killing all plants except the canola. This eliminates the need for tillage and other herbicides, and avoids
delaying seeding to accommodate early weed spraying.
Farmers who wish to grow Roundup Ready Canola must enter into a licensing agreement with Monsanto.
The farmers must agree to use the seed for planting a single crop and to sell that crop to a commercial
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purchaser authorized by Monsanto. The licensed farmers may not sell or give the seed to any third party,
nor save seed for replanting or inventory. Each farmer must also pay a licensing fee for each acre planted
with Roundup Ready Canola.
In 1998 Monsanto sued Percy Schmeiser, a Saskatchewan farmer for more than 50 years, for infringement
of Patent 1,313,830. Schmeiser had not purchased Roundup Ready Canola, nor had he obtained a licence
to plant it. Yet tests revealed that 95 to 98 percent of his thousand acres of canola crop was made up of
Roundup Ready plants.
The origin of the plants on Mr. Schmeiser's land was unclear. They may have been derived from Roundup
Ready seed that blew onto or near his land, and was then collected from plants that survived after he
sprayed Roundup herbicide around the power poles and in the ditches along the roadway bordering
several of his fields. The fact that these plants survived the spraying indicated that they contained the
patented gene and cell.
Schmeiser argued he did not use Roundup on his crop, thus not benefiting from the Roundup Ready
canola that was growing in his field.
Discussions focussed on whether Schmeiser did "use the invention", as is established in section 42 of the

Patent Act. This will determine if the patent was infringed. The defence focused on two aspects: 1)
Schmeiser did not use the Roundup herbicide, thus not benefiting from the advantage provided by the
genetically modified crops, therefore not using the invention, and 2) Schmeiser did not use the actual
claimed invention, the genetically modified cells, because they were incorporated in a larger structure, the
seed, which is unpatented.
The Supreme Court established seven rules to determine if an action can be labelled as a use under
section 42 of the Patent Act.
These propositions may be seen to emerge from the foregoing discussion of "use" under the Patent Act
1.

"Use" or "exploitee, in their ordinary dictionary meaning, denote utilization with a view to
production or advantage.

2.

The basic principle in determining whether the defendant has "used" a patented invention is
whether the inventor has been deprived, in whole or in part, directly or indirectly, of the full
enjoyment of the monopoly conferred by the patent.

3.

If there is a commercial benefit to be derived from the invention, it belongs to the patent holder.

4.

It is no bar to a finding of infringement that the patented object or process is a part of or
composes a broader unpatented structure or process, provided the patented invention is
significant or important to the defendant's activities that involve the unpatented structure.

5.

Possession of a patented object or an object incorporating a patented feature may constitute
"use" of the object's stand-by or insurance utility and thus constitute infringement.

6.

Possession, at least in commercial circumstances, raises a rebuttable presumption of "use".

Section F+ Page 401

(A-2016-01148) - Page: 449

Decided Cases: Infringement

7.

While intention is generally irrelevant to determining whether there has been "use" and hence
infringement, the absence of intention to employ or gain any advantage from the invention may
be relevant to rebutting the presumption of use raised by possession.

Schmeiser was therefore judged guilty of using the invention. The cell in the seed was compared to a
patented part in a machine: it cannot be used without infringing. Further, the fact that Roundup herbicide
was not used is irrelevant, because the patent covered the use of the gene and cell. This was compared
to pumps on a ship: they are rarely if ever used, but are still considered "in use" aboard that ship. The
Court awarded the profits to Monsanto, which are those produced by the use of the invention. In the
present case, Schmeiser did not gain any advantage from the Roundup Ready canola, since he did not use
the Roundup herbicide. Not having to pay damages, he did not have to reimburse Monsanto's legal bill.
This lead some to say that the company might have won the battle, it lost the war.

Inducement to Infringe
Occasionally there are instances where the party sued for infringement did not itself directly commit an
act of infringement. Understandably, a patentee is more apt to sue a party that actually has the means to
remedy collective acts of infringement. Suing a particular pitiful individual for a singular act of
infringement may do little to address the patentee's larger problems; re., infringement on a large scale by
numerous parties. Accordingly, if a patentee can link the activities of a third party to an actual act of
infringement directly committed by another, then the patentee's interests may be better served. When the
patentee takes such a tack, he relies upon the doctrine of "inducement to infringe", which is also known
as "indirect infringement".

Requirements
Over the years the courts have set out a number of requirements that a patentee must allege and prove
in order to successfully sue a third party on the grounds of inducement to infringe:
(i) there must have been an actual act of direct infringement committed;
(ii) the act of direct infringement must have been influenced by a third party such that, absent
said influence, no infringement would have occurred;
(iii) there must have been an actual act of inducement committed by the third party; passivity on
the part of the inducer is not sufficient even of the inducer knows infringement will occur; and
(iv) the inducer must have known that his influence would result in the completion of an act of
infringement.
Windsurfing International Inc. v. Trilantic Corporation (1985), 8 C.P.R. (3d) 241 (F.C.A.),

rev'q (1984), 3 C.P.R. (3d) 95 (f.C.T.D.)
In this case, the actions of individual direct infringers were seen as less offensive than the actions of a
third party. Here, the plaintiff alleged infringement of a patent to a sailboard. The patent was a
combination patent that called for a number of old and known components.
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The defendants were sued for infringement based on the fact that they were importing and selling a
similar sailboard. However, the defendant asserted that it was merely selling components of the patented
invention in unassembled form.
At trial, the invention was found to be invalid on the basis of obviousness. Accordingly, there was no
finding of infringement.
On appeal, the patent was found to valid. Accordingly, the respondent was obliged to elaborate on its
arguments concerning lack of infringement. It was admitted that the components, once assembled, did in
fact infringe the patent. However, the respondent argued that the mere making, using or vending of the
old and known components which afterwards could be assembled into a patented article was no basis for
a finding of infringement where the invention as claimed was for the combination of the components. The
basis for their defence was summarized at p. 264 of the decision of the Appeal Court:
Counsel argued that the mere making, using or vending of components which afterwards entered
into a combination is not prohibited where the patent is limited to the combination itself. Since the
respondent is not doing what is claimed in the patent, then it does not infringe it. From that
argument the second follows, namely, that the end user is infringing the patent by assembling
and using the sailboard from the parts supplied either by the respondent itself directly or by a
retailer. To so find, there must be evidence that the supplier has induced or procured the
infringement by conspiring with the manufacturer or with the retailer, as the case may be, to
cause the infringement. To prove such inducement or procurement there must be evidence that
the direct infringer infringed the patent due to the suppliers specific instructions or by intensive
advertising. No such evidence was adduced in this case, counsel submitted.
The Appeal Court dismissed this line of reasoning as indicated at p. 265:
The respondent clearly is not selling parts. It is selling parts for the purpose of making a sailboard.
Without assembly there can be no sailboard. Without assembly there can be no purpose in a
purchaser buying the unassembled parts since, unassembled, they cannot be used for the purpose
for which they are purchased, that is, to sail. To suggest that a patent infringement suit can be
successfully avoided by selling parts as components of a kit in contradistinction to their sale
assembled is, in my view, errant nonsense.
In the court's opinion, the sole purpose of selling the parts, in the form of a kit, was to have the end user
assemble them into an infringing article. This finding was supported by the observation that the
respondent included in the kits a sketch showing the components in assembled form. Although it was
argued that this was not evidence of inducement, the court held otherwise (at pp. 265-266):
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The instruction sketch is thus, in [the respondent's] view, not sufficient to show inducement
without some evidence to show what impelled the purchaser to assemble the parts.
That argument to me can only be termed specious. To suggest that a person purchasing
components, the only known use for which is assembling to provide the purchaser with what he
obviously desires -- a sailboard -- has not been persuaded to do so by the holding out of the
desired result by both the manufacturer and the vendor thereof, stretches credulity to its limits.
That, in my view, is inducement even where the printed instructions are limited to the extent
disclosed in the evidence in this case.
Interestingly, the respondent also relied on reasons in Slater v. Payer as authority for denying
infringement. However, the Appeal Court found that the fact situation in that case was unlike the fact
situation presently before it (at p. 267, emphasis added):
The foregoing makes it clear, I think, that the determination that there was no inducement or
procurement by the defendants in that case, was made by inferences drawn from the facts as
found. The judgment does not preclude the possibility that on different facts the inferences drawn
could be quite different and vendors of components could be found to have induced and procured
innocent purchasers to unknowingly infringe a patent, the existence of which they were unaware.
The purchasers of sailboards, it would appear from the evidence, are individuals seeking
enjoyment and exercise in a new sailing concept. They are not large power companies who are or
should be aware of the existence of patents in relation to use of articles which they propose to
incorporate in their power production facilities. They are individuals who, perhaps unknowingly,
rely on the vendor to protect them from claims for patent infringement of the articles they buy. It
is as much a part of the inducement to purchase those articles, as the holding out of the joys of
sailing on the about-to-be assembled sailboard. The inducements in over-the-counter merchandise
sales such as this are thereby in sharp contrast to those of the kind made in the circumstances of
the Slater Steel case. For those reasons, I think that the cases can be distinguished on their facts.
Therefore, the courts again seem to place great weight on the sophistication of the direct infringer. In this
case, it could be said that the direct infringer, a windsurfer dude as opposed to a mega-corporation, was
someone who could easily be lead to infringe. In that sense, he could be said to be a naive "innocent
infringer".
Finally, it was settled that the respondent had full knowledge of the appellants patent. Accordingly, the
appellant had successfully shown that all of the conditions to prove inducement had been met, and
infringement was found.

Summary
From the foregoing discussion it can be seen that the courts have historically relied upon the so-called Pith
and Marrow Doctrine in assessing infringement. This approach was supplanted with what appeared to be
a new test known as Doctrine of Purposive Construction, which seemed to allow for a different conclusion.
Recently, the Supreme Court has clarified that fairness and equity should prevail for both the patentee and
the public when determining infringement, no matter how these virtues are gauged. There is but one test
for infringement and it appears to incorporate elements found in both doctrines.
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Review Questions
1.

What is the "pith and marrow" approach to assessing the question of infringement?

2.

What is the "purposive construction" approach?

3.

What are the principles laid out in Free World Trust that must be respected when considering the
question of infringement?

4.

What rules were set in Schmeiser to determine if one used an invention from the point of view of
infringement?

5.

What conditions must be satisfied for a plaintiff to successfully sue on the basis of inducement to
infringe?
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Notes:
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